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I. Real Party In Interest 

The real party in interest is Albor Biologies Inc, USA. 

II. Related Appeals And Interferences 

Appellants know of no other related appeals or interferences which will directly affect, be 
directly affected by, or have a bearing on the Board's decision in the pending appeal. 

III. Status Of Claims 

Pending claims 56, 59, 60, 67-69, and 105-108, as set forth in the Claims Appendix, are 
rejected and the subject of this appeal. Specifically, claims 56, 59, 60, 67-69 and 105-108 are 
rejected for allegedly being obvious over Mclnnes et al 9 Immunol. Today 19(2):75-9 (Feb. 
1998) (" Mclnnes 1998 " or " Mclnnes #1" ) in light of Ledbetter et al U.S. Publication No. 2003- 
01 18592 (" Ledbetter ") and Mclnnes et aL, Nat Med. 3(2):198-95 (Feb. 1997) (" Mclnnes 1997 " 
or " Mclnnes #2 "). 

Claims 70-77 have been withdrawn for allegedly being drawn to non-elected species 
pursuant to the Restriction Requirement of October 11, 2006. Claims 1-55, 57-58, 61-66, and 
78-104 have been cancelled. 

IV. Status Of Amendments 

Appellants have filed this appeal from the examiner's August 15, 2007 Final Office 
Action ("the Final Office Action"). A Response and Amendment along with a Notice of Appeal 
was filed by Appellants on February 1 5, 2008. In the Advisory Action mailed on March 26, 
2008 ("the Advisory Action"), the examiner indicated that this amendment would be entered. 

V. Summary Of Claimed Subject Matter 

Independent claim 56 recites a method of treating a subject having a disorder or condition 
characterized by an unwanted immune response comprising administering an effective amount of 
a depleting anti-CD69 antibody molecule, wherein the anti-CD69 antibody specifically binds 
SEQ ID NO:2 to the subject. 

SEQ ID NO: 2 is an amino acid sequence of human CD69. 



4 



U.S.S.N. 10/770,639 
Filed: September 12, 2008 

Depleting anti-CD69 antibody molecules are broadly referred to in the specification as 
"early activation molecule depletors" and are described in the specification as "antibody 
molecules which bind CD69 and deplete CD69 expressing cells." 17 The specification also 
provides an example that distinguishes the in vivo effect of a depletor antibody from an antibody 
that merely antagonizes, neutralizes, or otherwise binds to CD69. Using a collagen-induced 
arthritis (CIA) model in DBA1 wild type mice, the specification shows that a depleting anti- 
CD69 antibody molecule ameliorates CIA in vivo, whereas a non-depleting anti-CD69 antibody 
molecule exacerbated CIA. Specially, Example 6 of the specification 27 provides as follows 
(emphasis added): 

The effect of in vivo treatment with anti-CD69 antibody has been analyzed using two 
different anti-CD69 antibodies, mAb 2.2 and mAb 2.3, in the [collagen-induced arthritis 
(CIA)] model in DBA1 wild type mice. 

MAb 2.2 behaves in vitro as a non-depletor antibody. An IgGl , it is unable to bind 
complement and does not lyse CD69 expressing cells in an in vitro chromium assay (not 
shown). Furthermore, mAb 2.2 does not induce TGF-b synthesis in vitro in the absence 
of crosslinking (Esplugues et al. 2003. J. Exp. Med. 197:1093; Sancho 2003. J. Clin. 
Invest. 112:872). 

The effect of 2.2 anti-mouse CD69 antibody was analyzed in vivo in a model of CIA in 
DBA/1 mice. In vivo treatment with this antibody leads to the complete loss of expression 
of CD69 in populations that express the molecule, such as CD3 hl thymocytes (FIG. 22). 
As shown in the upper right quadrant of the left panel, 14.2% of thymocytes express 
CD69. Following mAb 2.2 treatment, only 0.9% express CD69 (upper right quadrant, 
right panel). However, the total thymocyte pool remains constant, since the sums of the 
upper quadrants in each panel are the same, namely 20.1% (6.5+14.2 for control and 
19.8+0.9 for treated). This shows that mAb 2.2 does not mediate depletion of CD69+ 
cells in vivo. Further studies show that mAb 2.2 removes CD69 from the cell surface, 
i.e., antagonizes by down-modulation of CD69. 

The treatment of CIA-induced DBA/1 mice with mAb 2.2 significantly exacerbated CIA 
when administered at days 20 and 28 during the initiation of the secondary response 
(FIG. 23), in agreement with our results in CD69-deficient mice (FIG. 1). 

* * * 

MAb 2.3 behaves in vitro as a depletor antibody. As an IgG2a, it binds complement 
and lyses CD69-expressing cells in an in vitro chromium assay (not shown). 

The effect of mAb 2.3 was also analyzed in vivo in a model of CIA in DBA/1 mice. In 
vivo treatment with this antibody leads to the depletion of CD69-expressing CD3 hl 
thymocytes (FIG. 24). As shown in the upper right quadrant of the left panel, in this 
experiment 16.7% of thymocytes express CD69. Following mAb 2.3 treatment, only 
0.1% express CD69 (upper right quadrant, right panel). However, the total thymocyte 



See e.g.. Specification at page 7, beginning at line 22. 
Specification at page 104. line 14 to page 106. line 2. 
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pool is strongly reduced, since the sums of the upper panels are now different, namely 
24.8% in the control, but only 8.3% in the treated group. This shows that mAb 2.3 has 
depleted all CD69-expressing cells, rather than functionally > blocking > CD69. 

The treatment of CIA-induced DBA/1 mice with mAb 2.3 significantly reduced CIA 
when administered at days 20 and 28 during the initiation of the secondary response 
(FIG. 25). 

These results show that the treatment with a down-modulating anti-CD69 could be 
useful to enhance certain immune responses. In contrast, the depletion of CD69 
expressing cells may ameliorate diseases mediated by the activation of the immune 
system. 

The disorder or condition characterized by an unwanted immune response is described by 
the specification in the following: page 4, lines 18-23; page 6, lines 10-23; and dependent claims 
67-69. In short, the unwanted immune response may be an acute or chronic inflammatory 
disorder or an immune disorder (e.g., an autoimmune disorder). Specific diseases include 
rheumatoid arthritis, systemic lupus erythematosus, scleroderma, Sjogren syndrome, 
autoimmune diabetes, thyroiditis, or other organo-specific immune diseases, including psoriasis. 

Dependent claim 60 (dependent from claim 59, which is dependent from claim 56) 
specifies a human anti-CD69 monoclonal antibody as the "depleting anti-CD69 antibody 
molecule" to be used in the method of claim 56. Human anti-CD69 monoclonal antibodies are 
described on pages 64 and 65 of the specification. 

Independent claim 105 recites a method of treating a subject having a disorder or 
condition characterized by an unwanted immune response comprising administering to the 
subject an effective amount of a depleting anti-CD69 antibody molecule that specifically binds 
SEQ ID NO:2, wherein the depleting anti-CD69 antibody molecule may be conjugated to a 
second therapeutic agent. Thus, claim 105 differs from claim 56 in that it indicates that a second 
therapeutic agent may be conjugated to depleting anti-CD69 antibody molecule. Antibody 
molecule conjugates are described in the specification in the section beginning on page 68, line 
11. 
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VI. Grounds Of Rejection To Be Reviewed On Appeal 

The following issue is on appeal: 

1. Whether the rejection of claims 56, 59, 60, 67-69 and 105-108 under 35 U.S.C. § 
103(a) over Mclnnes 1998 in light of Ledbetter and Mclnnes 1997 was proper. 

VII. Argument 

A. The Teachings of Mclnnes 1998 in Light of Ledbetter And Mclnnes 1997 Do Not 
Render Obvious the Subject Matter of Claims 56-60, 67-69, and 105-108 

The examiner has rejected claims 56-60, 67-69, and 105-108 over the teachings of 
Mclnnes 1998 in light Ledbetter and Mclnnes 1997 . Appellants respectfully submit that this 
rejection is improper for the reasons set forth below. 

1 . Summary of Cited References 

The primary reference, Mclnnes 1998 , teaches that IL-1 5 can both recruit and expand 
CD45R0+ memory T-cells subsets in the synovial membrane, which, in the continued presence 
of IL-1 5 or via contact with macrophages, increases production of TNFa. 3/ To reduce TNFa 
production, Mclnnes 1998 suggests that IL-1 5 expression should be downgraded or IL-1 5 
receptors should be targeted in order to decrease inflammation 47 Mclnnes 1998 does not 
suggest down regulation of CD69. Mclnnes 1998 does not suggest the use of a depleting anti- 
CD69 antibody molecule, and antibody that mediates depletion of CD69+ cells. No animal 
study data was shown in the teachings of Mclnnes 1998 . Thus, Mclnnes 1998 does not disclose 
and does not enable a method of treating a subject with a depleting anti-CD69 antibody molecule 
of the claims. 

Secondary reference of Mclnnes 1997 teaches that peripheral blood T-cells and U937 
cells that are co-cultured in the presence of IL-1 5 in vitro have decreased TNFa production when 
treated with a neutralizing antibody to CD69. y There are no teachings in Mclnnes 1997 that 
these antibodies deplete the cultures of CD69 + cells. Mclnnes 1997 does not suggest down 



See Mclnnes 1998 at page 77 5 column 1, first full paragraph. 
See Mclnnes 1998 at page 78, column 2, first full paragraph. 
See Mclnnes 1997 at page 193. Figure 7 legend. 
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regulation of CD69. Mclnnes 1997 does not suggest the use of a depleting anti-CD69 antibody 
molecule. No animal study data was shown in the teachings of Mclnnes 1997 . Thus, Mclnnes 
1997 does not disclose and does not enable a method of treating a subject with a depleting anti- 
CD69 antibody molecule of the claims. 

The examiner acknowledges that neither Mclnnes 1998 nor Mclnnes 1997 teaches the 
use of a depleting anti-CD69 antibody to treat rheumatoid arthritis. 67 Mclnnes 1997 discloses 
experiments performed using a "neutralizing antibodies to CD69 5 \ 7/ These are the same 
experiments relied upon in the primary reference of Mclnnes 1998 . The Mclnnes references, 
therefore, never disclose depleting anti-CD69 antibodies. For this element, the examiner relies 
on the teachings of Ledbetter . 

The secondary reference of Ledbetter teaches binding domain immunoglobulin fusion 
proteins. 87 Specifically, Ledbetter teaches "binding domain-immunoglobulin fusion proteins that 
feature a binding domain for a cognate structure such as an antigen, a counterreceptor or the like, 
a wild-type IgGl , IgA or IgE hinge region polypeptide or a mutant IgGl hinge region 
polypeptide having either zero, one or two cysteine residues, and immunoglobulin CH2 and CH3 
domains." 97 The antigen of the binding domain-immunoglobulin fusion protein of Ledbetter 
may be any one of CD19, CD20, CD22, CD37, CD40, L6, CD2, CD28, CD30, CD40, CD50 
(ICAM3), CD54 (ICAM1), CD80, CD86, B7-H1, CD134 (OX40), CD137 (41BB), CD152 
(CTLA-4), CD153 (CD30 ligand), CD154 (CD40 ligand), ICOS, CD19, CD3, CD4, CD25, CD8, 
CD1 lb, CD14, CD25, CD56, and CD69. 107 Ledbetter teaches that any one of these molecules 
may be used in a method of treating a subject having or suspected of having a malignant 
condition or a B-cell disorder. 1 17 Ledbetter provides no specific teaching of a depleting anti- 
CD69 antibody. Ledbetter provides no specific teaching of a depleting anti-CD69 monoclonal 
antibody. Ledbetter provides no specific teaching of a depleting anti-CD69 antibody for the 
treatment of rheumatoid arthritis. 

Final Office Action, page 5, fifth (5 th ) full paragraph. 
See Mclnnes 1997 at page 193, Figure 7 legend. 
See Ledbetter at the Abstract. 
See Ledbetter at the Abstract. 
See e.g. , Ledbetter at claim 1 7 . 
See Ledbetter at paragraph [0038]. 
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2. The Examiner Has Failed to Establish a Prima Facie Case of Obviousness. 

Appellants submit that the examiner has failed to establish a prima facie case of 
obviousness. First, Appellants argue that the examiner is using an impermissible obvious to try 
standard. Second, Appellants show that there is no motivation to combine the teachings of 
Mclnnes 1998 , Ledbetten and Mclnnes 1997 . Third, Appellants argue that one of ordinary skill 
in the art would not have a reasonable expectation of success in the methods of the instant claims 
in light of the teachings of Mclnnes 1998 . Ledbetter , and Mclnnes 1997 . 

a. The Examiner 's Rejection is Based on an Impermissible Use of the Obvious to 
Try Standard 

The examiner is using an impermissible obvious to try standard in the rejection of claims 
56, 59, 60, 67-69 and 105-108 over the teachings of Mclnnes 1998 . Ledbetter , and Mclnnes 
1997 . An invention is not obvious if the inventor merely would have been motivated "to vary all 
parameters or try each of numerous possible choices until one possibly arrived at a successful 
result, where the prior art gave either no indication of which parameters were critical nor any 
direction as to which of many possible choices is likely to be successful." 12 ' "Likewise, an 
invention would not be deemed obvious if all that was suggested 'was to explore a new 
technology or general approach that seemed to be a promising field of experimentation. 5 " 137 In 
this regard, the teachings of Mclnnes 1998 , Ledbetter and Mclnnes 1997, taken together, present 
numerous choices to be tried but do not lead one of ordinary skill in the art to a successful result. 

The Federal Circuit has stressed that an invention is obvious when there is a lack of 
numerous parameters to vary and the prior art gives specific guidance as to how to reasonably 
achieve success. 147 The Federal Circuit has consistently applied this principle in its decisions in 
In re OTarrell , Pharmastem Therapeutics, Inc. v. Viacell Inc. , and Medichem, S.A. v. Rolabo, 
S.L. While the court found the inventions in those cases to be obvious, the facts of In Re 
OTarrell Pharmastem , and Medichem can be easily distinguished from the instant case. 



In re OTarrell . 853 F.2d 894, 903 (Fed. Cir. 1988); See also, Pharmastem Therapeutics. Inc. v. Viacell. 
Inc. , 491 F.3d 1342, 1364 (Fed. Cir. 2007) and Medichem. S.A. v. Rolabo . S.L.. 437 F.3d 1 157. 1 166-67 (Fed. Cir. 
2006). 

,3/ Pharmastem . 491 F.3d at 1364, quoting In re OTarrell . 853 F.2d at 903: See also Medichem. . 437 F.3d at 

1166-67. 

I4/ See In re OTarrell . 853 F.2d at 903; Pharmastem . 491 F.3d at 1364; and Medichem, 437 F.3d at 1 166-67. 
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In re O'Farrell involved an appeal from a decision of the U.S. Patent and Trademark 
Office Board of Patent Appeals and Interferences that rejected an application for obviousness. 157 
A year before they applied for a patent, two coinventors published an article that described the 
method for practicing their claimed invention and provided evidence suggesting the invention 
would be successful. In light of the article, the Federal Circuit held that their invention was 
obvious within the meaning of § 103. 167 

The appellants in In re O'Farrell argued that at the time the article was published, there 
was enough unpredictability in the field of molecular biology to render their claimed method of 
synthesizing proteins nonobvious to one of ordinary skill in the art. 177 In its discussion of the 
standard under § 103, the court noted that an invention could be "obvious to try" while 
ultimately remaining nonobvious. 18/ For example, an invention is nonobvious when it is 
discovered by "vary[ing] all parameters or try[ing] each of numerous possible choices until one 
possibly arrived at a successful result, where the prior art gave either no indication of which 
parameters were critical or no direction as to which of many possible choices is likely to be 
successful." 197 Similarly, an invention is nonobvious "where the prior art gave only general 
guidance as to the particular form of the claimed invention or how to achieve it." 207 

"For obviousness under § 103, all that is required is a reasonable explanation of success." 
217 In In re OTarrell the Federal Circuit found that the information in the prior art article 
provided such a reasonable expectation of success. 227 As a result, the appellants 5 claimed 
invention was deemed obvious under § 103. 

In Medichem, the Federal Circuit held that the addition of a tertiary amine to a patented 
reactive process was obvious in view of the prior art. 237 Recognizing that the addition of the 
tertiary amine was the only significant difference between the appellee's and appellant's 
processes, the Federal Circuit noted that the appellee's invention was "a species within the genus 



15/ 
16/ 
17/ 
IS/ 
19/ 
20/ 
21/ 
22/ 
23/ 



In re OTarrell. 873 F.2d at 894. 

Id. at 904. 

Id. at 902. 

Id. at 903. 

Id. 

Id. 

Id. 

Id. at 904. 

Medichem. 437 F.3d at 1 167. 
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of the [appellant's] invention." 247 In Medichem , the court emphasized that "there [were] not 
numerous parameters to vary," nor was this a case "where the prior art [gave] merely general 
guidance." The guidance of the prior art in Medichem was "quite clear - namely, that . . . 
reactions of this kind can sometimes be optimized by adding low levels of a tertiary amine." 
As a result, the court concluded that the addition of a tertiary amine to the reactive process 

97/ 

"would have been obvious in view of the [appellant's] patent and the prior art." 

In Pharmastem , the Federal Circuit determined that patents for an umbilical cord banking 
process were obvious under the obvious to try standard. 287 In that case, the two patents in 
question described "a process for collecting a newborn infant's umbilical cord blood at the time 
of birth, testing it for suitability for later use, preserving it through cryopreservation, and infusing 

70/ 

it into an individual . . . whose hemotopoietic stem cells have been destroyed." Relying on the 
existence of prior art references (scientific articles that suggested using cord blood for this 
purpose and those that suggested cryopreservation and storage of the cord blood as needed), the 
court determined that "the idea of using cryopreserved cord blood to effect hematopoietic 
reconstitution was not new at the time the inventors filed" the patents in question. 307 

While acknowledging that work of Pharmastem's inventors may have advanced the state 
of science in the field, the Federal Circuit concluded that the inventors "merely used routine 
research methods to prove what was already believed to be the case." 317 In Pharmastem , there 
was "not an array of possible choices" as to how to achieve the scientific objective, nor were 
there "problems to be solved in implementing the prior art suggestion." 327 To the contrary, the 
court found that "each step of the . . . [umbilical cord collection] procedure had been spelled out 
in the prior art." 337 As a result, the Federal Circuit determined that it was unreasonable for a jury 



247 Id^atll61. 

25/ IdL at 1167. 

26/ Id 
Id 

28/ Pharmastem Therapeutics. 49 1 F.3d at 1 367. 

297 ]d at 1347. 

30/ Id^at 1360. 

3,7 Id at 1363. 

32/ Id 

33/ Id. 
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to reach the conclusion that the patents were not obvious and reversed the district court's denial 
of JMOL on that issue. 34/ 

Unlike the prior art references in Pharmasterru In re O'Farrell and Medicherru which 

pointed inventors to specific processes and limited the number of variables to try, the Mclnnes 

references do not limit an inventor to a list of potential therapeutic targets. Contrary to the 

examiner's assertion that the Mclnnes references "point one of ordinary skill in the art to three 

targets: the IL-15 ligand, the IL-15 receptor and CD69," nowhere do the references limit the 

potential therapeutic target to this list. The references do not even refer to CD69 as a therapeutic 

target; indeed, in the concluding section of Mclnnes 1998 under the heading Therapeutic 

implications, CD69 is not even mentioned. IL-15 is highlighted as the target. Specifically, 

Mclnnes 1998 states as follows: 

The identification of IL-15 -mediated T-cell and monocyte activation in synovial 
membrane, apparently operating upstream from the effects of TNF-a, provides a novel 
target for such biological therapeutic approaches. This might be either through direct 
neutralization of EL-15 or by targeting IL-15 receptors, particularly IL-15Ra. Studies in 
animal models of arthritis are now required to address these exciting possibilities. 

Thus, Mclnnes 1998 merely suggests IL-15 or one of the multitude of IL-15 receptors as 
potential therapeutic targets. 

Mclnnes 1997 also does not identify CD69 as a therapeutic target. Mclnnes 1997 reports 
to the role of IL-15 in the induction of TNFa production in rheumatoid arthritis through 
activation of synovial T cells, which often express CD69, HLA-DR, and VLA1. 35/ The 
experimental result in Mclnnes 1997 shows that antibodies against CD69, LFA-1, and ICAM-1 
significantly inhibited the ability of T cells to activate macrophages by cell contact, thereby 
implicating IL-15 as the source of the induction of TNFa production as opposed to other 
cytokines such as IL-2. Although CD69 is identified as a participant in the IL-1 5 molecular 
pathways, CD69 is not taught as a potential therapeutic target. Indeed, Mclnnes 1997 concludes 
with a list of implications of the results that in no way discloses CD69 as a potential target; all 
focus is placed on IL-1 5. This conclusion is evidenced by the fact that Mclnnes 1998 , a review 
article published a year after Mclnnes 1997 (see excerpt above), fails to expressly identify CD69 



34/ Id at 1364. 

See Mclnnes 1997 at abstract and page 192, right column, last paragraph. 
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as a therapeutic target. Thus, even with the benefit of the data set forth in Mclnnes 1997 , the 
main authors of Mclnnes 1997 failed to identify CD69 as a potential therapeutic target. 

A suggestion that CD69 is part of the biological mechanism of a cytokine or cytokine 
receptor, such as IL-15 or IL-15 receptor, would not necessarily suggest to a person of ordinary 
skill in the art that CD69 is a target for therapy. Upregulation of CD69 has been suggested in 
response to other cytokines and in other cell types. For example, eosinophils, or white blood 
cells of the immune system, experience an upregulation in CD69 expression when incubated 
with IL-13, IL-4, or TNF-a. 36/ In vivo IL-12/GM-CSF treatment promotes a rapid up-regulation 
of CD69 on T cells. 37/ In short, CD69 and IL-1 5 are distinct molecules that play different and 
sometimes overlapping roles in the immune system. Suggesting IL-15 or IL-15 receptors as a 
possible target is not the same as suggesting the myriad of molecules implicated in the biological 
pathways of IL-15 or IL-15 receptors as possible targets. 

Furthermore, even assuming, arguendo, that Mclnnes 1998 does suggest molecules other 
than IL-15 as possible therapeutic targets, the list of other possible targets would have to be 
expanded beyond CD69 to at least include: 

1. IL-15; 

2. the myriad of IL-1 5 receptors, particularly IL15Ra; 

3. TNF-a; 

4. leukocyte function-associated molecule 1 (LFA-1), 

5. intercellular adhesion molecule (ICAM-1), and 

6. CD69. 

Each of these molecules are implicated by Mclnnes 1998 to be involved in the biological 
pathway that links IL15 expression to inflammation in rheumatoid arthritis. 387 Thus, at best, the 
Mclnnes references only provide general guidance to a promising filed of experimentation and 
provide insight to a biological mechanism hypothesized to be involved in the inflammation seen 
in rheumatoid arthritis. Unlike the prior art reference in Pharmastem , which spelled out each 



See Abstract of Luttmann et al., "Synergistic Effects of InterIeukin-4 or Interleukin-13 and Tumor Necrosis 
Factor-alpha on Eosinophil Activation In Vitro" AM. J. RESPIR. CELLMOL. BlOL.. Volume 20, Number 3, March 
1999 474-480. 

Kilinc et al., "Reversing tumor immune suppression with intratumoral IL-1 2: activation of tumor- 
associated T effector memory cells, induction of T suppressor apoptosis. and infiltration of CD8+ T effectors," J 
IMMUNOL. 2006 Nov 15;177(10):6962-73. 

38/ 

See e.g., Mclnnes 1998 at page 78, right column, first full paragraph and page 77, top of left column. 
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step of the procedure in question, the Mclnnes references point to IL-15 as the therapeutic target 
and implicate numerous other molecules as mediators of IL-15 activity. 

With respect to Ledbetter , this reference discloses therapies for the depletion of B cells, 
and does not concern the T cell pathways shown in the Mclnnes references. Further, Appellants 
respectfully submit the Final Office Action mischaracterizes the teachings of Ledbetter . The 
examiner asserts in the Final Office Action at page 4 that "[a]s essentially stated in the prior 
Office Action of February 5, 2007, Ledbetter teaches human and humanized anti-CD69 
antibodies with enhanced antibody dependent cell cytotoxicity and complement fixation activity, 
both of which lead to effective depletion of immune cells." The Office Action of February 5, 
2007 at page 6 explains as follows: 

Ledbetter teaches human and humanized anti-CD69 antibodies with enhanced antibody 
dependent cell cytotoxicity and complement fixation activity, both of which lead to effective 
depletion of immune cells, such as B cells and T cells (see entire document, in particular 
pages 4-5, paragraphs [Q021]-[0029], page 14, paragraph [0105] and claims 17 and 35). 
Ledbetter further teaches that radiolabeled antibodies and toxin conjugated antibodies are 
effective for treating tumors, such as B cell tumors (see in particular pages 2-4, paragraphs 
[001 1 M00 19]). 

Contrary to the above characterization of the teachings of Ledbetter , Ledbetter does not 
explicitly disclose depleting anti-CD69 antibodies in these passages. Rather, Ledbetter at pages 
4-5, paragraphs [0021]-[0029] provides a discussion related to CD20 antibodies and the 
depletion of B cells. Ledbetter at page 14, paragraph [0105] and claims 17 and 35 provides a 
long list of possible binding domain polypeptides and antigens, which include CD2, CD28, 
CD30, CD40, CD50 (ICAM3), CD54 (ICAM1), CD80, CD86, B7-H1, CD134 (OX40), CD137 
(41BB), CD152 (CTLA-4), CD153 (CD30 ligand), CD154 (CD40 ligand), ICOS, CD19, CD20, 
CD22, CD37, L6, CD3, CD4, CD25, CD8, CD1 lb, CD 14, CD25, CD56 and CD69. Ledbetter at 
pages 2-4, paragraphs [001]-[0019] merely provides a general discussion of immunoglobulin 
therapy. The examiner's reliance on these disclosures is not well understood by Appellants. 
Nowhere in these passages are depleting anti-CD69 antibodies expressly disclosed. 

Rather, Ledbetter provides a general teaching concerning various cell surface antigens 
that may be targeted by the binding domain immunoglobulin fusion proteins. 397 No specific data 

39/ Ledbetter at paragraph 1 05. 
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is provided regarding the production of antibodies or antibody-like molecules that specifically 
bind to CD69, or antibodies or antibody-like molecules that deplete CD69+ cells. Ledbetter 
mentions rheumatoid arthritis in a list of several pathologies that may be amenable to treatment 
using the myriad of antibodies or antibody-like molecules that specifically bind to one of many 
cell surface antigens. These antigens may be any one of CD19, CD20, CD22, CD37, CD40, L6, 
CD2, CD28, CD30, CD40, CD50 (ICAM3), CD54 (ICAM1), CD80, CD86, B7-H1, CD134 
(OX40), CD137 (41BB), CD152 (CTLA-4), CD153 (CD30 ligand), CD154 (CD40 ligand), 
ICOS, CD19, CD3, CD4, CD25, CD8, CD1 lb, CD14, CD25, CD56, and CD69 40/ 

Appellants assert that a person having ordinary skill in the art, reviewing the combination 
of Mclnnes 1998 , Ledbetter . and Mclnnes 1997, would have to try each of numerous choices 
until he or she possibly arrived at a successful result. At most, Mclnnes 1998 and Mclnnes 1997 
identify IL-15 and the several IL-15R as possible therapeutic targets; neither identifies CD69 as a 
therapeutic target. Ledbetter teaches antibody and antibody-derived molecules that bind to many 
cell surface antigens for the treatment of numerous pathologies. From these teachings, one of 
ordinary skill in the art would have to 1) choose between various molecules implicated in the IL- 
15 biological pathway (e.g., IL-15, IL-15 receptors, TNF-a, LFA-1, ICAM-1, and CD69), 2) 
distinguish between various antibodies that bind specifically to CD69 and decrease expression of 
TNFa from depleting anti-CD69 antibodies, 3) identify and develop depleting antibodies, and 4) 
select depleting anti-CD69 antibodies over all of the other possible therapies for various immune 
conditions including rheumatoid arthritis. Therefore, these prior art teachings offer "merely 
general guidance," not specific guidance that would lead a person of ordinary skill in the art to 
the invention now claimed as an inventor would have to vary numerous parameters before 
achieving a successful result. 417 

In light of the above, Appellants respectfully submit that the examiner is using an 
impermissible obvious to try standard in the rejection of claims 56, 59, 60, 67-69 and 105-108 
over the teachings of Mclnnes 1998 . Ledbetter , and Mclnnes 1997 . Appellants respectfully 
request reversal of this rejection. 



40/ Ledbetter at paragraphs 1 37-148. 
4l/ Medichem . 437 F.3d at 1 167. 
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b. There is No Motivation to Combine the References 

As stated by the Supreme Court, the framework for the objective analysis for determining 
obviousness under 35 U.S.C. 103 is stated in Graham v. John Deere Co . 42/ The factual inquiries 
enunciated by the Court are as follows: 

(1) Determining the scope and content of the prior art; 

(2) Ascertaining the differences between the claimed invention and the prior art; and 

(3) Resolving the level of ordinary skill in the pertinent art. 43 

As is explained by the Federal Circuit, the motivation to combine is part of the discussion 
in determining the scope and content of the prior art, 44/ and where all claim limitations are found 
in a number of references, the factfinder must determine "[w]hat the prior art teaches. . . and 
whether it motivates a combination of teachings from different references." 457 While the Court in 
KSR Int'l Co. v. Teleflex Inc. rejected a rigid application of the teaching, suggestion, or 
motivation ( 4 TSM') test in an obviousness inquiry, the Court acknowledged the importance of 
identifying 'a reason that would have prompted a person of ordinary skill in the relevant field to 
combine the elements in the way the claimed new invention does' in an obviousness 
determination. Moreover, the [Supreme] Court indicated that there is "no necessary 
inconsistency between the idea underlying the TSM test and the Graham analysis." 467 

Using the above as guidance, Appellants assert that one of ordinary skill in the art would 
not have had motivation to combine the teachings of Mclnnes 1998 with Ledbetter , nor would 
they have had motivation to combine the teachings of Mclnnes 1997 and Ledbetter . One of 
ordinary skill in the art could not find a motivation to combine Mclnnes 1998 with Ledbetter 
either in the references themselves or in knowledge generally available in the art. Mclnnes 1998 

42/ 383 U.S. 1, 148 USPO 459 (1966); reaffirmed and relied upon in KSR Int'l Co. v. Teleflex Inc. . 127 S. Ct. 
1727, 82 USPQ2d 1385 (2006). 

437 Graham v. John Deere Co. , 383 U.S. 1, 148 USPQ459 (1966); reaffirmed and relied upon in KSR Int'l Co. 
v. Teleflex Inc. . 127 S. Ct. 1727, 82 USPQ2d 1385 (2006). 

44/ DvStar Textilfarben GmbH & Co. Deutschland KG v. C.H. Patrick Co. , 464 F.3d 1356, 1360, 80 USPQ2d 
1641, 1645 (Fed. Cir. 2006); citing SIBIA Neurosciences. Inc. v. Cadus Pharma. Corp. . 225 F.3d 1349, 1356 (Fed. 
Cir. 2000). 

45/ Id. citing In re Fulton . 391 F.3d 1195, 1199-1 200 (Fed. Cir. 2004). 

46/ Takeda Chem. Indus. . Ltd. v. Alphapharm Pry.. Ltd., 492 F.3d 1350, 1356-1357 (Fed. Cir. 2007). quoting 
KSR . I27S.Q. at 1731. 
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teaches that CD69 is involved with IL-15 in the reduction of TNFa production by interacting 
with synovial T-cells. Mclnnes 1998 does not teach anything regarding the treatment of 
rheumatoid arthritis with depleting anti-CD69 antibodies. Mclnnes 1998 suggests that 
rheumatoid arthritis may be treated through the reduction of expression or activity of IL-1 5. 477 
Mclnnes 1998 does not teach or suggest that the depletion of CD69+ cells would be an effective 
treatment for rheumatoid arthritis. Thus, one of ordinary skill in the art would not be motivated 
to combine Ledbetter which teaches various depleting antibodies and related molecules for a 
large number of cell surface antigens, including CD69. 

Likewise, one of ordinary skill in the art would not have had motivation to combine 
Mclnnes 1997 and Ledbetter . Mclnnes 1997 teaches that antibodies that bind to and neutralize 
CD69, but do not deplete CD69+ positive cells, reduce the amount of TNFa produced in in vitro 
co-cultures. There is no teaching that depleting CD69 antibodies are used to decrease TNFa 
production. Mclnnes 1997 does not teach that the depletion of CD69+ cells would be an 
effective treatment for rheumatoid arthritis. Thus, one of ordinary skill in the art would not have 
had motivation to combine Mclnnes 1997 with Ledbetter which teaches various depleting 
antibodies and related molecules for a large number of cell surface antigens. 

Further, as indicated above, the immunoglobulin fusion proteins disclosed in Ledbetter 
are designed for uses involving B cell depletion such as B cell depletion therapies. 487 Indeed, 
Ledbetter defines rheumatoid arthritis as a B-cell disorder. 497 In this sense, Ledbetter actually 
teaches away from targeting antigens, such as CD69, that are present in both B cells and T cells 
as this may lead to a counterproductive immunosuppression. 507 Specifically, Ledbetter provides 
as follows: 517 

Antigens that have been tested as targets for serotherapy of B and T cell malignancies 
include Ig idiotype, CD19, CD20, CD21 , CD5, and CD52. Of these, the most success has 
been obtained using CD20 as a target for therapy of B cell lymphomas. Each of the other 
targets has been limited by the biological properties of the antigen. For example, surface 
idiotype can be altered through somatic mutation, allowing tumor cell escape. As other 



See e.g., Mclnnes 1998 at page 78. right column, first full paragraph. 
Id. at paragraph 137. 

See, e.g., Ledbetter at paragraphs [0038] and [0043]. 
See Ledbetter at paragraph [001 7]. 

See Ledbetter at paragraph [0017] (citations omitted)(emphasis added). 
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examples, CD5, CD21, and CD 19 are rapidly internalized after mAb binding, allowing 
tumor cells to escape destruction unless mAbs are conjugated with toxin molecules. 
CD22 is expressed on only a subset of B cell lymphomas, thereby limiting its usefulness, 
while CD52 is expressed on both T cells and B cells and may therefore generate 
counterproductive immunosuppression by effecting selective T cell depletion. 

Thus, Ledbetter explains that targeting antigens that are expressed on both T cells and B 
cells (such as CD52, and likewise CD69 ~ ) would actually be counterproductive in treating an 
unwanted immune response such as that seen in rheumatoid arthritis. Accordingly, a person of 
ordinary skill in the art would not have been motivated to combine the teachings of Mclnnes 
1998 and Mclnnes 1997 with the teachings of Ledbetter to arrive at the present invention, 
because the use of the molecules of Ledbetter , which are designed to deplete B cells, in a method 
of depleting the CD69+ cells disclosed by Mclnnes 1998 and Mclnnes 1997 would lead to the 
undesirable and counterproductive immunosuppression. 

In light of the above, Appellants respectfully submit that a person of ordinary skill in the 
art would not have been motivated to combine the teachings of Mclnnes 1998 , Ledbetter , and 
Mclnnes 1997 in the manner proposed by the examiner. Thus, a person of ordinary skill in the 
art would not have combined these references to arrive at the subject matter of claims 56, 59, 60, 
67-69 and 105-108. Appellants respectfully request reversal of this rejection. 

c. The Examiner has Failed to Show a Reasonable Expectation of Success in 
Combining the Teachings of Mclnnes 1998 with Ledbetter and Mclnnes 1997 

Appellants assert that a person having ordinary skill in the art reviewing the cited 
references would not have had a reasonable expectation of success at arriving at the methods of 
claims 56, 59, 60, 67-69 and 105-108, in part, because of the methods of the claims are based on 
unexpected results. Claims 56, 59, 60, 67-69 and 105-108 are presently being examined insofar 
as they encompass methods of treating rheumatoid arthritis. 

One of ordinary skill in the art would not have a reasonable expectation of success 
regarding the methods of claims 56, 59, 60, 67-69 and 105-108 based on the teachings of 
Mclnnes 1998 , Ledbetter , or Mclnnes 1997 . None of Mclnnes 1998 , Ledbetter , or Mclnnes 
1997 shows any in vivo data from animal models for arthritis. The teachings of Mclnnes 1998 , 

B-cells also express CD69. See e.g.. D' Arena et ai, "CD69 expression in B-cell chronic lymphocytic 
leukemia: a new prognostic marker? 1 ' Haematologica 2001 Sep;86(9):995-6. 
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Ledbetter . and Mclnnes 1997 have no specific evidence regarding the efficacy of depleting anti- 
CD69 antibodies. None of the cited references teaches a specific depleting anti-CD69 antibody, 
or shows any evidence of their efficacy in any context. 

The Examiner cites additional references as further evidence that one of ordinary skill in 
the art would have had a reasonable expectation of success in combining the teachings of 
Mclnnes 1998 , Ledbetter , and Mclnnes 1997 . Appellants have reviewed the examiner's analysis 
of the cited references Sancho, 53/ Feng, 54/ Lauzurica, 557 and Nakayama 567 and cannot agree that 
any of these references support the examiner's conclusion that the above references render the 
present claims obvious. Rather, these references highlight the complexities of the field and 
merely identify promising areas for further experimentation. 

As explained by the examiner, Sancho reports on the "somewhat contradictory in vitro 
and in vivo results" in the evidence suggesting a possible proinflammatory role for CD69. 
Specifically, Sancho at page 137, top left column, references Feng , Nakayama, and Lauzurica in 
the following passage: 

Despite the in vitro evidence suggesting a possible proinflammatory role for CD69, 
constitutive expression of CD69 by T cells in transgenic mice is not associated with 
inflammatory conditions. [ Feng and Nakavama ] Furthermore, analysis of antigen- 
specific response in mice has not revealed reduced T-Cell activation in the absence of 
CD69 [ Lauzurica ], suggesting that this receptor does not exert a net positive co- 
stimulatory effect in T cells in vivo, although a redundant role as a positive co-stimulus 
for T cells cannot be ruled out. 

The examiner does not disagree with these conclusions of Sancho , but argues on pages 7 
and 8 of the Office Action that these teachings "do not particularly contradict" the teachings 
of Mclnnes 1998 and Mclnnes 1997 . While perhaps these teachings "do not particularly 
contradict" the teachings of Mclnnes 1998 and Mclnnes 1997 , neither do they particularly 
support the examiner's conclusion that one of ordinary skill in art could have easily relied on the 



Sancho et a!., "CD69 is an immunoregulatory molecule induced following activation," TRENDS IMMUNOL. 
2005 Mar:26(3): 136-40. 

Feng et a!. t "A potential role for CD69 in thymocyte emigration/ 5 INT IMMUNOL. 2002 Jun;14(6):535-44. 

JJ/ Lauzurica et al. 3 "Phenotypic and functional characteristics of hematopoietic cell lineages in CD69- 

deficient mice/' BLOOD. 2000 Apr 1 ;95(7):23 1 2-20. 

Nakayama et aL, 'The generation of mature, single-positive thymocytes in vivo is dysregulated by 

CD69 blockade or overexpression," J IMMUNOL. 2002 Jan l;168(l):87-94. 
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teachings these references to arrive at the present invention. Indeed, the examiner's analysis of 
Feng and Lauzurica highlights the complexities of the art and bolsters Appellants' position that a 
person of ordinary skill in the art would not have had a reasonable expectation of success in 
combining the teachings of Mclnnes 1998 , Ledbetter , and Mclnnes 1997 to arrive at the present 
invention. Appellants respectfully maintain that one of ordinary skill in the art would not have a 
reasonable expectation of success in the methods of the instant claims in light of the teachings of 
Mclnnes 1998 , Ledbetter . and Mclnnes 1997 . 

Further, Appellants respectfully submit that the examiner is carefully navigating the 
complexities of the art with the benefits of hindsight to arrive at the present invention and, 
moreover, understates the significance of the data presented in the specification. The instant 
specification shows for the first time the results of in vivo treatment of collagen induced arthritis 
(CIA) in mice with depleting anti-CD69 antibody. 577 CIA is a widely accepted experimental 
model of inflammatory joint disease and specifically rheumatoid arthritis. 587 Mclnnes 1998 , 
Ledbetter , or Mclnnes 1997 show no experimental evidence of any sort that suggests that CD69 
depleting antibodies work to alleviate the symptoms of rheumatoid arthritis. Thus, Appellants 
submit that without any data on point of any kind, and previously published contradictory in vivo 
data presented in the references cited by the examiner, the teachings of Mclnnes 1998 , Ledbetter , 
and Mclnnes 1997 alone or in combination provide no reasonable expectation of success to one 
of ordinary skill in the art. 

B. Any Prima Facie Case of Obviousness is Rebutted By Evidence of Unexpected 
Results Set Forth in the Specification 

Appellants submit, as explained above, that the Examiner has not established a prima 
facie case of obviousness. However, even if the Examiner had presented such a case (Appellants 
submit that the Examiner did not present such a case), this case would be rebutted by the 
unexpected results presented in the instant application. As set forth in KSR, "combining 



See e.g., Specification from page 104. line 14 to page 106, line 2. 

See e.g.. Specification from page 30, line 30 to page 3 1 , line 1 and Feldman et al ANN REV. IMMUNOL. 
14:397-440(1996). 
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elements that work together 'in an unexpected and fruitful manner' would not have been 
obvious." 597 

Appellants submit that the methods of claims 56, 59, 60, 67-69, and 105-108 are based 
upon unexpected results that shows that depleting anti-CD69 antibody molecules are effective in 
an in vivo model for unwanted immune response. The specification teaches, unexpectedly from 
the standpoint of one of ordinary skill in the art at the time the invention was made, that it is 
important that the CD69 specific antibody be a depletor of CD69+ cells, as opposed to 
specifically binding to CD69, while not depleting CD69+ cells in an in vivo model for unwanted 
immune response. Treatment of mice having an unwanted immune response (i.e., collagen- 
induced arthritis (CIA)) with a CD69 specific antibody that does not deplete CD69+ cells in vivo 
(i.e., mAb 2.2) actually exacerbated CIA in those mice. 60/ In contrast, treatment of CIA induced 
mice with a CD69 specific antibody that depletes CD69+ cells (i.e., mAb 2.3) significantly 
reduced CIA. 61/ In this sense, the neutralizing antibodies of Mclnnes 1997 may actually 
exacerbate rheumatoid arthritis if they do not deplete CD69+ cells. This result was unexpected 
in light of Mclnnes 1998 , Ledbetten and Mclnnes 1997 and also the other previously published 
in vivo data present by the examiner. Thus, Appellants submit that the methods of claims 56, 59, 
60, 67-69 and 105-108 are based on unexpected properties and thus are non-obvious over 
Mclnnes 1998 . Ledbetter , and Mclnnes 1997 . 

The examiner rebuts the Appellants findings of unexpected results by citing Mclnnes 
1998 on page 9 of the Office Action for its teaching that: 

T-cell-directed therapies that not only inhibit T-cell activation but also deplete T cells 
from the synovial compartment, or at least interfere with their membrane interactions, 
will probably be most efficacious. 

Mclnnes 1998 suggests T-cell direct therapies that inhibit T-cell activation and also T- 
cell direct therapies that deplete T-cells or at least interfere with their membrane interactions. 
Mclnnes 1998 , however, offers no specific or definite suggestion as to what therapy "will 
probably be most efficacious." As presented above, Mclnnes 1 998 only suggests IL-1 5 or one of 



KSRJ27S. Ct. at 1740. 
See e.g., Specification at page 105, lines 3-6. 
See e.g., Specification at lines 27-29 and Figure 25. 
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the multitude of IL- 1 5 receptors as potential therapeutic targets. Further, Mclnnes 1998 makes 
no distinction between therapies that inhibit T-cell activation from those therapies that would 
deplete T-cells. As pointed out by the present inventors, non-depletor CD69 antibodies that 
would merely neutralize T-cell activation may actually exacerbate an unwanted immune 
response. Thus, the present inventors were able to reach the conclusion that "treatment with a 
down-modulating anti-CD69 could be useful to enhance certain immune responses," while "the 
depletion of CD69 expressing cells may ameliorate diseases mediated by the activation of the 
immune system." These results are unexpected in view of this teaching in Mclnnes 1998 and 
would have been unexpected to one of ordinary skill in the art. 

The examiner also rebuts the Appellants findings of unexpected results by citing Cheon 637 
on page 9 of the Final Office Action for its teaching that: 

TGF-P exerts diverse and even opposite effects depending on the cell types and 
conditions. In the present study, we provided evidence that TGF-p 1 could 
contribute to the inflammation and progression of the disease in RA and OA. 

This passage concerns TGF-p and does not contradict the applicant's unexpected findings 
that depleting anti-CD69 antibodies show unexpected properties. It appears from the above 
analysis that the examiner is conflating TGF-p and T-Cells with CD69. TGF-p, T-cells, and 
CD69 are all distinct compositions and play a distinct role in any normal or disease physiology. 
Under the examiner's rationale, Cheon suggests TGF-P as yet another therapeutic target for 
treating unwanted immune response. Appellants respectfully submit that Cheon , as well as all of 
the evidentiary references cited by examiner, provide only general teachings with respect to the 
subject matter of the instant invention. None of these evidentiary references set forth any 
specific teachings capable of refuting the evidence of unexpected results set forth in the 
specification. 

As explained above, Appellants submit that the examiner's obviousness rejection is based 
on an improper obvious to try standard, that there is no motivation to combine Mclnnes 1998 and 
Ledbetten or Mclnnes 1997 , and that there is no reasonable expectation of success for combining 



627 Specification at page 104, line 14 to page 106, line 2 (Example 6). 

J Cheon et al. } 'increased expression of pro-inflammatory cytokines and metalloproteinase- 1 by TGF-betal 

in synovial fibroblasts from rheumatoid arthritis and normal individuals." CLIN EXP IMMUNOL. 2002 Mar; 
127(3):547-52. 
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the teachings of Mclnnes 1998 , Ledbetter , and Mclnnes 1997 to successfully arrive at the 
invention of claims 56, 59, 60, 67-69 and 105-108. Furthermore, even assuming, arguendo, that 
the examiner has set forth a prima facie case of obviousness, Appellants submit that the methods 
of claims 56, 59, 60, 67-69 and 105-108 are based on unexpected results. Thus, Appellants 
submit that claims 56, 59, 60, 67-69 and 105-108 are not obvious over Mclnnes 1998 in light of 
Ledbetter and Mclnnes 1997 . Appellants respectfully request that this rejection be reversed. 

C. The Combination of Mclnnes 1998 , Ledbetter , and Mclnnes 1997 Fail to Suggest 
the Use of a Depleting Anti-CD69 Monoclonal Antibody as Set Forth in Claim 60 

Appellants respectfully submit that the examiner fails to establish a prima facie case of 
obviousness with respect to the subject matter of claim 60. Claim 60 is dependent from claim 
59, which is dependent from independent claim 56. Claim 60 states that the depleting anti-CD69 
antibody molecule is a human anti-CD69 monoclonal antibody. None of Mclnnes 1998 , 
Ledbetter , and Mclnnes 1997 provides for a human anti-CD69 monoclonal antibody. 

The examiner acknowledges that neither Mclnnes 1998 nor Mclnnes 1997 teaches the 
use of a depleting anti-CD69 antibody to treat rheumatoid arthritis. 64/ Mclnnes 1997 discloses 
experiments performed using a "neutralizing antibodies to CD69". 65/ These are the same 
experiments relied upon in the primary reference of Mclnnes 1998 . The Mclnnes references 
therefore never disclose depleting anti-CD69 antibodies, let alone depleting human anti-CD69 
monoclonal antibody. 

The secondary reference of Ledbetter teaches only binding domain-immunoglobulin 
fusion proteins, not depleting human anti-CD69 monoclonal antibodies. 66/ Specifically, 
Ledbetter teaches "binding domain-immunoglobulin fusion proteins that feature a binding 
domain for a cognate structure such as an antigen, a counterreceptor or the like, a wild-type 
IgGl, IGA or IgE hinge region polypeptide or a mutant IgGl hinge region polypeptide having 
either zero, one or two cysteine residues, and immunoglobulin CH2 and CH3 domains.' 5 67/ The 



Final Office Action, page 5, fifth (5 th ) full paragraph. 

See Mclnnes 1997 at page 193. Figure 7 legend. 
See Ledbetter at the Abstract. 
See Ledbetter at the Abstract. 
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antigen of the binding domain-immunoglobulin fusion protein of Ledbetter may be any one of 
CD19, CD20, CD22, CD37, CD40, L6, CD2, CD28, CD30, CD40, CD50 (ICAM3), CD54 
(ICAM1), CD80, CD86, B7-H1, CD134 (OX40), CD137 (41BB), CD152 (CTLA-4), CD153 
(CD30 ligand), CD154 (CD40 ligand), ICOS, CD19, CD3, CD4, CD25, CD8, CD1 lb, CD14, 

68/ 

CD25, CD56, and CD69. Fusion proteins are not the same as human monoclonal antibodies. 

To establish a prima facie case of obviousness for a claimed invention, the cited 
references must teach or suggest all of the claim limitations. 697 Here, the references, either alone 
or in combination, fail to teach depleting human anti-CD69 monoclonal antibodies. 

The Federal Circuit has stated that '[n]ormally a prima facie case of obviousness is based 
upon structural similarity, i.e., an established structural relationship between a prior art 
compound and the claimed compound.' That is so because close or established '[structural 
relationships may provide the requisite motivation or suggestion to modify known compounds to 
obtain new compounds.'" Thus, "[a] known compound may suggest its homolog, analog, or 
isomer because such compounds 'often have similar properties and therefore chemists of 
ordinary skill would ordinarily contemplate making them to try to obtain compounds with 
improved properties.'" 71/ But, Deuel contains the caveat "that in order to find a prima facie 
case of unpatentability in such instances, a showing that the 'prior art would have suggested 
making the specific molecular modifications necessary to achieve the claimed invention' is also 
required. 727 

The Federal Circuit confirmed that this test is consistent with KSR by noting that this 
"test for prima facie obviousness for chemical compounds is consistent with the legal principles 
enunciated in KSR . While the KSR Court rejected a rigid application of the teaching, 
suggestion, or motivation ('TSM') test in an obviousness inquiry, the Court acknowledged the 



6S/ See e.g., 16. at claim 17. 

697 See CFMT, Inc. v. YieldUp Int'l Corp. . 349 F.3d 1333, 1342 (Fed. Cir. 2003); In re Rovka . 490 F.2d 98 1, 

985 (CCPA 1974) (obviousness requires a suggestion of all limitations in a claim). 

707 Takeda . 492 F.3d at 1355, quoting In re Deuel . 51 F.3d 1552, 1558 (Fed. Cir. 1995). 

7,/ Id. 

72/ Takeda . 492 F.3d at 1356 (quoting Deuel . 51 F.3d at 1558 5 citing In re Jones . 958 F.2d 347 (Fed.Cir.1992); 
In re Dillon . 919 F.2d 688 (Fed. Cir. 1990); In re Grabiak . 769 F.2d 729. 731-32 (Fed. Cir. 1985); In re Lalu . 747 
F.2d 703 (Fed.Cir.1984)). 
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importance of identifying 'a reason that would have prompted a person of ordinary skill in the 
relevant field to combine the elements in the way the claimed new invention does' in an 
obviousness determination. Moreover, the [Supreme] Court indicated that there is 'no necessary 
inconsistency between the idea underlying the TSM test and the Graham analysis. 5 " 737 The court 
concluded that, "[t]hus, in cases involving new chemical compounds, it remains necessary to 
identify some reason that would have led a chemist to modify a known compound in a particular 
manner to establish prima facie obviousness of a new claimed compound." 747 

Similarly, Appellants respectfully submit that the examiner has failed to set forth a 
reasonable rationale why a person of ordinary skill in the art would seek to obtain and use 
depleting human anti-CD69 monoclonal antibodies in the recited method. Monoclonal 
antibodies are structurally distinct from the fusion proteins of Ledbetter and the examiner 
provides no rationale for why a person of ordinary skill in the art would have modified the 
teachings of Ledbetter to arrive at the subject matter of claim 60. Appellants respectfully request 
that the rejection of claim 60 be reversed. 
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Takeda , 492 F.3d at 1356-1357, quoting KSR, 127S.Q. at 1731. 
Takeda . 492 F.3d at 1357. 
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VIII. Claims appendix 
1-55. (Canceled) 

56. (Rejected; Previously Presented) A method of treating a subject having a 
disorder or condition characterized by an unwanted immune response comprising administering 
an effective amount of a depleting anti-CD69 antibody molecule, wherein the anti-CD69 
antibody specifically binds SEQ ID NO:2 to the subject. 

57-58. (Canceled) 

59. (Rejected; Previously Presented) The method of claim 56, wherein said 
depleting anti-CD69 antibody molecule selected from the group consisting of: a humanized anti- 
CD69 antibody molecule, a human anti-CD69 antibody molecule, a chimeric anti-CD69 
antibody molecule and a deimmunized anti-CD69 antibody molecule. 

60. (Original) The method of claim 59, wherein said human anti-CD69 antibody 
molecule is a monoclonal antibody. 

61-66. (Canceled) 

67. (Rejected; Original) The method of claim 56, wherein said disorder is an acute 
or chronic inflammatory disorder, or an immune disorder. 

68. (Rejected; Original) The method of claim 67, wherein said disorder is an 
autoimmune disorder. 

69. (Rejected; Original) The method of claim 56, wherein the disorder is selected 
from the group consisting of: rheumatoid arthritis, systemic lupus erythematosus, scleroderma, 
Sjogren syndrome, autoimmune diabetes, thyroiditis, and other organo-specific immune diseases, 
including psoriasis. 
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70. (Withdrawn) The method of claim 56, wherein the disorder is a neurological 
disorder, a gastrointestinal disorder, a cardiovascular disorder or a respiratory disorder. 

71 . (Withdrawn) The method of claim 70, wherein the disorder is a neurological 
disorder and the neurological disorder is selected from the group consisting of: multiple 
sclerosis, myasthenia gravis, and other neurological immune-mediated diseases. 

72. (Withdrawn) The method of claim 70, wherein the disorder is a gastrointestinal 
disorder and the gastrointestinal disorder is selected from the group consisting of Crohn's 
disease, colitis, celiac disease, and hepatitis. 

73. (Withdrawn) The method of claim 70, wherein the disorder is a respiratory 
disorder and the respiratory disorder is selected from the group consisting of: emphysema, and 
respiratory airways infections. 

74. (Withdrawn) The method of claim 70, wherein the disorder is a cardiovascular 
disorder and the cardiovascular disorder is selected from the group consisting of: atherosclerosis, 
cardiomyopathy, rheumatic fever, endocarditis, vasculitis, and other immune-mediated diseases. 

75. (Withdrawn) The method of claim 56, wherein the disorder is an allergic 
process or a hypersensitivity reaction (type I, II, III, and IV), including asthma, rhinitis, and other 
immune-mediated hypersensitivity reactions. 

76. (Withdrawn) The method of claim 56, wherein the disorder is transplant or graft 
rejection. 

77. (Withdrawn) The method of claim 56, wherein said disorder or condition is: 
acute lung injury, acute respiratory distress syndrome, asthma, bronchitis, cystic fibrosis, 
reperfusion injury, nephritis, pancreatitis, artery occlusion, stroke, transplantation, ultraviolet 
light induced injury, vasculitis, and sarcoidosis. 
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78-104. (Canceled) 

105. (Rejected; Previously Presented) A method of treating a subject having a 
disorder or condition characterized by an unwanted immune response comprising administering 
an effective amount of a depleting anti-CD69 antibody molecule, wherein the anti-CD69 
antibody specifically binds SEQ ID NO:2 to the subject, alone or conjugated to a second 
therapeutic agent. 

106. (Rejected; Original) The method of claim 105, wherein said second therapeutic 
agent is selected from the group consisting of: chemotherapeutic agents; radioisotopes; and 
cytotoxins. 

107. (Rejected; Original) The method of claim 105, wherein the antibody is a 
monoclonal antibody. 

108. (Rejected; Original) The method of claim 107, wherein the monoclonal 
antibody is a human antibody. 
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25. Abstract of Luttmann et al., "Synergistic Effects of Interleukin-4 or Interleukin-13 and 
Tumor Necrosis Factor-alpha on Eosinophil Activation In Vitro" AM. J. RESPIR. Cell 
MOL. BiOL., Volume 20, Number 3, March 1 999 474-480. 

26. Kilinc et al, "Reversing tumor immune suppression with intratumoral IL-12: activation 
of tumor-associated T effector / memory cells, induction of T suppressor apoptosis, and 
infiltration of CD8+ T effectors," J IMMUNOL. 2006 Nov 15;177(10):6962-73. 

27. D Arena et al, "CD69 expression in B-cell chronic lymphocytic leukemia: a new 
prognostic marker?" HAEMATOLOGICA 2001 Sep;86(9):995-6. 

28. Feldman et al. Ann Rev. Immunol. 14:397-440 (1996). 



X. Related proceedings appendix 

Appellants know of no other related appeals or interferences which will directly affect, be 
directly affected by, or have a bearing on the Board's decision in the pending appeal. 
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Interleukin 1 5: a proinflammatory role in 
rheumatoid arthritis synovitis 




heumatoid arthritis (RA) is 
a chronic inflammatory dis- 
ease, the etiopathogenesis of 
which remains unclear. The 
clinical syndrome is characterized by re- 
lapsing-remitting inflammation within the 
synovial membrane, associated with pro- 
gressive, erosive destruction of adjacent 
cartilage and bone. The cellular components 
present within the synovium comprise 
T cells, monocyte/ macrophages, mast cells, 
neutrophils and plasma cells, together with 
an expanded population of activated syn- 
ovial fibroblasts (synoviocytes). No consen- 
sus exists as to which is the principal 
regulatory cell, representing the optimal 
therapeutic target, or whether such regulat- 
ory contribution is stable with disease progression. 

Given the postulated autoimmune basis for RA, most debate 
surrounds the role of T cells in pathogenesis (reviewed in Ref. 1 ). 
Several factors suggest a proinflammatory role for T cells in RA: 
their critical role in animal arthritis models, the partial efficacy of 
T-cell-directed therapies in clinical studies and, most persuasively, 
the disease association with specific human major histocompatibil- 
ity complex (MHO HLA-DR alleles. However, alternative expla- 
nations for MHC linkage have also been proposed, including 'multi- 
step' molecular mimicry 2 . Furthermore, T-cell-derived cytokines 
are detected only at low levels in synovial membrane, and bone or 
cartilage destruction does not necessarily correlate with the pres- 
ence of synovial inflammation. 

The majority of synovial T cells are CD45RB dim CD45R0*CD27-, 
representing a mature, memory T-cell population that expresses a 
complex combination of early and late activation markers, includ- 
ing multiple adhesion molecules. Although extensive receptor 
analyses have identified oligoclnnality in the synovial T-cell reper- 
toire, as yet there are no consistent data to indicate a single antigen- 
driven process. Moreover, even the detection of expanded, putative 
'autoantigen'-specific T-cell clones would probably account for only 
a proportion of the total T-cell population observed within the syn- 
ovial membrane. Several mechanisms might contribute :o accumu- 
lation of the remaining polyclonal population. CD45R0*CD27~ 
peripheral blood (PB) T cells possess intrinsic transepithelial 
migratory potential hi vitro 3 , which can account for their preferen- 
tial recruitment to dermal inflammatory sites in vivo*. Within syn- 
ovial membranes, T cells interact with MHC class II and extracellu- 
lar matrix components through 0-integrin expression. Such 
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in rheumatoid arthritis (RA), 
locally produced interleukin 15 
(IL-15) can recruit and activate 
synovial T cells, which then 
• amplify and perpetuate 
inflammation through induction 

of monocyte-derived tumour 
necrosis factor a (TNF-cv) via a 
cell-contacl-dependenl mechanism. 
Thus, IL-15 could play a pivotal 
role in disease pathogenesis, 
acting upstream of TNF-a in 
orcltcstrating the induction of a 
enscade of inflammatory cytokines. 



integrin-ligand interactions may rescue 
synovial T cells from apoptosis through 
modulation of bcl-2 expression 5 . Thus, syn- 
ovial membrane probably represents a privi- 
leged site, within which prolonged T-cell 
residence may be sustained. 

Critical questions remain unanswered. 
First, are the only proinflammatory synovial 
T cells those that ore specific for 'arthritogen', 
with remaining T cells representing inno- 
cent bystanders? Second, given the absence 
of significant T-cell cytokine production, 
particular)' interleukin 2 (IL-2) and inter- 
feron 7 (IFN-7), by what other means might 
T cells contribute to the inflammatory 
process? This article reviews data which 
demonstrate that synovial T-cell recruit- 
ment and activation can occur as a result of local synthesis of IL-15, 
and that such nonspecific activation can result in perpetuation of 
inflammation through induction of monocyte-derived tumour 
necrosis factor a (TNF-a) synthesis via a cell-contact-dependent 
pathway. The expression, structure and biological activities of IL-15 
are reviewed in Box 1. 

LJ 

IL-15 expression in RA 

The RA synovial membrane, in which monokine production pre- 
dominates 15 , represents an ideal chronic disease model to elucidate 
ex vivo the regulation and functional significance of IL-15 expres- 
sion. IL-15 mRNA is detected in RA synovial membrane and its 
relative expression varies with prior immunosuppressive therapy' 4 . 
IL-15 can be detected by ELISA in RA synovial fluids (SP) in ap- 
proximately 50%. of patients with mean concentration 307 pg ml" 1 
(SE.62, n = 54). This activity correlates with SF TNF-a concentrations 
and remains after removal of rheumatoid factor which, because of 
its immunoglobulin component, might have interfered with earlier 
assay systems. IL-15 can also be detected immunohistochemically 
in the RA synovial membrane, where it is localized to macrophages 
and fibroblasts in the synovial lining layer and within lymphocytic 
aggregates 17 . Subsequent studies have also shown IL-15 in synovial 
biopsies from patients with reactive arthritis, in which synovial T 
cells also express IL-15 (Ref. 18). it remains unclear whether this 
represents membrane-bound or synthesized cytokine and in situ 
mRNA studies are awaited. Together, these data clearly demon- 
strate that IL-15 can be expressed a I the mRNA and protein level 
during synovial inflammation. 
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Box I. Interleukin 1 5 
Expression and structure 

IL-15 is a novel 14-15 kDa cytokine expressed at least at the mRNA level in nu- 
merous normal human tissues, including skeletal muscle and kidney, as well as 
in cell types such as activated monocytes and fibroblasts 6 "* 

IL-15 consists of the IL-2 receptor (IL-2R) p-chain and 7-chain, together with 
a unique a-chain (IL-15Ra), which is alternatively spliced to yield three active 
forms, each capable of high-affinity binding to IL-15. Whereas IL-2Ra is primar- 
ily expressed on activated T cells,; IL-15Ra mRNA has been identified in numer- 
ous human tissues and cell lines, including activated T cells. Since IL-15Ru alone 
does not transduce signal in transfected cells, its functional significance in the 
absence of Py-chain expression is unclear, but may include scavenging of IL-15 
at inflammatory sites. A novel 60-65 kDa receptor for IL-15 has been identified 
on mast cells, designated IL-15RX, which requires neither IL-2R0 nor IL-2R? 
for signalling 8 . . This receptor recruits distinct signalling pathways. Whereas 
the IL-15aj^ complex signals through JAK1/3 and STAT3/5, IL-15RX utilizes 
JAK2 and STAT5. 

Bioactivity 

Multiple biological effects of IL-15 have been described (Fig. 1). It induces pro- 
liferation of mitogen-activated CD4* and CD8 + T cells, T-cell clones and yo 
T cells, with release of soluble IL-2Rs, and enhanced cytotoxicity both in CD8* T 
cells and lymphokine-activated killer cells 6 " 8 . CD69 expression is upregulated on 
CD45R0* but not CD45RA + T-cell subsets, consistent with the distribution of 
IL-2R(S expression. Whether IL-15 prejudices T helper 1 (Thl) or Th2 differ- 
entiation is unclear. IL-15 prunes naive CD4 + T cells from TCR-transgenic mice 
for subsequent IFN-7 expression, but not IL-4 production; furthermore, antigen- 
specific responses in T ceils from human immunodeficiency virus (HIV)* pa- 
tients in the presence of high-dose IL-15 exhibit increased IFN-f production, 
particularly if IL-12 is relatively deficient 9 * 10 . However, IL-15 induces IL-5 pro- 
duction from allergen-specific human T-cell clones, implying a positive role in 
Th2-mediated allergic responses' 1 . Thus, through its function as a T-cell growth 
factor, IL-15 probably sustains either Thl or Th2 polarization. IL-15 is also a po- 
tent T-cell chemokine 12 and induces adhesion molecule redistribution to 
uropods in the presence of p-integrin ligands 13 . Thus, IL-15 can recruit T cells 
and, thereafter, modify homo- or heterotypic cell-cell interactions within in- 
flammatory sites. 

Further bioactivities have potential relevance to inflammatory arthritis 
(reviewed in Ref. 8). IL-15 supports B-cell proliferation and immunoglobulin 
synthesis in vitro, in combination either with CD40 ligand (CD40L), or immobi- 
lized anti-IgM. Recently, neutrophil activation, cytoskeletal rearrangement and 
protection from apoptosis by IL-15 has been reported, as has induction of mast 
cell proliferation 14 . IL-15 induces natural killer (NK)-cell activation, measured 
either by direct cytotoxicity, antibody-dependent cellular cytotoxicity or 
production of cytokines. Moreover, several reports demonstrate a role for IL-15 
in thymic development of T-cell and, particularly, NK-ceH lineages. The 
widespread tissue distribution of mRNA for IL-15 and IL-l5Ra indicates that 
diverse functions may exist beyond the immune system, including anabolic non- 
proliferative effects in skeletal muscle in vitro. IL-15 apparently represents a 
mechanism whereby host tissues can contribute to the early phase of immune 
responses, providing enhancement of polymorphonuclear and NK-cell 
responses, and subsequently T-cell responses, prior to optimal IL-2 production. 
The corollary to such pleiotropic activity may be a propensity to chronic, 
rather than self-limiting, inflammation should IL-15 synthesis be aberrantly 
regulated. 



Investigation of the functional consequences of 
IL-15 expression indicates a central role in synovial 
T-cell recruitment and activation. RA SF contains 
chemotactic activity for PB lymphocytes, demon- 
strated in polarization and matrix migration assays; 
this activity is attributable to the presence of IL-15, 
together with macrophage inflammatory protein la 
(MlP-la), monocyte chemotactic protein 1 (MCP-1) 
and IL-8 (Ref. 19). Those PB T cells that respond in 
chemotactic assays to RA SF, or to recombinant 
(r)iL-15, are of the CD45R0* subset. In vivo studies 
in mice primed with either Corynebacterium parvum, 
or type II bovine collagen, confirm that such chemo- 
tactic activity is proinflammatory, since those ani- 
mals that receive rlL-15 via footpad injections de- 
velop local tissue swelling, T-cell accumulation and 
local lymphadenopathy (Ref. 17; B.P. Leung and 
I.B. Mclnnes, unpublished). PB lymphocytes from 
RA patients rapidly upregulate CD69 expression and 
exhibit enhanced responsiveness to IL-15 in prolif- 
eration assays in comparison to normal age/ gender- 
matched controls. SF T cells contain IL-15Ra mRNA 
(I B. Mclnnes and F.Y. Liew, unpublished) and retain 
the ability to proliferate vigorously to rlL-15, in con- 
trast to their reduced responses to mitogens such as 
phytohemagglutinin (PHA). Together, these data in- 
dicate that IL-15 can both recruit T cells to, and acti- 
vate them within, the synovial compartment. 



□ 



IL-15 and TNF-a 

Data from animal arthritis models, in vitro synovial 
cultures and recent clinical trials in RA patients in- 
dicate that TNF-u occupies a pivotal position in the 
regulation of synovial inflammation 15 . However, 
less is known about the factors that in turn upregu- 
late TNF-ot synthesis, particularly in the relative 
absence of IFN-7. 

Although IL-15 induces TNF-a production by SF 
T cells hi vitro 20 , it appears not to have a direct effect 
on macrophages, which represent the predominant 
source of TNF-a in vivo., Immunohistochemical stud- 
ies clearly demonstrate juxtaposition of T cells and 
macrophages in RA synovial membrane, with con- 
comitant, reciprocal adhesion molecule expression, 
suggestive of regulatory 'cross-talk'. The question 
arises whether IL-15 might induce macrophage acti- 
vation through cognate interactions with activated T 
cells. Following stimulation with nonphysiologicnl 
mitogens, para formaldehyde- fixed T cells and T-cell 
clones induce proinflammatory cytokine production 
by macrophages and fibroblasts through cell con- 
tact 21 . Using a similar assay system, it was shown 
that freshly isolated synovial T cells induce TNF-a 



FEBRUARY 


19 9 8 


7 6 Vol.19 


N 0 • 2 



1 ¥HEWPOJIM¥ I 

IMMUNOLOGY TODAY 



Tcell 



Acquired responses 



Chemotaxis 
Proliferation 
Cytokine production 
Reduced apoptosis 
Cytotoxicity 
Ontogeny 



Neutrophil 



m3 



Bcell 



Maturation 
Isotype switching 




Chemotaxis Proliferation Cytotoxicity 

Reduced apoptosis Cytokine production 

. Ontogeny 

Innate responses 



Fig. I. Biological effects of IL-15 with potential relevance to rheumatoid 



synthesis by blood- or synovial-derived macrophages ex vivo 
through cell-membrane contact, with no requirement for secretory 
factors 20 . This activity is maintained in vitro by addition of rlL-15 but 
not by riL-2. Moreover, rlL-15 confers similar properties upon 
■CD45R0* PB T cells, such that rIL-15-activated PB T cells from RA 
patients induce TNF-o synthesis in synovial macrophage/synovio- 
cyte co-cultures. Neutralization studies implicate at least CD69, 
leukocyte function-associated molecule 1 (LFA-1) and intercellular 
adhesion molecule (ICAM-1) in this pathway. Thus, these data pro- 
vide evidence that IL-15 is an important enhancer of TNF-a produc- 
tion in RA synovial membranes. 

L.J 

A critical role for IL-15 in synovial inflammation? 

In the absence of a clearly defined antigen, antigen-independent 
proinflammatory processes within the RA synovial membrane offer 
the best targets for therapeutic intervention. We have proposed that 
IL-15 occupies, a central position in the perpetuation of synovial 
inflammation in RA (Fig. 2) 20 . Thus, IL-15 can recruit and expand 
CD45R0* memory T-cell subsets in the synovial membrane, in which, 
under the continuing influence of IL-15, newly recruited T cells can 
produce TNF-a directly or via cell contact with macrophages. This 
may generate a positive-feedback loop, whereby IL-15 synthesis by 
activated synovial macrophages or fibroblasts induces continued 
T-cell recruitment, with consequent maintenance of macrophage 
activation and TNF-a production through further cell contact. 
Additional effects of IL-15 on local B-cell immunoglobulin secretion, 
particularly rheumatoid factor synthesis, and on neutrophil acti- 
vation are also predicted. This hypothesis places IL-15 upstream from 
TNF-a in the cytokine hierarchy within the synovial membrane and 
provides a mechanism for the amplification of inflammation by T 
cells. The latter need not be directed primarily by local recognition of 
antigen, and may proceed in the relative absence of T-cell-derived 
cytokines, particularly IFN-v. 

Cytokine-mediated nonspecific activation of T cells has been ob- 
served. Polyclonal T-cel! activation follows injection of type I I FN 
in vivo in mice 22 and resting human CD4* T cells can be activated to 
produce cytokines and provide B-cell help in vitro by a combination 
of IL-2, IL-ip and TNF-a (Ref. 23). The detection of IL-15 in synovial 
membrane allows the presence of a similar proinflammatory mecha- 
nism in RA to be reconciled with the relative absence of IL-2. IL-15 is 
unlikely to act in isolation within the synovial milieu (Fig. 2). TNF-a 
and IL-6 together enhance the capacity of IL-15 to induce cell-contact- 
mediated macrophage activation 21 . Moreover, the continued pres- 
ence of soluble cytokines may further modify the effects of cognate 
interactions with target cells. For example, granulocyte-macrophage 
colony-stimulating factor (GM-CSF) enhances cytokine-activated, 
T-cell-induced TNF-a synthesis by blood-derived monocytes 2 *, 
whereas IL-10 is inhibitory. By this means, the soluble or cell-bound 
cytokine products of cognate interactions may feedback within the 
system to 'fine-rune' macrophage activation. Thus, a complex series 
of interactions probably exists in the synovial membrane, the balance 
of which will ultimately determine the 'pro-' versus 'anti-' inflamma- 
tory effect of the T cell-macrophage contact 



arthritis synovitis. Abbreviations: IL-15, mtcrkukin 15; NK. natural killer. 
Activation without antigen? 

Antigen-independent T-cell responses apparently contradict the two- 
signal requirement for T-cell activation [T-cell receptor (TCR)- 
peptide-MHC and costimulationl. However, interactions of CD45R0* 
T cells with 'bystander' cytokines, adhesion molecules and, perhaps, 
crossreactive antigens, as might occur during occasional infec- 
tious episodes, have been proposed as pathways whereby the T-cell 
memory compartment is maintained in the absence of initiating anti- 
gen 22,25 . Thus, although some IL-15-responsive lymphocytes may 
be recirculating, having recently recognized endogenous or exogen- 
ous antigen in vivo, others may receive signals within the syn- 
ovial environment that facilitate continued responsiveness to IL-15. 
Upregulated HLA class II expression in synovial membrane might 
provide such a stimulus. It is intriguing that transgenic mice with 
TCR specificity for autologous MHC develop a progressive, erosive 
arthropathy, which closely resembles RA and is T-cell dependent 26 . 

Inflammatory processes that are not driven by antigen may 
complement an autoantigen -specific response. Synovial T cells are 
placed at the centre of a web of cognate interactions, which extends 
beyond monocytes to include synovial fibroblasts, B cells and endo- 
thelial cells. For example, T-cel 1-contact-media ted activation of 
fibroblasts leads to cytokine and metalloproteinase secretion 21 . Thus, 
diverse cell types within synovial membrane may exhibit coordi- 
nate proinflammatory activities through cell contact. Elucidation of 
such mechanisms should yield clinical strategies for treating RA. 
T-cell-directed therapies that not only inhibit T-cell activation but 
also deplete T cells from the synovial compartment, or at least 
interfere with their membrane interactions, will probably be most 
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significantly higher levels of IL-15 produc- 
tion in transfection systems, indicating that 
this region, is also normally involved in 
downregulating IL-15 protein release 8 ' 29 . 
These multiple levels of regulation presum- 
ably provide an available pool of mRNA, a 
suggestion that is compatible with the per- 
ceived early functional rote of IL-15, but 
under normal circumstances prevent un- 
desirable IL-15 expression in tissues. The 
RA synovial membrane represents an at- 
tractive site at which to study the mecha- 
nisms whereby continued IL-15 secretion is 
aberrantly facilitated in vivo. 



Fig. 2. lL-15-induccd amplification of rheumatoid arthritis synovitis. Synovial macrophage- or fibro- 
blast- (not shown) derived IL-15 mediates recruitment and activation of T cells and confers upon 
them the capacity for macrophage activation/TNF-a production through cell contact, in the absence 
of significant IFN-y synlliesis. Such TNF-a synthesis is crucial for downstream activation of nu- 
merous proinflammatory pathways that lead to joint destruction in RA. For clarity, the rotes of other 
cytokines (e.g. Il-lfi, 1L-6 and IL-W) and mediators (e.g. metalloproicinases. prostaglandins) are 
not shown; X indicates unknown adhesion moleculds) (see Ref. 29). Abbreviations: KAMA, inter- 
cellular adhesion molecule 1; IFN-y, interferon y; 11, interleukin; LFA-1, leukocyte function- 
associated molecule I; M<p. macrophage; TNF-ct, tumour necrosis factor a. 



efficacious. It is of interest that clinical improvement following anti- 
CD4 therapy in RA correlates with synovial T-cell coating with 
□nti-CD4 (Ref. 27). 



Regulation of 11-15 expression 

Intriguing questions arise from these observations. Of most impor- 
tance are those surrounding the factors that initiate and perpetuate 
IL-15 synthesis in RA. The widespread detection of IL-15 mRNA 
has not consistently correlated with IL-15 protein expression. 
Factors demonstrated thus far to induce IL-15 secretion by human 
cells are diverse and include human herpesvirus 6, Mycobacterium 
leprae, staphylococcus, lipopoly saccharide and ultraviolet irradi- 
ation 8 - 23 . Whereas many cytokines are regulated by modification of 
transcription and message stabilization, IL-15 appears subject -to 
significant post-transcriptional regulation. The IL-15 mRNA 5*- 
unrranslated region (UTR) contains ten AUG triplets that signifi- 
cantly reduce the efficiency of translation. Fusion of the IL-15 
mRNA with a human T<ell leukaemia virus 1 (HTLV-1) R region 
in the HuT-102 cell line deleted this AUG-rich 5'UTR sequence, 
leading to high levels of constitutive IL-15 secretion 5 . Replacement 
of the IL-15 signal peptide with that of IL-2 or CD33 induces 
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Therapeutic implications 

Bystander cytokine- mediated T-cell contact 
might represent a general mechanism 
whereby polyclonal T-cell recruitment can 
contribute to ongoing inflammation. Bio- 
activities described for neutrophils and natu- 
ral killer cells indicate a key role for IL-15 
early during immune responses, with tran- 
sient expression thereafter to limit inflam- 
matory effects. Failure to downregulate such 
IL-15 expression appropriately, or continued 
upregulation by unknown factors, could 
therefore lead to chronicity rather than reso- 
lution of inflammatory foci. 'Pathological' 
IL-15 expression has now been described in 
several chronic diseases, including pulmon- 
ary sarcoid 30 , asthma (B. Leung and LB. Mclnnes, unpublished), 
leprosy 3 ' and ulcerative colitis 32 and, in the latter, this expression was 
correlated with disease activity. The efficacy of TNF-a blockade in 
RA has elegantly demonstrated the therapeutic utility, albeit 
transient, of cytokine-directed therapy in the treatment of chronic in- 
flammatory disease 15 . The identification of IL-15-mediated T-cell and 
monocyte activation in the synovial membrane, apparently operat- 
ing upstream from the effects of TNF-a, provides a novel target for 
such biological therapeutic approaches. This might be either through 
direct neutralization of IL-15 or by targeting IL-15 receptors, particu- 
larly IL-15Ru. Studies in animal models of arthritis are now required 
to address these exciting possibilities. 
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Calling all Glasgow University immunology graduates 

k is now 21 years since the first students graduated from what was then Britain's only BSc Honours degree in immunology. 
To mark this coming-of-age, a reunion meeting will be held in Glasgow on Saturday 2 May \ 998. There will be talks by staff, 
and former students, followed by a dinner. 

For further information, please contact Dr Jeremy Brock (Tel: 0141 21 1 2153; Fax; 0141 337 3217; E-mail: jhblh@clinrned.gla.ac.uk) 
or Dr Allan Mowat (Tel: 0141 211 2498; E-mail; ammlu@clinmed.gla.ac.uk) at the Dept of Immunology, Western Infirmary, 
Glasgow, UK Gil 6NT. 



; Index! 

; The 1997 index is enclosed with this issue of Immunology , 
( Today. We hope that you find it a useful resource. , 

Author's correction 

i Ghetie, V and Ward. E.S. (1997) FcRn: the MHC class : 
l-related receptor that is more than an IgG transporter * 
' Immunology Today 18 (12), 592-598 j 

In Fig. 6, the lysosomal compartments should have contained : 
short red lines, depicting degraded IgG, rather than short | 
: green lines. Furthermore, the phrase 'Unbound FcRn j 
degraded* should have read 'Unbound IgG degraded*. ! 

i The authors and Editorial staff apologize to the readers for j 
. any confusion this might have caused. I 
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Interleukin-15 mediates T cell-dependent regulation of tumor 
necrosis factor-ot production in rheumatoid arthritis 



Iain B. McInnes'- 2 , Bernard P. Leung j ; Roger D. Sturrock*, Max Field 2 & Foo Y. Liew 1 . 

'Department of Immunology and 'Centre for Rheumatic Diseases, 
University Department of Medicine, University of Glasgow, Glasgow, Gil 6NT, UK 
Correspondence should be addressed to F. Y.L 

Tumor necrosis factor-a occupies a central role In rheumatoid arthritis (RA) pathogenesis. We 
now report that lnterleukin-15 (IL-15) can Induce TNF-a production In RA through activation of 
synovial t cells. Peripheral blood (PB) T cells activated by IL-15 Induced significant TNF-a pro- 
duction by macrophages via a cell-contact-dependent mechanism. Freshly isolated RA synovial T 
cells possessed similar capability, and In vitro, IL-15 was necessary to maintain this activity. IL-15 
also Induced direct TNF-a production by synovial T cells. In contrast, IL-2 Induced significantly 
lower TNF-a production In either cell-contact-dependent or direct culture, and IL-B and MlP-lct 
were Ineffective. Antibodies against CD69, LFA-1 or ICAM-1 significantly inhibited the ability of T 
cells to activate macrophages by cell contact 



Neither the Initiating events, nor the perpetuating factors In the 
pathogenesis of rheumatoid arthritis (RA) are well understood. 
The disease Is characterized by chronic Infiltration of the syn- 
ovial membrane by T lymphocytes, plasma cells and 
macrophages. Together with activated flbroblast-like synovio- 
cytes, this constitutes pannus, an Invasive tissue capable of erod- 
ing Into adjacent cartilage and bone, subsequently leading to 
joint failure 1 . Although these appearances resemble an ongoing 
autoimmune response, the antigen responsible remains elusive 
and additional non-antlgen-dependent processes have been pro- 
posed to explain these features 1 . 

Within the RA synovial membrane, high levels of pro- 
Inflammatory cytokines are detectable, particularly tumor 
necrosis factor-a CTNF-a), Interleuklns uVlfJ and IL-6, granulo- 
cyte/macrophage colony-stimulating factor (GM-CSF) and 1L-8 
(reviewed In ref. 3), leading to the suggestion that RA is predom- 
inantly a "mocrophage-led" process*. T cell-derived cytokines 
such as Interferon-v (IFN-y), IL-2 and IL-4 may be detected at the 
mRNA and protein level, but are only found with difficulty and 
at low cellular frequency 1 "'. These observations have raised ques- 
tions as to the functional contribution of T lymphocytes to the 
chronic phase of RA (ref. 8). Nevertheless, several animal arthri- 
tis models are T cell-dependent', and clinical benefit in RA has 
been ascribed to anti-T cell therapies such as cyclosporin A (ief. 
10). The most persuasive evidence for T-cell Involvement in 
chronic synovitis Is provided by the association of disease sever- 
ity with human leukocyte antigen HLA-DR subtypes 11 . The pre- 
cise role of T cells In RA, however, remains unclear. 

We recently identified lnterieukln 15 (IH5) within the syn- 
ovial membrane of RA patients". IL-15 is a pleiotropic cytokine, 
derived from several cell types Including macrophages and fl- 
broblasts u,N , which mediates its activity through a het- 
erotrimerlc receptor consisting of a unique IL-l5Ra chain, in 
combination with the (5 and y chains of the IL-2 receptor'"'. IL- 
15 can Induce T-cell proliferation", B-cell maturation and Iso- 
type switching", NK-cell cytotoxicity and cytokine generation" 
and may protect T cells from apoptosis'*. IL-15 Induces Inflam- 



matory cell recruitment in vivo following Inlectlon into the foot 
pads of mice primed with Corynebacterium parvum" and in 
chemotactic assays in vitro, T-cell polarization and invasion into 
collagen gels". Responding migratory T cells are mainly of the 
CD45RO* "memory" phenotype ^ ^ Moreover, RA synovial fluid 
contains potent chemotactic activity attributable, at least in 
part, to the presence of IL-15 (ref. 12). We have therefore sug- 
gested that IL-15 plays a critical role in T-cell recruitment and ac- 
tivation In RA In the relative absence of IL-2. 

The relationship of IL-15 to other cytokines In the RA synovial 
membrane is currently unclear. Studies In animal models have 
generated a hypothetical hierarchy of cytokine activities In RA 
(ref. 3). TNF-a appears pivotal In regulating synthesis of other 
proinflammatory cytokines, particularly IL-lp, which In turn is 
important In enhancing chondrocyte bloactivlty and the pro- 
duction of matrix metalloprotelnases (MMPs) 32 . Furthermore, in 
RA patients, monoclonal antibodies against TNF-a reduce clini- 
cal Inflammation and laboratory parameters of disease activ- 
ity 11 *". However, it Is unclear which factors upregulate TNF-a 
production In the synovium, particularly in the relative absence 
of IFN-y. Non-cytokine-dependent mechanisms may therefore be 
important. Following mitogen stimulation In vitro, T lympho- 
cytes can induce macrophage production of cytokines and 
MMPs by cell contact 23 . However, It has not previously been pos- 
sible to extend these observations In the context of RA, because 
no physiologically relevant T-cell activation factor had been de- 
scribed prior to the identification of IL-15. 

We therefore addressed the possibility that IL-15 may induce 
TNF-a production in RA. We now report that IL-15 -activated 
blood-derived or synovial T cells induced TNF-a production by a 
macrophage cell line and by RA blood- or synoviunvderlved 
monocytes/macrophages. Cell contact was obligatory, mediated 
In part through expression of leukocyte function-associated anti- 
gen (LFA-1), Intracellular cell-adheslon molecule (ICAM-1) and 
T-celi differentiation antigen CD69. These data provide the first 
evidence of a role for IL-15 in regulation of TNF-a production 
within the RA synovial membrane. They indicate that polyclonal 
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Pig. 1 Synovial lymphocytes pro- 
liferate to rll-1 5 (circles) and rtL-2 
(squares), a, T cells from periph- 
eral blood (P8, filled symbols) or 
synovial fluid (SF, empty symbols) 
from 1 5 RA patients were stimulated 
with doses indicated of either cy- 
tokine for 72 h. SF responses ex- 
ceeded those of PB for both 
cytokines (**P < 0.01). b, In con- 
trail, responses to PHA were dimin- 
ished for SF-derived, compared with 
PB-derived, T cells (V < 0.05). Oata 
are means ± s.e.m. 
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synovial T cells, under the direction of IL-15, can exert pro- 
inflammatory effects through a eel I -contact- dependent mecha- 
nism, in the absence of local antigen recognition or cytokine se- 
cretion. 

Activation of synovia) T cells by IL-15 

We first compared the proliferative response to recombinant IL- 
15 (rIL-15) and rIL-2 of T cells derived from matched peripheral 
blood (PB) and synovial fluid (SF) samples from 15 RA patients. T 
lymphocyte-enriched populations (>92% CD3*) from both 
sources proliferated vigorously to rIL-15 and rEL-2 in a similar 
dose-dependent manner (Fig. la). However, the response of T 
cells from the SF was significantly higher than that of T cells 
from PB. By comparison, the proliferative response of T cells 
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from SF to the T-cell mitogen phytohemagglutlnin (PHA) was 
markedly lower than that of T cells from PB (Rg. \b). These re- 
suits therefore clearly establish that RA synovial T cells exhibit 
upregulated responses to IL-15. 

We next investigated the consequence of activation of syn- 
ovial T cells by IL-15. Since TNP-a plays a pivotal role In the 
pathogenesis of RA (ref. 3), we tested the possibility that IL-15 
may upregulate TNP-a synthesis through synovial T cells. T cells 
from 13 SF samples produced significant amounts of TNF-a in re- 
sponse to IL-15 (P < 0.00S). In contrast, IL-2 Induced only low 
and variable levels of TNF-a synthesis (Pig. 2a). The Induction of 
TNF-a production from synovial T cells was dose dependent (Fig. 
2b), thus the reduced response to IL-2 was unlikely to be due to 
an altered dose response. Neither cytokine, however, Induced 
significant TNF-a synthesis by T cells derived from PB (Fig. 2a). 
In comparison, PHA Induced TNP-a synthesis by lymphocytes 
from both 5F and PB, but that from PB exceeded that from SF 
[386±110pg/ml vs. 184 ±39 pg/ml, respectively (mean t s.e.m), 
P < 0.03]. These results. therefore demonstrate that synovial T 
cells can contribute directly to TNF-a production In the KA syn- 
ovial membrane In response to IL-15. Moreover, they show that 
the functional effects of IL-15 and IL-2 on this pathological T-cell 
population may be different. 

IL-15-dependent control of TNF-a production by macrophages 

As they are the major source of TNF-a In RA synovitis', we Inves- 
tigated the effect of IL-15 on TNF-a production by macrophages. 
Addition of rIL-15 to cultures of macrophage cell lines (U937 and 
THP-1) or blood-derived monocytes failed to Induce TNF-a pro- 
duction (data not shown). These data Implied that In RA, IL-15 
might mediate Its effects on macrophages primarily via T cells. 
We therefore Investigated whether IL-15-actlvated T cells could 
Induce TNF-a synthesis by macrophages/monocytes. TNF-a pro- 
duction was observed only in cultures In which lL-15-stlmulated 
T cells and macrophages were In direct contact (Fig. 3). As ex- 
pected, T cells stimulated with PHA/PMA (PHA/phorbol 12- 
myrlstate 13-acetate) Induced TNF-a production In the presence 
or absence of cell contact (Fig. 3). These data Indicated that a 



Fig. 2 Tumor necrosis factory production by T cell-enriched populations 
from matched SF and PS. o, 1 3 RA samples were stimulated with rIL-15 
(1 00 ng/ml) or rlL-2 (1 00 ng/mt) for 72 h. b, Dose response to either cy- 
totine of 7 RA SF samples In which IL-2 responses were measurable. rlL«)5 
(O) Induced enhanced levels of TNF-a synthesis from 5F lymphocytes 
compared with rlL-2 (□) ("*P < 0.003, *P < 0.03). Data are means ± s.e.m. 
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cell-contact event between lL-15-actlvated T cells and macro- 
phages was capable of Inducing TNF-a production. 

To clarify whether T-cell cytokine production was required in 
addition to cell contact, and to confirm that macrophages were 
the primary source of TNF-a In these mixed cultures, T cells were 
fixed in 1% paraformaldehyde (PFA) before cocultuie with 
macrophages. PFA fixation Is known to prevent T-cell cytokine 
production but to preserve cell-membrane integrity, providing a 
simple experimental system for Investigation of cell-contact- 
mediated effects". PFA-fixed T cells from PD of normal individu- 
al TNF(p 9 /ml) 
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Fig. 3 T-cell/macrophage cell contact Is required for li-15-induced TNF-a 
production. PHA- (1 pg/ml)/ PMA- (1 nM) or IL-15- (100 ng/ml) activated 
PB T cells were cultured In contact with (solid bars), or separated by semi- 
permeable membrane from (hatched bars), U937 cells. 1 1-1 5- activated T 
cells required cell contact to Induce TNF-a production by U917 cells. Data 
are means ± s.e.m. of triplicate cultures, representative of three similar ex- 
periments. 



als (ii = 10), previously stimulated with IL-15, consistently in- 
duced production of significant concentrations of TNF-a by 
U937 cells (186.2 ± 17.3 pg/ml). In contrast, similar prior activa- 
tion of T cells with IL-2 was effective In inducing TNF-a produc- 
tion only in some donors and did so at lower levels (32.8 ± 
12.1 pg/ml, P< 0.005 compared with Il-lS-activated PB T cells). 
This is unlikely to be due to a dose-response effect, as the con- 
centration of IL-2 used (100 ng/ml) was supra -optimal, and be- 
cause IL-2 and IL-15 had identical Induction profiles for T-cell 
proliferation (Fig. la) and polarization 30 . Moreover, lower con- 
centrations of IL-2 were not effective at inducing macrophage ac- 
tivation. To investigate whether other T-cell chemotactic factors 
might possess activity similar to that of IL-15, we stimulated PB T 
cells with 1L-8 or macrophage inflammatory protein (MIP-lcc) at 
doses known to induce polarization and migration, but noTNF- 
a production was detected (data not shown). IL-15-activated, 
PFA-ftxed T cells alone were unable to produce TNF-a, even after 
addition of further PHA (1 ug/ml), indicating that macrophages 
were the source of TNF-a in the cocultures. Identical results were 
obtained when highly purified syngeneic peripheral blood-de- 
rived monocytes were used Instead of U937 ceils (131.8 ± 24.7 
pg/ml), demonstrating that these results are not likely to be due 
to an allogeneic effect between T cells and macrophages, nor 
could it be a unique feature of an Immortalized macrophage cell 
line. Finally, separation of IL-15-activated, PFA-fixed T cells from 
U937 cells in double-chamber wells prevented induction of 
TNF-a production (data not shown), confirming that a soluble 
factor was not Involved after fixation. 

Induction of TNF-a production by cells of synovial origin 

In order to determine whether a similar mechanism might oper- 
ate in vivo in RA, freshly isolated T celi-enriched synovial fluid 
mononuclear cells from RA patients (n = 8) were fixed with PFA 
and then added to U937 cells. Significant TNF-a production was 
observed after 48 hours In all culture supernatants (Fig. 4a), 
demonstrating that synovial T cells may. have been sufficiently 
activated by IL-15 in vivo to Induce TNF-a production by 
macrophages. We next investigated whether IL-15 was required 
to maintain this ability of synovial T cells to induce macrophage 
TNF-a synthesis. TNF-a was produced only when synovial T cells 
were maintained in IL-15 or, to a significantly lesser extent, in 
EL-2 (P < 0.05, Pig. 4&). Similar results were obtained using syn- 
geneic peripheral blood monocytes (instead of U937 ceDs) which 
were obtained from each RA patient at the time of Joint aspira- 
tion (Fig. 4c). Finally, to confirm that synovial macrophage 



Fig. 4 lnterleukln.15 Is required to sustain synovial T cell-mediated cell- 
contact Induction of TNF-a synthesis. PFA-fixed 5F T ceils from RA patients 
Induced TNF-a synthesis by U937 cells, whether (a) fixed immediately (n » 
8), or (b) after culture for 1 6 h (n ■ 1 0) In the presence or absence of rll-1 5 
(100 ng/ml). Culture with ril-2 (100 ng/ml) Induced significantly less TNF- 
a synthesis (*P < 0.01 compared with 11-1 5). c, PFA-fixed SF T cells from RA 
patients induced TNF-a synthesis by RA blood monocytes from the same 
donor patients (n = 3). Data are means 4 s.e.m. 
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Fig. 5 lnterleukln-1 5-actlvated T cells induce TNF-a synthesis by synovial 
macrophage/synoviocyte cocultures (*/>< 0.01). PBT cells from RA patients 
(n = 4) were stimulated with medium alone or IL-15 (100 ng/ml) for 72 h, 
then PFA-fixed before addition to synovial macrophage/synoviocyte cocul- 
tures. Data are means ± s.e.m. 



TNF-a synthesis could be enhanced by this pathway, T cells from 
Pfl of four RA patients were added to syngeneic synovial 
macrophage/synoviocyte cocultures. TNF-a synthesis was ob- 
served only with prior activation of PB T cells by IL-15 (Fig. 5). 
These data clearly demonstrate that synovial T cell-mediated up- 
regulation of TNF-a production by macrophages can occur in 
RA, and they indicate that IL-15 within the synovial membrane 
enhances this activity. 

Markers required for cell-contact-dependent TNF-a synthesis 
Initial experiments characterized alterations in cell-surface phe- 
notype following activation with rIL-15 compared with rIL-2. 
Both IL-15 and IL-2 upregulated CD69 expression on CD3* lym- 
phocytes, which was detectable in whole-blood cultures up to 72 
hours (P < 0.005, Fig. 6a). Because circulating T cells recruited to 
synovial membrane are predominantly of "memory" pheno- 
type* we next examined the effect of IL-15 on CD69 expression 
in the CD45RO* subset. CD69 expression was elevated within 
24 hours and enhanced sevenfold in CD45RCT PB T ceils by 
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72 hours after addition of rlL-15 in vitro (P < 0.02, Fig. 6b). In 
contrast, CD45RA* cells demonstrated twofold enhancement 
oniy of CD69 levels, which was accounted for by elevated CD69 
expression on CD45RA*, CD16\ CD56* NK cells. Neither LFA-1 
nor ICAM-i levels on PB T lymphocytes were altered up to 
72 hours after addition of IL-15 (data not shown). 

We therefore investigated the contribution of CD69, in addi- 
tion to the adhesion molecules LFA-1 and ICAM-1, to the pro- 
duction of TNF-a by monocytes after contact with IL-15- 
activated T cells. TNF-a production by PB T-celI/U937 cocul- 
tures (m = 4) was significantly reduced by neutralization of LFA-1 
(P < 0.02) or ICAM-1 (P < 0.03) and almost completely abrogated 
by addition of anti-CD69 antibody (P < 0.001, Fig. 7o). Parallel 
experiments demonstrated similar Involvement of CD69 (P < 
0.001), LFA-1 and ICAM-1 (both P < 0.01) on the production of 
TNF-a by blood-derived monocytes Induced by 1L-.1 5-actlvated 
T cells (Fig. 7b). Addition of human IgG to minimize Fc receptor 
binding on U937 ceils and blood monocytes by T cell-surface 
bound antibody did not reverse the inhibition of TNF-a produc- 
tion by macrophages. 

Discussion 

Inteileukin-15 induces TNF-a production in RA. IL-15-stlmu- 
lated proliferation and direct TNF-a- production in T cells de- 
rived from synovial fluid was enhanced compared with those 
from blood, thereby establishing that T-cell responsiveness to 
IL-15 was upregulated in vivo. However, T cells represent only a 
minor source of TNF-a compared with macrophages In RA syn- 
ovium 17 . lL-15-activated PB T cells induced significant TNF-a 
production from either unprimed U937 cells, syngeneic blood- 
derived monocytes or RA synovial macrophage/synoviocyte cul- 
tures, by a cell-contact-dependent mechanism. Freshly Isolated 
SFT cells behaved like IL-15-actlva ted PBT cells, Indicating that 
this pathway could operate in vivo in RA. IL-15 was required to 
maintain this activity In vitro, because synovial T cells cultured 
In the absence of IL-15 for 16 hours iost thls ability. This Is un- 
likely to be simply the result of apoptosls due to the absence of 
IL-15, because IL-2, which can rescue T cells from apoptosis In 
vitro", was incapable of maintaining synovial T cell-contact ac- 
tivity. Because recently recruited CD 14* monocyte/macrophages 
constitute a major source of TNF-a in the synovial membrane", 
these data together provide compelling evidence for T cell-con- 
tact-mediated upregulation of TNF-a synthesis by macrophages, 
driven by IL-15 produced in the synovial membrane. 

Polyclonal T-cell activation by IL-15. Proinflammatory cy- 
tokine and metalloprotelnase production following cell-con- 
tact-mediated activation of macrophages and fibroblasts by T 
cells stimulated with nonphysiologicai mitogens (PHA, PMA, 
OKT3) has been reported". Here we have used a cytokine widely 
distributed in the RA synovial membrane'*. Synovial T cells are 
predominantly CD45ROV RB**, CD27\ implying advanced dif- 
ferentiation 21 . They often simultaneously express early (CD69), 
mid (HLA-DR) and late (VLA1) markers of activation", perhaps 
initiated by interactions with endothelium during extravasation 

Fig. 6 lnterleukln-15 upregufates expression of CD69 on PB T cells, o, 
CD69 expression on CD3* PB T cells stimulated with IL-15 (100 ng/ml) or 
IL-2 (100 ng/rnD in vitro for 72 h (n a 6, **P < 0.005 compared with 
medium alone), b, C069 expression was enhanced in CD45RO' T cefls up 
to 72 h CP < 0.02, **P < 0.002 compared to medium alone) by addition of 
IL-15 (100 ng/ml) or IL-2 (100 ng/ml) in vitro. No significant difference be- 
tween IL-15 and IL-2 was detected. Data are means ± s.e.rn. 
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of mature memory T cells 3 ', and subsequently modified by the 
cytokine environment within synovial tissue, particularly IL-15. 
Our finding that IL-15-induced CD69 expression was primarily 
restricted to CD45RO* T cells is compatible with these observa- 
tions, as well as with a recent report comparing the effect of 
IL-15 on naive and memory T-cell CD69 expression". Despite 
extensive efforts to determine the synovial T-cell repertoire, 
no consensus has emerged for ollgoclonal T-cell receptor 
(TCR) V.p gene expression between RA patient cohorts, al- 
though some amino acid conservation of CDR3 regions has 
been reported, raising the possibility that some synovial T 
cells are antigen driven". The majority of synovial T cells, 
however, are polyclonal. T cell-contact-mediated macrophage 
activation, driven by IL-15, is therefore consistent with the 
recognized phenotype and functional profile of synovial T 
cells. It provides a pathologic role, but Implies no local anti- 
gen recognition and requires no cytokine secretion, consistent 
with the polyclonality of synovial T lymphocytes, and their 
relative absence of cytokine expression. 

Cell contact is required for lL-15-induced TNF-a synthesis. 
Following chemoklne-lnduced polarization, T lymphoblasts 
redistribute adhesion molecules, such as ICAM-1 or ICAM-3, 
to the tips of uropods, and IL-15 has recently been shown to 
exhibit similar properties". However, since we were unable to- 
Induce macrophage activation by T cells maintained with the 
T-cell chemotactlc factors, IL-8 or MlP-la, it seems probable 
that IL-15 must exert effects beyond llgand redistribution. 
Increased CD69 expression occurs In vivo on RA synovial T 
cells" ,w and has been reported in multiple sclerosis and 
chronic active hepatitis at sites of inflammation 1 *' 1 *. CD69 ap- 
pears following TCR-antlgen Interaction, although IL-2 alone 
may upregulate expression on NK cells and CD45RO* lympho- 
cytes". Our data show that IL-15 shares this activity with IL-2 
and is therefore likely to account for the continued expression 
of CD69 characteristic of synovial T cells, in the relative ab- 
sence of IL-2 In synovial tissue". Although CD69 has prevt- 
ously been shown to mediate mitogen-induced T-cell/ 
macrophage contact 1 *, our data demonstrate that It might sub- 
serve this function in RA. Both IL-2 and IUS upregulated 
CD69 expression equally in PB lymphocytes, but IL-2 was sig- 
nificantly less efficient than IL-15 at inducing T cell-depen- 
dent macrophage activation, either in PB cells, or in synovial 
cells. This implies that other receptors which are involved in 
cell contact are preferentially upregulated by IL-15, compared 
with IL-2, and also indicates that the precise combination of 
surface markers present Is likely to be of critical importance. 
The widespread expression of CD69 on other circulating cells, 
such as platelets 3 ', requires that such additional levels of regu- 
lation be present. 

Interleukln-15 and IL-2 are functionally distinct. The bloac- 
tlvltles described thus far for IL-15 have been broadly similar 
to those of IL-2 (ref. 13). We found similar SF T-cell prolifera- 
tion but differential direct TNF-a production to IL-15 and IL-2. 
In combination with the divergent effects of IL-15 and IL-2 in 
generating PB and SF T cell-Induced macrophage activation, 
we have shown, in an immunopathologic setting that IL-15 
exhibits effects distinct from IL-2 on the same target cell popu- 
lation. This has implications for IL-15 receptor (IL-15R) ex- 
pression within the synovial membrane. It Is possible that 
IL-15R a-chain binding modifies the signal generated by IL- 
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Fig. 7 Inhibition of cell-contact Induced TNF-a synthesis by antibodies to 
cell-surface markers. PFA-fixed ll-l 5-actlvated PB T cells were cultured with 
(a) U937 cells, or (b) PB monocytes. Preincubation of the T cells with neu- 
tralizing antibodies to CD69, LFA-1 or ICAM-1 significantly Inhibited TNF-a 
synthesis compared with that from IgGI control antibody-treated cells (*P < 
0.001, **P< 0.03, ***P< 0.01 X Data are means ± s.e.m. from four separate 
experiments. Percent Inhibition was calculated as follows: 

100- ( PjF-a synthesb with neutralizing antibody present 100 \ 
^ TNF-a synthesb without neutralizing antibody present J 



2Rp or common y chain occupancy, although the a-chain has 
no apparent direct role In signal transduction 14 ' 14 . The distribu- 
tion of 1L-15R a-chaln compared with IL-2R a-chain in the 
synovium, however, is currently unknown, and discordant ex- 
pression may partially explain our data. Recently, however, a 
novel receptor for IL-15 has been described on mast cells 40 , and 
It remains possible that expression of this or related, as yet un- 
described, receptors may explain the divergent functional pro- 
file for IL-15 and IL-2 in the synovial T-cell population. 

Conclusions. In the presence of a clearly defined antigen, non- 
antigen driven processes within the synovial membrane may well 
offer the best targets for therapeutic intervention. 1 We hypothe- 
size that macrophage- or fibroblast-derlved IL-15 recruits and fur- 
ther expands circulating memory T cells in the synovial 
membrane. The expansion of memory T cells by IL-15 Is not in- 
compatible with the two-signal theory of T-cell activation. Under 
the continuing Influence of IL-15, newly arrived memory T cells 
within the synovial membrane can upregulate TNF-a production 
by macrophages, predominantly through cell-membrane con- 
tact. This may generate a positive feedback loop, whereby IL-15 
produced by activated macrophages maintains T cell-induced 
synthesis of TNF-a, which can further activate macrophages to 
produce IL-15, This hypothesis Implies an excessive activation of 
IL-15 synthesis and/or a breakdown of normal control of IL-15 
regulation in RA. Further efforts are now required to characterize 
other cell-surface molecules Involved in T-cell/ macrophage con- 
tact and to establish which factors upregulate IL-15 production, 
thereby generating further rational targets for novel therapy. 

Methods 

Patients. Peripheral blood (PB) and synovia! fluid (SF) samples were col- 
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lected from 25 RA patients who satisfied the American College of Rheuma- 
tology 7 987 criteria", with mean age 62.4 years (range 24-83) and positive 
rheumatoid factor in 90%. All patients received disease-modifying drug 
. therapy but none received intra-articular corticosteroid within 3 months of 
sampling. Buffy coats were obtained from normal volunteer donors to the 
Blood Transfusion Service (Carluke, UK). IL-1 5 was detected in 8 of the syn- 
ovial fluid samples and used In Figures 1 and 2. IL-15 was assayed by ELISA 
using paired murine monoclonal antibodies (8AM247 & MAB64V, R&D 
Systems, Abingdon, UK). Mean IL-15 concentration in the positive synovial 
fluid samples was 526 pg/ml ± 58 pg/mi (range 50-1 1 34 pg/ml). Removal 
of rheumatoid factor from synovial fluid using y-globulin coated polystyrene 
beads (Rapitx RF, Behring, Milton Keynes, UK) did not significantly alter the 
results obtained in this ELISA. 

Cell purification and culture. Cultures were maintained in RPMI, with 
2 mM i-glutamine, 100 lU/ml penicillin, 100 ug/ml streptomycin and 10% 
heat-inactivated fetal calf serum (FCS) (all Cibco BRL, Paisley, UK). PB or SF 
mononuclear ceil fractions were obtained by density gradient centrifuge-, 
tion (lymphoprep, Nycomed Pharma, Oslo, Norway). T lymphocytes were 
enriched by successive 1-h, then 16-h adherence at 37 °C. The resulting 
populations were >92% CD 3*, <2% CD1 4* <3% CD19* for PB, and >90% 
CD3*, <3% CD68-, <2% CD 19* for SF by fluorescence-activated cell sorting 
(FACS) analysis (Becton Dickinson, Oxford, UK) or Cytoprep analysis (anti- 
bodies from Dako, High Wycombe, UK), respectively. 

T-cell proliferation and direct TNF-a production. Enriched T cells from 
PB/SF were cultured in triplicate at 2 X 1 0 s cells/well in 96-well U-bottom 
plates (Nunc, Roskilde, Denmark) in the presence or absence of rlL-15 (gift 
from D. Cosman, Immunex Corp., Seattle, WA), rlL-2 (R&D Systems, Oxon, 
UK), or 1 ug/ml phytohemagglutinin (PHA, Murex Diagnostics Ltd., 
Dartford, UK). [ , H]Thymidine (1 jiG/well, Amersham Life Sciences, Uttle 
ChaJfont, Buckinghamshire, UK) was added 6 h before harvesting 
(Micromate 196, Matrix 96 direct beta counter, Packard, Pangboume, UK). 
Data were presented as stimulation indices: (mean c.p.m. of test cul- 
ture)/(mean c.p.m. of medium control). Medium controls ranged from 1 00 
to 2993 c.p.m. TNF-a synthesJs was measured in Identical parallel culture 
supematants harvested after 24, 48 or 72 h and stored at -70 'C. 

Cell-contact experiments. Cell-contact experiments were performed as 
previously described 11 . P8 T cells were cultured for 72 h in 5% FCS, in the 
presence of medium alone. rlL-15, rlL-2, rlL-8 (R&D Systems), or rMIP-la 
(gift of C.|. Graham, CRC Beatson Institute, Glasgow, UK) all at 100 ng/ml 
or with a combination of 1 ug/ml PHA/1 nM phorbol myrlstate acetate 
(PMA, Sigma Chemicals, Poole, UK). Cells were washed three Umes then 
fixed for 2 h in 1 % paraformaldehyde In PBS (Sigma) at 4/C with gentle ag- 
itation. SF T cells similarly prepared were cultured with or without stimulus 
for only 16 h before fixation. Fixed cells were washed three times, resus- 
pended to 4 x 10 # cells/ml in RPMI, then Immediately added to 5 x 10* 
cells/ml U937 celJs, PB monocytes or synovial macrophages/synoviocytes In 
10% FCS. After 48 h, supematants were harvested and stored at -70 *C for 
TNF-a estimation- Preliminary experiments established this optimal cy- 
tokine concentration and ceH ratio for TNF-a production. PB monocytes 
and macrophage/synoviocyte cultures were prepared by retaining adherent 
cells during the T-cell enrichment process. PB monocyte purity was >94% 
CD14' after 24 h, with <m CD3\ <2% CD19- by FACS analysis (Becton 
Dickinson). Synovial adherent cells were >79% CD68', <4% CD 3* by 
Cytoprep analysis. 

Double-chamber culture. PB T cells were stimulated for 72 h as described 
then added without fixation at 4 x 10 1 cells/ml to U937 cells at 5 x 10* 
cells/ml. Identical parallel cultures were established in which PB T cells were 
separated from U937 cells by a culture insert (Falcon, Becton Dickinson) 
Supematants were harvested after 46 h for TNF-a estimation. 

Inhibition of TNF-a synthesis by antibody. Antibodies against CD69 
(Becton Dickinson), LFA-1 (CDIla), orlCAM-1 (CD54) (gifts from N. Hogg, 
mpenal Cancer Research,. London, UK) or IgCI of Irrelevant specificity 
(Dako) were Incubated at 5 ng/ml with PFA-fixed T cells for 30 mln at room 
temperature. Cells were washed three times before addition to U937 ceils 
or PB monocytes as before. Increasing the antHf A-1 or anti-ICAfvM anU- 

194 



bodies to 1 0 or 25 ng/ml or antl-CD69 antibody to 50 pg/ml did not lead to 
further inhibition of TNF-a production (data not shown). To minimize 
monocyte FcyR engagement by cell-bound antibody, we added 5 ng/ml 
human IgC (Sigma) to these cocultures. TNF.-a synthesis after 48 h was es- 
timated by ELISA. 

Tumor necrosis factor-a measurement. This was detected by ELISA using 
paired murine monoclonal anti-human TNF-a antibodies (MAbl and 
MAbl 1, PharMingen). Standard rTNF-a was a gift from G.A. Adolf, Bender 
Wlen, Austria. Sensitivity was <10 pg/ml. 

. Analysis by FACS of whole-blood culture. HeparlnUed blood was diluted 
1:5 in Iscove's medium (Cibco BRL), and triplicate cultures were established 
to which were added 100 ng/ml rlL-15, rlL-2 or 1 pg/ml PHA. Cells were 
harvested at time intervals from 1 h to 72 h for double-staining using the 
following markers; CD3 (FITC and PE), CD56 (PE), CD16 (PE), CD69 (FITC 
and PE), CD45RA(FiTQ, CD45RO (PE), CD19 (FITC) (ail Becton Dickinson), 
CDIla, CD54, both detected with FITC-con|ugated F(ab'), rabbit anti- 
mouse IgC (Dako). Antibodies were added to 1 00 pi of whole-blood culture 
at 4 °C for 30 min. Secondary antibody was added if required after 1 5 mln. 
Negative control antibodies of appropriate Isotype and conjugate (Dako) 
were similarly processed. Leukocytes were recovered using FACS fyslng so- 
lution (Becton Dickinson) and analyzed on a FACScan (Becton Dickinson). 
Gates were set for lymphocytes using forward and side light scatter para- 
meters, and the percentage of single FITC-conjugated, single PE-conju- 
gated or double-positive cells In this region was generated using Lysis 11 
software (Becton Dickinson). 

Statistical analysis. Comparison between groups was by Mann-Whitney 
test. Paired samples were compared using a f-test or Wllcoxon matched 
pairs signed rank sum test. 
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Abstract 

The early activation marker, CD69, is transiently expressed on activated mature T cells and on 
thymocytes that are undergoing positive or negative selection in the thymus. CD69 is a member of 
the NK gene complex family of C-type lectin-like signaling receptors; however, its function is 
unknown. In this report, we describe the characterization of mice that constitutively express high 
levels of surface CD69 on immature and mature T cells throughout development. Constitutive 
surface expression of CD69 did not affect T cell maturation, signaling through the TCR or 
thymocyte selection. However, phenotypically and functionally mature thymocytes accumulated in 
the medulla of CD69 transgenic mice and failed to be exported from the thymus. The retention of 
mature thymocytes correlated with transgene dose and CD69 surface levels. These results identify 
a potential role for CD69 in controlling thymocyte export, and suggest that the transient expression 
of CD69 on thymocytes and T cells may function to regulate thymocyte and T cell trafficking. 



Introduction 

Lymphocyte migration is known to play an important role in 
regulating the localization and orchestration of immune 
responses. Although less well defined, the processes that 
regulate trafficking of lymphoid precursors to and within sites 
that support their development, and that mediate the subse- 
quent emigration of mature cells to the periphery, are also 
critical for the establishment of cellular immunity. T lymphocyte 
precursors that originate in the fetal liver or bone marrow 
migrate to the thymus and subsequently undergo a complex 
differentiation process that includes positive and negative 
selection, before emerging as CD4 + or CD8 + single-positive 
(SP) T cells. As thymocytes progress through these develop- 
mental stages, they migrate from the subcapsular region of the 
thymus to the cortex and then to the medulla ( 1 ). At the conclusion 
of this maturation process, functionally mature thymocytes exit the 
thymus and seed the peripheral lymphoid tissues. 

Results from several recent studies indicate that newly 
generated SP thymocytes undergo several additional matur- 
ation steps before being exported from the thymus (2,3). In 
addition, fully mature SP thymocytes also display a phenotype 



that resembles that of recent thymic emigrants (RTE) which is 
distinct from most other medullary thymocytes (4,5). The 
mechanisms that control thymocyte emigration and the mol- 
ecules involved in this process remain ill-defined. A pertussis 
toxin-sensitive pathway, therefore likely involving Gj-proteins, 
has been implicated in regulating thymocyte emigration (6,7). 
Chemokine receptors, which have been shown to regulate 
migration of mature lymphocytes and which signal through G- 
protein-mediated pathways, are therefore leading candidates 
for controlling thymocyte export (8). Adhesion molecules and 
their signaling pathways are also likely to play important roles 
in thymocyte emigration (9). 

The early activation marker, CD69, is a member of the NK 
cell gene complex family of C-type lectin-like signal-transdu- 
cing receptors. CD69 is a type II transmembrane glycoprotein 
that contains a C-type lectin-binding extracellular domain (10- 
13). Although CD69 is expressed by a wide range of 
hematopoietic lineages, its function and ligand remain 
unknown. The timing and pattern of CD69 induction is similar 
in all cells that express this protein and is characterized by 
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rapid but transient surface expression. In T cells, CD69 is up- 
regulated very early after TCR triggering and wanes soon after 
stimulation withdrawal (14-17). In the thymus, immature 
CD4 + CD8 + [double-positive (DP)] thymocytes that are under- 
going positive or negative selection also transiently express 
CD69 (18-21). However, the lack of a thymocyte or T cell 
phenotype in CD69-'- mice suggests that it does not play a 
critical role in T cell maturation (22). 

To examine the function of CD69 in T cell development, we 
generated CD69 transgenic (Tg) mice that constitutively 
express CD69 at all stages of T cell development. We show 
here that overexpression of CD69 does not impair thymocyte 
development, but results in accumulation of functionally 
mature SP thymocytes in the thymus and a paucity of T cells 
in the periphery. Our results suggest a role for CD69 in 
controlling the export of mature cells from the thymus and 
indicate that transient activation-induced CD69 surface 
expression may be important for regulating T cell trafficking. 



Methods 

Reagents and antibodies 

Ruorochrome-conjugated anti-CD3, -CD4, -CD8, -CD24, 
-CD69, -CD62L, -p 7 integrin, and biotinylated anti-CD8 and 
-CD45R (B220) mAb were purchased from PharMingen (San 
Diego, CA). 5-Bromodeoxyuridine (BrdU) was purchased from 
Sigma-Aldrich (St Louis, MO). CFSE was purchased from 
Molecular Probes (Eugene, OR). Allophycocyanin-conjugated 
CD8 for confocal staining was purchased from Caltag 
(Burlingame, CA). Alexa Fluor 488-conjugated anti-CD4 was 
prepared by labeling purified anti-CD4 mAb (PharMingen) 
using the Alexa Fluor 488 protein labeling kit (Molecular 
Probes) according to the manufacturer's instructions. 

Mice 

CD69 Tg mice were established and maintained in our animal 
facility under specific pathogen-free conditions. The trans- 
gene construct was generated by cloning the CD69 coding 
region into a vector containing the human CD2 promotor and 
enhancer. The resulting construct (huCD2-CD69) was linear- 
ized and injected into B6 zygotes (23). C57BL/6 and Rag-2^- 
mice were purchased from Taconic (Germantown, NY). TCR 
Tg mice used in these studies included H-Y and AND TCR Tg 
mice. H-Y mice express an MHC class l-restricted TCR for the 
male antigen H-Y (24) and AND mice express an MHC class II- 
restricted TCR specific for pigeon cytochrome c(25). All TCR 
Tg mice were maintained in the H-2D b background. 

Flow cytometry 

Cells (1 x 10 6 /sample) isolated from thymus, lymph nodes or 
spleens were suspended in 50 ^il of FACS buffer (1 x HBSS, 
0.1% BSA and 0.01% sodium azide) with a cocktail of FITC-, 
phycoerythrin-, Quantum Red-, Per-CP- or allophycocyanin- 
conjugated antibodies. The mixtures were incubated at 4°C for 
1 h. Unbound antibodies were washed out and cells were 
resuspended in FACS buffer, and then analyzed by flow 
cytometry using a FACScan or FACSCalibur instrument 
(Becton Dickinson, San Jose, CA). 



BrdU labeling of thymocytes 

BrdU (0.8 mg/ml) was administrated continuously to mice in 
drinking water. Thymocytes were isolated from treated mice at 
various time points, and 2 x 10 6 cells/sample were stained 
with fluorochrome-conjugated anti-CD4 and -CD8 mAb. After 
washing out the unbound antibodies, cells were fixed with 
ethanol and paraformaldehyde (PFA). After DNase I treatment 
of fixed cells, intracellular staining was performed using FITC- 
conjugated anti-BrdU antibody (PharMingen). Cells were 
washed and suspended in PBS for analysis by flow cytometry. 

Purification and adoptive transfer of CD4 SP thymocytes 

Thymocytes were suspended in 4 x 1 0 7 /ml PBS containing 1 % 
BSA, and incubated with biotinylated anti-CD8 and -B220 
antibodies. After incubation on ice for 15 min, unbound 
antibodies were washed out with PBS and 10 \i\ of 
streptavidin-beads (Miltenyi Biotec, Auburn, CA) was 
added. After another 15-min incubation, cells were passed 
through a magnetic separation column (Miltenyi Biotec). The 
flow-throughs were collected, and the purity of each fraction 
was checked by staining with CD4 and CD8 antibodies. CD4 
SP cells in purified populations were typically >80% from non- 
Tg mice and >90% from CD69 Tg mice. Purified CD4 SP 
thymocytes were suspended in PBS (2 x 10 7 /ml) and i.v. 
injected into Rag-2"'- or C57BL/6 mice. In indicated experi- 
ments, purified cells were resuspended in PBS (1 x 10 7 /ml) 
and stained with 1 ^M CFSE for 10 min at 37°C before transfer. 
Cells were washed twice with PBS and re-suspended in PBS 
for injection. Cells from indicated organs of recipients were 
isolated and analyzed with antibody staining at different time 
points after transfer. Recoveries were calculated by multiply- 
ing total cell number by the percentage of CD4 SP or CD4 SP 
CFSE + cells in each organ. 

Proliferation assay 

Single-cell suspensions were prepared from thymi in RPMI 
plus 10% FCS. CD4 SP thymocytes were enriched by panning 
with CD8, B220 and Mac-1 antibodies on rabbit anti-mouse 
IgG-coated plates, followed by a positive selection by mag- 
netic separation using CD4-biotin/streptavidin microbeads in 
the MACS system (Miltenyi Biotec) as indicated above. 
Accessory cells and antigen-presenting cells (APC) were 
prepared from spleen cell suspensions from B10.A mice. APC 
were depleted of T cells with anti-Thy 1.2 + C and irradiated 
with 3000 rad. Then 1 x 10 5 responder T cells were combined 
with 5 x 10 5 accessory cells in flat-bottom 96-well plates in the 
presence or absence of the indicated stimulants. To determine 
the dose response, a constant number of APC (5 x 10 5 ) was 
combined with 2-fold dilutions of responder T cells. A peptide 
of pigeon cytochrome c (fragment 81-104) was synthesized in 
the FDA Core Facility and added to culture at the indicated 
concentrations. Following stimulation for 48 h, cells were 
pulsed for 12 h with 1^Ci [ 3 H]thymidine and harvested. 
Antibodies used for panning, including anti-CD8 (2.43), 
-B220 (6B2) and -MAC-1 (M1/70), were purified with Protein 
G from tissue culture supernatant generated from B cell 
hybridomas grown in an Artificial Capillary System (Cellco, 
Germantown, MD). 



Confocal microscopy 

Thymi were fixed with 4% PFA for 10 min before being 
embedded and frozen in OCT compound (Sakura Finetec, 
Torrance, CA). Cryostat sections (10 |um) were prepared 
(Histoserv, Gaithersburg, MD). Sections were washed in PBS, 
fixed with 4% PFA and quenched with 50 mM NH 4 CI before 
staining. Sections were incubated with Alexa Fluor 488- 
conjugated anti-CD4 and allophycocyanin-conjugated CD8 
at 4°C overnight in the dark. Sections were washed, mounted 
with Prolong Antifade reagent (Molecular Probes) and dried 
overnight at room temperature with drierite, and then analyzed 
by confocal microscopy. 



Results 

Phenotype of CD69 Tg mice 

Four huCD2-CD69 Tg (CD69 Tg) founder lines were gener- 
ated by zygote micro-injection and analyzed. To assess CD69 
transgene expression, we first examined CD69 surface levels 
on thymocyte subsets by flow cytometry. In non-Tg mice, 
CD69 is expressed on the surface of a minor population of 
CD4 + CD8 + [double-positive (DP)] and 'transitional' CD4 + CD8~ 
(CD4 SP) and CD4"CD8 + (CD8 SP) thymocytes (2,18). In 
contrast, in CD69 Tg mice, surface expression of CD69 was 
observed on all thymocyte subsets (Fig. 1A and C, and data 
not shown). Moreover, CD69 surface levels paralleled trans- 
gene copy number (data not shown). Representative founder 
lines containing either a low (line #2005) or high (line #2028) 
transgene copy number were chosen for further investigation. 

Constitutive surface expression of CD69 had no apparent 
effect on early thymocyte development as assessed by the 
normal distribution of double-negative (DN) thymocyte sub- 
sets (based on staining with CD25 and CD44; data not shown) 
and the presence of normal numbers of DP thymocytes in 
CD69 Tg mice. However, mice from all CD69 Tg founder lines 
contained higher percentages and numbers of CD4 SP and 
CD8 SP thymocytes relative to non-Tg littermates (Fig. 1B). 
The increased number of SP thymocytes in CD69 Tg mice was 
consistently observed and was accompanied by a concomi- 
tant decrease in the percentage, but not the number, of 
precursor DP thymocytes (Fig. 1B). 

Surprisingly, examination of peripheral lymphoid organs 
revealed that the accumulation of SP thymocytes in CD69 Tg 
mice also correlated with a decrease in the number of mature 
peripheral CD4 SP and CD8 SP T cells (Fig. 1 B). The reduction 
in peripheral T cell numbers also paralleled transgene copy 
number and was observed in all secondary lymphoid organs 
examined including lymph nodes, spleen and Peyer's patches 
(Fig. 1B and data not shown). Analysis of the phenotype of the 
few T cells present in lymph nodes of the representative high- 
copy-number line, #2028, revealed that only -50-60% of the 
cells were CD69 + (Fig. 1D, left column). In addition, most T 
cells were CD62L ,0W CD44 hi Q h , suggesting that they may have 
undergone homeostatic proliferation (data not shown). Similar 
to a|}-lineage cells, the number of y5TCR + thymocytes was 
increased, but the number of peripheral y5 T cells was 
decreased in high-copy-number CD69 Tg mice (data not 
shown). 
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In contrast to the results obtained with the high-copy- 
number Tg lines, normal or only slightly reduced numbers of 
peripheral T cells were found in low-copy-number CD69 Tg 
mice. As in non-Tg mice, these cells were predominantly 
CD69" (Fig. 1D, middle column). Analysis of T cells from the 
low-copy-number CD69 Tg lines by Southern blotting con- 
firmed that the transgene was still present; however, Tg CD69 
mRNA levels were reduced relative to those of total thymo- 
cytes from the same mice (data not shown). These data 
suggest that the absence of CD69 surface expression on most 
peripheral T cells in low-copy-number Tg mice is most likely 
due to a reduction in transgene mRNA expression. Indeed, 
previous data indicate that huCD2-mediated transgene 
expression decreases in mature T cells relative to immature 
thymocytes (26). Consistent with this interpretation, we 
observed that although CD69 surface expression was ele- 
vated on DP thymocytes from line #2005 Tg mice, it was similar 
to that of non-Tg mice on SP thymocytes (Fig. 1C, middle 
column). This suggested that the reduction in CD69 mRNA 
levels and CD69 surface expression occurred at the SP stage. 
The reduction in CD69 expression in SP thymocytes relative to 
DP thymocytes was also seen in the high-copy-number Tg 
lines, although most SP thymocytes still expressed CD69 (Fig. 
1C, left column; data not shown). 

Kinetics of thymocyte development in CD69 Tg mice 

To determine if the increase in SP thymocytes in CD69 Tg mice 
was due to a faster maturation rate, we examined the kinetics 
of thymocyte development by analyzing thymocyte subsets 
following continuous BrdU oral administration. BrdU is incor- 
porated into proliferating cells, which in the thymus are 
predominantly late DN thymocytes, and these cells remain 
BrdU + during subsequent maturation stages (27,28). As 
shown in Fig. 2(left panels), the kinetics of DP thymocyte 
labeling were similar in non-Tg and CD69 Tg mice as 
assessed by the absolute number and percentage of BrdU + 
DP thymocytes observed at different time points. Similar 
numbers of BrdU + CD4 SP thymocytes were also detected in 
CD69 Tg mice and non-Tg littermates, indicating that SP 
thymocytes are generated at the same frequency in these 
mice (Fig. 2A, right panel). However, the percentage of BrdU + 
cells among all CD4 SP thymocytes was consistently lower in 
CD69 Tg mice relative to non-Tg littermates (Fig. 2B, right 
panel). The time required to label 50% of all CD4 SP 
thymocytes (t y2 ) was ~6 days in non-Tg mice, consistent 
with previous reports indicating that the average intrathymic 
'lifespan' of SP thymocytes is 12 days (29). However, in CD69 
Tg mice, the f 1/2 was prolonged to at least 12-14 days, 
indicating that SP thymocytes remain in the thymus for a much 
longer time than in non-Tg littermates (Fig. 2). 

Thymocyte selection is unaffected in CD69 Tg mice 

DP thymocytes that receive activating signals in the thymus by 
interacting with positively or negatively selecting ligands 
transiently express CD69 (18-21 ). To determine if the increase 
in SP thymocytes in CD69 Tg mice was due to an alteration in 
thymocyte selection, we bred TCR transgenes into the CD69 
Tg background and examined the efficiency of thymocyte 
selection. The MHC class l-restricted TCR transgene, H-Y, 
promotes positive selection of large numbers of CD8 SP 
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Fig. 1. Phenotype of CD69 Tg mice. Thymocytes and lymph node cells isolated from CD69 Tg and non-Tg mice were stained with anti-CD4, 
anti-CD8 and either control, anti-CD3 or anti-CD69 mAb, and analyzed by flow cytometry. (A) CD69 expression levels on total thymocytes from 
four founder lines and a non-Tg littermate are shown. (B) CD4 versus CD8 staining profiles of thymocytes (Thy) and lymph node (LN) ceils, 
with representative total cell numbers (/V) and percentages of each population shown. CD3 expression levels in total thymocytes (C) and 
lymph node cells (D), as well as CD69 expression levels on DP (CD4+CD8+) and SP (CD4 + CD8- and CD4"CD8 + ) thymocytes and SP 
(CD4+CD8- CD4-CD8+) lymph node T cells are shown. 



thymocytes in female mice and strong negative selection of 
thymocytes in male mice (30,31). Comparison of H-Y TCR Tg 
x CD69 Tg and H-Y TCR Tg male mice revealed no difference 
in the efficiency of negative selection (Fig. 3B). In addition, 
accumulation of CD8 low CD4- cells in the thymus and their 
paucity in the periphery was observed in H-Y TCR Tg x CD69 
Tg just as in non-TCR Tg x CD69 Tg mice (Fig. 3B). In order to 
distinguish the effect of constitutive CD69 expression on 
thymocyte positive selection from accumulation of SP thymo- 
cytes, we chose to analyze the low-copy-number CD69 Tg 



line, #2005, to assess positive selection. In this line, CD69 
expression is elevated on all DP thymocytes, but only a slight 
accumulation of SP thymocytes is observed in non-TCR Tg 
mice (Fig. 1B). Examination of H-Y TCR Tg x CD69Tg females 
revealed no significant difference in the efficiency of positive 
selection relative to H-Y TCR Tg littermates (Fig. 3A). We also 
observed no difference in positive selection when the MHC 
class ll-restricted TCR transgene AND was tested (data not 
shown). Finally, the extent of activation-induced death of DP 
thymocytes in response to CD3 plus CD28 stimulation was 
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Fig. 2. Kinetics of thymocyte development in CD69 Tg mice. CD69 
Tg mice (6-10 weeks old, line #2028) and their non-Tg littermates 
were continuously administrated BrdU (0.8 mg/ml) through their 
drinking water. Mice were sacrificed at different time points, and the 
number and percentage of BrdU + thymocytes was determined. 
Numbers (A) and percentages (B) of BrdU + cell in the CD4 + CD8 + 
(left panels) and CD4+CD8" (CD4 + ) (right panels) compartments are 
shown. At least three mice were used for each time point. 



similar in CD69 Tg mice and non-Tg littermates (data not 
shown). 

Accumulation of mature SP thymocytes in high-copy- 
number CD69 Tg mice is due to failure of thymocyte 
emigration 

To explore further the reason for the accumulation of SP 
thymocytes in high-copy-number CD69 Tg mice, we analyzed 
thymocyte profiles from mice beginning at birth when the first 
wave of mature SP cells is observed in the thymus. There was 
no significant difference in the percentage of SP thymocytes 
between CD69Tg mice and non-Tg littermates on day 1 , again 
indicating that the rate of SP thymocyte formation was not 
increased in CD69 Tg mice relative to non-Tg littermates (Fig. 
4A). However, increased numbers and percentages of SP 
thymocytes were observed in CD69 Tg mice by day 5 and 
were consistently seen thereafter (Fig. 4A). SP T cells were 
detectable in spleens of non-Tg mice on day 5 and on all 
subsequent days, whereas peripheral T cells were first 
detected in low numbers only on day 10 or later in CD69 Tg 
mice (Fig. 4B). These results indicated that constitutive 
expression of CD69 either inhibits the complete maturation 
of SP thymocytes or inhibits export of SP thymocytes from the 
thymus. 

Development of newly generated SP thymocytes into 
functionally mature T cells is a multi-step process that occurs 
as these cells migrate through the medulla (2,3). Thus, the 
accumulation of SP thymocytes in CD69 Tg mice could be due 
to failure of these cells to complete the maturation process. 
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Fig. 3. Positive and negative selection in CD69 Tg mice. CD69 Tg mice were mated to HY-TCR Tg mice. Thymocytes and lymph node ceils, 
isolated from doubfe-Tg or HY-TCR Tg female (A) and male (B) mice, were stained with mAb and analyzed by flow cytometry. Total cells 
numbers (N), and CD4 and CD8 profiles with percentage of each subset are shown. 
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Fig. 4. Effect of CD69 transgene on postnatal T cell development. CD69 Tg mice (line #2028) and non-Tg littermates were sacrificed 1, 5, 11 
and 15 days after birth, and their thymocytes (A) and splenocytes (B) were analyzed by flow cytometry. Numbers indicate the percentage of 
cells in each compartment. Average thymocyte numbers (A/) and numbers of mice analyzed are shown. 



The phenotype of fully mature SP thymocytes has been 
previously established by examining the phenotype of RTE (4). 
RTE display phenotypes distinct from most other medullary 
thymocytes: CD4 SP RTE are CD24 |0W , CD62L hi 9 h (3 7 integrin int 
whereas CD8 SP RTE are CD24 l0W , CD62L hi 9 h , CD45RB hi 9 h p 7 
integrin h '9 h . Analysis of the percentage of RTE-phenotype CD4 
SP and CD8 SP thymocytes revealed an ~2- to 3-fold increase 
in these subsets in CD69 Tg mice relative to non-Tg littermates 
(Fig. 5A). These results correlate with the 2- to 3-fold increase 
in total SP thymocyte subsets (Fig. 1 B), indicating that most of 
the accumulated SP thymocytes in CD69 Tg mice are 
phenotypically mature. To determine if the SP thymocytes in 
CD69 Tg mice were functionally mature, CD4 SP cells from 
AND TCR Tg and AND TCR Tg x CD69 Tg mice were 
stimulated with varying concentrations of agonist peptide in 
the presence of APC. As shown in Fig. 5(B), the proliferative 
response of CD4 SP thymocytes was significantly greater with 
cells from AND TCR Tg x CD69 Tg mice relative to AND TCR 
Tg mice (Fig. 5B). To obtain an estimate of the number of 
functionally mature cells, the proliferation assay was repeated 
with serial dilutions of purified CD4 SP thymocytes from CD69 
Tg and non-Tg mice. In agreement with the phenotypic 
analysis, these data indicated that AND TCR Tg x CD69 Tg 
mice contained approximately twice the number of functionally 
mature CD4 SP thymocytes as non-CD69 Tg/AND TCR Tg 
littermate controls (Fig. 5B, right panel). Taken together, these 
results indicate that constitutive expression of CD69 does not 



interfere with thymocyte development, but does inhibit the 
export of functionally mature SP thymocytes to the periphery. 

Constitutive expression of CD69 does not affect mature T 
cell survival 

In addition to a block in SP thymocyte emigration from the 
thymus, the paucity of T cells in lymph nodes and spleen of 
high-copy-number CD69 Tg mice could also be due to 
abnormal migration in the periphery or to the rapid death of 
thymic emigrants. To examine these possibilities, we adop- 
tively transferred purified CD4 SP thymocytes from non-Tg or 
line #2028 CD69 Tg mice into Rag-2^- recipients by i.v. tail 
injection. The recovery of donor cells from CD69 Tg mice 3 or 7 
days after transfer in Rag-2- /_ recipient spleens was compar- 
able with that from non-Tg littermates (Fig. 6A). Few donor 
cells were detected in the thymus of Rag-2^- recipients 7 days 
after transfer indicating that CD4 SP thymocytes from CD69 Tg 
mice do not preferentially return to the thymus (Fig. 6A). 
Analysis of donor CD4 SP thymocytes that had been pre- 
labeled with CFSE revealed that cells from CD69 Tg mice 
underwent homeostatic proliferation in Rag-2^- recipients to a 
similar extent as non-Tg thymocytes, even though they 
remained CD69 + (Fig. 6B). We also investigated the tissue 
localization of adoptively transferred CD4 SP thymocytes 
using C57BU6 mice as recipients. No clear differences in 
migration to secondary lymphoid organs were detected 
between cells from CD69 Tg and non-Tg mice 24 h after 



A potential rote for CD69 in thymocyte emigration 541 



A CD4+ CD8+ 

Line#2028 w Non-tg w Line#2028 ^ Non-tg 




0 0.006 0.06 0.6 6 60 0 50 100 150 



Peptide (^M) Cell (xl0 3 )/weil 

Fig. 5. Accumulation of phenotypically and functionally mature SP thymocytes in CD69 Tg mice. Thymocytes isolated from CD69 Tg (line 
#2028) mice and non-Tg littermates were stained with anti-CD62L, -(3 7 integrin or -CD44, and anti-CD4 and -CD8 mAb, and analyzed by flow 
cytometry to determine percentages of cells with the RTE phenotype. Percentages (A) of CD4+CD8" (CD4+) (left panels) and CD4"CD8 + 
(CD8 + ) (right panels) thymocytes with the RTE phenotype are shown. (B) Ability of CD4+ thymocytes from CD69 Tg AND Tg and AND Tg mice 
to proliferate in response to pigeon cytochromic peptide. Peptide dose (left panel) and responder cell number (right panel) versus thymidine 
incorporation are shown. For the experiment shown in the left panel, 1 x 10 5 CD4 + cells were used. For the experiment shown in the right 
panel, the peptide concentration used was 60 jiM. 



transfer (Fig. 6C). Interestingly, CD4 SP thymocytes from 
CD69 Tg mice did show a more rapid emigration from the 
blood to secondary lymphoid tissues (Fig. 6C). Taken 
together, these results indicate that constitutive CD69 surface 
expression does not influence T cell survival or result in 
abnormal compartmentalization of T cells within specific 
secondary lymphoid tissues. 

Thymus architecture in CD69 Tg mice 

Examination of H & E-stained sections of thymus from CD69 Tg 
mice revealed an enlarged medulla relative to non-Tg mice but 
normal cortical and medullary demarcation (Fig. 7A). 
Localization of the medulla was confirmed by staining thymus 
sections for thymic medullary epithelial antigen (data not 
shown). We also examined the intrathymic localization of DP 
and SP thymocytes by confocal microscopy. As in non-Tg 
mice, most CD4 SP (green) and CD8 SP (red) cells were 
located in the medulla, whereas DP (yellow) cells localized to 
the cortex (Fig. 7B). Consistent with the results obtained by H 
& E staining, higher cell densities were observed in the 
medulla of CD69 Tg thymi and these cells consisted almost 
entirely of SP thymocytes. CD69 Tg mice contained slightly 
increased numbers of apoptotic cells in the medulla (data not 



shown). In addition, 3-4% of ex vivo SP thymocytes were 
Annexin V + in CD69 Tg, compared to <1% in non-Tg mice 
(data not shown). 



Discussion 

CD69 is widely used as marker for lymphocyte activation 
(14,15,17,19-21). However, very little is known about its 
function in activated cells or its role in lymphocyte develop- 
ment, owing in part to its transient expression pattern. To 
explore the role of CD69 in T cell development, we generated 
Tg mice that constitutively express CD69 on developing T 
cells. The CD69 coding sequence was placed under the 
control of the human CD2 promotor and enhancer which 
directs T cell-specific, copy-number-dependent expression of 
transgenes in all thymocyte subsets and mature T cells (23). 
CD69 Tg mice displayed a transgene dose-dependent accu- 
mulation of mature SP thymocytes in the thymus and a 
concomitant reduction in the number of peripheral CD4 SP, 
CD8 SP and y5 T cells. Our results indicate that this phenotype 
is due to the failure of fully mature thymocytes to emigrate from 
the thymus. CD4 SP and CD8 SP thymocytes are produced 
with normal kinetics in CD69 Tg mice, and most of the SP cells 
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Fig. 6. Survival of CD4 SP thymocytes from CD69 Tg mice following 
adoptive transfer. CD4 + thymocytes from CD69 Tg (line #2028) mice 
and non-Tg littermates were purified by anti-CD8 and anti-B220 
antibody depletion. Purified CD4 + T cells (3 x 10 6 ) without (A) or 
with (B and C) CFSE labeling were suspended in PBS and i.v. 
injected into non-irradiated Rag-2"/- (A and B) or C57BL/6 (C) mice. 
After 3 or 7 days, spleen cells and thymocytes of recipients were 
isolated, stained and analyzed by flow cytometry (A). Representative 
data of CFSE intensities and CD69 expression in CD4 + splenocytes 
from recipients 7 days after transfer are shown (B). Numbers of 
CFSE + cells recovered from indicated organs after 24 h transfer are 
shown (C). 



that accumulate in the thymus are phenotypically and func- 
tionally mature. The accumulation of SP thymocytes is not due 
to re-entry of exported cells, since adoptively transferred SP 
thymocytes that express high surface levels of CD69 do not 
preferentially home to the thymus. Moreover, the paucity of 
peripheral T cells in CD69 Tg mice cannot be attributed to 
rapid death of exported cells or to the failure of cells to migrate 
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Fig. 7. Immunohistochemical analysis of thymi from CD69 Tg. Thymi 
from 6- to 8-week-old CD69 Tg mice (right panel) and non-Tg 
littermates (left panel) were harvested and frozen for staining. H & E 
staining was performed to examine thymic architecture (A, x4 
magnification). CD4 and CD8 staining was performed to localize 
thymocyte subsets and was analyzed by confocal microscopy (B, 
X40 magnification). Green, CD4; red, CD8. 



to and seed secondary lymphoid organs. Finally, constitutive 
expression of CD69 results in expansion of the medullary 
region of the thymus, presumably due to the accumulation of 
SP thymocytes, but does not cause alterations in thymic 
architecture or effect the normal pattern of thymocyte local- 
ization within the thymus. 

Perhaps the simplest interpretation of the CD69 Tg 
phenotype is that overexpression of CD69 prevents emigration 
of SP thymocytes by binding to its ligand and trapping cells in 
the medulla. Although our data do not exclude this interpret- 
ation, several lines of evidence favor a more complex 
mechanism. First, although a number of other cell surface 
molecules have been overexpressed in thymocytes, none of 
these Tg mice exhibit a phenotype similar to that observed in 
CD69 Tg mice, including mice that overexpress another C- 
type lectin-like receptor, Ly49A (32). Second, we were unable 
to induce the release of SP thymocytes from the thymus of 
newborn CD69 Tg mice by daily injection of antibody (anti- 
CD69) or CD69 tetramer (data not shown). Thus, blocking the 
interaction of CD69 with its putative ligand is not sufficient to 
reverse the effects of CD69 overexpression. These data raise 
the possibility that CD69 transmits a signal to mature 
thymocytes that inhibits their export from the thymus. 

Cross-linking of CD69 on activated T cells or transfected 
mature cell lines elicits intracellular signals (e.g. Ca 2+ influx 
and Erk activation), suggesting that it can function alone or in 
concert with the TCR to transduce physiologically relevant 
signals (33,34). However, we were unable to discern a 
difference in the Ca 2+ or Erk activation responses in 
thymocytes from CD69 Tg and non-Tg mice following CD69 
+ TCR co-ligation and we did not observe a signaling 
response in thymocytes from CD69 Tg mice upon CD69 
cross-linking (data not shown), in addition, thymocyte selec- 
tion appeared unaffected in TCR Tg x CD69 Tg mice, 



indicating that the TCR signaling response was not influenced 
by CD69. at least during the period when thymocytes undergo 
selection in the thymus. Thus, these findings indicate that 
overexpression of CD69 does not impact signaling pathways 
downstream of the TCR in thymocytes. 

The phenotype of CD69 Tg mice closely resembles that of 
pertussis toxin (PT) Tg mice (7). In PT Tg mice, thymocyte 
emigration is blocked, presumably because PT inhibits 
signaling through G r protein-linked chemokine receptors that 
regulate thymocyte export. As in CD69 Tg mice, functionally 
mature SP thymocytes accumulate in the thymus of PT Tg mice 
(7). More recently, it was shown that i.p. injection of PT inhibits 
the migration of SP thymocytes across the corticomedullary 
junction into the medulla (6). Interestingly, CD69 associates 
with a 40-kDa GTP binding (G a subunit) protein that is 
inhibited by PT (35). However, unlike mice injected with PT, 
SP thymocytes are restricted to the medulla in CD69 Tg mice 
and do not accumulate in the cortex. We also failed to note an 
obvious migration defect of adoptively transferred SP thymo- 
cytes to secondary lymphoid tissues in CD69 Tg mice. 
Interestingly, whereas SP thymocytes from PT Tg mice fail to 
migrate from blood into secondary lymphoid organs, SP 
thymocytes from CD69 Tg mice exhibit an accelerated egress 
from blood (Fig. 6C). This could reflect an enrichment in 
mature ceils in the SP thymocyte populations from CD69 Tg 
mice relative to non-Tg mice. Alternatively, CD69 may function 
to augment chemotaxis initiated by certain chemokine 
receptors. Since signaling through chemokine receptors can 
also augment cell adhesion by activating integrins (36,37), this 
could potentially explain the failure of SP thymocytes to be 
exported from the thymus. 

Notably, no alteration in T cell development has been 
observed in CD69-'- mice (22). However these results are not 
necessarily inconsistent with our data. For example, the failure 
to observe an effect on thymocyte emigration in CD69"'- mice 
could be explained by the compensatory activity of other 
molecule(s). In addition, the predicted phenotype of CD69-'- 
mice would be accelerated export of SP thymocytes, and this 
phenotype may not be obvious in adult mice since the 
mechanisms that regulate peripheral T cell numbers and T 
cell homeostasis may provide feedback that limits thymocyte 
emigration in T-replete hosts. Detailed analysis of the kinetics 
of thymocyte maturation and the phenotype of SP thymocytes 
and lymph node T cells should help to more accurately define 
the role of CD69 in T cell development. 
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Phenotypic and functional characteristics of hematopoietic cell lineages 
in CD69-deficient mice 
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Carlos Martinez-A, and Francisco Sanchez-Madrid 



AIM/CD69 is the earliest leukocyte activa- 
tion antigen and is expressed mainly by 
activated T, B, and natural killer (NK) 
cells. It is also constitutively expressed 
by platelets, by bone marrow myeloid 
precursors, and by small subsets of 
resident lymphocytes in the secondary 
lymphoid tissues. The engagement of 
CD69 by specific antibodies induces 
intracellular signals, including Ca+ + flux, 
cytokine synthesis, and cell proliferation. 
To investigate the physiological rel- 
evance of CD69, we generated mice 
deficient in CD69 (CD69-/-) by gene target- 
ing in embryonic stem cells. CD69 (-/-) 
mice showed largely normal hematopoi- 

Introduction 



etic cell development and normal T-cell 
subpopulations in thymus and periphery. 
Furthermore, studies of negative- and 
positive-thymocyte selection using a T- 
cell receptor transgenic model demon- 
strated that these processes were not 
altered in CD69 (-/•) mice. In addition, 
natural killer and cytotoxic T lymphocyte 
cells from CD69-deficient mice displayed 
cytotoxic activity similar to that of wild- 
type mice. Interestingly, B-cell develop- 
ment was affected in the absence of 
CD69. The B220 hi lgM ne 9 bone marrow 
pre-B cell compartment was augmented 
in CD69 (-/-) mice. In addition, the ab- 
sence of CD69 led to a slight increase in 



immunoglobulin (Ig) G2a and IgM re- 
sponses to immunization with T-depen- 
dent and T-independent antigens. Never- 
theless, CD69-deficient lymphocytes had 
a normal proliferative response to differ- 
ent T-cell and B-cell stimuli. Together, 
these observations indicate that CD69 
plays a role in B-cell development and 
suggest that the putative stimulatory 
activity of this molecule on bone marrow- 
derived cells may be replaced in vivo by 
other signal transducing receptors. 
(Blood. 2000;95:2312-2320) 
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The development of the immune response leads to lymphocyte 
activation by antigens or mitogens, which readily express genes 
known as early genes (immediate-early genes); these include 
proto-oncogenes, growth factors, and cytokine receptors.' CD69, 
also termed "Activation Inducer Molecule" (AIM), 2 is expressed 
on leukocytes during the activation process (reviewed in Sanchez- 
Madrid 3 and Testi et al 4 ). This molecule is a disulflde-linked 
homodimer (24 kd) 5 that belongs to the type 2 C-type lectin family 
of surface receptors, characterized by a carbohydrate recognition 
domain in the C-terminal region. 67 The CD69 gene is located in the 
long arm of mouse chromosome 6, syntenic of chromosome 12 in 
humans. 67 It is found within the region designated "NK complex," 
which comprises several genes from the family of C-type lectins 
specific for natural killer (NK) cells. 4 The genomic organization, 
promoter regions, and transcriptional activity of the human CD69 
gene have been reported 6 - 8 - 9 The genetic and biochemical character- 
istics of mouse CD69 are very similar to its human homologue. 4 - 7 

Lymphocyte expression of CD69 can be induced in vitro by a 
wide variety of agents, such as anti-CD3/T-cell receptor (TCR) and 
anti-CD2 monoclonal antibody (mAb), activators of protein kinase 
C (PKC). and phytohemagglutinin (PHA). Soon after stimulation 
of T lymphocytes through the TCR. CD69 messenger RNA levels 



are transiently increased. 6 CD69 expression is absent in vivo in 
peripheral blood lymphocytes, but it is expressed by small T- and 
B-cell subsets in secondary lymphoid tissues, as well as by platelets 
and bone marrow (BM) myeloid precursors. 1012 The expression of 
CD69 by thymocytes undergoing positive selection 13 is associated 
with the activation process that occurs during thymic develop- 
ment. 14 In this regard, CD69 is a useful marker for defining the 
molecular map of T-cel! development, 15 and a putative role for 
CD69 in T-cell selection has been postulated by its restricted 
expression during the late stages of thymocyte development. 13 
Because the CD7+ thymic precursors do not express CD69. it 
appears that its expression is regulated intrathymically. Further- 
more. CD69 expression on thymocytes has been associated with 
apoptosis of these cells. 16 However, T lymphocytes in the inflamma- 
tory cell infiltrates of various chronic inflammatory diseases 
express CD69. 17 ' 8 The expression of CD69 associated with 
inflammatory processes seems to be induced, at least in part, by 
proinflammatory cytokines. Up-regulation of CD69 expression is 
observed in vitro after incubation of lymphocytes with exogenous 
cytokines. 1920 Likewise, it has been shown that tumor necrosis 
factor a is able to promote the transcriptional activity of the 5' gene 
region of CD69 gene, thereby inducing CD69-cell surface 
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expression. 8 Although the putative ligands for CD69 are so far 
unknown, it has been demonstrated that CD69 functions as a signal 
transducer molecule. 2 ' 4 The engagement of CD69 induces an 
increase in intracellular Ca ++ , synthesis of cytokines and their 
receptors* increase in the expression of the proto-oncogenes c-myc 
and c-fos, as well as cellular proliferation. 2 ' 4 - 2123 CD69 thus seems 
to play an important role in the activation and proliferation of human 
lymphocytes, although its precise role in leukocyte physiology remains 
undetermined. Here we have studied this issue by generating CD69- 
deficient mice. The phenotypic and functional characterization of 
different hematopoietic cell lineages in the absence of CD69 is the 
subject of this work. 



Materials and methods 

Generation of CD69-def icient mice 

A genomic DNA clone, containing the complete coding sequence of CD69 
and including more than 1 .5 kb upstream of translation start site and 9 kb 3' 
to exon 5 end, was isolated from a murine 1 29-Sv phage genomic library 
(Stratagene, La Jolla. CA). The targeting construct was developed, using 
the 4.5-kb Sall-EcoRJ fragment (long arm) 5' containing exon 1 (intra- 
cytoplasmic domain) and the 3-kb Xbal fragment (short arm) containing the 
exon 5 untranslated region and 3' region of genomic 129 v-derived DNA 
and subcloned in a double- select ion vector kindly provided by Drs. D. 
Milstone and R. Mortensen (Brigham and Women's Hospital, Boston, MA). 
This vector contains the neomycin-resistance gene (neo) for positive 
selection of the transfected embryonic stem (ES) cells and a copy of the 
thymidine kinase gene for the negative selection of randomly integrated 
constructs. ES cells 24 were grown, transfected, and selected as described. 25 
Southern blot was used to identify clones with the expected recombination 
event, which were analyzed and confirmed using several restriction enzyme 
digestions (Xbal, BamHf, and EcoRl/EcoRV) and verified using two 
different probes by Southern blot analysis. The probes used were 5' 
flanking, a 2-kb Hindlll-EcoRI fragment from the genomic Xba-EcoRI 
fragment mapping 5'of the targeting construct; 3'Exon-l, a 2-kb Hindlll 
fragment isolated from the genomic fragment Sall-EcoRl carrying the exon 
1. Three successfully targeted ES cell clones were aggregated with CD1 
morula cells and reimplanted in the uteri of 2.5-day pseudopregnant 
females. Germline transmission was obtained, and mice were bred to 
homozygosity on a C57BL/6 genetic background. Consecutive litters were 
analyzed by polymerase chain reaction using peripheral blood samples. 

Mice 

Mice were bred at the Centro Nacional de Biotecnologia (Madrid, Spain) 
under specific pathogen-free conditions. Mice used for experiments were S 
to 16 weeks of age, and all experiments used either littermate controls or 
age-matched litters whose parents were littermates. In some cases, mice 
bearing the TCR transgene F5 26 were intercrossed with CD69 (-/-) mice to 
obtain F5 transgenic TCR. CD69 (-/+) heterozygous mice that, when inter- 
crossed, produced F5 TCR. CD69 (-/-) and F5 TCR. CD69 (+/+) littemiates. 

Peptide treatment of F5 TCR transgenic mice 

Mice were injected intraperitoneal ly with the peptide 9-mer Ala-Asn-Glu- 
Asn-Met-Asp-Ala-.Met NP-**--* 74 from the influenza virus nucleoprotein A/NT/ 
60/6S in phosphate-buffered saline (PBS) at the indicated concentration. 

Cell culture 

All cell cultures were maintained in RPMI 1640 medium supplemented 
with 57c heat-inactivated fetal calf serum. 10 mmol/L HEPES, I0* 5 mol/L 
2-mercaptoethanol. 100 U/mL penicillin/streptomycin. 2 mmol/L L- 
glutamine. and 1 mmol/L sodium pyruvate at 37°C 5% CO;. 

Determination of hematological parameters 

To measure blood cell parameters, whole blood was collected in tubes 
containing K-EDTA and analyzed on an automatic hematology counter 
fTechnicon H*1E. Bayer, Tarry town. NY). 



Row cytometry analysis 

BM, thymus, spleen, lymph node, peripheral blood, and peritoneal exudate 
cell suspensions were obtained from CD69 (-/-) or control C57BL/6 
littermates. Cells were stained with FITC-, PE-, TC-, or SPRD-conjugated 
antibody reagents or indirectly with biotinylated antibodies followed by 
streptavidin-FrrC, -PE, -TC, or -SPRD. The antibodies used for staining 
were anti-CD69 (H1.2F3), anti-CD2 (RM2-5), anti-CD3 (17A2), anti-CD4 
(GK1.5), anti-CD5 (53-7.3), anti-CD8 (53.6.7), anti-CD25 (PC6I), ami- 
CD44 (IM7), anti-NK (D X 5), anti-TCRa0 (H57-597), anti-V(33 (53), 
anti-V08 (F2.3.1), anti-Vpil (RR3-15), anti-Va2 (B20.1). anti-TCR^S 
(GL3), anti-B220/CD45R (RA3-6B2), anti-CD43 (S7), anti-BPI (6C3), 
anti-immunoglobulin (Ig) M (AF6-78), anti-IgD (AMS15.I.5), and anti- 
HSA (Ml/69) (PharMingen, San Diego, CA). Propidium iodide was used at 
5 ug/mL to detect dead cells. Cells were analyzed with a FACScan flow 
cytometer (Becton Dickinson, Mountain View, CA). Cell staining and flow 
cytometry were performed according to standard methods, and, for 4-color 
analysis, a total of 50 000 events were acquired. 

Analysis of hematopoietic progenitors 

Progenitors of the granulocyte/macrophage lineage were assayed by 
culturing 10 5 BM cells in Bactoagar medium (Difco, Detroit, MI), as 
previously described. 27 Briefly, cells were resuspended in Iscove's modified 
Dulbecco's medium (Gibco-life Sciences, Gaithersburg, MD) supple- 
mented with 25% horse serum (Gibco) and 10% WEHI-3b conditioned 
medium as an interleukin-3 (IL-3) source, and then mixed with Bactoagar 
(0.3% final concentration) and seeded into 35-mm plastic tissue culture 
dishes (Nunc, Roskilde, Denmark). The megakaryocyte colony-forming 
units were assayed in serum-free cultures. BM cells (3 X 10 s cells per dish) 
were cultured on Iscove's modified Dulbecco's medium supplemented with 
10 mg/mL bovine serum albumin, 3 ug/mL transferrin, 25 ug/mL soy bean 
lipids (all from Boehringer Mannheim, Mannheim, Germany). 45 ug/mL 
linoleic acid (Sigma, St Louis, MO), 7.8 ug/mL cholesterol (Sigma), 110 
ug/mL sodium pyruvate (Sigma), I0* 4 mol/L L-thioglycerol (Fluka, Buchs, 
Switzerland), 2 X I0" 2 mmol/L glutamine (Gibco). and 20% WEHI-3b 
conditioned medium. The pre-B colony-forming units were assayed by 
culturing 10 5 BM cells in methylcellulose culture medium supplemented 
with recombinant human IL-7 (Methocult M3630; StemCell Technologies, 
Vancouver, Canada) as described. 28 In all instances, triplicates of each 
sample were seeded and incubated for 7 days at 37°C in 95% humidified 
atmosphere with 5% CO : in air. Colonies were scored under a dissecting 
microscope, and, in the case of the megakaryocyte cultures, colonies were 
stained with acetylcholinesterase prior to scoring. 29 The exogenous spleen 
colony forming-units were assayed as described previously. 30 Briefly, 
groups of 10 C57B1/6 mice were irradiated with a split dose of 9 Gy (2 
doses of 4.5 Gy spaced 4 hours apart), using Philips MG 324 x-ray 
equipment (Philips. Hamburg, Germany) at 300 kV, 10 mA : and a dose rate 
of 1.03 Gy/min. Each recipient was injected with 5 x 10 4 cells through the 
lateral vein tail. Twelve days after transplantation, recipients were killed 
and their spleens removed and fixed in Telleyeniczky s solution. Spleen 
colonies were then determined using a dissecting microscope. 

Cell proliferation assays 

Cell suspensions were prepared from spleen, lymph node, or thymus and 
cultured in triplicate in the presence of plate-bound anti-CD3 antibody, 
staphylococcus enterotoxin B, CD40L, anii-igM, or lipopoly saccharide 
(LPS) at various concentrations in culture medium for 3 days. Cells were 
pulsed with [ 3 H]dT (1 uCi/well) 1 2 hours before harvesting onto glass fiber 
filters for determination of [ 3 H]dT. For measurement of lymphocyte 
proliferation in vivo, mice were intraperitoneal I y injected with 0.6 mg 
bromodeoxyuridine (BrdU) in 100 uL PBS 18 hours before flow cytometry 
analysis of BrdU incorporation. 31 

51 Cr release assay 

Specific NK cell and cytotoxic T lymphocyte (CTL) activity was deter- 
mined using a standard 51 Cr release assay. Splenocvte suspensions were 
prepared and erythrocytes were iysed by NH..CI treatment. Cr-labeled ( 100 
pCi sodium chromate) YAC-I. NK-resistam fRMA). or NK -sensitive 
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(RMA-S) target cells were plated with the appropriate effector cells at 
different ratios. NK cytotoxic activity was measured at 2.5 hours. In CTL 
experiments, splenocytes stimulated in vivo for 3-4 days by intraperitoneal 
injection of F5 peptide (18 nmol) in PBS were used as effector cells. RMA 
and RMA-S unsensitized and F5 peptide- sensitized by preincubation with 
100 nmol NP 366-374 in 1 mL medium overnight at 26°C were used as 
targets cells. Cytotoxicity was measured after an incubation period of 4 
hours. The percentage of specific lysis was calculated as (sample 
cpm - spontaneous cpm)/(maximal cpm - spontaneous cpm)] x 100. 

Immunizations and enzyme-linked immunosorbant 
assay (ELISA) 

Age- and sex-matched mice were immunized intraperitoneally with 10 ug 
of 2,4-dinitrophenyl (DNP)-keyhole limpet hemocyanin (DNP-KLH) in 
complete Freunds adjuvant (CFA) or in alum, or intravenously with 
DNP-KLH in PBS at day 0. Each mouse was boosted 7 days later using the 
same protocol. Blood was collected at days 6 and 14 after the first 
immunization. Other mice were immunized intraperitoneally with 10 ug 
LPS-TNP (Sigma) in PBS at day 0, and bled at day 0 and 14. NP-specific 
antibodies were measured by ELISA using DNP-ovalbumin-coated plates 
at 3 ug/mL. Previously tested horseradish peroxidase-labeled isotype- 
specific anti-mouse immunoglobulin antibodies (Southern Biotechnology 
Associates, Birmingham, AL) were used in these assays. Sera were diluted 
1 :200 and 1 :2000 and immunoglobulin levels were analyzed. 

Immunohistochemistry 

Frozen spleen, lymph node, and Peyer's patch sections from DNP-KLH 
immunized CD69-deficient and wild-type mice (day 10 after immunization) 
were stained with the indicated biotinylated antibodies, followed by 



streptavidin-peroxidase. Sections were developed with diamino-benzidine 
and counterstained with Mayer's hematoxylin. 



Results 

Generation and characterization of lymphoid populations 
in CD69 (-/-) mice 

The CD69-mouse genomic DNA consists of 5 exons and 4 introns 
and is approximately 9 kb in length. 7 To disrupt CD69-gene 
expression by homologous recombination in ES cells, a targeting 
vector was constructed by replacing with the neomycin-resistance 
gene, a fragment of genomic DNA of 4 kb containing exons 2, 3, 4 
and translated region of the exon 5 (Figure 1 A). Two chimeric mice 
were obtained by morula aggregation, one of which successfully 
contributed to the germ line. Homozygous mice were obtained by 
interbreeding of heterozygous mice (Figure IB). CD69 (-/-) mice 
appeared normal, with no apparent developmental defects. Mice 
were fertile and no obvious defects were appreciated in any organ 
analyzed after autopsy. 

To demonstrate the lack of CD69 expression in CD69 (-/-) mice, 
thymocytes were stained with anti-CD69 mAb and CD2 as control 
and analyzed by flow cytometry. As expected, CD69 expression 
was absent in CD69 (-/-), while in wild-type CD69 (+/+) mice, 
approximately 29% of CD2 + thymocytes coexpressed CD69 
(Figure 1C). Intermediate CD69 expression was found in heterozy- 
gous CD69 (+/-) mice (Figure 1C). Moreover, spleen, lymph 
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Figure 1. CD69 gene disruption by homologous re- 
combination. (A) Schematic representation of the partial 
restriction maps of the mouse genomic CD69 locus, the 
targeting construct, and the targeted allele. The exons of 
the wild-type CD69 gene are shown as solid bars, 
boundaries of homology between the wild-type gene and 
the targeting construct are denoted by thin lines. (B) 
Southern Wot analysis of BamHI-digested tail DNA from 
wild-type (t/-t) and heterozygous (-/-) or homozygous 
(-/-) CD69 mice were analyzed with a 2-kb Hindlll-EcoRI 
fragment from the genomic Xba-EcoRI fragment mapping 
5 'of the targeting construct. The unmutated CD69 gene 
produced a 12-kb fragment, whereas the mutated allele 
results in a 9-kb fragment. (C) CD69 expression in 
wild-type. CD69 and in CD69 (-/-) mice. Flow 

cytometry analysis of CD69 expression in thymus from 
wild type (+/-). heterozygous*.-!-/-), or homozygous (-/-) 
CD69 mutant mice. (D) CD69 expression in spleen, 
lymph node, and peripheral blood lymphocytes from wild 
type (-!-/■?-) or C069 {-/-) mutant mice. Cells were acti- 
vated with PMA al 10 ng'mt for 15 hours. Cells were 
double-stained with anti-C069 and ami-CD2 labeled 
monoclonal antibodies and analyzed by flow cytometry. 
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node, and peripheral blood T cells from CD69 (-/-) mice activated 
with PMA did not express CD69 (Figure ID). All these results 
confirmed the inactivation of the CD69 gene and the inheritance of 
this trait at the expected Mendelian ratio. 

Comparison of CD69 (-/-) and CD69 (+/+) mice from the same 
litter showed no significant differences in the CD3 + lymphoid 
populations in thymus, spleen, and lymph nodes (Figure 2A, and 
data not shown). Moreover, no differences were appreciated in the 
major T-cell subsets, as assessed by CD4 and CD8 expression 
(Figure 2B). Similar results were obtained using other cell markers 
such as CD2, CD5, CD25, and CD44 (data not shown). Mature and 
immature thymic subsets in CD69 (-/-) mice showed a normal 
pattern of development (Figure 2B). Proportions of mature TCRap 
and TCR70 were similar in CD69 (-/-) and CD69 (+/+) mice (data 
not shown). Likewise, normal cell numbers and a normal T:B 
lymphocyte ratio were observed in the peripheral lymphoid organs 
of CD69 (-/-) deficient mice (Figure 2B). Lymphoid organs, 
including thymus, spleen, lymph nodes, and Peyer's patches from 
CD69 (-/-) mice, had a normal appearance by histological analysis 
(Figure 2C, and data not shown). No significant differences in other 
cell subsets from peripheral lymphoid organs were found, as 
determined with a panel of mAb specific for B cells (B220, IgM, 
IgG, CD43), granulocytes (Gr), and monocytes (CD I lb, CD71, 
I-Ab, ICAM-I). Peritoneal exudate cells were also present in 
normal proportions in CD69 (-/-) mice (data not shown). 

Hematopoiesis in CD69 (-/-) mice: altered pre-B immature cells 

Analysis of CD69 expression in norma! BM revealed its presence 
in the B220 + pre-B cells (Figure 3A). Interestingly. CD69 was 
expressed with high intensity on 20%-30% of B220 + pre-B cells; it 
was, therefore, of interest to analyze B cells at different maturation 
stages within CD69 (-/-) mouse BM. Increased percentages of 
pre-B (B220 +im , IgM^s) and immature B (B220 +im , lgM + ) cells 
were consistently detected in CD69 (-/-) mice compared with 
wild-type mice. The pre-B cell compartment, defined as B220 +im 
IgM"^, was the most affected, whereas B220 +im IgM + pre-B and 
immature B cells were only moderately augmented (Figure 3B). 
The overall increase in the B220 +im lgM nc * lymphoid cell subset 
was statistically significant. The relative change mean for this 
subset was 1.523 (P < .01; Student t test, sample size = 20). The 
detection of another pre-B cell marker (the Heat Stable Antigen, 
HSA) confirmed the difference in this B-cell subset between 
wild-type and CD69-deficient mice (Figure 3C). These differences 
correlate with a slight lymphocytosis in CD69 (-/-) mice (1.35 
relative change mean, P<.01). In contrast, the mature B-cell 
compartment (B220 bri?hl IgM + ) was not significantly altered. 
Analysis of pro-B cells defined by CD43. BP-I. and HSA markers 
revealed no alteration in CD69 (-/-) mice (data not shown). Our 
results, therefore, show that CD69 is constitutively expressed on 
B-cell precursors and appears to play a role in cell maturation. To 
further analyze the effect of the disruption of CD69 gene in B-cell 
development, clonogenic assays with BM cells from CD69 (-/-) 
and wild-type mice were performed, but no significant differences 
were found (Table I ). 

The expression of CD69 has been described on BM myeloid 
precursors. 10 In CD69 (-/-) mice, erythroid and myeloid precursors 
were nonnal. according to both their number and specific surface 
markers (Table I . and data not shown). Clonogenic assays with BM 
cells of myeloid progenitors showed no significant differences in 
the values of granulocyte/macrophage and megakaryocyte colony- 
forming units obtained between CD69 (-/-) and wild-type mice. 
Similarly, no differences were found in analyses of a more 
primitive and multipotential precursor by exogenous spleen colony- 
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Figure 2. Lymphocyte subpopulation analysis in CD69 (-/-) and wild-type mice. 
Cells from lymphoid organs were obtained from CD69 {-/-) mice and wild-type 
littermate controls, then immunofluorescently stained and analyzed using flow 
cytometry. (A, B) C03 expression on thymocytes and CD4 and CD8 markers on 
thymocytes, spJenocytes, and lymph node cells. Numbers indicate the percentage of 
lymphoid populations. Data from a single mouse are shown, they are representative 
of more than five mice per group and from more than one litter. (C) Immunochemical 
analysis of lymphoid organs from C069 (-/-) mice. Frozen sections of lymph nodes 
and spleens from unimmunized mice were immunostained for immunoglobulin M. 
Peyer's patches obtained from mice 10 days after challenge by intraperitoneal 
injection of 10 ug of alum absorbed 2,4-dinitrophenyt-keyhofe limpet hemocyanin 
mice were stained with anti-CD5. 

forming unit assays (Table I). Hematologic analyses demonstrated 
that the cellular components of peripheral blood were normal in 
number and distribution (data not shown). In addition, although 
CD69 is expressed in a constitutive manner in normal platelets, 
platelet numbers were similar in the CD69 (-/-) and wild-type mice. 
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complex Class I and Class II double-deficient mice. 32 CD4 lo CD8 io 
and CD4 !o CD8+ TCR im cells express CD69. Therefore, CD69 
expression is induced just after the initiation of TCRap positive 
selection in thymocytes, when these cells are signaled via their 
TCR. 13 - 33 To study the role of CD69 in thymocyte selection, CD69 
(-/-) TCR F5 transgenic mice were generated. The F5 receptor is 
specific for influenza virus A/NT/60/68 nucleoprotein NP 366 ~ 379 
and utilizes the Va4 and Vpl 1 TCR gene segments. CD8+T cells 
expressing F5 are positively selected in TCR transgenic H-2D b 
wild-type mice. The process of positive selection into the CD8 
compartment was not altered in F5 TCR CD69 (-/-) mice (Figure 
4A). Both F5 TCR CD69 (-/-) and F5 TCR wild-type mice thus 
have a high CD8:CD4 cell ratio. Accordingly, the thymocyte 
expression of transgenic Vpil chain by T cells was high in both 
mice (not shown). 

Negative selection was induced in F5-TCR transgenic mice by 
intraperitoneal injection of the antigenic peptide of the influenza 
nucleoprotein (NP) 366-374. 26 This negative selection was re- 
flected in a threefold reduction of thymus cellularity, a decrease in 
double-positive thymocytes, a depletion of Vpl I -bearing T cells, 
and an apparent increase in CD4CD8 thymocytes detected at 2 or 
4 days after peptide administration. A similar pattern of expression 
of CD4, CD8, Vpll, and CD25 was observed in both F5 TCR 
CD69 (-/-) and F5 TCR CD69 (+/+) mice (Figure 4A, and data not 
shown). Positive and negative selection of thymocytes were, 
therefore, unaltered by CD69 deficiency. 



c 




B220 

Figure 3. Phenotypic analysis of B-cell precursors in CD69 (-/-) and wild-type 
bone marrow. (A-C) Two-color immunofluorescence analysis with anti-B220 and 
anti-CD69 monoclonal antibody shows lhat B220*CD69" cells are enriched in the 
8220** lymphocyte fraction. In CD69 (-/-) mice, the increase in lgM"B220- and 
HSA-B220* cell subsets is also shown. 

Finally, analyses of different serum biochemical parameters in 
CD69 (-/-) mice showed no abnormality in the protein, lipid, and 
enzyme content studied (data not shown). 

Positive and negative selection of thymocytes 

The definition of thymocyte subsets is currently based on the 
detection of different molecules (TCR. CD4. CDS), including 
CD69. CD69 is absent in double-positive TCR 1 *^ cells and is not 
expressed in TCRa-deficient mice and in major histocompatibility 



Lymphocyte proliferative responses 

To explore the possible involvement of CD69 in B- and T-cell 
functions, we first determined the proliferative response of thymus, 
spleen, and lymph node cells from CD69 (-/-) mice to different 
stimuli. Cells from CD69-deficient mice displayed proliferative 
responses to T-cell-specific stimuli, such as anti-CD3, Con-A ; and 
staphylococcus enterotoxin B 7 similar to those of cells from 
wild-type mice (Table 2). In addition. lymph node and spleen cells 
from CD69 (-/-) mice showed a normal response to B-cell stimuli, 
such as LPS and CD40L + IL-4 (Table 2 and data not shown). 
These results indicated that CD69 is not necessary for the 
proliferation of lymphocytes induced by different stimuli. 

To assess the in vivo role of CD69 in T-cell proliferation, lymph 
node and spleen transgenic CD8+ T-cell expansion was studied in 
TCR F5 transgenic CD69 (-/-) mice by BrdU incorporation. It has 
been described that exposure of mice transgenic for a F5 TCR to 
NP 366 ° 74 peptide results in expansion and activation of peripheral 
VP 1 1 -bearing CD8 T cells. 26 Both F5 TCR CD69 (-/-) and F5 TCR 
wild-type mice showed a comparable high rate of peripheral CD8 
T-cell proliferation (Figure 4B ; and data not shown). These results 
showed that T cells are able to proliferate in vivo in response to a 
specific antigen in the absence of CD69. T-cell cytokine production 
was analyzed by intracytoplasmic staining of PMA-activated Thl- 
derived spleen cells. A comparable cytokine synthesis profile was 
observed in cells from CD69 (-/-) and wild-type mice (data not shown). 



Tabte 1 . Comparative analysis of the hematopoietic progenitors present in femoral bone marrow of C069 {-/-) and wild-type mice 





Ceils per 












Femora] BMfxiO 5 ) 


CFU-GM 


CFU-Meg 


CFU-Pre-8 


CFU-S, 2 


Wild-type mice 


15.56 ± 1.00 


108 3 6 


2.50 ± 0.47 


29.00 r 5.95 


13.00 t 1.50 


CD69{-/-) mice 


16.88 - 1.51 


108 - 5 


3.50 = 0.76 


20.04 - 4.26 


15.00 ± 1.10 



Number of colonies per 10 5 bone marrow (BM) cells. Samples from a total of 14 mice per group were individually analyzed. The mean • standard error corresponding to 
each group is shown. CFU-GM = granulocyte/macrophage colon-forming units: CFU-Meg = megakaryocyte colony-forming units: CFU-Pre-B ~ pre-B colony- forming units: 
CFU-S12 = exogenous spleen colony forming-uniis. 
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Figure 4. Analysis of thymic selection and in vivo fa 
proliferation of mature T cells in CD69 (-/-) F5 T-celt 
receptor (TCR) transgenic mice. (A) Two-color flow 
cytometry analysts was performed in thymocytes of F5 
TCR transgenic mice untreated or after the administra- 
tion of NP 3 **- 374 as described in Materials and methods control 
section. (B) The proliferative capability of mature T cells 
in CD69 (-/-) mice was analyzed in vivo after bromodeoxy- 
uridine (BrdU) treatment as in the Materials and methods 
section. Numbers indicate the percentage of positive, 
BrdU-incorporating lymph node cells. Data shown are 
representative of results obtained in three mice per group 
and from more than one litter. 
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Cytolytic activity in CD69 (-/-) mice 

Previous studies 33 suggested that CD69 may be involved in the 
regulation of cytolytic activity in NK and T*y8 lymphoid cells. We. 
therefore, analyzed the cytolytic activity of CD69 (-/-) lymphocytes 
against NK-sensitive and NK-resistant target cells. The number and 
phenotype of splenic NK and CD8 + cytotoxic cells were found to be 
similar in both CD69 (-/-) and wild-type mice (data not shown). We 
assayed two different effector cells, spleen cells cultured in the presence 
of phytohemagglutinin plus EL-2. and unstimulated spleen cells. CD69 
(+/+) and CD69 (-/-) splenocytes displayed similar cytolytic activity 
against RM A-S or RMA syngeneic target cells (Figure 5 A). 

Because a major CDS T-cell subset differentiates in F5 TCR 
transgenic lymphocytes on the C57BL/6 (H-2 b haplotype) genetic 
background, we compared the lytic activity of in vivo activated 
CTL from CD69 (-/-) and CD69 (+/+) F5 TCR mice against 
RMA-S and RMA cells loaded with NP peptide. We found no 
differences in peptide-specific lysis mediated by splenocytes from 

Table 2. In vitro proliferative response 



Stimuli 


Thymus 


Spleen 


Lymph Node 


WT 


244 = 20 


16 062 ± 1117 


2483 ± 196 


CD69<-/-) 


141 - 20 


17 566 * 892 


1886 ± 349 


ConA 








WT 


6635 t 714 


51 101 i 1684 


27 170 r 2532 


CD69{-/-) 


6181 = 920 


46 351 ± 699 


25 802 = 2532 


«-CD3 








WT 


5252- 1702 


117254 = 15912 


71 121 ± 16 090 


CD69{-/-) 


5516 r 497 


95 288 ± 19 426 


54 115 * 7342 


SEB 








WT 


1007 - 237 


92 218 ± 4051 


65 274 ±5013 


CD69 (-/-) 


692 r 84 


110317 ± 27 564 


40 262 = 5536 


LPS 








WT 


3196= 116 


61 185-3783 


118 482 z 5326 


C069(-/-) 


1631 = 203 


70 372 = 5650 


79 867 ~ 10 036 



Mononuclear cells obtained from thymus, spleen, and lymph nodes from CD69 
(-/-) mice and control littermates were stimulated in a proliferation assay. The 
results shown are the mean o1 triplicate cultures and are representative ol six 
separate experiments. LPS = b'popotysaccharice; SEB = staphylococcus entero- 
toxin B; WT = wild type. 



either type of mice when the lytic assay was performed using an 
optimal concentration peptide loading (100 pmol/L) (Figure 5B). 

Antibody responses 

The possible role of CD69 in adaptive B-cell responses was 
analyzed. Different immunization protocols were used to evaluate 
the humoral immune response of CD69-deficient mice against 
thymus-dependent (TD) and -independent antigens. ForTD B-cell 
responses, age- and sex-matched CD69 (+/+) and CD69 (-/-) mice 
of the same progeny were divided into groups receiving 10 pg of 
DNP-KLH in PBS intravenously, or adsorbed to alum or mixed 
with CFA intraperitoneal ly. Basal immunoglobulin concentrations were 
in the same range in all mice tested prior to immunization (Figure 6). 
CD69-deficient mice were able to mount DNP-specific primary and 
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Figure 5. Cytotoxic T lymphocyte activity in CD69 {-/-) mice. (A) Natural Killer (NK) 
cytotoxity against NK-resistant and NK-sensitive cetls using unfracttonated spleen 
cells. Cytotoxic activity was assayed in the presence or absence ol phytohemaggluti- 
nin (PHA) plus IL-2. Specific lysis is shown lor three mice per group, representative ol 
live experiments- (B) NucJeoprotein (NP) peptide-specific cytotoxic response of 
spleen cells from F5 CD69 (+/-■-) and F5 CD69 (-/-) mice, treated with influenza virus 
nucleoprotein peptide as in Materials and methods section. Cells were assayed in the 
presence or absence of the NP 366 ' 374 . Results shown are the average ol three mice 
per group, representative of three experiments. 
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secondary responses of all immunoglobulin isotypes. The magnitude of 
IgG 1 , IgG2b, and lgG3 antibody responses was similar in the wild-type 
and CD69 (-/-) mice. A slight increase in the IgG2a primary response 
was observed in CD69 (-/-) mice, regardless of the immunization 
protocol used (Figure 6A). IgG2a anti-DNP antibodies were also 
slightly increased in secondary responses when immunization was 
intravenous. Moreover, a slightly enhanced IgM response was observed 
in immunized CD69 (-/-) mice, but the differences in antibody titers 
were not statistically significant between CD69 (-/-) and CD69 (+/+) 
mice. Nevertheless, CD69-deficient mice produced specific antibodies 
to the DNP-LPS thymus-independent antigen at a similar level to that of 
wild-type mice (Figure 6B). As was found for TD antigens, immunized 
CD69 (-/-) mice produced slightly more anti-DNP-LPS IgM and IgG2a 
than wild-type mice. 

It has been postulated that CD69 plays a role in T-B cell 
collaboration, as it is highly expressed by germinal center CD4 T 
cells 12 ; we, therefore, performed immunohistochemical stainings 
of spleen and lymph node sections after DNP-KLH immunization. 
We found that mAb specific for IgM, B220, CD3, and CD5 
exhibited a similar staining pattern in lymph node sections from 
CD69 (-/-) and CD69 (+/+) mice. T- and B-cell areas and germinal 
centers were clearly appreciated in immunized lymph nodes from 
both types of mice (Figure 2C, and data not shown). In addition, no 
differences were observed in T cells located in the periphery of 
lymphoid follicles and B cells within the follicles. Likewise, no 
significant differences were detected in spleen sections, Peyer's 
patches, and intraepithelial lymphocytes from CD69 (-/-) and 
CD69 (+/+) immunized mice (Figure 2C, and data not shown). 



Discussion 

The pattern of expression of CD69 as well as its putative role as a 
signal transducing receptor on leukocytes points to an important 
role for CD69 in the biology of these cells. In addition, CD69 
expression during thymocyte and B-cell development, as well as 
during activation of mature lymphocytes, strongly suggests its 
involvement in the differentiation and proliferation of these cells. 3 - 4 
We explored the physiological role of CD69 in vivo and studied the 



phenotypic and functional characteristics of lymphocyte develop- 
ment in CD69 (-/-) mice. T-lymphocyte ontogeny was apparently 
normal, whereas a subtle alteration in B-cell development was 
detected. CD69 is constitutively expressed by a significant percent- 
age of B-cell precursors in normal BM, and the pre-B-cell subset 
was significantly augmented in CD69-deficient mice. Furthermore, 
CD69 (-/-) mice exhibited a slight but significant increase in the 
humoral immune response against a TD antigen. No additional alter- 
ations were found in any other cell compartments or functions studied, 
including NK and T cells, macrophages, granulocytes, and platelets. 

It has been described that CD69 is detected on activated B 
cells. 12 The CD69 expression by BM B-cell precursors at the 
B220 + pre-B-cell stage found by us is thus probably a consequence 
of the cell activation process that occurs during B -lymphocyte 
development. CD69 could be involved in the positive selection of 
B cells in BM, paralleling what it is thought to occur during T-cell 
development. 32 - 34 It has been described that surface immunoglobu- 
lin crosslinking on mature B cells induces CD69 expression. It is 
feasible that in pre-B cells, which do not bear surface immunoglobu- 
lins, different activatory stimuli such as cytokines are able to 
induce CD69 expression. In addition, the possibility of CD69 
expression induction on pre-B cells by the interaction of a 
pre-B-cell receptor with its putative ligand cannot be ruled out. 
Interestingly, CD69 (-/-) mice showed a significant increase in the 
number of pre-B and immature B cells compared with CD69 (+/+) 
wild-type mice. These data support a regulatory role for CD69 in 
B-cell differentiation. It is feasible that CD69 acts as a signal 
transducing molecule in pre-B cells, with a role in the induction of 
differentiation of these cells. Under such circumstances, the 
absence of CD69 may be responsible for slow pre-B-lymphocyte 
differentiation, with accumulation (and increase in the number) of 
cells at this differentiation stage. An alternative, but not exclusive, 
possibility is that CD69 is involved in the induction of apoptosis 
associated with pre-B-cell activation (activation-induced cell death). 
In this case, the absence of CD69 would be responsible for the 
augmented number of pre-B cells in CD69 (-/-) mice due to 
defective deletion of these cells. This possibility is supported by a 
report on the association between CD69 expression and pro- 
grammed cell death in thymocytes. 16 Another possibility is that 
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Figure 6. Specific antibody responses in CD69 (-/-) 
mice. Several immunization protocols were used to 
assess the immunoglobulin responses in CD69-deficient 
mice. The responses of individual mutant {filled circles) 
and wild-type (open triangles) mice are shown. (A) 
T-cell-dependent B-cefl response. Results shown are 
from different groups: (IV), immunized with 2,4-dinitrophe- 
nyi (DNP)-keyhole limpet hemocyanin (DNP-KLH) in 
phosphate-buffered saline (PBS). (ALUM) immunized 
intraperitoneal^ with DNP-KLH adsorbed to alum, and 
complete Freund's adjuvant (CFA) immunized intraperito- 
neal^ with DNP-KLH mixed with CFA. CD69 (-/-) mice 
immunized with DNP-KLH mixed with CFA and DNP-KLH 
in phosphate-buffered saline produce augmented amounts 
of immunoglobulin (lg) G2a [P ^ 0.05, two-way analysis 
of variance). (B) T-cefl-independent B-cell response. 
DNP-LPS CD69 (-/-) mice produce increased amounts of 
IgM (top panel) and lgG2a (bottom panel) antibodies after 
immunization. IgM and lgG2a anti-DNP titers differed 
significantly (P < .05) between the two groups and 
-/-) by two-way analyse of variance. Other DNP-spedfic 
antibody isotypes were at similar levels in CD69 (-/-) and 
wild-type mice (not shown). 
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CD69 might act in pre-B cells as an inhibitory membrane receptor, 
generating negative regulatory signals that would constrain cell 
proliferation. Although all available information on CD69 strongly 
suggests that this molecule acts as a costimulatory receptor with an 
important role in lymphocyte activation and proliferation (re- 
viewed in Sanchez-Madrid 3 and Testi et al 4 ), we think it is possible 
that CD69 may exert an inhibitory effect in some cells. In this 
regard, the CD94-NKG2 lectin-like receptors, which exhibit some 
degree of homology with CD69, are inhibitory/triggering mol- 
ecules in NK cells. 35 CD94-NKG2A is thus an inhibitory receptor 
coupled to SHP tyrosine phosphatases, whereas CD94-NKG2C 
forms a triggering complex in these cells. Nevertheless, other 
membrane receptors, such as those for IL-10 and transforming 
growth factor p, exert stimulatory and inhibitory effects on 
different leukocyte subsets. 36 " 39 

Other inhibitory/stimulatory coreceptors have been described 
on lymphoid cells, such as the killer inhibitory receptors that are 
expressed, aside from NK cells, by some T lymphocytes, in which 
they regulate TCR-dependent functions. 40 Finally, the CD81 tet- 
raspanin regulates lymphocyte functions, acting as positive or 
negative mediator of lymphocyte proliferation depending on the 
type of stimulus and modulating the immunoglobulin isotype 
balance. 41 It is thus feasible that CD69 exerts an inhibitory effect on 
certain cell types at specific differentiation stages. In addition, the 
absence of CD69 could lower the signal threshold necessary for the 
effect of receptors involved in negative signaling on B-cell 
activation/proliferation such as CD22 and RryRII. 42,43 It is, there- 
fore, conceivable that CD69 acts in pre-B cells by modulating the 
signaling function of other membrane receptors involved in cell 
activation. In this regard, CD22 is described as both a positive and 
negative modulator of B-cell antigen receptor complex signal 
transduction in mature and immature B cells. 42 

The lack of effect of CD69 deficiency on T-cell function is of 
interest. CD69 has been also termed "Activation Inducer Mol- 
ecule" and is expressed on leukocytes during and after their 
activation. 2 " 4 CD69 expression can be induced in vitro on lympho- 
cytes by several stimuli, including anti-CD3 and anti-CD2 mAb. 
PMA. and phytohemagglutinin. The functional characteristics and 
molecular structure of CD69, a type 2 C-type lectin with a 
carbohydrate recognition domain in the C-terminal region. 6 - 7 as 
well as its expression pattern, suggest its involvement in cell 
activation. Different data support the role of this molecule as a 
signal transducing receptor in leukocytes. Although the putative 
ligands for CD69 have not been characterized yet. it has thus been 
found that the engagement of CD69 with mAbs induces an increase 
in intracellular Ca ++ , as well as cytokine synthesis and expression 
of proto-oncogenes. When the effect of CD69 engagement is 
combined with a PKC activator, lymphocyte activation proceeds to 
DNA synthesis and cell proliferation is observed. 2 - 22 We. therefore, 
expected to detect abnormalities in T-cell activation or develop- 
ment in CD69-deficient mice. Despite CD69 expressed during 
thymocyte differentiation in normal mice, no significant changes 
were observed in T-lymphocyte development in CD69 (-/-) mice. 
The number and phenotypic characteristics of T cells in different 
lymphoid tissues were normal, and the positive and negative 
selection of thymocytes was unaffected in the absence of CD69. T 
cells from CD69 {-/-) mice also showed normal proliferative 
capability and were able to provide apparently adequate help in 
antibody-specific responses. Furthermore, we have detected no 
alterations in the activation-induced cell death of T lymphocytes 
triggered by anti-CD3 mAb in CD69 (-/-) mice (Lauzurica et al. 
unpublished observations). These findings suggest that the function 
of CD69 in T cells is not essential or that it may be replaced by 



other molecules. It is also possible, however, that subtle defects in 
T-cell function may occur in CD69-deficient mice and that the 
assays employed in this study were not able to detect them. 

There are several possibilities to explain the slight but signifi- 
cant increase in the humoral immune response against TD antigens 
observed in CD69 (-/-) mice. Immunoglobulin synthesis by B cells 
is under the control of different mechanisms, including those 
exerted by regulatory T cells. It is feasible that the absence of CD69 
has subtle consequences on the immunoregulatory activities of T 
lymphocytes and that the increased synthesis of certain isotypes 
observed in CD69-deficient mice is related to defective modulation 
of B-cell function. Another possibility is that, as stated above, 
CD69 may exert a direct modulatory/inhibitory activity on certain 
cell subsets, including mature antibody-producing B lymphocytes. 
In this case, the absence of CD69 expression by antibody- 
producing cells may have as consequence a disregulation in 
isotype-specific immunoglobulin synthesis. Since only one ES cell 
line was used to generate the CD69 (-/-) mice, it is feasible, but 
highly unlikely, that the phenotype differences might be due to a 
defect in the ES cells at a locus linked to but different from CD69. 
Further studies are necessary to elucidate the precise mechanism of 
enhanced antibody production in CD69-deficient mice. 

Although CD69 is expressed by platelets, myeloid precursors, 
activated neutrophils, and eosinophils, we found no abnormalities 
in these cells in CD69 (-/-) mice. Different mechanisms may 
account for these results, including (i) the activities previously 
reported for CD69 in these cells in vitro may not occur in vivo; (ii) 
because most CD69 functions have been defined in human cells, it 
is possible that mouse CD69 may not exert the same functions in 
different cells; and (iii) as stated above. CD69 function may be 
replaced by other molecules in CD69 (-/-) mice. The cloning has 
recently been reported of AICL, a gene with a highly similar 
sequence to that of CD69, although its cellular and tissue distribu- 
tion at the protein level has not been described yet. 44 In addition, 
other yet uncharacterized molecules from the C- lectin NK cell 
complex may also participate, as well as different costimulatory 
molecules that have been extensively studied such as CD28. 

In conclusion, CD69 is expressed by both B-cell precursors and 
activated B cells and seems to exert a subtle modulatory effect on 
B-cell development and antibody synthesis. This study also indi- 
cates that CD69 is not essential for TD T-lymphocyte development 
and cell proliferation. Nonetheless, subtle defects in some regula- 
tory function of T cells cannot be ruled out. Functional redundancy 
of costimulatory molecules may account for the lack of gross 
abnormalities in the differentiation and activation of T cells in the 
absence of CD69. Because our CD69-deficient mouse line has been 
maintained in pathogen-free conditions, it is not known whether or 
not these mice exhibit increased susceptibility to some infectious 
agents: experiments to address this question are in progress. Other 
mouse lines deficient in immune response-related molecules (eg. 
IL-10. CCR-l. MlP-la) are also apparently normal, but important 
abnormalities emerge when they are challenged with different 
pathological agents. Finally, the possible role of CD69 deficiency 
in autoimmune diseases deserves further research. 
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The Generation of Mature, Single-Positive Thymocytes In Vivo 
Is Dysregulated by CD69 Blockade or Overexpression 1 
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During development in the thymus, mature CD4 + or CD8 + cells are derived from immature CD4+CD8+ cells through a series 
of selection events. One of the hallmarks of this maturation process is the expression of CD69, which first appears on thymocytes 
as they begin positive selection. We have used blockade and overexpression of CD69 to determine the role of CD69 in thymocyte 
development Blockade of CD69 led to a reduction in single-positive cells and a concomitant increase in double-positive cells in the 
thymus. Overexpression of a CD69 transgene in the thymus resulted in a dramatic increase in both CDSvSP and CD4SP cells. 
Coexpression with a TCR transgene demonstrated that both positive and negative selection were enhanced by the increased levels 
of CD69 on thymocytes. Finally, mice overexpressing CD69 displayed a sharp reduction in the number of T cells in the spleen and 
lymph node. Taken as a whole, these data suggest the involvement of CD69 in the process of selection and maturation during the 
trafficking of thymocytes to the medulla. The Journal of Immunology, 2002, 168: 87-94. 



The generation of functional T cells in the thymus requires 
an ordered sequence of events that is initiated by the re- 
arrangement of the genes that encode the TCR chains. 
Cells that express functional TCRs are selected through a process 
that includes both positive and negative events. Positive selection 
allows for the further development of cells bearing TCRs that bind 
with low affinity to nonspecific peptides, while negative selection 
involves the deletion of those cells that express TCRs with high 
affinity for self-peptides (1-3). Concomitant with these develop- 
mental changes is the expression of a variety of cell surface mark- 
ers. For example, an examination of the expression of the core- 
ceptors CD4 and CD8 allows thymocytes to be subdivided into 
four broad cell populations. The earliest, least mature, of these 
populations lack expression of both CD4 and CDS and are referred 
to as double-negative (DN) 4 thymocytes. It is within this popula- 
tion that TCR gene rearrangement begins. As these cells begin to 
undergo positive selection they coexpress CD4 and CDS and be- 
come double-positive (DP) cells. As selection is completed, thy- 
mocytes express either CD4 or CD8 and become mature, single- 
positive (SP) thymocytes. These arc the cells that emigrate from 
the thymus and populate peripheral lymphoid organs (4, 5). 
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In addition to the changes in the expression of cell surface mark- 
ers, thymocytes traverse through the thymus as they develop. Im- 
mature thymocytes reside in the cortex, and as they begin the se- 
lection process they traffic from the cortex to the medulla. This 
transition is marked by the expression of oiher specific molecules. 
For example, the chemokine receptor CCR4 is up-regulated in thy- 
mocytes as they migrate from the cortex to the medulla (6-8). 
This in contrast to CCR9, which is expressed on both cortical and 
medullary thymocytes, but is down-modulated as thymocytes 
leave the thymus for the periphery (6, 8). These data suggest that 
chemokine/chemokine receptor interactions are involved in the mi- 
gration of thymocyte subsets. 

hi addition to chemokine receptors, other cell surface molecules are 
expressed in a restricted fashion on developing thymocytes. One of 
these is the activation marker CD69. which is expressed at high levels 
on approximately 10- 15% of thymocytes. Expression of CD69 is first 
seen on DP thymocytes as they begin positive selection, and experi- 
ments using TCR transgenic mice showed that only those thymocytes 
being selected express CD69 (9 : 10). Several lines of evidence 
strongly suggest an active role for CD69 in TCR-mediated positive 
selection of thymocytes. All TCR - thymocytes are CD69 + . including 
both TCR 10 " DP cells and TCR^ 5 * 3 SP cells (5). These CD69^ cells 
can be further subdivided by expression of heat-stable Ag (HSA: 
HSA^TCR ,ow ? HSA'TCR hish . and HSA~TCR hisb ): however. 
CD69 + cells do not express the manire T cell marker Qa-2 (5). Also, 
using an in vitro reaggregation system, Hare et al. (11) showed that 
CD69 may regulate an MHC-independent aspect of positive selection, 
suggesting that CD69 is not merely a marker for cells that have begun 
the selective process. Thus. CD69-expressing cells represent a popu- 
lation that is undergoing positive selection or has just completed that 
process. 

Despite die compelling circumstantial evidence that CD69 is 
actively involved in thymocyte development and selection, there is 
no direct evidence. We have used overexpression and blockade of 
CD69 to directly lest its role in thymocyte development, and dem- 
onstrate that CD69 plays a role in thymocyte selection. 
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CD69 OVEREXPRESSION DISRUPTS THYMOCYTE DEVELOPMENT 



Materials and Methods 

Abs and immunofluorescence 

The Abs used in this study were as follows: anli-TCRa/3-FITC (H57-597), 
anti-CD3€-FITC (145-2C1 1), anli-CD69-FITC (H1.2F3), anli-CD25-FITC 
(7D4), anli-CD8-APC (53-6.72), anti-CD4-PE (GKI.5), anti-CD44-FITC 
(KM 1 14), anti-V/35-biolin (MR9-4), and anti-Qa-2-biotin (1-1-2) from BD 
PharMingen (La Jolla, CA): and anli-CD62L-FITC (MEL- 14), anli- 
CD45RB-PE (16A), and anti-HSA-FITC (Jl Id) from Caltag Laboratories 
(Buriingame, CA). Clonotype anti-DOl 1.10 TCR (KJ1-26) was a gift from 
Dr. P. Marrack (National Jewish Hospital, Denver, CO). 

For Ab staining, single-cell suspensions were prepared from freshly iso- 
lated lymphoid organs from control and experimental animals and sus- 
pended in PBS supplemented with 2% FCS and 0.1% sodium azide. In 
general, 10 6 cells were incubated on ice for 30 min with appropriate stain- 
ing reagents as previously described (12). For direct staining, cells were 
first incubated with 2.4G2 (from ascites) to prevent nonspecific binding of 
mAbs via FcR interactions. Flow cytometric analysis was performed on 
either FACSCalibur or FACS vantage (BD Immunoeytometry Systems, 
Mountain View, CA). 

In vivo administration of Abs 

Newborn C57BL/6 mice were treated daily for 7 days beginning at day 0 
(within 24 h of birth) by the i.p. injection of 200 /xg purified an anti-I-A k 
mAb (10-2.16, BD PharMingen, as a negative control), an anti-I-A b mAb 
(M5/114, BD PharMingen), or an anti-CD69 mAb (H1.2F3, BD Phar- 
Mingen) suspended in PBS. In some experiments 2-wk-old C57BL/6 mice 
were treated daily for 7 days with 500 /ig anti-CD69 (three mice per group) 
for 7 days. Then, the thymocytes were prepared and subjected to FCM 
analysis. 

Generation of CD69 transgenic mice 

CD69FI* A cDNA clone encoding the entire coding region of 
mouse CD69 (13) was subcloned into pl017, which contains the 
proximal mouse Ick gene promoter and the human growth hor- 
mone gene (14). The transgene was excised with Noil and used for 
pronuclear injections. 

CD69 Acy/. A cDNA construct encoding a cytoplasmic-deletion 
mutant of mouse CD69 was generated by PCR using the primers 
5 '-agatctATGGAAGGATCC ATTC AAGTT-3 ' (amino terminus) 
and 5 ' -ag atctTC ATCTGG AGGGCTTGCTGC A- 3 ' (carboxyl ter- 
minus). The amino terminal primer begins, after the initiating 



ATG, at codon 34 of mouse CD69. The final construct contains 
three codons from the cytoplasmic domain of mouse CD69 (the 
initiating ATG and the final two amino acids of the cytoplasmic 
domain) preceding the membrane-spanning sequence and extra- 
cellular domain. The resulting product was cloned into pi 01 7 and 
injected as described above. 

Doublc-transgenic mice (CD69FL and cither the OT-II or 
DO 11.10 TCR transgene) were generated by crossing the appro- 
priate single-transgenic lines and screening for the individual 
transgenes. In all cases transgene-posirjve mice were identified by 
PCR using primers to the human growth hormone gene as previ- 
ously described (14). 

Results 

In vivo treatment with anti~CD69 mAb inhibits the generation of 
mature thymocytes 

The up-regulation of CD69 expression during thymocyte selection 
suggests a role for CD69 in the generation of mature. SP thymo- 
cytes. To begin an analysis of the role of CD69 in thymocyte 
development, newborn C57BL/6 mice were injected daily for 1 wk 
with 200 /xg anti-CD69 mAb. Control mice were injected with 
PBS, an irrelevant MHC class II Ab (anti-I-A k ), or the relevant 
MHC class II Ab (anti-I-A b ). The latter mice served as a control 
for the ability to block the generation of CD4SP cells. As shown 
in Fig. 1 the control mice displayed the anticipated phenotypes 
following Ab treatment: the auti-I-A b -treated mice showed a de- 
crease in the number of CD4SP cells relative to the PBS-treated 
mice, while the anti-I-A k -treated mice showed no diiTerence com- 
pared with the PBS controls (Fig. \A). The effect of anti-I-A b treat- 
ment was specific to CD4SP development as the number of 
CD8SP cells was unaffected. 

The analysis of thymocyte development in the anli- 
CD69-treated mice showed reductions in both CD4SP (35-50%) 
and CD8SP (40-50%) cells, suggesting that blockade of CD69 
inhibited the generation of SP cells (Fig. I A). Further character- 
ization of these mice showed that the numbers of Qa-2~HSA~ 
cells as well as TCRa/3 + HSA~ cells, were reduced, consistent 
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FIGURE 1. Inhibition of the generation of ma- 
ture SP thymocytes by in vivo treatment wilh anti- 
CD69 mAb. A. Neonatal B6 mice (three mice per 
group) were treated daily for 7 days beginning on 
day 0 (within 24 h of birth) with 200 /xg/ml of an 
anti-I-A k mAb (10-2.16. as a negative control), an 
anti-I-A b mAb (M5/1 14). or an anti-CD69 (H 1 2F3) 
suspended in PBS. Thymocytes were individually 
prepared from the treated mice and were subjected 
to flow cytometric analysis with anti-CD4-FITC and 
anti-CD8-APC. Representative CD4/CD8 profiles 
are shown with the percentage of cells in each quad- 
rant. Cellularily (average of three mice analyzed for 
each treatment): PBS, 81 X I0 6 : I-A L . 86 X 10 6 : 
I-A b , 77 X 10 6 : CD69. 81 X 10 6 . B. Two- week-old 
B6 mice were treated daily wilh 500 pig anli-CD69 
(three mice per gruup) for 7 days, and the thymo- 
cytes were individually prepared and stained with 
the indicated Abs. Representative profiles of Cl>4/ 
CDS. HSA/Qa-2. and HSA/TCRa/3 are shown wilh 
the percentage of cells in each quadrant. 
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with a reduction of SP thymocytes (Fig. IB). In all cases thymic 
cellularity was unchanged, suggesting that the reduction seen in 
anti-CD69-treated mice was not due to nonspecific lysis of CD69- 
expressing cells. 

Overexpression of CD69 in the thymus results in an increase in 
SP thymocytes 

The data presented above support a role for CD69 in the generation 
of SP thymocytes. We next determined the effect of CD69 over- 
expression on thymocyte development. A cDNA encoding full- 
length mouse CD69 was expressed from the /dt-proximal pro- 
moter in transgenic animals (these mice will be referred to as 
CD69FL). Several founder lines were established that expressed 
varying levels of CD69 in the thymus, as judged by cell surface 
expression. 

As shown in Table I, increased levels of CD69 expression in the 
thymus tended to skew the developmental profile seen in these 
mice, with the lines expressing the highest levels of CD69 showing 
increased numbers of CD4SP and CD8SP cells. Fig. 2 shows the 
analysis of a representative line, CD69FL- 1 . Examination of CD69 
expression in this line showed that it was markedly increased rel- 
ative to that in littennate controls, with approximately 99% of 
thymocytes expressing CD69 (Fig. 2/1). When CD3 levels on thy- 
mocytes from CD69FL-1 and NLC mice were analyzed, the 
CD69FL-I line displayed a higher percentage of CDS 1 * 8 * 1 cells 
(Fig. 2B). Also, there appeared to be two populations of CD3 high 
cells in CD69FL-! mice, with a small shoulder of cells with 
slightly lower CD3 levels and a second population with higher 
CD3 levels (also see Fig. 4). The peak representing the highest 
level of CD3 expression was CD4SP (gate 1) cells, while the lower 
peak contained CD8SP cells (gate 2). This pattern of CD3 expres- 
sion is similar to that seen when CD3 levels are analyzed on ma- 
ture splenic T cells. We next examined the CD4/CD8 profile of 
CD69FL-1 and NLC mice. There was a dramatic increase in the 
number of CD4SP and CD8SP cells and a diminution of 
CD4CD8DP cells in CD69FL-1 mice (Fig. 2C), with approxi- 
mately 37% of the thymocytes from CD69FL-1 mice showing an 
SP phenotype compared with 17% for the NLC. There was a con- 
comitant decrease in DP cells in CD69F1-I mice, and overall thy- 
mic cellularity was comparable between the two sets of mice, sug- 
gesting that an increase in total cell numbers cannot account for 
this difference in SP cells. We have now examined four CD69FL 
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FIGURE 2. Analysis of thymocyte development in CD69FL mice. 
Thymi from CD69FL-1 and NLC mice were harvested, and cells were 
analyzed by flow cytometry for CD69 expression (A), CD3 expression (B), 
and CD4/CD8 expression (C). A and B, The numbers refer to the percent- 
age of cells in the indicated gate. B, Gates Rl and R2 represent two pop- 
ulations of CD3 + cells, with Rl predominantly CD8 + and R2 predomi- 
nantly CD4 + . C, The numbers refer to the percentage of cells in each 
quadrant. The data are representative of eight CD69FL-1 and eight NLC 
mice analyzed. 



lines, and all show a similar phenotype, with the number of SP 
thymocytes proportional to the level of CD69 expression (number 
of SP cells varies from 25 to 58%; data not shown). 

Additional evidence as to the phenotype of the thymocytes from 
the CD69FL mice came from an analysis of other cell surface 
markers, including HSA, CD45 RB . Qa-2, and CD62L on SP cells. 
Fig. 3 shows the expression of these markers on CD4SP cells from 



Table I. Thymic phenotype of CD69FL transgenic mouse lines 


Strain 0 


Cellularity* 


%CD69 + /MFT 


% CD4 SP 


% CD8 SP 


% CD4CD8 DP 


CD69FL-1 












CD69 Tg" 


93 


99/1430 


28 


9 


59 


NLC 


95 


10/360 


14 


3 


79 


CD69FL-2 












CD69 Tg* 


53 


89/620 


26 


19 


5! 


NLC 


70 


16795 


[0 


3 


86 


CD69FL-3 












CD69 Te" 


80 


95/1125 


21 


14 


62 


NLC 


82 


16/117 


10 


2.5 


81 


CD69FL-4 












CD69 Tg" 


-43 


26/103 


16 


8 


76 


NLC 


65 


20795 


10 


5 


85 


CD69FL-5 












CD69 Tg" 


80 


98/723 


25 


20 


50 


NLC 


80 


13/26 


9 


3 


82 



° Each strain represents an individual CD69FL transgenic line. Normal liucmutc control fNXC) in each case was age- and 
sex-matched with CD69FL line iCD69 Te~ >. 
* Total thymic cellularity, X 10°. 

f Percent CD69* ihymocytes/Mean fluorescence intensity for the cells in the CD69" gate. 
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FIGURE 3. CD4SP ceUs from CD69FL-1 mice have a mature pheno- 
lype. Thymocytes from CD69FL-1 and NLC mice were harvested, and 
cells were analyzed by three-color flow cytometry for CD4, CD8, and 
HSA, Qa.2, CD45 RB , or CD62 ligand expression. CD4SP cells were gated, 
and the expression of the indicated marker was determined. The shaded 
histogram represents cells from NLC mouse, and the open histogram rep- 
resents cells from CD69FL-1. Data are representative of four CD69F1-1 
and four NLC mice analyzed. 



CD69FL-1 and NLC mice. CD4SPs from the control animals had 
an HSA + Qa-2-CD45RB low CD62L l0%v phenotype. In contrast, the 
cell surface phenotype of the CD4SP cells from CD69FL-1 mice 
more closely resembles that of mature, peripheral T cells 
(HSA"Qa-2 + CD45RB hiri, CD62L h, « h ). The CD8SP cells dis- 
played a similar phenotype (data not shown). Finally, thymocytes 
from the CD69 transgenic mice have a higher proliferative capac- 
ity, compared with control mice, when stimulated through the TCR 
(data not shown). Taken as a whole, these data demonstrate that 
overexpression of full-length CD69 in the thymus results in the 
accumulation of SP cells in the thymus that more closely resemble 
mature, peripheral T cells then SP thymocytes. 

Tliymocyte development in mice expressing a cytoplasmic 
deletion mutant of CD69 resembles that seen in mice expressing 
fidl-length CD69 

To determine whether the phenotype seen in the CD69-overex- 
pressing transgenic animals required CD69-mediated signal trans- 
duction, we generated mice expressing a cytoplasmic^ lly truncated 
form of CD69 from the /cJt-proximal promoter (see Materials and 
Methods for details of the construct). Several founder lines were 
generated, and T cell development was studied in four lines 
(CD69^cvt-l-4) that displayed CD69 levels roughly equivalent to 



those seen in the CD69FL lines (Figs. 2A and 4A and data not 
shown). As was seen with CD69FL-1 mice, CD69Acyt-l and lit- 
termate control mice displayed similar thymic cellularity. Thymo- 
cyte development in CD69Acyt mice was also very similar to that 
seen in CD69FL-1 mice. For example, the CD69Acyt-l line 
showed the two populations of CDS" 8 * 1 cells seen in CD69FL mice 
(Figs. IB and 4B\ as well as increases in both CD4SP and CD8SP 
cells (Fig. 4Q, although the CD4SP/CD8SP ratio in CD69Dcyt 
mice differed from that in CD69FL-1 mice. The significance of this 
last finding is unclear at this time. Thus, the ability of CD69 to 
affect the DP to SP transition does not necessarily require a signal 
through CD69. This suggests that overexpression of the extracel- 
lular domain of CD69 is the major cause of the phenotypes seen in 
the CD69FL and CD69Acyt transgenic mice, possibly by affecting 
interactions with its ligand. However, the severity of the phenotype 
seen in CD69FL mice was greater than that seen in CD69Acyt 
mice, demonstrating a possible role for CD69-mediated signals. 

Positive and negative selection in CD69FL mice 

A possible explanation for the phenotype seen in CD69FL-1 mice 
is that overexpression of CD69 leads to enhanced positive selec- 
tion, and thus an increase in the number of SP cells. To directly 
study the role of CD69 on the positive and negative selection of 
thymocytes, we crossed CD69FL-1 mice with two TCR transgenic 
mouse lines, OT-II and DO11.10. Both TCRs are specific for the 
same chicken OVA peptide {PVA i2i _ 332 ) (15). OT-II-expressing 
T cells recognize this peptide presented in the context of I-A b , 
while DOl 1.10-expressing T cells see it presented in the context of 
I-A d . However, T cells expressing the DOl 1.10 TCR also are al- 
loreactive against I-A b (16), and thymocytes bearing the transgenic 
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FIGURE 4. Analysis of thymocyte development in CD694cyt mice. 
Thy mi from CD69Acyt-l and NLC mice were harvested and cells were 
analyzed by flow cytometry for CD69 expression (A), C,D^ expression (R). 
and CD-J/CD8 expression (C). A and B. The numbers refer to the percent- 
age of cells in the indicated gate. B, Gates Rl and R2 represent two pop- 
ulations of CD3* cells, with Rl predominantly CD8~ and R2 predomi- 
nantly CD4~. C The numbers refer to the percentage of cells in each 
quadrant. Data are representative of five CD69Acyt- 1 and five _YLC mice 
analyzed. Cellularity: XLC. 50 x JO*: CD69Acyt-l. 5-4 x IO 6 . 
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TCR are negatively selected in H-2 b mice (17). Thus, both positive 
and negative thymocyte selection in CD69FL-1 mice, which are on 
the C57BL/6 background, can be examined using these two TCR 
transgenic lines. 

To generate CD69FL/OT-D double-transgenic mice, we crossed 
the CD69FL-1 line with C57BL/6 mice expressing the OT-II TCR 
transgene (these mice will be referred to as OT-Q). There was no 
significant difference in thymic cellularity between the two strains 
(Fig. 5). Thymocyte development was studied in OT-II and 
CD69FL-1/OT-II F, mice, using Abs against CD4, CD8, CD3, and 
V/35 (the )3-chain of the transgenic TCR). As shown in Fig. 5, the 
OT-II mice showed a skewing toward CD4SP cells, reflecting pos- 
itive selection of the OT-II TCR-expressing thymocytes. CD69/ 
OT-II mice displayed a greater skewing toward the development of 
CDSP cells, with greater than 60% of thymocytes CD4 + /V05* 
(Fig. 5). We have also examined the ability of CD4SP cells from 
these mice to respond to Ag in a proliferation assay. CD4 + cells 
were purified from OT-II and CD69/OT-II mice and cultured with 
irradiated C57BL/6 splenocytes in the presence of the antigenic 
peptide. No difference was found between OT-II- and CD69/OT- 
II-derived cells (data not shown). Taken as a whole, these data 
show that the process of positive selection proceeds at an enhanced 
rate in mice overexpressing CD69 in the thymus, and that the 
selected CD4SP cells respond normally to antigenic stimulation. 

We next analyzed negative selection in mice overexpressing 
CD69. To do this, we took advantage of the fact that thymocytes 
expressing the DOl 1.10 TCR as a transgene undergo negative se- 
lection on the H-2 b background. CD69FUDO 1 1 . 1 0 TCR double- 
transgenic mice were generated by crossing the CD69F1-1 trans- 
genic line with C57BL/6 mice expressing DOl 1.10 TCR (these 
mice are referred to as DOl 1). Thymocyte development was as- 
sessed, using flow cytometry, in F, mice from this cross that rep- 
resented the four relevant genotypes (-/-, -/DOl 1 CD69/-, and 
CD69/DOH). Thymocytes from the control lines (-/- and 
CD69/-) showed the same pattern of development as those shown 
in Fig. 2, with CD69FL-expressing mice showing an increase in 
SP cells and a concomitant decrease in DP cells (data not shown). 



An analysis of DOll and CD69/D011 mice is shown in Fig. 6. 
DOll mice displayed a decrease in thymus cellularity (29 X 10 6 
for DOl 1, compared with 156 X 10 6 for NLC mice) along with a 
marked increase in DN cells and a decrease in DP cells. 

Initial examination of CD69/DOH mice showed that they also 
had a dramatic decrease in thymic cellularity, reduced approxi- 
mately 83% (27.5 X 10 6 compared with 156 X 10 6 for the NLC 
mouse). Interestingly, the double-transgenic mice displayed fea- 
tures of each single transgene animal, showing both increased SP 
cells and increased DN cells. In fact, the increase in DN cells was 
more dramatic than that seen in DOl 1. 10 TCR mice (32% DN 
cells in CD69/DOH mice vs 16% in DOll mice). Also, as was 
seen in mice expressing either CD69FL or CD69AcyL mice ex- 
pressing both the DOl 1.10 TCR transgene and the CD69Acyt 
transgene displayed the same overall thymic phenotype as CD69/ 
DOll mice (data not shown). 

We next examined the expression of DOl 1.10 TCR in these 
mice. As shown in Fig. 6, both lines had similar numbers of CD3 + 
cells. When the expression of DOl 1.10 TCR was examined using 
the clonotypic Ab KJ1-26 (17), both DOll and CD69/DOH mice 
showed a reduction in the number of clonotype-positive cells. 
DOl 1.10 TCR expression was then examined in individual thymic 
subpopulations of both sets of animals. CD4SP cells from both 
DOll and CD69/DOH mice showed a dramatic reduction in 
KJ1-26 staining, suggesting that the clonotype-positive cells had 
been negatively selected. However, as mentioned above, CD69/ 
DOl 1 mice had more CD4SP cells than DOl 1 mice (Fig. 6). These 
cells do not express the transgenic TCR and most likely arise 
through rearrangement of endogenous TCRa genes. This finding is 
consistent with the increased accumulation of CD4SP cells in 
CD69FL mice (Fig. 2). 

We next examined the expression of the transgenic TCR in the 
DN compartment in both mice. A majority of DN cells in DOll 
mice expressed CD3 and were KJl-26 + (Fig. 6). Earlier work had 
shown that these KJl-26 + , CD4~CD8~ cells represented a lineage 
that bypassed the DP stage (16). In contrast, most of the DN cells 
from the CD69/DOH mice were CD3~ and KJ1-26". 
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FIGURE 5. Positive selection in CD69FL 
transgenic mice. CD69FL-) and OT-II TCR 
transgenic mice were bred. Cells were iso- 
lated from thy mi from the indicated mouse 
lines and analyzed by three-color flow cy- 
tometry for CD-I and CD8 : and either CD3 
or V0-5 expression. Top panel CD4/CD8 
profiles from each mouse line. Numbers in 
the upper comer represent the percentage 
of cells in that quadrant. Bottom panel, 
CD3 vs Vj3-5 expression in SP cells from 
thy mi isolated from OT-II and CD69/ 
OT-II mice. Levels of CD3 and V0-5 ex- 
pression were determined for the indicated 
cell populations for these two mouse lines. 
The number refers to the percentage 
of cells in the gale. Cellularity: OT-II, 
42 X 10*: CD69ZO T-H. 48 X I0 6 . 
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FIGURE 6. Coexpression of CD69FL 
and DOl 1.10TCR leads to an increase in 
negative selection. Cells were isolated 
from thymi from the indicated mouse 
lines and analyzed by three-color flow 
cytometry for CD4, CD8, and either CD3 
or KJ1-26 expression. Top panel, CD4/ 
CD8 profiles from each mouse line. The 
numbers in the upper left corner repre- 
sent the percentage of cells in each quad- 
rant. Bottom panel, CD3 vs KJ1-26 ex- 
pression in subpopulations from thymi of 
DOl 1 and CD69/DO! 1 mice. Levels of 
CD3 and KJ 1 -26 expression were deter- 
mined on cells from the indicated cell 
populations for these two lines. The num- 
ber refers to the percentage of cells in 
the gate. Cellularity: DOll, 29 X 10 6 ; 
CD69/D011, 28 X 10 6 . 
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Mice expressing CD69 transgenes had reduced T cells in 
peripheral lymphoid organs 

As shown above, thymi from mice that overexpress CD69, either 
full-length or containing a cytoplasmic truncation, displayed a dra- 
matic increase in SP cells (Figs. 2 and 4). These cells had the cell 
surface characteristics of mature T cells (TCR hish Qa-2"HSA~: 
Fig. 3 and data not shown). One possible explanation for this phc- 
notype is that following maturation the SP cells are incapable of 
exiting the thymus. If this explanation were correct, one prediction 
would be a reduction in the number of peripheral T cells. We tested 
this hypothesis by examining CD3 levels and CD4/CD8 profiles of 
spleens and lymph nodes isolated from CD69FL and CD69Acyt 
mice. It was apparent that the spleens and lymph nodes from both 
sets of animals were significantly smaller than those in the control 
animals, and this observation was supported by CD3 and CD4/ 
CD8 profiles from each animal. As shown in Fig. 1A, CD69FL-1 
mice had dramatically reduced numbers of T cells in spleen and 
almost no T cells in lymph node (data not shown). Concomitantly, 
the number of CD3* cells was severely reduced (data not shown). 
We also examined T cells in spleens and lymph nodes of 
CD69Acyt animals. Similar to what we observed in CD69FL-1 
animals, spleens and lymph nodes in CD69Acyt-l were smaller 
than those in littermate control mice. However. CD69Acyt-l mice 
had a 50% reduction of peripheral T cells number (Fig. 7/?), a less 
severe loss than what was seen in CD69FL-1 mice. This finding 
was consistent with the less severe thymic phenotype seen in these 
mice (Fig. 4) and suggests a role for CD69 signaling in the phe- 
no types seen in these two sets of mice. 

We also examined peripheral T cells in OT-II and CD69/OT-1I 
mice (Fig. 7C). Splenic cellularity was comparable in the two mice. 
OT-II mice showed an increase in CD4 + cells in the spleen, nearly 
al! of which were Vp5* (data not shown). However, spleens from 



CD69/OT-II mice were nearly devoid of T cells. Subsequent anal- 
ysis determined that the cellularity in the spleen in these animals 
was maintained by an increase in the number of B cells (data 
not shown). The reduction in the number of peripheral T cells in 
OT-II/CD69 mice was greater than that in CD69FL-1 mice. 

Discussion 

A great deal of progress has been made defining the role of TCR 
selection in T cell development in the thymus (reviewed in Refs. 
1-3). However, little is known about the roles of cell surface mol- 
ecules, such as CD69. whose expression is also regulated during 
thymocyte development. In this report, we have shown that CD69 
plays an active role in the development of thymocytes. We have 
shown that blockade of CD69, through in vivo Ab administration, 
inhibits development at discreet stages. Ab blockade of CD69 
caused a reduction in the number of SP thymocytes and a con- 
comitant increase in the number of DP cells (Fig. 1). While these 
data strongly suggest that blockade of CD69 inhibits SP develop- 
ment, we cannot Rile out that cross-linking CD69 with the mAb 
results in the deletion of SP thymocytes, or that the lower levels of 
SP cells reflects phagocytosis of Ab-coated cells. To address the 
effect of CD69 blockade more directly, we have generated trans- 
genic mice expressing a secreted form of the CD69 extracellular 
domain. A preliminary analysis of thymocyte development in these 
mice has suggested that they are similar to what was observed in 
Ab-lreated animals, supporting the hypothesis that CD69 blockade 
inhibits the development of SP thymocytes (data not shown). 

In contrast to what was observed in mice in which CD69 inter- 
actions were blocked, mice that overexpressed CD69 in the thymus 
displayed a dramatic increase in the numbers of CD4SP and 
CD8SP cells (Figs. 2 and 4 and Table I). In addition, these cells 
had the phenotype of mature T cells in that they were TCR hi£b Qa- 
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FIGURE 7. Decrease in peripheral T cell numbers in CD69FL (A\ 
CD69Acyt (B), and OT-II/CD69 (C> mice. Spleens were harvested from 
CD69FL, CD69Acyi ? OT-II/CD69 : and NLC mice and analyzed for CD4 
and CD8 expression by flow cytometry. The percentage of cells in each 
quadrant is indicated. Total cell numbers were: CD69FL-1/NLC 109/92 X 
10 6 ; CD69Acyt/NLC, 80/78 X 10 6 : CD69-OT-II/OT-IL 65/50 x 10 6 . 



2^HSA~. This is the phenotype seen on T cells as they leave the 
thymus and seed the periphery (5). The fact that this population is 
present in large numbers in the thymus of CD69 transgenic mice, 
but not in littermate control mice, suggests that it is the continued 
expression of CD69 that affects the developmental profile of these 
cells. Consistent with a more mature phenotype. CD4SP cells from 
CD69FL mice were more responsive to TCR engagement (D. J. 
Kasprowicz and S. F. Ziegler ; unpublished observation). 

The accumulation of SP cells, at the expense of DP cells, in 
CD69FL mice suggests differences in thymic selection between 
these animals. We tested this hypothesis by examining the role of 
CD69 in the selection events using mice expressing transgenic 
TCRs that were either positively or negatively selected on the 
C57BL/6 background. The data generated from these double-trans- 
genic mice supports the hypothesis that overall thymic selection 
was more efficient in mice overexpressing CD69 (Figs. 5 and 6). 
For example, double-transgenic mice expressing either positively 
or negatively selected TCRs had similar cellularity as their single 
TCR transgenic li Herniates. The positively selecting mice (CD69/ 
OT-10 had twice as many CD4SP cells as the OT-II mice, all of 
which expressed the TCR transgene (Fig. 5. bottom panel). The 
negatively selecting mice (CD69/D01 1 ) also displayed an increase 
in CD4SP cells relative to the single TCR transgenic line. How- 
ever, these CD4SP cells did not express the transgenic TCR (as 



shown by staining with KJ1-26; Fig. 6, bottom panel), suggesting 
that they arose from cells that rearranged endogenous TCRa 
genes. Those thymocytes expressing the DO11.10 TCR were de- 
leted. These data suggest that, similar to the CD69FL-1 mice, thy- 
mocytes in both sets of double transgenic mice were being driven 
to the SP stage. In the CD69/OT-II mice, these SP cells were 
selected and accumulated. In CD69/D01 1.10 mice those thymo- 
cytes that expressed the TCR transgene were deleted, and those 
that were able to rearrange and express endogenous TCR a-chains 
accumulated. Consistent with this was our rinding that the spleens 
of DOll mice contained CD4"CD8"D01 1.10 + cells, as has been 
previously reported when this TCR transgene is expressed on a 
H-2 b background (16). In CD69/DO! 1 mice these cells were not 
present in the periphery, and these mice, similar to CD69FL-1, had 
a dramatic reduction in the number of peripheral T cells (data not 
shown). 

To assess whether CD69 signal transduction was involved in 
thymocyte development, we generated mice overexpressing a cy- 
toplasmic mutant of CD69 (CD69Acyt). In cell culture studies we 
have shown that expression of this construct in cells inhibited the 
signaling of endogenous CD69 (data not shown). An analysis of 
thymocyte development in these mice showed that cell- surface ex- 
pression of CD69 is sufficient to lead to an increase in SP cells. 
However, the phenotype in mice overexpressing functional CD69 
(CD69FL) is more dramatic than that in mice expressing an equiv- 
alent level of CD69Acyt (compare Figs. 2 and 4). Again, similar to 
the CD69FL mice, the phenolypes seen in mice expressing the 
CD69Acyt transgene correlated with levels of transgene expres- 
sion. These data, taken together, suggest a model by which a com- 
bination of CD69 interaction with an as yet unknown ligand, cou- 
pled with CD69-mediated signal transduction, contributes to the 
generation of SP thymocytes. 

There arc several possible explanations for the accumulation of 
thymic SP cells in the CD69 transgenic mice. One possible expla- 
nation is that there is greater turnover of those SP cells in the 
thymus. The fact that overall thymic cellularity is unchanged in 
these mice argues against this. Also, we have begun to examine 
apoptosis in these mice, using annex in V staining and TUNEL 
analysis and found no difference between NLC and CD69 trans- 
genic mice (D. J. Kasprowicz and S. F. Ziegler. unpublished ob- 
servations). Another possible explanation is that CD69 is involved 
in the trafficking of thymocytes during their maniration. In this 
model, unregulated expression of CD69 on thymocytes increases 
the movement of thymocytes from the cortex to the medulla during 
differentiation. 'Hie inability to down-regulate CD69 expression on 
these cells causes them to remain in the thymus. Support for this 
model comes from indirect immunofluorescence of human thymus 
using anti-CD69 mAb. In this study Jung et al. (18) found that only 
scattered cells in the cortex expressed CD69, and these cells tended 
to cluster in the subcapsular region. These may correspond to the 
CD44^CD25~ DN population that we have shown expresses 
CD69 in mouse thymus (T. Nakayatna and S. F. Ziegler. unpub- 
lished observation). In contrast, most, if not all, medullary thymo- 
cytes were CD69~. 'Hiese data are consistent with a model in 
which CD69 acts as a trafficking molecule, perhaps acting in con- 
cert with CCR4. for cells migrating from the cortex to the medulla 
during selection. As these cells complete their developmental pro- 
gram they down-regulate CD69 and leave the thymus to seed pe- 
ripheral lymphoid organs. Overexpression of CD69 on the surface 
of thymocytes would therefore be predicted to lead to an increase 
in mature thymocytes and a lack of T cells in peripheral organs. 
This is the phenotype observed in CD69FL transgenic mice and. to 
a lesser extent, in CD69Acyt mice (Figs. 2. 4, and 7). 
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The finding the mice lacking CD69 have normal thymic devel- 
opment (T. Nakayama, D. J. Kasprowicz, M. Yamashita, and S. F. 
Ziegler, unpublished results) suggests that there are additional 
molecules expressed on thymocytes capable of interacting with the 
same ligand and generating related signals. We have searched the 
public EST databases and have found three novel C-type lectins 
that are expressed in the thymus (data not shown). We are cur- 
rently testing the roles of these molecules in thymocyte develop- 
ment. Also, as mentioned above, our interpretation of the data is 
predicated on the existence of a ligand for CD69 that is expressed 
in the thymus. Using purified soluble CD69 we have detected spe- 
cific binding on cell lines that can serve as APC (data not shown). 
These data are consistent with a CD69 binding partner being ex- 
pressed in thymus by cells that regulate selection. We are currently 
examining thymic stromal cell lines for solCD69 binding. 
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CD69 is an early leukocyte activation molecule 
expressed at sites of chronic inflammation. The precise 
role of CD69 in immunity has not been elucidated owing 
to the absence of a known ligand and adequate in vivo 
models to study Its physiological function. Although 
previous in vitro studies suggest that CD69 is an 
activatory molecule in different leukocyte subsets, 
recent studies in CD69-deficient mice have revealed a 
non-redundant role for this receptor in down regulation 
of the immune response through the production of the 
pleiotropic cytokine transforming growth factor-p 
(TGF-p). The possible cellular and molecular mechan- 
isms of action of this molecule are discussed herein. 



Introduction 

Self-limitation of the immune response is crucial to its 
control and molecules induced during lymphocyte acti- 
vation might act as negative regulators. In this Opinion, 
we discuss recent results that identify CD69 as a potential 
negative regulator. CD69 is an early membrane receptor 
transiently expressed on lymphocyte activation, not 
detected in resting lymphocytes, and selectively expressed 
in chronic inflammatory infiltrates and at the sites of 
active immune responses in vivo. Although early in vitro 
data suggested that CD69 exerts a proinflammatory 
function, recent in vivo results indicate that this receptor 
might act as a regulatory molecule, modulating the 
inflammatory response. In addition, CD69 might act 
specifically on an as yet uncharacterized T-cell regulatory 
subset. These recent insights provide a novel view of the 
function of this receptor, even though a full picture of the 
spatial and temporal regulation of the immune response by 
CD69 will require detailed characterization of its ligand(s). 

Early data: CD69 exerts a co-stimulatory effect in vitro 

The CD69 gene is located within the natural killer (NK) 
gene complex on mouse chromosome 6 and human 
chromosome 12 |1,2| and codes for a type II C-type lectin 
ascribed to the family of NK receptors. CD69 is expressed 
following activation in all bone marrow -derived cells 
except erythrocytes (reviewed in Ref. (3)). Most NK lectin 
receptors directly mediate their activatory or inhibitory 
effects through their cytoplasmic domains |4|. However, 
the cytoplasmic domain of CD69 is short and lacks any 
identifiable function-associated motifs. Thus, no 
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signalling proteins have been described that directly 
associate with its cytoplasmic domain, although recent 
results show that CD69 activates Syk in a Src-dependent 
manner in NK cells [5]. These tyrosine kinases control 
downstream activation of phospholipase Cy2 (PLCy2) and 
Vavl that, in turn, activate the Rac-ERK (extracellular 
signal-regulated protein kinase) pathway [6], which is 
implicated in NK-cell activation. In addition, some studies 
have reported the involvement of a CD69-coupled hetero- 
trimeric G protein in its intracellular signalling path- 
way [7-9]. 

The rapid and transient induction of CD69 expression 
on T cells suggests that it might enhance activation and/or 
differentiation, as occurs with CD40L (CD 154) or CD25. In 
the absence of a known ligand, in vitro studies to dissect 
the possible function of CD69 were based on the use of 
specific monoclonal antibodies (mAbs) (reviewed in Ref. 
[3|). In the presence of phorbol esters, anti-CD69 mAbs 
stimulate the production of interleukin-2 (IL-2), which 
increases T-cell proliferation [10,11], and tumour necrosis 
factor-ct (TNF-a) synthesis [9,12], whereas they induce 
nitric oxide (NO) secretion by monocytes [13] and 
activation of arachidonic acid metabolism and degranula- 
tion in platelets 1 14], suggesting that CD69 could act as a 
proinflammatory receptor. In addition, cross-linking of 
CD 69 with secondary antibodies mediates early signalling 
events, such as extracellular Ca 2+ influx [9-11], relieving 
the blockade in capacitative calcium entry in antigen- 
primed T cells [8]. Moreover, antibodies against CD69 
significantly inhibit the ability of T cells to activate 
macrophages by cell contact [15], suggesting that a 
putative CD69 counter-receptor expressed by macro- 
phages is involved in the production of proinflammatory 
cytokines. Therefore, CD 69 can apparently mediate 
immune cell activation and exert proinflammatory effects 
in vitro either directly or indirectly. However, CD69 
engagement also triggers apoptosis in different cell 
types, such as monocytes or eosinophils [16,17], and 
might mediate inhibitory signals on IL-1 receptor 
(1L-1R)- or CD3-mediated T-cell proliferation [18]. All 
these data indicate that CD69 behaves in vitro more as a 
co-stimulatory receptor than as a net inhibitory or 
activatory molecule, although the fate of this co-stimu- 
lation could vary depending on the cellular context. 

Recent insights: immunoregulatory rote of CD69 

The in vivo models initially chosen for the study of CD69 
function were based on its pattern of expression. Studies 



www.sdenccdifect.coro K71-4906/S - see front matter <> 2004 Elsevier Ltd. All rights reserved, doi: i0.t016j.it.2004. 12.006 



WENDS in Immunology Vol.26 No.3 March 2005 



137 



in CD69-transgenic mice focused on thymic selection 
[19,20], a process in which CD69 expression is transiently 
induced (Box 1). Despite the in vitro evidence suggesting a 
possible proinflammatory role for CD69, constitutive 
expression of CD69 by T cells in transgenic mice is not 
associated with inflammatory conditions [19,20J. Further- 
more, analysis of antigen-specific responses in mice has 
not revealed reduced T-cell activation in the absence of 
CD69 [21], suggesting that this receptor does not exert a 
net positive co-stimulatory effect in T cells in vivo, 
although a redundant role as a positive co-stimulus for 
T cells cannot be ruled out. 

Given the somewhat contradictory in vitro and in vivo 
results, it became appropriate to study the role of CD69 in 
an in vivo model of chronic inflammation. This analysis 
was based on two lines of evidence. First, CD69 is 
persistently expressed at inflammatory foci |22]. Second, 
the CD69 gene is located at the Cia3 trait loci on rat 
chromosome 4 and mouse chromosome 6 [1], syntenic to 
human 12pl2-pl3 |2J, a region that contains suscepti- 
bility loci for several autoimmune diseases, including 
collagen induced arthritis (CIA) |23,24|. Remarkably, the 
study of CIA in CD69 -deficient mice unveiled a new 
regulatory role for CD69 (Figure 1). CD69-deficient mice 
develop an exacerbated form of CIA with higher T- and 
B-cell responses against collagen [25]. This hyper-respon- 
siveness correlates with reduced levels of TGF-p in 
inflamed joints (Figure 1). TGF-P acts as an anti- 
inflammatory cytokine in CIA [26], and treatment with 
blocking anti-TGF-P antibodies exacerbates arthritis 
severity, increasing proinflammatory cytokines and che- 
mokines, in wildtype but not in CD69-deficient mice [25]. 
The reduced levels of TGF-(3 and the absence of CD69 
could be causally associated. In this regard, CD69 cross- 
linking in vitro promotes TGF-P synthesis [25,27]. In 
addition, TGF- p synthesis is dependent on ERK activation 
[28] and CD69 cross-linking mediates ERK activation [6]. 
Hence, the regulatory effects of CD69 in vivo appear to be 
mediated through the synthesis of a pleiotropic cytokine, 
which might be finely tuned by the controlled expression 
ofCD69 1igand(s). 

CD69 cross-linking induces TGF-P production in CD4 + 
and CD8 + T cells as well as in NK cells and macrophages 
[25,27], suggesting that this receptor exerts a wide 
immunoregulatory action, and that other cells, expressing 

Box 1. CD69 and thymocyte physiology in vivo 

CD69 is transiently expressed in thymocytes that are undergoing 
positive selection or that have just completed this process |47-49]. 
Positive selection is a multi-stage process involving a first step in 
which CD69 is induced in double positive thymocytes, a process 
dependent on MHC molecules expressed by thymic epithelial cells, 
and a second step to maturation to single positive thymocytes that is 
MHC-independent 150). These data indicate that CD69 is a marker of a 
thymocyte subset that differentiates and proliferates in an MHC- 
independent fashion and suggest that this molecule mediates this 
process. However, CD69 deficiency does not affect thymic develop- 
ment and positive or negative selection of thymocytes 121). By 
contrast, the constitutive expression of CD69 during T-cell develop- 
ment induces an increase in both CD8 and CD4 single positive 
thymocytes in thymus medulla 119,20). These data suggest that the 
constitutive expression of CD69 does not interfere with thymocyte 



the corresponding counter-receptor, might also participate 
in this phenomenon. Thus, CD69 could influence not only 
adaptive but also innate immunity. Accordingly, in an 
NK-sensitive tumour model in mice, CD69 deficiency leads 
to reduced TGF-[3 synthesis by immune cells that results 
in a high production of chemokines, with decreased 
lymphocyte apoptosis, accumulation of NK cells and 
enhanced tumour lysis [27]. Supporting these data, 
blockade of TGF-P signalling in T cells enhances anti- 
tumour immunity by facilitating the expansion of tumour- 
specific CD8 + T cells [29]. 

Both the NK-sensitive tumour model and the CIA 
model demonstrate that CD69 deficiency leads to dimin- 
ished TGF- p levels that support an enhanced immune 
response, resulting in a more efficient depletion of 
tumours or increased inflammation in the CIA model 
[25,27]. The use of an antibody that downregulates CD69 
expression in vivo reproduced in wildtype mice the 
phenotype found in CD69-deficient mice [27], further 
supporting the proposed immunoregulatory role of CD69. 

However, as mentioned earlier, CD69 cross-linking 
in vitro also mediates production of proinflammatory 
mediators [9,12-14], thus suggesting that CD69 could 
have a dual role, mediating the synthesis of different 
cytokines, depending on the particular cellular context. It 
has been reported that CD69-deficient mice are resistant 
to the induction of granulocyte-mediated acute arthritis, 
which is initiated by the administration of exogenous anti- 
collagen II antibodies and endotoxin |30], an inflamma- 
tory condition in which the regulatory mechanisms 
exerted by lymphocytes are not involved. It is feasible 
that although TGF-P has a predominant inhibitory effect 
on T and B cells [31,32], this cytokine might act as a 
chemotactic and activating agent on granulocytes [331, 
which are the main mediators of this acute model of 
arthritis. Therefore, reduced synthesis of TGF-P might 
still account for the attenuated inflammatory response 
seen in this model. Alternatively, CD69 might affect the 
synthesis of proinflammatory molecules in a non-redun- 
dant way in this particular model, whereas in the CIA 
model any effect of CD69 on the synthesis of proinflam- 
matory molecules 1 15] could be compensated by other 
receptors- The possible dual role of CD69 makes it difficult 
to predict the final outcome of engagement by its ligand(s), 



development but inhibits the export of mature single positive 
thymocytes to the periphery 119). By crossing CD69 transgenic mice 
with different TCR transgenic mice, Nakayama etal. showed enhanced 
negative selection that caused a reduction in the number of T cells in 
peripheral lymphoid organs [20|. Interestingly, CD69Acyt transgenic 
mice, constitutively expressing CD69 without the cytoplasmic domain, 
show a phenotype similar to CD69 transgenic mice |20], suggesting 
that the putative CD69 ligand expressed in the thymus is responsible 
for this phenotype when CD69 is overexpressed. Because CD69- 
deficient mice show normal thymocyte selection {21 J, either the 
putative CD69 thymic ligand acts just as a mechanism of retention of 
CD69^ thymocytes or the signal for thymocyte selection induced 
through CD69L is triggered by molecules other than CD69 thai are 
expressed by thymocytes. 
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Figure 1. CD69 acts as an immunoregulatory molecule through the production of 
TGF-p. In collagen-induced arthritis, T cells are activated by collagen-derived 
peptides (CI t) presented by macrophages (M<J>), which induce CD69 expression and 
the release of proinflammatory cytokines. These cytokines and co-stimulatory 
molecules contribute to the persistent expression of CD69 in the inflammatory foci. 
Under such circumstances, the interaction of C069 with its putative ligand{s) 
(CD69L) would induce the synthesis of the anti-inflammatory cytokine TGF-ft. which 
reduces the secretion of proinflammatory cytokines and the activation of immune 
cells, thereby ameliorating tissue damage. 

which might result in a pro- or anti -inflammatory state, 
conditioned by the particular environment. 

Possible regulatory steps affected by CD69 

Recent results indicate that CD69 modulates the syn- 
thesis of immunoregulatory molecules. Initial T-cell 
activation and antigen -driven T-ccll proliferation are not 
affected by the absence of CD69 121]. However, CD69 
might affect the immune response during T-cell differen- 
tiation (Figure 2), involving immunoregulatory cytokines 
that include, but might not be limited to, TGF-P, which 
controls T-cell differentiation [31] and that, depending on 
the stimulation provided, could also regulate proinflam- 
matory molecules. 

CD69 is persistently expressed in vivo by T cells under 
certain conditions characterized by chronic inflammation 
[22], and in vitro on constant stimulation with pro- 
inflammatory cytokines or through certain adhesion 
receptors [15,34]. As stated earlier, the CIA model in 
CD69-deficient mice shows that local TGF-p levels in the 
joint are reduced [251, suggesting that in wildtype mice 
this receptor would interact with its putative ligand(s), 
inducing TGF-P, and thus dampen the local immune 
response (Figure 1). In this regard, TGF-P is found in the 
synovial fluid from rheumatoid arthritis (RA) patients 
135], where it might counterbalance the activity of 
proinflammatory cytokines. In addition, the presence of 
IgG anti-CD69 autoantibodies, detected in the serum of a 
subset of RA patients, correlates with disease severity 
136]. Therefore, we can hypothesize that these autoanti- 
bodies are able to block the interaction of CD69 with its 
putative ligands, decreasing TGF-P production and result- 
ing in more severe disease. Alternative!}', these autoanti- 
bodies could enhance signalling through CD69, 
generating proinflammatory mediators. 

The induction of TGF-p synthesis through CD69 
ligation might also take place in lymph nodes during the 
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antigen-induced T-cell differentiation (Figure 2). In this 
regard, it is well known that CD69 is transiently 
expressed during T-cell activation and differentiation 
following antigen presentation by dendritic cells (DCs), 
and it is feasible that CD69 could exert a negative 
regulatory activity through TGF-P production. TGF-P 
downregulates antigen-presenting cell (APC) function 
[37,38] and limits activation and polarization of T cells to 
a Thl or Th2 phenotype [31] (Figure 2). Therefore, 
enhanced T-cell differentiation in the absence of CD69 
could explain the stronger effector response (25]. This 
negative regulatory role for every CD69-expressing T cell 
would normally lead to a non-specific limitation of the 
immune response. However, CD69 might mediate such 
role only in specific circumstances, for example, CD69 
might be upregulated under tolerogenic conditions in the 
absence of other activating molecules that might counter- 
act the negative effect of CD69. Alternatively, the 
expression of CD 69 ligands under tolerogenic but not 
immunogenic conditions could limit the regulatory func- 
tion exerted through CD69. Finally, other cell types with a 
variety of functional subsets, including monocytes and 
DCs, might express CD69, leading to distinct outcomes 
depending on the specific cellular and pathophysiological 
setting in which CD69 is expressed. 

CD69 and regulatory T cells 

T regulatory (Treg) cells have an impaired capacity to 
respond to proliferative signals and are able to inhibit 
other immune cell functions through cell— cell contact or 
through the production of anti-inflammatory cytokines, 
such as TGF-P, IL-10 or IL-4 [39,40]. Natural Treg cells 
are generated in the thymus and are characterized by 
their high expression of CD25, which suppresses effector 
responses through cell-cell contact in a cytokine-indepen- 
dent manner. However, adaptive Treg cells are generated 
from mature T lymphocytes after antigenic stimulation in 
the periphery, show a variable expression of CD25, and 
their mechanism of suppression of effector T-cell responses 
is cytokine-dependent [41]. It is feasible that CD69 could be 
persistently expressed by a subset of these cells (Figure 2). 

In a murine lupus model, a subset of CD4 + CD69 + cells 
has been detected in peripheral lymphoid tissues and 
inflammatory infiltrates. These cells are anergic and 
unable to synthesize proinflammatory cytokines 1421 . 
Moreover, these CD4 + CD69 + cells inhibit cytokine syn- 
thesis by CD4 + CD69~ cells in a process that seems to be 
dependent on TGF-P because it is inhibited by anti-TGF-P 
antibodies |42). Interestingly, peripheral blood mono- 
nuclear cells from lupus patients show an increased 
expression of CD69 [43] and the poor in vitro response of 
these cells to different stimuli is well known. Likewise, 
freshly isolated human synovial fluid T cells display a 
profound state of hypo-responsiveness that correlates 
with the expression of CD69 [44]. Therefore, some T cells 
bearing CD69 appear to possess the two main character- 
istics of Treg cells, namely their anergic behavior and their 
regulatory role. However, it is not currently known 
whether only a subset of the entire population of CD69- 
ex pressing cells is able to synthesize TGF-p in vivo and 
acts as a regulatory cell subset in different chronic 
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Figure 2. CD69 might be involved in multiple regulatory steps during the immune response. The antigen-specific signal activates T cells through the TCR and induces CD69. 
(a) However, incomplete activation might lead to anergy. (b) Some of these anergic lymphocytes might act as Treg cells and CD69 could act through TGF-p production as a 
survival factor for this cell subset. Alternatively, if the balance of the second signal is positive. T lymphocytes will proceed to cell proliferation. In this case, CD69 might exert 
its immunoregulatory effect at two different levels. First, if CD69L were expressed by DCs at lymph nodes, (c) CD69 + T cells might produce TGF-p, a cytokine that inhibits both 
(d) T-cell differentiation (Th1 and Th2 polarization) and (e) APC function, (f) Second, if CD69L is expressed at inflammatory cell infiltrates, leukocytes persistently expressing 
high levels of CD69 would produce TGF-p, which would dampen inflammation, {g) Finally, CD69 expression might define a subset of tolerogenic DCs. 



inflammatory conditions [42-44]. It is expected that CD69 
should have an essential role in the proper function of these 
cells. TGF-(3 induces FoxP3 and a regulatory phenotype in 
TCR-challenged CD4+CD25" naive T cells [45] and this 
might also explain that, under certain circumstances, the 
CD69-dependent induction of TGF-P could influence the 
development of a subset of adaptive Treg cells. 

Concluding remarks 

Previous results in vitro pointed to CD69 as a stimulatory 
receptor, however, recent results in vivo have shown that 
the behaviour of CD69 is more complex. The absence of 
CD 69 leads to an enhanced immune response in two 
independent models: increased severity of a T-cell driven 
animal arthritis model [25] and augmented rejection of 
NK-sensitive tumours |27|. CD69 mediates TGF-P pro- 
duction and the effect of this pleiotropic cytokine might 
account for the regulatory effect of CD69, although other 
mediators could be involved. CD69 could affect different 
steps in the distinct mechanisms responsible for the 
limitation of immune responses. First, CD69 might have 
a role in the deletion of lymphocytes by apoptosis following 
activation [27]. Second, during antigen presentation, 
partial activation signals might be able to simultaneously 
induce CD69 expression [15,34] and an anergic state, 



which is a characteristic of CD69-expressing lymphocytes 
in chronic inflammatory diseases [42,44]. Conceivably, 
these anergic lymphocytes could correspond to an as yet 
poorly defined adaptive Treg-cell subset that could act as a 
bystander suppressor lymphocyte population through the 
production of TGF-P or other immunoregulatory cyto- 
kines, mediating localized or systemic immune deviation 
[42,46]. Third, CD69 engagement might regulate the final 
balance of Thl/Th2 differentiation. The characterization 
of CD69 ligand(s), and the knowledge of their spatial and 
temporal expression, will shed further light on the precise 
immunoregulatory functions of CD69. 
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SUMMARY 

Transforming growih factor (TGF)«/M is expressed abundantly in the rheumatoid synovium. In this 
study, (he inflammatory effect of TGF-/31 in rheumatoid arthritis (RA) was investigated using cultured 
fibroblast-like synoviocytes (FLS) from RA and osteoarthritis (OA) patients, as well as non-arthritic 
individuals. mRNA expressions of IL-1 ft tumour necrosis factor (TNF)-a, IL-8, macrophage inflam- 
matory protein (MlP)-laand mctalloproteinase (MMP)-l were increased in RA and OA FLSby TGF- 
P\ treatment, but not in non-arthritic FLS. Enhanced protein expression of IL-10, IL-8 and MMP-1 
was also observed in RA FLS. Moreover, TGF-01 showed a synergistic effect in increasing protein 
expression of 1L-I0nnd matrix metalloproteinase (MMP)-l with TNFa and IL-l/J. respectively. Bio- 
logical activity of IL-1 determined by mouse thymocyte proliferation assay was also enhanced by 50% 
in response to TGF-01 in the culture supernatant of RA FLS. DNA binding activities of nuclear factor 
(NF)-kB and activator protein (AP)-l were shown to increase by TGF-/J1 as well. These results suggest 
thatTGF-/3l contributes for the progression of inflammation and joint destruction in RA,and this effect 
is specific for the arthritic synovial fibroblasts. 

Keywords IL-1/3 IL-8 MlP-ltt rheumatoid arthritis TGF-01 TNFa metalloproteinase-1 



INTRODUCTION 

Rheumatoid arthritis (RA) is a chronic and systemic inflamma- 
tory disease characterized by progressive destruction of joints. 
Hypertrophic RA synovial tissue is comprised of large numbers 
of infiltrating inflammatory cells and excessively proliferating 
synovial lining cells which produce several inflammatory as well 
as anti-inflammatory cytokines. Analyses of the cytokine mRNA 
and proteins in the RA synovial tissue revealed that TNFa, IL-1, 
1L-6, GM-CSF and TGF /Jwere expressed at high levels in RA 
patients [1-3]. Among these cytokines, TNFa and IL-l/J are 
known to be the pivotal pro-inflammatory cytokines in the patho- 
genesis of RA. However, the role of other cytokines in RA has 
not yet been fully understood. 

The presence of TGF-/J1 at a high level in the RA synovium 
suggests that TGF-01 per se or in combination with other 
cytokines plays an important role in the progression of RA. 
Although TGF-/JI is well known for its immune-suppressive and 
ami -inflammatory properties, it is also capable, of promoting 
inflammation [4|. In a RA animal model, injections of TGF/Jinto 
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the synovium induced an inflammatory response with accumula- 
tion of neutrophils, and exacerbated arthritic responses |5,6"|. 
Moreover, anti-TGF-/J antibody blocked accumulation of inflam- 
matory cells and tissue pathology in an experimental model of 
chronic erosive polyarthritis [4]. 

Although it is not clearly understood, there are several 
ways by which TGF-/3 can regulate RA pathogenesis. First, 
TGF/Jcan modulate expression of inflammatory cytokines such 
as TNFa and IU-1/3 [7]. Secondly, production and activity of 
metalloproteinases are regulated by TGF-0 |8-10]. Thirdly, 
TGF-01 is strongly chemoiactic and may attract inflammatory 
cells to synovial tissue (4.6]. Fourthly, synovial hypertrophy 
can be accelerated by TGF f$ since it induces proliferation of 
fibroblasts [7] and may also modulate apopiosis of synovial 
fibroblasts. Finally, VEGF is strongly induced by TGF-0, and 
therefore, TGF-/3 can contribute indirectly to angiogenesis in 
arthritic synovium [11]. 

in the present study, we have investigated the effect of TGF- 
f}\ on the expression of inflammatory cytokines and MMP-1 in 
RA FLS. The results indicated that TGF-/31 induced or increased 
the expressions of IL-10. TNFa, IL-S, MlP-la and MMP-1, and 
synergued wiih other proinflammatory cytokines in RA FLS. 
These effects of TGF-01 were similar in RA and osteoarthritis 
(OA) FLS, but not in non-arthritic FLS. 
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MATERIALS AND METHODS 

Primary culture of human FLS and cytokine treatment 
Synovial tissues were obtained from RA and OA patients during 
the total joint replacement surgery. RA and OA were diagnosed 
according to the criteria of the American College of Rheumatol- 
ogy 1 12,13). Non-arthritic synovial tissues were obtained from the 
knee joint of two trauma patients undergoing arthroscopic exam- 
ination and the unaffected knee joint of a sarcoma patient under- 
going amputation. The synovial tissues were minced and digested 
with 500 units/ml of type U collagenase (Sigma. St Louis, MO, 
USA) and 3 mg/ml of dispase (grade II) (Boehringer Mannheim, 
Indianapolis, IN, USA) in MEM by shaking vigorously at 37°C 
for 30 min. Supernatant containing the released cells was removed 
and the digestion procedure was repeated four times. Isolated 
cells were cultured in RPMI-1640 (GlBCO BRL. Grand Island, 
NY. USA) containing 15% FBS and antibiotics (100/fg/ml strep- 
tomycin. 100 units/ml penicillin G, and 0-25 ;<g amphotericin B). 
When the cells had grown to confluence, they were split at a 1 : 2 
ratio. FLS were used for experiments at passages 4-10. TGF-/3I 
was purchased from R&D systems (Minneapolis, MN, USA) and 
TNFa and IL-1/3 from Biosource (Camarillo, CA, USA). 
Cytokines (TGF-0L TNFaor IL-l/i) were added to the cultures 
to a final concentration of lOng/ml. 

Reverse transcription-poly merase chain reaction (RT-PCR) 
Total cellular RNA was extracted from synovial cells as described 
previously [14]. Reverse transcription was performed using 
oligo(dT), 7 primer (Bioncer, Taejun, Korea) and Molony murine 
leukaemia virus (M-MuLV) reverse transcriptase (GlBCO BRL, 
Grand Island, NY, USA) at 37°C for 1 h cDNA synthesized from 
total RNA (0 5;/g unless otherwise indicated) was amplified with 
a specific primer pair in a 25-p\ reaction mixture. PCR primers for 
I L-1J3 and TNFa were purchased from Clontech (Palo Alto, CA, 
USA) and PCR was carried out according to the manufacturer s 
instruction. Sequences of other PCR primers were as follows: 
IL-S forward, 5 'atg-act-icc-aag-cig-gcc-gig 3'; IL-8 reverse, 5'lta- 
iga-au-cic-agc-cci-ctt-caa-aaa-cu-ctc 3'; MlP-lnr forward. 5'cgc- 
ctg-ctg-ctt-cag-cta-cac 3"; MlP-lr/ reverse, 5' tgt-gga-ggt-cac- 
acg-cai-git 3'; MMP-1 forward, 5* gca-cag-ctt-tcc-tcc-act 3'; and 
MMP-1 reverse, 5 cat-ccc-ctc-caa-tac-ctg 3'. The thermoeycling 
programmes consisted of 30 cycles at 94°C for I min. 60°C 1 min. 
and 72°C .1 min for IL-8 and MlP-Iu. and at 94°C 1 min, 52°C 
1 min, and 72°C 1 min for MMP-1 . As a negative control. RT-PCR 
was performed in parallel without a template. mRNA from RA 
synovial tissue or RA FLS stimulated with TNFa or IL-1/3 was 
used as a positive control. 

Immanohlott'mg 

Cells treated with TGF/Jl were lysed in lx lysis buffer 
(3l-25mM Tris-HCI, pH 6-8, 10% glycerol, 1% SDS, 2-5% /3- 
mcrcaptoethanol) and heated for 10 min at 100°C The cell lysate 
(80 fjg of protein) was subjected to electrophoresis on a 10% 
polyacrylamide gel and the proteins were transferred to a nitro- 
cellulose membrane (Schleicher & Schuell, Keene, NH, USA). 
The membrane was incubated with a primary antibody for 1 h 
followed by a horseradish peroxide-conjugated secondary 
antibody for I h at room temperature. Bands of interest were 
delected by enhanced chemiluminesccnce (ECL) (Amersham, 
Buckinghamshire. UK) according to the manufacturer's instruc- 
tion. Antibody for 1L-1/J was purchased from R&D systems 



(Minneapolis, MN, USA) and antibodies for IL-8 and MlP-lor 
from Santa Cruz Biotechnology (Santa Cruz, CA, USA), while 
antibody for MMP-1 was from Oncogene (Cambridge, MA, 
USA). Densitometry of the data was carried out using LabWorks 
software produced by UVP Inc. (Cambridge, UK). 

Biological activity assay of/L-l 

Biological activity of IL-1 in the culture supernatant was deter- 
mined by mouse thymocyte proliferation assay in triplicate. 
FLS were incubated in serum-depleted RPMI-1640 for !2h. 
and further incubated in RPMI-1640 containing lOng/ml of 
TGF-01 and 0-2% FBS at 37°C for 72 h. and the culture 
supernatant was harvested. Thymocytes were obtained from 
6-S-wcck-old female DBA2 mice (Korean Chemical Institute, 
Taejun, Korea). Culture supernatant (50 pi) was added to thymo- 
cytes (2x10" cells in 1 50 /ft) in RPMI-1640: F ti (1:1) medium 
containing 5% FBS, I inM glutamine. antibiotics. 50 pM 
0-mercaptoethanol, 0-7jtig/ml concanavalin A (Con A) and 
10pg/ml polymyxin B (Sigma, St Louis, MO. USA). Thymocytes 
were cultured for 30 h before adding [-'H (thymidine (1 pCi/well). 
After IS h, thymocytes were harvested onto a glass fibre filter and 
pH]thymidine incorporation was measured by liquid scintillation 
counting. 

Electrophoretic mobility shift assay (EMS A ) 
Nuclear extracts were prepared from cells treated with TGF-/J1. 
The oligonucleotide with the NF-kB or AP-1 binding consensus 
sequence (Promega, Madison, WI, USA) was end-labelled 
with [y- 3: P]dATP (Amersham, Buckinghamshire, UK) using T4 
DNA polynucleotide kinase. Labelled oligonucleotide probes 
were incubated with nuclear extracts (3/yg of proteins) in the 
binding buffer [50 mM HE PES, pH7-5, 0-5 rnM EDTA. 0-5 mM 
DTT, 1% NP-40. 5% glycerol, 50 mM NaCI, 1 jig of poly(dLdC)] 
at room temperature for 40 min. For the cold competition experi- 
ment, unlabclled oligonucleotide in 100-fold molar excess was 
added to the binding reaction. For supershift, antibodies specific 
for p65 or Fos (Santa Cruz, Santa Cruz, CA. USA) were incu- 
bated with the nuclear extract for 30 min at 4°C before the 
labelled oligonucleotide was added. The samples were elect ro- 
phoresed on a 6% native polyacrylamide gel in 0-5 xTBE buffer, 
and the gels were dried and visualized by autoradiography. 



RESULTS 

mRNA expression of 1L J$ and TNFa in response to TGF $J 
The cultured synovial cells were fibroblast-likc: CD6S*, CD64", 
CD 14", HLA-DCT and HLA-DR" (data not shown). TGF-/JI 
mRNA expression was readily detected not only in RA and OA, 
but also in non-arthritic FLS (data not shown). The effect of TGF- 
01 on expression of the major proinflammatory cytokines. IL-1 /J 
and TNFa, was assessed in these cells at 2-4 h post-stimulation. 
Competitive PCR showed that the level of IL-10 mRNA 
increased by 25-50-fold by TGF-/J1 treatment in RA FLS (Fig. 
la). In non-arthritic FLS and MRC5, the basal levels of IL-l/J 
mRNA were >10 and >100 times higher than that in RA FLS, 
respectively. However, IL-1/} expression did not change by 
TGF-/J1 treatment in non-arthritic FLS (NS1). and only mildly 
increased (by 2-5-fold) in MRC-5. We analysed additional FLS 
cultures by RT-PCR and confirmed enhanced expression of IL-l/J 
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mRNA by TGF-01 stimulation in 4 RA FLS (Fig. lb). Three OA 
FLS showed similar results- as RA. Two additional nonarthriiic 
FLS did not increase IL-1 0 expression uponTGF-01 stimulation, 
again confirming the competitive PCR results. 

Expression of TNFa mRNA was also shown to increase sig- 
nificantly in RA and OA FLS (Fig. lc). In non-arthritic FLS, the 
TNFa expression was only mildly increased. TNFa-ireated FLS 
was used as positive controls for RT-PCR and no bands were 
observed in negative controls where no templates were added 
(data not shown). 



RA1 



RA2 



Control 



TGF-0 



(a) o.OJ 




0.03 




1.25 

y 




1.23 

Y 




1 


v. 1 ' ' 1 "- 


1 .2 3 


4 


12 3 4 




NS 

0.5 




Control |JJ! 






0.5 


»Z5 



RA3 

0.025 (X 10*pmu!c) 



10* pmolc) 



TGF-P 



12 3 4 




RA1 RA2 RA3 RA5 




(c) 



OA! 

0 2 



RAI RA2 


RA3 


RA5 






0 2 (h) 












ft -acti n 


OA2 OA3 


NSI 


NS2 NS3 


0 4 0 2 


0 2 


0 2 0 2 




Fig. 1. Effcci of TGF-/N on ihe mRNA expression of IL-1 /J. (a) IL-10 
mRNA expression was analysed quantitatively by competitive PCR: Three 
RA and one non-arthritic FLS cultures as well as MRCo were treated 
with TGF-/3I for 2 h. cDNA synthesized from the toial RNA and the PCR 
competitor in a 10-fold serial dilution were co-amplified with. I L- 1/3 
primers. The amount of the IL-1 /J competitor ranged from 5 x 10"* pmolc 
(lane 1 ) to 5 x Hr*' pmolc (lane 4). The upper bands ( *) arc products ampli 
ficd from IL-l/3 cDNA and the lower bands (**} arc products from the 
competitor. Arrowheads indicate where the intensities of upper and lower 
bands arc equal, (b) 1L- 1 p expression was analysed in additional RA. OA 
and non-arthritic FLS stimulated with TGF-01 for2h. (c) Effect of TGF- 
01 on the mRNA expression of TNFa TGF/fl treatment and RT-PCR 
were carried oul as described in (b), except that the amplification was 
performed for 35 cycles. 



Expression and secretion of IL-l$ in response lo TGF-$I 
To assess changes in IL-1 /J protein expression, immunoblot analy- 
sis was carried oul in RA5 FLS. In the absence of brefcldin A 
(BFA), induction of IL-l/3 protein by TGF-/}1 was not detectable, 
whereas that by TNFor could be observed (Fig. 2a). In the pres- 
ence of BFA, however, the 35kDa precursor form of IL-1 /J was 
observed in RA FLS treated with TGF-/31 (Fig.2a ; lane 5), sug- 
gesting that the IL-l/3 protein induced by TGF-01 was mostly 
secreted. A synergistic effect between TGF-/31 and TNFor on 
IL-l/3 expression was also found (Fig. 2b). IL-1 bioactiviiy was 
measured in triplicate by thymocyte proliferation assay. In the 
culture supernatant of RA FLS treated with TGF-/31 for 72 h, 
the bioactiviiy of IL-1 was enhanced by 50% compared to that 
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Fig. 2. Effcci of TGF-/J1 on the expression of IL-I/J protein in RA FLS. 
(a) RA5 FLS were stimulated with TGF/n ( 10 ng/ml) or TNFr/ ( 10 ng/ml) 
for 12 h in the absence (lanes 1-3) or presence (lanes 4-6} of BFA (0-5 
//g/ml). I L- 1/3 protein was analysed by immunobloiling using IL-l/3 
specific antibody, (b) RA FLS were stimulated witlt TGF/fl and/or TNFa 
for 24 h and the IL-l/3 protein expression was analysed by immunoblot- 
ting. (c) Bioactiviiy of IL-1 in the culture supernatant of RA2 FLS was 
measured by thymocyte proliferation assay in triplicate. Error bars repre- 
sent standard deviation. *P <005 (Student's /-test). 
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in the control supernatant {F<QU5, Student's /-test) (Fig. 2c). 
This experiment was repeated four times and similar results were 
obtained. 

IL-8 and M IP-la expression in response to TCf-p/ 
TGF-01 is a strong chemoattraeiant for monocytes ;md neu- 
trophils |7). However, as yci it has not been shown clearly 
whether TGF-/J induces expression of other chemokines. There- 
fore, the TGF-/JI effeci on expression of IL-S, a prototype CXC 
chemokine and MIP-lo:, a CC chemokine. was examined. Similar 
10 its effect on IL-l/3 expression, TGF-/J1 enhanced the level 
of IL-S mRNA in RA and OA, but not in the non-arthritic FLS 
(Fig. 3a). TNFa-treated FLS was used as a positive control for 
RT-PCR. The IL-8 protein expression in RA FLS was also 
markedly induced (Fig. 3b). The level of IL-8 protein induced by 
TGF-/31 was comparable to that induced by TNF-o:. As for the 
JL-10, increased expression of IL-S protein by TGF-/ft was 
revealed only after BFA treatment. The MIP-] a mRNA expres- 
sion was also elevated in both RA and OA FLS (Fig. 3c). Again, 
in non-arthritic FLS, TGF-01 did not augment M IP- lor mRNA 
expression. Despite the increase in the steady state mRNA level, 
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the protein expression of M IP- 1 a was not induced by TGF-01 in 
RA FLS (data not shown). 

MMPtI expression in response to TGF-$I 
MMP-I (interstitial collagenase, collagcnase-l) plays an impor- 
tant role in destruction of joints in arthritis. The effect of TGF-/J 
on MMP-1 expression has been contradictory. We showed here 
that TGF-/JI increased MMP-I expression in RA and OA FLS 
(Fig. 4). Expression of MMP-1 mRNA reached to a peak at 2-4 h 
post-stimulation and started to decline after 12h. In OA FLS, 
MMP-1 expression was also increased by TGF-0L but with a 
slower rale (Fig. 4a). However in non arthritic FLS. the mRNA 
level of MMP-I did not change. Similar results were obtained 
in additional RA, OA and non-arthritic FLS cultures (Fig. 4b). 
For a positive control of MMP-1 RT-PCR, IL-i/J treated RA FLS 
was used (data not shown). Protein expression of MMP-1 was also 
enhanced in RA FLS by TGF-01 stimulation (Fig. 4c). There- 
was a remarkable synergism between TGF-/3I and lL-l/j for 
the protein expression of MMP-1, suggesting the importance 
of TGF-/J1 in inducing MMP-1 expression in vivo. In OA FLS, 
TGF-/31 significantly enhanced MMP-1 expression induced by IL- 
\p. However, TGF-/H did not increase the MMP-I protein 
expression either alone or together with 1L-1/J in non-arthritic 
FLS (Fig. 4c). 
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FiK-3. Effect of TGF-/K on lL-8and M IP- 1 a expression, (a) IL-8 mRNA 
expression was analysed in RA. OA and non-arthriiic FLS ircaicd wiih 
TGF-01 fur 2 <ir 4h. RT-PCR was performed as described in Materials 
and methods, (b) IL-8 proicin expression was analysed by immunohloi- 
ling using anti-IL-S antibody. RA5 FLS were stimulaicd with TGF-0 
and/or TN'Fo for 12 h in the absence (lanes 1-4) nr presence (lanes 5-8) 
of OFA (0-5pg/ml). (c) MIP-lu mRNA expression was analysed by 
RT-PCR as in (a). 
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Fig. 4. Effect of TGF-/H on MMP-1 expression, (a) Time-course analysis 
of MMP-I mRNA expression was carried oui by RT-PCR. (b> MMP-1 
mRNA expression was analysed by RT-PCR in additional RA, OA 
and non-arthriiic FLS cultures treated wiih TGF-/3I for 2h (c) Protein 
expression of MMP-I was analysed by immunoblotting. RA5 FLS 
were cultured in a low scrum condition (0-2% FBS) for 24 h before slinui- 
la ling with TGF-/jl and/or IL-I/J. Afier 4Sh. cell lysaies were prepared 
and immunoblot analysis was performed using anti-MMP-l antibody. 
"Ilie numbers below arc the relative inleosilies <»f ihe bands measured by 
densitometry. 
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Activity of NF~kB and AP-I in response (o TGF-fyl 
Since NF-kB and AP-l were transcription factors required for 
expression of many genes mediating inflammation, their activities 
were analysed after TGF-/J1 treatment. TGF-/31 activated NF-*rB 
and AP-l in both RA and OA synoviocytes within I5min and the 
activity of NF-kB and AP- 1 lasted up to 60 min (Fig. 5a). Anti-p65 
and anti-Fos antibodies caused supershifi of the NF-kB and 
AP-l bands, respectively (Fig. 5b). The specificity of DNA binding 
activity was also shown by the competition with unlabelled 
specific or irrelevant oligonucleotides. 

DISCUSSION 

TGF-/JJ and its receptors are known to be expressed in RA syno- 
vial (issue. TGF-/3 exerts diverse and even opposite effects 
depending on the cell types and conditions. In the present study 
we provided evidence that TGF-/J1 could contribute to the inflam- 
mation and progression of the disease in RA and OA. 

First. TGF-/J1 increased mRNA expression of several inflam- 
matory cytokines such as IL-1/3, TNFa, IL-8 and MlP-la in RA 
and OA FLS. This effect, interestingly, was specific to the arthritic 
FLS, since there was no or minimal increase in the mRNA expres- 
sion of these cytokines in non-arthritic FLS. Protein expression of 
1L-1/J and IL-8 was also enhanced by TGF-/31 in RA FLS. More- 
over, TGF-/51 synergized with TNFa to increase expression of the 
IL-1/3 protein. This synergistic effect is potentially significant in 
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Fig. 5. Aciivaiion of NF-tfB and AP-l in response to TGF-01. (a) After 
stimulation of RA and OA FLS with TGF-01. nuclear extracts were pre- 
pared. EMSA was carried out as described in Materials and methods, (h) 
For supershifi assay, nuclear extracts of RA5 were incubated with anli-p65 
or nnii-Fos nnitbodics for 30 min at 4*C before j: P-labcllcd oligo- 
nucleotides were added. For cold competition, unlabelled NF-.vB or AP- 
I oligonucleotide was used in 100-fold molar excess. 



in vivo situations, since both TNFa and TGF-/3I are present in 
the RA synovial tissue. mRNA expression of other members of 
CC chemokines such as MCP-1 and R ANTES was not changed 
by TGF-j3l stimulation (data not shown). 

Secondly, the level of MMP-I expression was up-regulated by 
TGF-/H in RA FLS. Synergistic effect of TGF-01 and IL-1/3 in 
inducing MMP-1 protein expression was also observed. Wc 
also observed that MMP-3 mRNA expression was increased by 
TGF-/JI in RA FLS (data not shown). Thus, in RA, TGF-/M 
appears to promote degradation of cartilages and the extra- 
cellular matrix proteins, rather than exerting an anabolic effect. 
Although TGF-/Jhas been shown to reduce MMP-1 expression in 
many cases, up-rcgulation of MM P- 1 by TGF-/JI is also reported 
[9,10.15,16]. In a ras-lransformed HaCaT cell line, MMP-1 expres- 
sion was stimulated by TGF-/J and this effect was blocked by 
inhibitors of Erkl, 2 and p3K MAP kinases. Smad 3 and Smad 4 
were shown to act together with c-Jun and e-Fos to activate the 
MMP-1 promoter. 

Thirdly TGF-01 activated NF-*B and AP-l in both RA 
and OA FLS. These transcription factors are required for the 
expression of many genes involved in the inflammatory 
process including IL-lft TNFa and MMP-1 |17,tS]. Therefore, 
TGF-/M seems to increase the expression of inflammatory 
cytokines and MMP-1 through activation of these transcription 
factors. The significance of NF-kB and AP-l in RA pathogenesis 
has been well documented [17-20). Activation of these tran- 
scription factors was observed in RA synovial lining cells, which 
preceded arthritis development in collagen-induced arthritis 
(CIA). 

Altogether, our results indicate that TGF-j3l can contribute 
for the inflammation and destruction of joints in RA and OA. 
The pro-inflammatory effects of TGF-01 were specific to arthritic 
FLS. In non-arthritic FLS, TGF-/31 did not significantly induce 
expression of pro-inflammatory cytokines or MMP-l. It is well 
established that the effect of TGF-/? is determined in the 
cellular context. The many different effects of TGF-/3 can be 
explained, in part, by interaction of the Smad complex in the 
nucleus with a set of partner proteins thai arc specific to a 
particular cell type under a particular condition [21]. These part- 
ners determine which genes the Smad complex will activate and 
how long this will last. Therefore, it is possible that a condition 
such as inflammation activates certain transcription factors thai 
interact with Smad complex and influence the outcome of 
TGF-/J stimulation. 

Accumulating evidence suggests that RA FLS possesses 
unique transformed characteristics such as an anchorage- 
independent growth, lack of contact inhibition, elevated expres- 
sion of proto-oncogenes and mutations in p53 [22,23). However, 
these permanent changes do not seem to explain the differential 
response of RA FLS to TGF-01.The inflammatory effect ofTGF- 
p\ was also observed in OA FLS and while FLS cultures between 
the 4th and 10th passages gave similar responses to TGF-/31. the 
RA and OA FLS start to lose the proinflammatory responses to 
TGF-/J1 after the 10th to 15th passages. Therefore, it is tempting 
to speculate that the inflammatory environment where the RA 
and OA FLS reside for a prolonged period might bring the proin- 
flammatory effect of TGF-/J1. An alternative explanation that cel- 
lular senescence affects the outcome of TGF-/3 stimulation cannot 
be ruled out. RA and OA FLS might be younger than the non- 
arthritic cells, since arthritic FLS can be maintained in culture 
much longer than the non-arthritic FLS. 
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UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT 
853 F.2dS94; 1988 U.S. App. LEXIS 10951; 7 U.S.P.Q.2D (SNA) 1673 



August 10, 1988, Decided 



PRIOR HISTORY: [**1] Appealed from: U.S. Pat- 
ent and Trademark Office Board of Patent Appeals and 
Interferences. 

CASE SUMMARY: 



PROCEDURAL POSTURE: Appellants sought review 
of the decision of U.S. Patent and Trademark Office 
Board of Patent Appeals and Interferences rejecting ap- 
pellants' application under 35 U.S.C.S. § 103 because the 
claimed invention was obvious at the time the invention 
was made in view of a published paper by two of the 
coinventors. 

OVERVIEW: Appellants alleged that at the time their 
article was published that there was significant unpre- 
dictability in the field of molecular biology so that the 
article would not have rendered the claimed method of 
translating heterologous DNA in bacteria obvious to one 
of ordinary skill in the art. In the alternative, appellants 
argued that the rejection was founded on the impermissi- 
ble "obvious to try" standard. The court disagreed, hold- 
ing that in light of the article, the claimed invention 
would have been obvious within the meaning of 35 
U.S.C.S. § 103. The article contained detailed enabling 
methodology for practicing the claimed invention, a sug- 
gestion to modify the prior art to practice the claimed 
invention, and evidence suggesting that it would be suc- 
cessful. Appellants foreclosed themselves from obtaining 
a patent because they published their pioneering studies 
more than a year before applying for a patent. 

OUTCOME: The decision rejecting appellants' patent 
application was affirmed because the claimed invention 
was obvious in light of the published paper by two of the 
three co-inventors prior to filing their patent application. 



Civil Procedure > Trials > Judgment as Matter of Law 
> General Overview 

Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

[HN1] Obviousness under 35 U.S.C.S. § 103 is a ques- 
tion of law. 



Evidence > Procedural Considerations > Objections & 
Offers of Proof > Timeliness 

Patent Law > Claims & Specifications > Enablement 
Requirement > General Overview 

Patent Law > Nonobviousness > Elements <& Tests > 
General Overview 

[HN2] An analysis of obviousness must be based on sev- 
eral factual inquiries: (1) the scope and content of the 
prior art; (2) the differences between the prior art and the 
claims at issue; (3) the level of ordinary skill in the art at 
the time the invention was made: and (4) objective evi- 
dence of nonobviousness, if any. 

Patent Imw > Claims & Specifications > Enablement 
Requirement > General Overview 

Patent Law > Inequitable Conduct > Effect, Materiality 
& Scienter > General Overview 

Patent Law > Nonobviousness > Evidence & Procedure 
> General Overview 

[HN3] Keeping the four statutory factors in mind and 
considering all of the evidence, the court must determine 
the correctness of the board's legal determination that the 
claimed invention as a whole would have been obvious 
to a person having ordinary skill in the art at the time the 
invention was made. 



LexisNexis(R) Head notes 
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Patent Law > Nonobviousness > Elements <£ Tests > 
General Overview 

[HN4] Obviousness does not require absolute predict- 
ability of success. Indeed, for many inventions that seem 
quite obvious, there is no absolute predictability of suc- 
cess until the invention is reduced to practice. There is 
always at least a possibility of unexpected results that 
would then provide an objective basis for showing that 
the invention, although apparently obvious, was in law 
nonobvious. 

COUNSEL: J. Bruce McCubbrey, Fitch, Even, Tabin & 
Flannery, of San Francisco, California, argued for Appel- 
lant. Virginia H. Meyer, Fitch, Even, Tabin & Flannery, 
of San Francisco, California, was on the brief for Appel- 
lant. 

Harris A. Pitlick, Associate Solicitor, of Arlington, Vir- 
ginia, argued for Appellee. With him on the brief were 
Joseph F. Nakamura, Solicitor and Fred E. McKelvey, 
Deputy Solicitor. 

JUDGES: Markey, Chief Judge, Rich and Nies, Circuit 
Judges. 

OPINION BY: RICH 

OPINION 

[*895] RICH, Circuit Judge. 

This appeal is from the decision of the United Slates 
Patent and Trademark Office Board of Patent Appeals 
and Interferences (board) affirming the patent examiners 
final rejection of patent application Serial No. 180,424, 
entitled "Method and Hybrid Vector for Regulating 
Translation of Heterologous DNA in Bacteria." The ap- 
plication was rejected under 35 US.C. § 103 on the 
ground that the claimed invention would have been ob- 
vious at the time the invention was made in view of a 
published paper by two of the three coinventors, and a 
publication by Bahl, [**2] Marians & Wit, I Gene 81 
(1976) (Bahl). We affirm. 

The claimed invention is from the developing new 
Field of genetic engineering. A broad claim on appeal 
reads: 

Claim 1. A method for producing a 
predetermined protein in a stable form in 
a transformed host species of bacteria 
comprising, providing a cloning vector 
which includes at least a substantial por- 
tion of a gene which is indigenous to the 
host species of bacteria and is functionally 
transcribed and translated in that species, 
said substantial portion of said indigenous 



gene further including the regulatory 
DNA sequences for RNA synthesis and 
protein synthesis but lacking the normal 
gene termination signal, and linking a 
natural or synthetic heterologous gene en- 
coding said predetermined protein to said 
indigenous gene portion at its distal end, 
said heterologous gene being in proper 
orientation and having codons arranged in 
the same reading frame as the codons of 
said indigenous gene portion so that 
readthrough can occur from said indige- 
nous gene portion into said heterologous 
gene in the same reading frame, said het- 
erologous gene portion further containing 
sufficient DNA sequences to result in ex- 
pression of a fused [**3] protein having 
sufficient size so as to confer stability on 
said predetermined protein when said vec- 
tor is used to transform said host species 
of bacteria. 



Illustrative embodiments are defined in more spe- 
cific claims. For example: 

Claim 2. A method for producing a 
predetermined protein in a stable form in 
a transformed host species of bacteria, 
comprising, providing an E. coli plasmid 
having an operator, a promoter, a site for 
the initiation of translation, and at least a 
substantial portion of the beta- 
galactosidase gene of the E. coli lactose 
operon, said substantial portion of said 
beta-galactosidase gene being under the 
control of said operator, promoter and site 
for initiation of translation, said substan- 
tial portion of said beta-galactosidase 
gene lacking the normal gene termination 
signal, and linking a heterologous gene 
encoding said predetermined protein to 
said beta-galactosidase gene portion at its 
distal end, said heterologous gene being in 
proper orientation and having codons ar- 
ranged in the same reading frame as the 
codons of the said beta-galactosidase gene 
portion so that readthrough can occur 
from said beta-galactosidase gene portion 
into said [**4] heterologous gene in the 
same reading frame, said heterologous 
gene portion further containing sufficient 
DNA sequences to result in expression of 
a fused protein having sufficient size so as 
to confer stability on said predetermined 
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protein when said vector is used to trans- 
form said host species of bacteria. 

Claim 3. The method of Claim 2 
wherein said £. coli plasmid comprises 
the plasmid designated pBGP!20. 



Although the terms in these claims would be famil- 
iar to those of ordinary skill in genetic engineering, they 
employ a bewildering vocabulary new to those who are 
not versed in molecular biology. An understanding of the 
science and technology on which these claims are based 
is essential before one can analyze and explain whether 
the claimed invention would have been obvious in light 
of the prior art. 

I. Background 1 

1 Basic background information about molecu- 
lar biology and genetic engineering, can be found 
in Alberts, Bray, Lewis, Raff, Roberts & Watson, 
The Molecular Biology of the Cell, 1-253, 385- 
481 (1983) [hereinafter The Cell]: Watson, Hop- 
kins, Roberts, Steitz & Weiner, The Molecular 
Biology of the Gene, Vol. 1 (4th ed., 1987) 3-502 
[hereinafter 77/e Gene]. These standard textbooks 
were used to supplement the information in the 
glossary supplied by appellants. The description 
here is necessarily simplified and omits important 
facts and concepts that are not necessary for the 
analysis of this case. 

[**5] Proteins are biological molecules of enor- 
mous importance. Proteins include enzymes [*896] that 
catalyze biochemical reactions, major structural materi- 
als of the animal body, and many hormones. Numerous 
patents and applications for patents in the field of bio- 
technology involve specific proteins or methods for mak- 
ing and using proteins. Many valuable proteins occur in 
nature only in minute quantities, or are difficult to purify 
from natural sources. Therefore, a goal of many biotech- 
nology projects, including appellants' claimed invention, 
is to devise methods to synthesize useful quantities of 
specific proteins by controlling the mechanism by which 
living cells make proteins. 

The basic organization of all proteins is the same. 
Proteins are large polymeric molecules consisting of 
chains of smaller building blocks, called amino acids, 
that are linked together covalently. 2 The chemical bonds 
linking amino acids together are called peptide bonds, so 
proteins are also called polypeptides. 3 It is the exact se- 
quence in which the amino acids are strung together in a 
polypeptide chain that determines the identity of a pro- 
tein and its chemical characteristics. 4 Although [**6] 
there are only 20 amino acids, they are strung together in 



different orders to produce the hundreds of thousands of 
proteins found in nature. 

2 There are twenty amino acids: alanine, valine, 
leucine, isoleucine, proline, phenylalanine, me- 
thionine, tryptophan, glycine, asparagine, gluta- 
mine, cysteine, serine, threonine, tyrosine, aspar- 
tic acid, glutamic acid, lysine, arginine, and his- 
tidine. 

3 Proteins are often loosely called peptides, but 
technically proteins are only the larger peptides 
with chains of at least 50 amino acids, and more 
typically hundreds of amino acids. Some proteins 
consist of several polypeptide chains bound to- 
gether covalently or noncovalently. The term 
"peptide" is broader than "protein" and also in- 

• eludes small chains of amino acids linked by pep- 
tide bonds, some as small as two amino acids. 
Certain small peptides have commercial or medi- 
cal significance. 

4 Polypeptide chains told up into complex 3- 
dimensional shapes. It is the shape that actually 
determines many chemical properties of the pro- 
tein. However, the configuration of a protein 
molecule is determined by its amino acid se- 
quence. The Cell at 111-12: The Gene at 50-54. 

[**7] To make a protein molecule, a cell needs in- 
formation about the sequence in which the amino acids 
must be assembled. The cell uses a long polymeric mole- 
cule, DNA (deoxyribonucleic acid), to store this infor- 
mation. The subunits of the DNA chain are called nu- 
cleotides. A nucleotide consists of a nitrogen-containing 
ring compound (called a base) linked to a 5-carbon sugar 
that has a phosphate group attached. 5 DNA is composed 
of only four nucleotides. They differ from each other in 
the base region of the molecule. The four bases of these 
subunits are adenine, guanine, cytosine, and thymine 
(abbreviated respectively as A, G, C and T). The se- 
quence of these bases along the DNA molecule specifies 
which amino acids will be inserted in sequence into the 
polypeptide chain of a protein. 

5 The sugar in DNA is deoxyribose, while the 
sugar in RNA. infra, is ribose. The sugar and 
phosphate groups are linked covalently to those 
of adjacent nucleotides to form the backbone of 
the long nnbranched DNA molecule. The bases 
project from the chain, and serve as the "alpha- 
bet" of the genetic code. 

DNA molecules actually consist of two 
chains tightly entwined as a double helix. The 
chains are not identical but instead are comple- 
mentary: each A on one chain is paired with a T 
on the other chain, and each C has a correspond- 
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ing G. The chains are held together by noncova- 
lent bonds between these complementary bases. 
This double helical structure plays an essential 
role in the replication of DNA and the transmis- 
sion of genetic information. See generally The 
Ceil at 98-106; The Gene at 65-79. However, the 
information of only one strand is used for direct- 
ing protein synthesis, and it is not necessary to 
discuss the implication of the double-stranded 
structure of DNA here. RNA molecules, infra, 
are single stranded. 

[**8] DNA molecules do not participate directly in 
the synthesis of proteins. DNA acts as a permanent 
"blueprint" of all of the [*897] genetic information in 
the cell, and exists mainly in extremely long strands 
(called chromosomes) containing information coding for 
the sequences of many proteins, most of which are not 
being synthesized at any particular moment. The region 
of DNA on the chromosome that codes for the sequence 
of a single polypeptide is called a gene. 6 In order to ex- 
press a gene (the process whereby the information in a 
gene is used to synthesize new protein), a copy of the 
gene is first made as a molecule of RNA (ribonucleic 
acid). 

6 Chromosomes also contain regions of DNA 
that are not part of genes, i.e., do not code for the 
sequence of amino acids in proteins. These in- 
clude sections of DNA adjacent to genes that are 
involved in the control of transcription, infra, and 
regions of unknown function. 

RNA is a molecule that closely resembles DNA. It 
differs, however, in that [**9] it contains a different 
sugar (ribose instead of deoxyribose) and the base 
thymine (T) of DNA is replaced in RNA by the structur- 
ally similar base, uracil (U). Making an RNA copy of 
DNA is called transcription. The transcribed RNA copy 
contains sequences of A, U, C, and G that can y the same 
information as the sequence of A, T. C. and G in the 
DNA. That RNA molecule, called messenger RNA, then 
moves to a location in the cell where proteins are synthe- 
sized. 

The code whereby a sequence of nucleotides along 
an RNA molecule is translated into a sequence of amino 
acids in a protein (i.e., the "genetic code") is based on 
serially reading groups of three adjacent nucleotides. 
Each combination of three adjacent nucleotides, called a 
codon, specifies a particular amino acid. For example, 
the codon U-G-G in a messenger RNA molecule speci- 
fies that there will be a tryptophan molecule in the corre- 
sponding location in the corresponding polypeptide. The 
four bases A, G, C and U can be combined as triplets in 
64 different ways, but there are only 20 amino acids to 
be coded. Thus, most amino acids are coded for by more 



than one codon. For example, both U-A-U and U-A-C 
code for tyrosine, [**10] and there are six different 
codons that code for leucine. There are also three codons 
that do not code for any amino acid (namely, U-A-A, U- 
G-A, and U-A-G). Like periods at the end of a sentence, 
these sequences signal the end of the polypeptide chain, 
and they are therefore called stop codons. 

The cellular machinery involved in synthesizing pro- 
teins is quite complicated, and centers around large struc- 
tures called ribosomes that bind to the messenger RNA. 
The ribosomes and associated molecules "read" the in- 
formation in the messenger RNA molecule, literally 
shifting along the strand of RNA three nucleotides at a 
time, adding the amino acid specified by that codon to a 
growing polypeptide chain that is also attached to the 
ribosome. When a stop codon is reached, the polypeptide 
chain is complete and detaches from the ribosome. 

The conversion of the information from a sequence 
of codons in an RNA molecule into the sequence of 
amino acids in a newly synthesized polypeptide is called 
translation. A messenger RNA molecule is typically 
reused to make many copies of the same protein. Synthe- 
sis of a protein is usually terminated by destroying the 
messenger RNA. (The information [**11] for making 
more of that protein remains stored in DNA in the chro- 
mosomes.) 

The translation of messenger RNA begins at a spe- 
cific sequence of nucleotides that bind the RNA to the 
ribosome and specify which is the first codon that is to 
be translated. Translation then proceeds by reading nu- 
cleotides, three at a time, until a stop codon is reached. If 
some error were to occur that shifts the frame in which 
the nucleotides are read by one or two nucleotides, all of 
the codons after this shift would be misread. For exam- 
ple, the sequence of codons [. . . C-U-C-A-G-C-G-U-U- 
A-C-C-A. . .] codes for the chain of amino acids [. .. leu- 
cine-serine-valine-threonine-. . .]. If the reading of these 
uroups of three nucleotides is displaced by one nucleo- 
tide, such as [. . . C-U-C-A-G-C-G-U-U-AC-C-A . . .], 
the resulting peptide chain would consist of [*898] [. . . 
serine-alanine-leucine-proline. . .]. This would be an 
entirely different peptide, and most probably an undesir- 
able and useless one. Synthesis of a particular protein 
requires that the correct register or reading frame be 
maintained as the codons in the RNA are translated. 

The function of messenger RNA is to cany [**12] 
genetic information (transcribed from DNA) to the pro- 
tein synthetic machinery of a cell where its information 
is translated into the amino acid sequence of a protein. 
However, some kinds of RNA have other roles. For ex- 
ample, ribosomes contain several large strands of RNA 
that serve a structural function (ribosomal RNA). Chro- 
mosomes contain regions of DNA that code for the mi- 
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cleotide sequences of structural RNAs and these se- 
quences are transcribed to manufacture those RNAs. The 
DNA sequences coding for structural RNAs are still 
called genes even though the nucleotide sequence of the 
structural RNA is never translated into protein. 

Man. other animals, plants, protozoa, and yeast are 
eucaryotic (or eukaryotic) organisms: their DNA is 
packaged in chromosomes in a special compartment of 
(he cell, the nucleus. Bacteria {procaryotic or prokaryotic 
organisms) have a different organization. Their DNA, 
usually a circular loop, is not contained in any special- 
ized compartment. Despite the incredible differences 
between them, all organisms, whether eucaryote or pro- 
caryote, whether man or mouse or lowly bacterium, use 
the same molecular rules to make proteins under the con- 
trol of genes. [**13] In all organisms, codons in DNA 
are transcribed into codons in RNA which is translated 
on ribosomes into polypeptides according to the same 
genetic code. Thus, if a gene from a man is transferred 
into a bacterium, the bacterium can manufacture the hu- 
man protein. Since most commercially valuable proteins 
come from man or other eucaryotes while bacteria are 
essentially little biochemical factories that can be grown 
in huge quantities, one strategy for manufacturing a de- 
sired protein (for example, insulin) is to transfer the gene 
coding for the protein from the eucaryotic cell where the 
gene normally occurs into a bacterium. 

Bacteria containing genes from a foreign source 
(heterologous genes) integrated into their own genetic 
makeup are said to be transformed. When transformed 
bacteria grow and divide, the inserted heterologous 
genes, like all the other genes that are normally present 
in the bacterium (indigenous genes), are replicated and 
passed on to succeeding generations. One can produce 
large quantities of transformed bacteria that contain 
transplanted heterologous genes. The process of making 
large quantities of identical copies of a gene (or other 
fragment of DNA) [**14] by introducing it into pro- 
caryotic cells and then growing those cells is called clon- 
ing the gene. After growing sufficient quantities of the 
transformed bacteria, the biotechnologist must induce the 
transformed bacteria to express the cloned gene and 
make useful quantities of the protein. This is the purpose 
of the claimed invention. 

In order to make a selected protein by expressing its 
cloned gene in bacteria, several technical hurdles must be 
overcome. First the gene coding for the specific protein 
must be isolated for cloning. This is a formidable task, 
but recombinant DNA technology has armed the genetic 
engineer with a variety of techniques to accomplish it. 7 
Next the isolated gene must be introduced into the host 
bacterium. This can be done by incorporating the gene 
into a cloning vector. A cloning vector is a piece of DNA 
that can be introduced into bacteria and will then repli- 



cate itself as the bacterial cells grow and divide. Bacte- 
riophage (viruses that infect bacteria) can be used as 
cloning vectors, but plasmids were the type used by ap- 
pellants. A plasmid is a small circular loop of DNA 
found in bacteria, separate from the chromosome, that 
replicates [**15] like a chromosome. It is like a tiny 
auxilliary chromosome containing only a few genes. Be- 
cause of their small size, plasmids are convenient for the 
molecular biologist to isolate and work with. Recombi- 
nant DNA technology can be used to modify plasmids by 
splicing in cloned eucaryotic [*899] genes and other 
useful segments of DNA containing control sequences. 
Short pieces of DNA can even be designed to have de- 
sired nucleotide sequences, synthesized chemically, and 
spliced into the plasmid. One use of such chemically 
synthesized linkers is to insure that the inserted gene has 
the same reading frame as the rest of the plasmid; this is 
a teaching of the Bahl reference cited against appellants. 
A plasmid constructed by the molecular geneticist can be 
inserted into bacteria, where it replicates as the bacteria 
grow. 

7 See Vie Cell at 185-194; 77z<? Gene at 208-10. 

Even after a cloned heterologous gene has been suc- 
cessfully inserted into bacteria using a plasmid as a clon- 
ing vector, and replicates as [**16] the bacteria grow, 
there is no guarantee that the gene will be expressed, i.e., 
transcribed and translated into protein. A bacterium such 
as E. coli (the species of bacterium used by appellants) 
has genes for several thousand proteins. At any given 
moment many of those genes are not expressed at all. 
The genetic engineer needs a method to "I urn on" the 
cloned gene and force it to be expressed. This is the 
problem appellants worked to solve. 

II. Prior art 

Appellants sought to control the expression of 
cloned heterologous genes inserted into bacteria. They 
reported the results of their early efforts in a publication, 
the three authors of which included two of the three 
coinventor-appellants (the Polisky reference $ ), that is 
undisputed prior art against them. Their strategy was to 
link the foreign gene to a highly regulated indigenous 
gene. Turning on expression of the indigenous gene by 
normal control mechanisms of the host would cause ex- 
pression of the linked heterologous gene. 

8 Polisky, Bishop & Gelfand, A plasmid cloning 
vehicle allowing regulated expression of eu- 
karyotic DNA in bacteria, 73 Proc. Natl Acad. 
Sci. USA 3900 (1976). 

[**17] As a controllable indigenous gene, the re- 
searchers chose a gene in the bacterium E. coli that 
makes beta-galactosidase. Beta-galactosidase is an en- 
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zyme needed to digest the sugar, lactose (milk sugar). 
When E. coli grows in a medium that contains no lac- 
tose, it does not make beta-galactosidase. If lactose is 
added to the medium, the gene coding for beta- 
galactosidase is expressed. The bacterial cell makes beta- 
galactosidase and is then able to use lactose as a food 
source. When lactose is no longer available, the cell 
again stops expressing the gene for beta-galactosidase. 

The molecular mechanisms through which the pres- 
ence of lactose turns on expression of the beta- 
galactosidase gene has been studied in detail, and is one 
of the best understood examples of how gene expression 
is regulated on the molecular level. The bela- 
galactosidase gene is controlled by segments of DNA 
adjacent to the gene. These regulatory DNA sequences 
(the general term used in Claim 1) include the operator 
and promoter sequences (specified in Claim 2). * The 
researchers constructed a plasmid containing the beta- 
galactosidase gene with its operator and promoter. This 
gene (with its [**18] regulatory sequences) was re- 
moved from the chromosome of E. coli where it is nor- 
mally found and was transplanted to a plasmid that could 
be conveniently manipulated. 

9 The promoter is a sequence of nucleotides 
where the enzyme that synthesizes RNA, RNA 
polymerase, attaches to the DNA to start the tran- 
scription of the beta-galactosidase gene. The op- 
erator is an overlapping DNA sequence that 
binds a small protein present in the cell, the lac- 
tose repressor protein. The lactose repressor pro- 
tein binds to the operator and physically blocks 
the RNA polymerase from properly attaching to 
the promoter so that transcription cannot proceed. 
Lactose molecules interact with the lactose rep- 
ressor protein and cause it to change its shape: af- 
ter this change in shape it moves out of the way 
and no longer prevents the RNA polymerase from 
binding to the promoter. Messenger RNA coding 
for beta-galactosidase can then be transcribed. 
See generally The Cell at 438-39; The Gene at 
474-80. 

Restriction endonucleases [**19] are useful tools in 
genetic engineering. These enzymes cut strands of DNA, 
but only at places where a specific sequence of nucleo- 
tides is present. For example, one restriction endonucle- 
ase, called EcoRI, cuts DNA only at sites where the nu- 
cleotide sequence is [. . .-G-A-A-T-T-C-. . .]. With re- 
striction [*900] enzymes the genetic engineer can cut a 
strand of DNA at very specific sites into just a few 
pieces. With the help of "repair" enzymes, other pieces 
of DNA can be spliced onto the cut ends. The investiga- 
tors found that the plasmid which they had constructed 
contained only two sequences that were cut by EcoRL 



They were able to eliminate one of these sites that was 
unwanted. They were then left with a plasmid containing 
the beta-galactosidase gene with its regulatory se- 
quences, and a single EcoRI site that was within the beta- 
galactosidase gene and close to its stop codon. They 
named this plasmid that they had constructed pBGP120. 

The next step was to cut the plasmid open at its 
EcoRI site and insert a heterologous gene from another 
organism. The particular heterologous gene they chose to 
splice in was a segment of DNA from a frog that coded 
for ribosomal RNA. The frog [**20] gene was chosen as 
a test gene for reasons of convenience and availability. 
The new plasmid created by inserting the frog gene was 
similar to pBGP120, but its beta-galactosidase gene was 
incomplete. Some codons including the stop codon were 
missing from its end, which instead continued on with 
the sequence of the frog ribosomal RNA gene. The in- 
vestigators named this new plasmid pBGPl23. They 
inserted this plasmid back into E. coli and grew suffi- 
cient quantities for study. They then fed the E. coli with 
lactose. As they had intended, the lactose turned on tran- 
scription of the beta-galactosidase gene in the plasmid. 
RNA polymerase moved along the plasmid producing a 
strange new kind of RNA: Each long strand of RNA first 
contained codons for the messenger RNA for beta- 
galactosidase and then continued without interruption 
with the codons for the frog ribosomal RNA. Thus, there 
was readthrough transcription in which the RNA poly- 
merase first transcribed the indigenous (beta- 
galactosidase) gene and then "read through/' i.e., contin- 
ued into and through the adjacent heterologous (frog 
ribosomal RNA) gene. Although the RNA produced was 
a hybrid, it nevertheless contained a nucleotide [**21] 
sequence dictated by DNA from a frog. The researchers 
had achieved the first controlled transcription of an ani- 
mal gene inside a bacterium. 

The researchers had used a gene coding for a ribo- 
somal RNA as their heterologous test gene. Ribosomal 
RNA is not normally translated into protein. Neverthe- 
less, they were obviously interested in using their ap- 
proach to make heterologous proteins in bacteria. They 
therefore examined the beta-galactosidase made by their 
transformed bacteria. Patrick O'Farreli, who was not a 
coauthor of the Polisky paper but was to become a coin- 
ventor in the patent application, joined as a collaborator. 
They found that beta-galactosidase from the transformed 
bacteria had a higher molecular weight than was normal. 
They concluded that the bacteria must have used their 
strange new hybrid RNA like any other messenger RNA 
and translated it into protein. When the machinery of 
protein synthesis reached the premature end of the se- 
quence coding for beta-galactosidase it continued right 
on, three nucleotides at a lime, adding whatever amino 
acid was coded for by those nucleotides, until a triplet 
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was reached with the sequence of a stop codon. The re- 
sulting polypeptide chains [**22] had more amino acids 
than normal beta-galactosidase, and thus a higher mo- 
lecular weight. The researchers published their prelimi- 
nary results in the Polisky article. They wrote: 

If the normal translational stop signals 
for [beta]-galactosidase are missing in 
pBGP120, in-phase translational 
read thro ugh into adjacent inserted se- 
quences might occur, resulting in a sig- 
nificant increase in the size of the [heta]- 
galactosidase polypeptide subunit. In fact, 
we have recently observed that induced 
cultures of pBGP123 contain elevated 
levels of [beta]-galactosidase of higher 
subunit molecular weight than wild -type 
enzyme (P. O'Farrell, unpublished ex- 
periments). We believe this increase re- 
sults from translation of Xenopus [frog] 
RNA sequences covalently linked to 
[messenger] RNA for [beta]- 
galactosidase, resulting in a fused poly- 
peptide. 

Polisky at 3904. 

Since ribosomal RNA is never translated in normal 
cells, the polypeptide chain produced [*901] by trans- 
lating that chain was not a naturally occuring, identified 
protein. The authors of the Polisky paper explicitly 
pointed out that if one were to insert a heterologous gene 
coding for a protein into their [**23] plasmid, it should 
produce a "fused protein" consisting of a polypeptide 
made of beta-galactosidase plus the protein coded for by 
the inserted gene, joined by a peptide bond into a single 
continuous polypeptide chain: 

It would be interesting to examine the 
expression of a normally translated eu- 
karyotic sequence in pBGPl20. If an in- 
serted sequence contains a ribosome bind- 
ing site that can be utilized in bacteria, 
production of high levels of a readthrough 
transcript might allow for extensive trans- 
lation of a functional eukaryotic polypep- 
tide. In the absence of an independent ri- 
bosome binding site, the eukaryotic se- 
quence would be translated to yield a pep- 
tide covalently linked to [beta]- 
galactosidase. The extent of readthrough 
translation under lac control will depend 
on the number of translatable codons be- 
tween the EcoRI site and the first in -phase 



nonsense [i.e., stop] codon in the inserted 
sequence. 

Id. 

III. The Claimed Invention 

Referring back to Claims 1 through 3, it can be seen 
that virtually everything in the claims was present in the 
prior art Polisky article. The main difference is that in 
Polisky the heterologous gene was a gene [**24] for 
ribosomal RNA while the claimed invention substitutes a 
gene coding for a predetermined protein. Ribosomal 
RNA gene is not normally translated into protein, so ex- 
pression of the heterologous gene was studied mainly in 
terms of transcription into RNA. Nevertheless, Polisky 
mentioned preliminary evidence that the transcript of the 
ribosomal RNA gene was translated into protein. Polisky 
further predicted that if a gene that codes for a protein 
were to be substituted for the ribosomal RNA gene, "a 
readthrough transcript might allow for extensive transla- 
tion of a functional eukaryotic polypeptide. 1 ' Thus, the 
prior art explicitly suggested the substitution that is the 
difference between the claimed invention and the prior 
art, and presented preliminary evidence suggesting that 
the method could be used to make proteins. 

Appellants reduced their invention to practice some 
time in 1976 and reported their results in a paper that was 
published in 1978. 10 During 1977 they communicated 
their results to another group of researchers who used the 
readthrough translation approach to achieve the first syn- 
thesis of a human protein in bacteria. 11 Appellants filed 
an application to patent their (**25) invention on August 
9, 1978, of which the application on appeal is a division. 

10 O'Farrell, Polisky & Gelfand, Regulated ex- 
pression by readthrough translation from a plas- 
mid-encoded beta-galactosidase, 134 J. Bacterid. 
645 (1978). The heterologous genes expressed in 
these studies were not predetermined, but were 
instead unidentified genes of unknown origin. 
The authors speculated that they were probably 
genes from E. colt that were contaminants in the 
source of beta-galactosidase genes. Id. at 648. 

1 1 Itakura, Hirose, Crea, Riggs, Heynecker, Bo- 
livar & Boyer, Expression in Escherichia coli of 
a chemically synthesized gene for the hormone 
somatostatin, 198 Science 1056 (1977). A pio- 
neering accomplishment of the Itakura group is 
that the gene was not from a human source, but 
instead was entirely synthesized in the laboratory 
using chemical methods. It is not clear whether 
the appellants communicated only the results re- 
ported in the Polisky publication or whether they 
communicated the complete claimed invention. 
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[**26] IV. The Obviousness Rejection 

The application was rejected under 35 U.S.C. § 103. 
The position of the examiner and the Board is, simply, 
that so much of the appellant's method was revealed in 
the Polisky reference that making a protein by substitut- 
ing its gene for the ribosomal RNA gene in Polisky (as 
suggested by Polisky) would have been obvious to one of 
ordinary skill in the art at the time that the invention was 
made. 

The claims specify that the heterologous gene 
should be inserted into the plasmid in the same orienta- 
tion and with the same reading frame as the preceding 
portion of [*902] the indigenous gene. In view of this 
limitation, the § 103 rejection was based either on 
Polisky alone (supplemented by the fact that the impor- 
tance of orientation and reading frame was well known 
in the prior art) or in combination with the Bahl refer- 
ence which describes a general method for inserting a 
piece of chemically synthesized DNA into a plasmid. 
Bahl teaches that this technique could be used to shift the 
sequence of DNA inserted into a plasmid into the proper 
[**27] reading frame. 

Appellants argue that at the time the Polisky article 
was published, there was significant unpredictability in 
the field of molecular biology so that the Polisky article 
would not have rendered the claimed method obvious to 
one of ordinary skill in the art. Even though there was 
speculation in the article that genes coding for proteins 
could be substituted for the ribosomal RNA gene and 
would be expressed as readthrough translation into the 
protein, this had never been done. Appellants say that it 
was not yet certain whether a heterologous protein could 
actually be produced in bacteria, and if it could, whether 
additional mechanisms or methods would be required. 
They contend that without such certainty the predictions 
in the Polisky paper, which hindsight now shows to have 
been correct, were merely invitations to those skilled in 
the art to try to make the claimed invention. They argue 
that the rejection amounts to the application of a standard 
of "obvious to try" to the field of molecular biology, a 
standard which this court and its predecessors have re- 
peatedly rejected as improper grounds for a § 103 rejec- 
tion. /„ re Fine, 837 F.2d 1071, 1075. 5 USPQ2d 
1596, 1599 (Fed. Cir. 1988): [**28] In re Geiger, 815 
F.2d 686, 688, 2 USPQ2d 1276, 1278 (Fed. Cir. 1987): 
In re Merck & Co., Inc., 800 F.2d 1091, 1097, 231 
USPQ 375, 379 (Fed. Cir. 1986): In re Antonie, 559 F.2d 
618, 620, 195 USPQ 6, 8 (CCPA 1977). 

[HN1] Obviousness under § 103 is a question of 
law. Panduit Corp. v. Dennison Mfg. Co., 810 F.2d 
1561, 1568, 1 USPQ2d 1593, 1597 (Fed. Cir.), cert, de- 
nied, 481 U.S. 1052, 107 S. Ct. 2187, 95 L Ed. 2d 843 
(1987). [HN2] An analysis of obviousness must be based 



on several factual inquiries: (1) the scope and content of 
the prior art; (2) the differences between the prior art and 
the claims at issue; (3) the level of ordinary skill in the 
art at the time the invention was made; and (4) objective 
evidence of nonobviousness, if any. Graham v. John 
Deere Co., 383 U.S. 7, 77-78, 148 USPQ 459, 467, 15 L. 
Ed. 2d 545, 86 S. Ct. 684 (1966). See, e.g., Custom Ac- 
cessories, Inc. v. Jeffrey-Allan Indus., 807 F.2d 955, 958, 
1 USPQ2d 1196, 1197 (Fed. Cir. 1986). [**29] The 
scope and content of the prior art and the differences 
between the prior art and the claimed invention have 
been examined in sections II and III, supra. Appellants 
say that in 1976 those of ordinary skill in the arts of mo- 
lecular biology and recombinant DNA technology were 
research scientists who had "extraordinary skill in rele- 
vant arts" and "were among the brightest biologists in the 
world." Objective evidence of nonobviousness was not 
argued. 

[HN3] With the statutory factors as expounded by 
Graham in mind and considering all of the evidence, this 
court must determine the correctness of the board's legal 
determination that the claimed invention as a whole 
would have been obvious to a person having ordinary 
skill in the art at the. time the invention was made. We 
agree with the board that appellant's claimed invention 
would have been obvious in light of the Polisky refer- 
ence alone or in combination with Bahl within the mean- 
ing of § 103. Polisky contained detailed enabling meth- 
odology for practicing the claimed invention, a sugges- 
tion to modify the prior art to practice the claimed [**30] 
invention, and evidence suggesting that it would be suc- 
cessful. 

Appellants argue that after the publication of 
Polisky, successful synthesis of protein was still uncer- 
tain. They belittle the predictive value of the observation 
that expression of the transcribed RNA in Polisky pro- 
duced beta-galactosidase with a greater than normal mo- 
lecular weight, arguing that since ribosomal RNA is not 
normally translated, the polypeptide chains that were 
added to the end of the beta-galactosidase [*903] were 
"junk" or "nonsense" proteins. This characterization ig- 
nores the clear implications of the reported observations. 
The Polisky study directly proved that a readthrough 
transcript messenger RNA had been produced. The pre- 
liminary observation showed that this messenger RNA 
was read and used for successful translation. It was well 
known in the art that ribosomal RNA was made of the 
same nucleotides as messenger RNA, that any sequence 
of nucleotides could be read in groups of three as codons, 
and that reading these codons should specify a polypep- 
tide chain that would elongate until a stop codon was 
encountered. The preliminary observations thus showed 
that codons beyond the end of the beta-galactosidase 
[**31 J gene were being translated into peptide chains. 
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This would reasonably suggest to one skilled in the art 
that if the codons inserted beyond the end of the beta- 
galactosidase gene coded for a " predetermined protein," 
that protein would be produced. In other words, it would 
have been obvious and reasonable to conclude from the 
observation reported in Polisky that since nonsense RNA 
produced nonsense polypeptides, if meaningful RNA 
was inserted instead of ribosomal RNA, useful protein 
would be the result. The relative shortness of the added 
chains is also not a source of uncertainty, since one 
skilled in the art would have known that a random se- 
quence of nucleotides would produce a stop codon be- 
fore the chain got too long. 12 

12 The patent application indicates that chains 
as long as 60 amino acids were added, which is 
hardly a trivial length of polypeptide. 

Appellants complain that since predetermined pro- 
teins had not yet been produced in transformed bacteria, 
there was uncertainty as to whether this could [**3 2] be 
done, and that the rejection is thus founded on an imper- 
missible "obvious to try" standard. It is true that this 
court and its predecessors have repeatedly emphasized 
that "obvious to try" is not the standard under § 103. 
However, the meaning of this maxim is sometimes lost. 
Any invention that would in fact have been obvious un- 
der § 103 would also have been, in a sense, obvious to 
try. The question is: when is an invention that was obvi- 
ous to try nevertheless nonobvious? 

The admonition that "obvious to try" is not the stan- 
dard under § 103 has been directed mainly at two kinds 
of error. In some cases, what would have been "obvious 
to try" would have been to vary all parameters or try each 
of numerous possible choices until one possibly arrived 
at a successful result, where the prior art gave either no 
indication of which parameters were critical or no direc- 
tion as to which of many possible choices is likely to be 
successful. E.g., In re Geiger, 815 F.2d at 688, 2 
USPQ2d at 1278: Novo Industri A/S v. Travenol Labora- 
tories. Inc., 677 F.2d 1202, 1208, 215 USPQ 412, 417 
(7th Cir. 1982): In re Yates, 663 F.2d 1054, 1057, 211 
USPQ 1149, 1151 (CCPA 1981): [**33] /// re Antonie, 
559 F.2d at 621, 195 USPQ at 8-9. In others, what was 



"obvious to try" was to explore a new technology or gen- 
eral approach that seemed to be a promising field of ex- 
perimentation, where the prior art gave only general 
guidance as to the particular form of the claimed inven- 
tion or how to achieve it. In re Dow Chemical Co., 837 
F.2d 469, 473, 5 USPQ2d 1529, 1532 (Fed. Cir. 1988): 
Hybritech, Inc. v. Monoclonal Antibodies, Inc., 802 F.2d 
1367, 1380, 231 USPQ 81, 90-91 (Fed. Cir. 1986), cert, 
denied, 480 U.S. 947, 107 S. Ct. 1606, 94 L. Ed, 2d 792 
(1987): In re TomUnson. 53 C.CP.A. 1421, 363 F.2d 
928, 931, 150 USPQ 623. 626 (CCPA 1966). Neither of 
these situations applies here. 

[HN4] Obviousness does not require absolute pre- 
dictability of success. Indeed, for many inventions that 
seem quite obvious, there is no absolute predictability of 
success until the invention is reduced to practice. There 
is always at least a possibility of unexpected results, that 
would then provide an objective basis for [**34] show- 
ing that the invention, although apparently obvious, was 
in law nonobvious. /// re Merck & Co., 800 F.2d at 
1098, 231 USPQ at 380: Lindemann Maschinenfabrik 
GMBH v. American Hoist & Derrick Co., 730 F.2d 
1452, 1461, [*904] 221 USPQ 481, 488 (Fed. Cir. 
1984): In re Papesch, 50 C.CP.A. 1084, 315 F.2d 381, 
386-87, 137 USPQ 43, 47-48 (CCPA 1963). For obvi- 
ousness under § 103, all that is required is a reasonable 
expectation of success. In re Longi, 759 F.2d 887, 897, 
225 USPQ 645, 65F52 (Fed. Cir 1985); In re Clinton, 
527 F.2d 1226, 1228, 188 USPQ 365, 367 (CCPA 1976). 
The information in the Polisky reference, when com- 
bined with the Bahl reference provided such a reasonable 
expectation of success. 

Appellants published their pioneering studies of the 
expression of frog ribosomal RNA genes in bacteria 
more than a year before they applied for a patent. After 
providing virtually all of their method to the public with- 
out applying for a patent within a year, they foreclosed 
themselves from obtaining a patent on a method that 
would have been obvious from their publication to those 
of ordinary [**35] skill in the art, with or without the 
disclosures of other prior art. The decision of the board is 

AFFIRMED. 
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LEXSEE 491 F.3D 1342 

PHARMASTEM THERAPEUTICS, INC., Plaintiff-Appellant, v. VIACELL, INC., 
Defendant-Cross Appellant, and CRYO-CELL INTERNATIONAL, INC., COR- 
CELL, INC., Defendants-Cross Appellants, and CBR SYSTEMS, INC. (formerly 
known as Cord Blood Registry, Inc.), Defendant-Cross Appellant, and BIRTH- 
CELLS TECHNOLOGY, INC. and BIO-CELL, INC., Defendants. 

05-1490, 05-1551 

UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT 

491 FJd 1342; 2007 US. App. LEXIS 16245; 83 US.P.Q.2D (BNA) 1289 



July 9, 2007, Decided 



SUBSEQUENT HISTORY: US Supreme Court certio- 
rari denied by Pharmastem Therapeutics v. Viacell, 128 
S. Ct. 1655, 170 L. Ed. 2d 355, 2008 US. LEXIS 2477 
(U.S., Mar. 17, 2008) 

PRIOR HISTORY: [**1] 

Appealed from: United States District Court for the 
District of Delaware, Chief Judge Gregory M. Sleet. 
Pharmastem Therapeutics v. Viacell, Inc., 2004 U.S. 
Dist. LEXIS 25176 (D. Dei, Dec. 14, 2004) 
Pharmastem Therapeutics, Inc. v. ViaCell Inc., 2004 
U.S. Dist. LEXIS 18638 (D. Dei, Sept. 15, 2004) 

DISPOSITION: AFFIRMED IN PART, REVERSED 
IN PART, and REMANDED. 

CASE SUMMARY: 



PROCEDURAL POSTURE: Appellant owner of pat- 
ents sued cross-appellant competitors, alleging that the 
competitors infringed the patents relating to a medical 
procedure for treating persons with compromised blood 
and immune systems. The owner and the competitors 
cross-appealed the orders of the U.S. District Court for 
the District of Delaware which granted judgment of non- 
infringement as a matter of law and denied judgment as a 
matter of law with regard to obviousness. 

OVERVIEW: The patents recited a process for collect- 
ing umbilical cord blood, testing the blood for suitability 
for later use, cryopreserving the blood, and infusing the 
blood into an individual whose hematopoietic stem cells 
were destroyed to reconstitute the recipient's blood and 
immune system. The competitors offered a service to 
families for collection and cryopreservation of cord 



blood for possible later use. The appellate court first held 
that the patent relating to the composition of stem cells 
was not infringed, since the general evidence, which did 
not include direct testing, failed to establish that the cord 
blood preserved by the competitors contained enough 
stem cells to reconstitute a human adult, as required by 
the patent. Further, the competitors did not contributorily 
infringe the patent relating to the reconstitution method, 
since the competitors only sold the service of collecting 
and preserving the stem cells while transplant physicians 
completed the patented method by thawing and infusing 
the stem cells. Also, the patents were invalid for obvi- 
ousness since the inventors merely proved the existence 
of stem cells in cord blood which was inferred by prior 
art. 

OUTCOME: The order granting judgment of non- 
infringement was affirmed, the order denying judgment 
of invalidity based on obviousness was reversed, and the 
case was remanded for entry of judgment of patent inva- 
lidity. 

LexisNexis(R) Headnotes 



Patent Law > Infringement Actions > Genera/ Over- 
view 

[HN1] There is no prohibition against using the admis- 
sions of a party, whether in the form of marketing mate- 
rials or otherwise, as evidence in an patent infringement 
action; such admissions are entitled to weight along with 
all other evidence of infringement. 
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Patent Law > Infringement Actions > Infringing Acts > 
Contributory, Indirect & Induced Infringement 
[H1M2] 35 U.SCS § 271(c) provides that whoever offers 
to sell or sells a component of a patented machine, manu- 
facture, combination or composition, or a material or 
apparatus for use in practicing a patented process, consti- 
tuting a material part of the invention, knowing the same 
to be especially made or especially adapted for use in an 
infringement of such patent is liable as a contributory 
infringer. 

Contracts Law > Types of Contracts > Bailments 
[HN3] The recognized distinction between bailment and 
sale is that, when the identical article is to be returned in 
the same or in some altered form, the contract is one of 
bailment, and the title to the property is not changed. On 
the other hand, when there is no obligation to return the 
specific article, and the receiver is at liberty to return 
another thing of value, he becomes a debtor to make the 
return, and the title to the property is changed. 



Patent Law > Infringement Actions > Infringing Acts > 
Contributory, Indirect & Induced Infringement 
[HN4] 35 U.S.CS. § 271(c) provides, in part, that a con- 
tributory infringer is one who offers to sell or sells within 
the United States a patented machine, manufacture, com- 
bination or composition, or a material or apparatus for 
use in practicing a patented process. Although that lan- 
guage describes in various different ways the items that 
may be sold for purposes of creating liability for con- 
tributory infringement, all of the descriptions refer to the 
sale of a product of some sort; none of them refer to the 
provision of a service. Under the plain language of the 
statute, a person who provides a service that assists an- 
other in committing patent infringement may be subject 
to liability under § 271(b) for active inducement of in- 
fringement, but not under § 271(c) for contributory in- 
fringement. 



Patent Law > Infringement Actions > Defenses > Pat- 
ent Invalidity > Fact & Law Issues 
Patent Law > Jurisdiction & Review > Standards of 
Review > De Novo Review 

Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

[HN5] Obviousness with regard to validity of a patent is 
a legal conclusion that an appellate court reviews de 
novo. A statutory standard requires the appellate court to 
decide whether the subject matter of the claimed inven- 
tion would have been obvious at the time the invention 
was made to a person of ordinary' skill in the art to which 
the subject matter of the invention pertains. 35 U.S.CS. § 



103(a). Underpinning that legal issue are factual ques- 
tions relating to the scope and content of the prior art, the 
differences between the prior art and the claimed inven- 
tion, the level of ordinary skill in the art, and any rele- 
vant secondary considerations, such as commercial suc- 
cess, long-felt need, and the failure of others. 



Civil Procedure > Trials > Judgment as Matter of Law 
> General Overview 

Civil Procedure > Appeals > Standards of Review > De 
Novo Review 

[HN6] Under Third Circuit law, which dictates the stan- 
dard for reviewing the denial of the motion for judgment 
as a matter of law (JMOL), an appellate court reviews a 
district court's action de novo by reapplying the JMOL 
standard applied by the district court. 



Civil Procedure > Trials > Judgment as Matter of Law 
> Postverdict Judgments 

Patent Law > Jurisdiction & Review > Standards of 
Review > Substantial Evidence 
Patent Law > Nonobviousness > General Overview 
[HN7] In reviewing a denial of a motion for judgment as 
a matter of law on the issue of obviousness in a patent 
case, an appellate court examines the evidence in the 
light most favorable to the verdict and determines 
whether a reasonable jury could have found all the facts 
necessary to support the verdict of nonobviousness, i.e., 
whether substantial evidence supports the verdict. 



Evidence > Procedural Considerations > Burdens of 
Proof > Allocation 

Evidence > Procedural Considerations > Burdens of 
Proof > Clear & Convincing Proof 
Patent Law > Infringement Actions > Defenses > Pat- 
ent Invalidity > Grounds 

Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

[HN8] In a case alleging patent invalidity based on obvi- 
ousness, the burden falls on a patent challenger to show 
by clear and convincing evidence that a person of ordi- 
nary skill in the art would have had reason to attempt to 
make the composition or device, or carry out the claimed 
process, and would have had a reasonable expectation of 
success in doing so. 



Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

[HN9] Admissions in a patent specification regarding 
prior art are binding on the patentee for purposes of a 
later inquiry into obviousness. 
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Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

[HN10] Scientific confirmation of what is already be- 
lieved to be true may be a valuable contribution, but it 
does not give rise to a patentable invention. 



Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

[ITN11] Obviousness does not require absolute predict- 
ability of success. Indeed, for many inventions that seem 
quite obvious, there is no absolute predictability of suc- 
cess until the invention is reduced to practice. On the 
other hand, an invention would not be invalid for obvi- 
ousness if the inventor would have been motivated to 
vary all parameters or try each of numerous possible 
choices until one possibly arrived at a successful result, 
where the prior art gave either no indication of which 
parameters were critical or no direction as to which of 
many possible choices is likely to be successful. Like- 
wise, an invention would not be deemed obvious if all 
that was suggested was to explore a new technology or 
general approach that seemed to be a promising field of 
experimentation, where the prior art gave only general 
guidance as to the particular form of the claimed inven- 
tion or how to achieve it. 



Evidence > Procedural Considerations > Burdens of 
Proof > Allocation 

Patent Law > Infringement Actions > Defenses > Pat- 
ent Invalidity > Validity Presumption 
Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

[HN12] When a party asserting patent invalidity relies on 
references that were considered during examination or 
reexamination, that party bears the added burden of 
overcoming the deference that is due to a qualified gov- 
ernment agency presumed to have done its job. 

COUNSEL: Paul J. Andre, Perkins Coie, LLP, of Menlo 
Park, California, argued for plaintiff-appellant 
Pharmastem Therapeutics, Inc. With him on the brief 
was Lisa Kobialka. 

John C. Englander, Goodwin Procter LLP, of Boston, 
Massachusetts, argued for defendant-cross appellant 
ViaCell, Inc. With him on the brief were Paul F. Ware, 
Jr. and Elaine Herrmann Blais. Of counsel on the brief 
was Richard M. Wyner. of Washington, DC. 

James J. Rodgers, Dil worth Paxson LLP, of Philadelphia, 
Pennsylvania, argued for defendants-cross appellants 



Cryo-Cell International, Inc., et al. Of counsel was Eve- 
lyn H. McConathy, Drinker Biddle & Reath LLP, of 
Philadelphia, Pennsylvania. 2. 

Thomas F. Chaffin, Pillsbury Winthrop Shaw Pittman 
LLP, of Palo Alto, California, argued for defendant-cross 
appellant CBR Systems, Inc. With him on the brief was 
William F. Abrams. Of counsel on the brief were Gui- 
llermo E. Baeza, of McLean, Virginia, and Kevin M. 
Fong, of San Francisco, California. 

JUDGES: Before NEWMAN, BRYSON, and PROST, 
Circuit Judges. Opinion for the court filed by Circuit 
[**2] Judge BRYSON. Dissenting opinion filed by Cir- 
cuit Judge NEWMAN. 

OPINION BY: BRYSON 

OPINION 

[*1346] BRYSON, Circuit Judge. 

This patent infringement action was brought by ap- 
pellant PharmaStem Therapeutics, Inc., in the United 
States District Court for the District of Delaware. 
PharmaStem sued six defendants (four of which are ap- 
pellees before us in this appeal), alleging that the defen- 
dants had infringed two patents owned by PharmaStem, 
U.S. Patent No. BJ 5,004,681 ("the '681 patent") and 
U.S. Patent No. 5,192,553 ("the '553 patent"), a con- 
tinuation-in-part of the '681 patent. At the conclusion of 
the trial, the jury returned verdicts for PharmaStem on 
both patents, finding both patents infringed and not inva- 
lid. The jury also rejected the defendants' counterclaims 
of inequitable conduct and violation of the antitrust laws. 

The defendants filed motions for judgment as a mat- 
ter of law ("JMOL") and a new trial. In response, the 
district court initially entered an order granting a new 
trial on the issue of infringement of the '681 patent and 
JMOL of noninfringement [* 1 347] as to the '553 pat- 
ent. Subsequently, however, the court vacated the new 
trial order as to the '681 patent and instead entered 
JMOL of noninfringement as to [**3] that patent. The 
court denied the defendants' JMOL motions with respect 
to various asserted grounds of patent invalidity. 
PharmaStem now appeals from the JMOL orders on in- 
fringement, and the defendants cross-appeal from the 
court's refusal to grant JMOL on invalidity. We affirm 
the district court's judgment as to the infringement issues. 
With respect to the counterclaim of invalidity for obvi- 
ousness, however, we reverse the judgment and direct 
the entry of judgment for the defendants. 

I 

The two patents in suit recite compositions and 
methods relating to a medical procedure for treating per- 
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sons with compromised blood and immune systems. The 
treatment is based on the discovery that blood from a 
newborn infant's umbilical cord is a rich source of a type 
of stem cells useful for rebuilding an individual's blood 
and immune system after that system has been compro- 
mised by disease or a medical treatment such as chemo- 
therapy. 

Stem cells are fundamental (or "immature," or 
"primitive") cells from which specialized (or "mature") 
cells derive. Hematopoietic stem cells are stem cells that 
are ultimately responsible for producing the various spe- 
cialized cells of the blood and immune (or "hematopoi- 
etic") [**4] system. Hematopoietic stem cells produce 
progenitor cells and more hematopoietic stem cells. The 
progenitor cells, which are less primitive than the stem 
cells, in turn give rise to the variety of specialized cells 
that constitute the blood and immune system. 

Although hematopoietic stem cells are present in 
various types of human tissue, they are found in unusu- 
ally high concentration and potency in umbilical cord 
blood. The % 681 and '553 patents describe a process for 
collecting a newborn infant's umbilical cord blood at the 
time of birth, testing it for suitability for later use, pre- 
serving it through cryopreservation, and infusing it into 
an individual (either the donor or another person, pref- 
erably one with a closely matched blood type) whose 
hematopoietic stem cells have been destroyed. The ob- 
ject of such transplantations is to effect grafting. A suc- 
cessful graft results when the donor's stem cells migrate 
into the recipient's bone marrow, resulting in the renewed 
production of normal, specialized blood cells and ulti- 
mately the reconstitution of the recipient's entire blood 
and immune system. 

As issued, the '681 patent contained very broad 
claims. Claim 1 recited a composition comprising [**5] 
"a plurality of viable human neonatal or fetal hematopoi- 
etic stem cells derived from the blood [and a] cryopre- 
servative." In reexamination, several of the original 
claims were cancelled. Claim 1 was amended to read as 
follows: 

A cryopreserved therapeutic composi- 
tion comprising viable human neonatal or 
fetal hematopoietic stem cells derived 
from the umbilical cord blood or placental 
blood of a single human collected at the 
birth of said human, in which said cells 
are present in an amount sufficient to ef- 
fect hematopoietic reconstitution of a hu- 
man adult; and an amount of cryopreser- 
vative sufficient for cryopreservation of 
said cells. 



Claim 2, which is dependent on claim 1, was amended to 
recite the composition of claim 1 "which further com- 
prises viable human neonatal or fetal hematopoietic pro- 
genitor cells." 

Each of the defendants offers a service to families of 
newborn infants in which blood from the infant's umbili- 
cal cord is collected and cryopreserved for possible later 
use. The defendants represent in their promotional litera- 
ture that the preserved [* 1 348] cord blood may be use- 
ful for reconstituting the donor's hematopoietic system in 
the event that system is damaged or destroyed as a result 
[**6] of disease or other causes. Some of the promo- 
tional literature advises that the preserved cord blood 
may also be useful for treating closely related members 
of the infant's family. 

In the infringement action brought against all six de- 
fendants, PharmaStem asserted claims 1 and 2 of the '68] 
patent, as amended in reexamination, and claims 13, 19, 
47, 53, and 57 of the '553 patent. Claims 13, 47, and 57 
of the '553 patent are independent claims. Claim 13 pro- 
vides as follows: 

A method for hematopoietic or immune 
reconstitution of a human comprising: 

(a) isolating human neonatal or fetal 
blood components containing hematopoi- 
etic stem cells; 

(b) cryopreserving the blood compo- 
nents; 

(c) thawing the blood components; 

and 

(d) introducing the blood components 
into a suitable human host, such that the 
hematopoietic stem cells are viable and 
can proliferate with the host. 



Claim 47 is similar except that it refers to the blood 
components "containing hematopoietic stem and pro- 
genitor cells." Dependent claims 19 and 53 add that the 
blood components are isolated by collection from an 
umbilical cord. Independent claim 57 provides as fol- 
lows: 

A method for hematopoietic or immune 
reconstitution of a human comprising 
[**7] introducing into the human a com- 
position comprising human neonatal or fe- 
tal hematopoietic stem cells derived from 
the blood, in which the stem cells have 
been previously cryopreserved. 
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II 

Following the jury's verdict finding infringement of 
both patents by all four appellants, the district court 
granted the defendants' JMOL motions and entered a 
judgment of noninfringement with respect to both pat- 
ents. The court agreed with the defendants that, in light 
of the legal theories pressed by PharmaStem at trial, the 
evidence failed to show that any of the defendants had 
infringed any of the asserted claims of either patent in 
suit. 

As to infringement of the asserted % 681 patent 
claims, the district court focused on the requirement that 
the recited compositions contain stem cells "in an 
amount sufficient to effect hematopoietic reconstitution 
of a human adult." To prove infringement, the court ex- 
plained, PharmaStem was required to adduce evidence 
that the defendants' cord blood units contained a suffi- 
cient supply of stem cells to effect successful reconstitu- 
tion of an adult. The court concluded that PharmaStem 
had failed to do so. 

In addressing the sufficiency of the evidence on that 
issue, the [**8] trial court first ruled that it should have 
excluded the trial testimony of Dr. Mary Hendrix, 
PharmaStem's expert witness on infringement. The court 
noted that although Dr. Hendrix was "an accomplished 
stem cell biologist," she based her infringement opinion 
"entirely on an analysis of the defendants' marketing 
materials, without ever considering any data regarding 
the composition of the defendants' cord blood units." The 
court explained that Dr. Hendrix was not qualified as an 
expert in marketing or advertising and, in any event, "her 
so-called analysis of the defendants' marketing materials 
was well within the jury's common knowledge, common 
sense and common experience." The court pointed out 
that Dr. Hendrix's opinion that all of the defendants' cord 
blood units infringe [* 1 349] was based on her conclu- 
sion that the defendants' promotional materials "promise 
stem cells for pediatric and adult transplantation." In that 
respect, according to the court, "her opinion of infringe- 
ment is no more than a lay-person's interpretation of the 
defendants' marketing materials." The court therefore 
ruled that her testimony should have been excluded and 
that "permitting PharmaStem to couch its presentation 
[**9] of this evidence in the form of an expert opinion 
was an error." 

The district court then pointed out that the evidence 
at trial overwhelmingly indicated that not all units of 
cord blood obtained from a single individual at birth con- 
tain enough stem cells to reconstitute an adult. The court 
explained that PharmaStem did not attempt to prove by 
testing or by reference to data collected by the defen- 
dants that at least some of the cord blood samples pre- 
served by the defendants satisfied that requirement. In- 



stead, the court noted, PharmaStem adopted the strategy 
of trying to prove, principally through representations 
made by the defendants in their marketing materials and 
other documents, that all of the preserved cord blood 
samples infringed. As a consequence, the court ex- 
plained, PharmaStem "presented no evidence to the jury 
from which it could conclude that any specific cord 
blood unit or units stored by any of the defendants con- 
tained stem cells in a sufficient amount to reconstitute a 
human adult." Because there was "no legally sufficient 
evidentiary basis for a reasonable jury to find that all, or 
any specific number, of the defendants' cord blood units 
infringe the '681 patent" the [**10] court granted the 
defendants' motion for JMOL as to the '681 patent 
claims. 

As to infringement of the '553 patent, the district 
court granted the defendants' motions for JMOL because 
it concluded that PharmaStem had failed to prove that the 
defendants were guilty of contributory infringement, 
which was PharmaStem's theory of liability. Under the 
court's instructions, the jury was required to answer three 
questions in the affirmative in order to find that any of 
the defendants contributorily infringed the '553 patent. 
Specifically, the jury was required to find (1) that cryo- 
preserved cord blood has no substantial noninfringing 
uses; (2) that the defendants and transplant physicians 
were acting in concert or working together to complete 
the process of infringement of the asserted claims of the 
'553 patent; and (3) that the defendants contributorily 
infringed "by selling or offering to sell cryopreserved 
cord blood that was actually used by a third party in the 
direct infringement" of the asserted claims. The court 
held that there was sufficient evidence at trial to support 
the jury's affirmative answers to the first two questions. 
With respect to the third question, however, the court 
[**1 1] held that there was no evidence in the record to 
support the jury's affirmative answer. The court ex- 
plained its ruling as follows: 

It is undisputed that the defendants do 
not own the cord blood units. Rather the 
units are owned by the clients, or families, 
and the defendants in turn provide ser- 
vices with respect to the processing and 
storing of the compositions. Although the 
defendants charge enrollment, processing, 
and banking fees with respect to their 
storage services, they do not sell or offer 
to sell the cord blood units. Indeed, the 
record evidence on this issue is clear that 
the defendants sell a service, not cord 
blood units. 
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Because the court ruled that liability for contributory 
infringement "is clearly dependent upon the accused in- 
fringer's selling or offering to sell a component of the 
patented process, here cord blood units," the court held 
that the jury's verdict could not stand. The court therefore 
granted [* 1350] JMOL as to the asserted claims of the 
'553 patent. 

Although granting the defendants' motions for 
JMOL as to infringement, the district court denied their 
motions for JMOL of invalidity with respect to the as- 
serted claims. As to obviousness, the court ruled that the 
evidence [**12] at trial showed that there were problems 
associated with the use of other transplant tissues, such 
as bone marrow and adult blood, and that there was 
"tremendous skepticism in the transplant field regarding 
the use of cord blood as a transplant tissue." Although 
the court stated that a jury could have found from the 
evidence that the asserted claims would have been obvi- 
ous, the court ruled that the evidence was sufficient to 
entitle the jury to conclude that "prior to the inventions 
of the Patents-In-Suit, those in the field of hematopoietic 
reconstitution would not have expected cord blood to be 
a successful transplant tissue." 

As to anticipation, the district court again ruled that 
the evidence was sufficient to support the jury's verdict 
that the prior art reference on which the defendants relied 
did not anticipate the asserted claims. The court ex- 
plained that the jury was entitled to find that the prior art 
reference did not prove that there were stem cells in um- 
bilical cord blood, and that the jury could reasonably 
have concluded that the suggestion of introducing stem 
cells into a human host was not "a sufficiently enabling 
disclosure to warrant a finding of anticipation." 

Finally, [**13] the district court rejected the defen- 
dants' argument that the '681 patent was invalid for in- 
definiteness. The court acknowledged that claim I of the 
'681 patent does not specify a particular number of cells 
or volume of blood that is required to infringe. Nonethe- 
less, the court concluded that "the record supports that 
the '681 Patent's claim language is as precise as the sub- 
ject matter permits." Moreover, the court ruled that the 
record contained evidence establishing that "a person of 
skill in the art would have understood what an amount of 
cord blood stem cells sufficient to effect hematopoietic 
reconstitution of a human adult means." 

PharmaStem has appealed from the portion of the 
district court's judgment granting JMOL of noninfringe- 
ment with respect to both patents. The defendants have 
cross-appealed from the portion of the judgment uphold- 
ing the jury's verdict that the two patents are not invalid 
on grounds of anticipation, obviousness, or (in the case 
of the '681 patent) indeflniteness. 

Ill 



With respect to infringement of the '681 patent, the 
dispute on appeal is a narrow one. The only contested 
limitation of the asserted claims is the limitation requir- 
ing that the claimed composition [**14] contain neona- 
tal or fetal hematopoietic stem cells "in an amount suffi- 
cient to effect hematopoietic reconstitution of a human 
adult." PharmaStem contends that all of the cord blood 
samples the defendants have preserved infringe claim 1 
of the '681 patent because the evidence at trial was suffi- 
cient to show that all those cord blood units contained 
enough stem cells to effect the hematopoietic reconstitu- 
tion of a human adult. The defendants contend that 
PharmaStem failed to prove that any of their cryopre- 
served samples satisfy that limitation. 

As the district court noted, PharmaStem did not at- 
tempt to use direct testing or other scientific evidence to 
prove that any particular cord blood sample or group of 
samples preserved by any of the defendants contained 
enough stem cells to reconstitute a human adult. Instead, 
PharmaStem relied on indirect evidence in the form of 
advertising and other materials generated by the defen- 
dants, scientific evidence [*1351] relating to stem cell 
research in general, testimony from representatives of the 
defendants, and testimony by their own expert witness, 
Dr. Hendrix. The district court, however, concluded that 
PharmaStem's evidence did not constitute substantial 
[**15] evidence in support of PharmaStem's theory of 
infringement. 

A 

The trial court was correct in ruling that the evi- 
dence of the defendants' advertising and other materials 
did not provide a sufficient basis for a finding of in- 
fringement. That evidence consisted of various state- 
ments by each of the defendants that the cord blood sam- 
ples they preserved could be potentially useful not only 
for the donor but also for the donor's relatives, including 
adult relatives. 

To be sure, [HN1] there is no prohibition against us- 
ing the admissions of a party, whether in the form of 
marketing materials or otherwise, as evidence in an in- 
fringement action; such admissions are entitled to weight 
along with all other evidence of infringement. In this 
case, however, while the defendants' statements touted 
the possible therapeutic uses the cord blood might have 
for the child and members of the child's family in the 
future, none of the statements represented that the stem 
cells in any of the cryo preserved cord blood samples 
were sufficient in number to effect hematopoietic recon- 
stitution of an adult, as is required by claim 1 of the re- 
examined '681 patent. Instead, the defendants' statements 
emphasized the potential [**16] therapeutic usefulness 
of the cord blood in general and referred to future uses of 
stored blood in adult transplants only as possibilities. 
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For example, PharmaStem introduced a statement 
from a website maintained by defendant CBR Systems, 
Inc., which referred to the number and character of cord 
blood transplants worldwide as of that time. The state- 
ment recited that "umbilical cord blood has been used in 
more than 2,500 transplants by children and adults. In 
many cases, the cord blood was used by the baby's sib- 
ling. Other transplants have occurred for the newborn 
himself, the newborn's mother, father, and the newborn's 
cousin." With respect to its own preserved cord blood 
units, CBR stated that it had provided "over two dozen 
samples for use in transplantation," that most have been 
used for siblings, but that in one instance the newborn's 
"cord blood stem cells were transplanted to her mother to 
treat chronic myelogenous leukemia." 

Those statements fall short of proving that any 
(much less all) of CBR's cord blood samples contained 
enough stem cells to reconstitute an adult. The first 
statement simply recited that among the 2500 world- 
wide transplants, some had been conducted on adults. 
[**I7] The second statement reflected that one such 
adult transfer was attempted with a CBR cord blood 
sample. Neither statement made any representation 
whether or to what extent the particular transplants had 
succeeded in reconstituting the adults' hematopoietic 
systems. Nor did the specific reference to the one adult 
transplant represent that the transplant was successful or 
that only a single unit of cord blood was used in the 
transplant. Those gaps in the proof are significant, be- 
cause the evidence showed that as of the time of trial the 
great majority of all cord blood transplants worldwide 
had been for the treatment of children. In addition, the 
evidence showed that in most cases involving adult 
transplantations, the transplant physicians had used two 
units of cord blood, not the one unit obtained at the time 
of a single birth. Uncontradicted evidence at trial showed 
that two units were used because in most cases the phy- 
sicians regarded a single unit as insufficient for an adult 
transplantation. 

[* 1 352] PharmaStem introduced similar statements 
from defendant CorCell, Inc. In particular, PharmaStem 
pointed to a statement in CorCell's promotional literature 
that if cord blood could be saved, "it [**18] would be a 
perfect match for the donor, but could also provide life 
saving benefits for siblings, and other family members." 
Several other statements by CorCell were to the same 
effect-that cord blood could potentially be of benefit not 
only to the child but also to other members of the child's 
family. As in the case of CBR, however, those state- 
ments did not constitute representations that single units 
of CorCell's preserved cord blood would contain a suffi- 
cient number of stem cells to reconstitute an adult. 
PharmaStem notes in passing that one sample of Cor- 
Cell's preserved cord blood was used in an adult trans- 



plantation, but the evidence at trial showed that the adult 
transplant did not graft and the patient died. Accordingly, 
that evidence provides no support at all for 
PharmaStem's theory of infringement. 

With respect to defendant Cryo-Cell International, 
Inc., PharmaStem again introduced statements from the 
company's website that cord blood is a source of stem 
cells for the child or "possibly" other family members. 
PharmaStem's expert witness, Dr. Hendrix, interpreted 
that statement to refer to adult family members and to 
constitute a representation that each unit of cord blood 
[**19] preserved by Cryo-Cell contains enough stem 
cells to reconstitute an adult. The statements about possi- 
ble use for other family members, however, do not 
amount to representations that any single stored unit 
would be sufficient by itself to reconstitute an adult, 
much less that all of the samples have that capacity. 

Similarly, PharmaStem introduced evidence that de- 
fendant ViaCell, Inc., had advertised that cord blood 
could be stored "for potential use by a sibling, parent, 
first cousin or the newborn itself" While ViaCell's pro- 
motional materials stated that cord blood had been used 
in adult transplantation efforts, PharmaStem points to no 
representation by ViaCell that a single unit of its stored 
cord blood had ever been successfully used to effect he- 
matopoietic reconstitution of an adult. 

B 

In addition to the evidence of the defendants' state- 
ments, PharmaStem also relied on evidence that each of 
the defendants tested their cord blood samples before 
cryopreserving them. Like the defendants' statements, 
however, that evidence also failed to establish that the 
preserved samples contained sufficient numbers of stem 
cells to effect hematopoietic reconstitution of an adult. 
The testing evidence [**20] showed that the defendants 
used various means to screen the cord blood samples 
before submitting them for cryopreservation. Those tests 
included determining whether the samples contained 
more than a minimum volume of blood, whether the 
samples were free of contamination, and whether they 
contained a minimum number of viable nucleated cells. 
Each of those testing measures was designed to increase 
the likelihood that the cord blood units contained viable 
stem cells and could be therapeutically useful. That evi- 
dence did not show, however, that the testing excluded 
all samples that lacked the capacity to reconstitute an 
adult, because there was no showing that the defendants 
chose to preserve only those samples that contained suf- 
ficient stem cells for adult reconstitution, much less that 
their testing procedures had that effect. Nor did 
PharmaStem argue that the defendants' tests could be 
used to show that some subset of all of the preserved 
samples contained enough stem cells to reconstitute an 
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adult. To the contrary, the evidence showed that the de- 
fendants saved cord blood samples when the defendants 
thought the samples [*1353] might be of some potential 
therapeutic use, which would include [**21] transplan- 
tation of an infant or a young child. 

C 

In its brief on appeal, PharmaStem refers to two 
pieces of scientific evidence introduced at trial that 
PharmaStem contends support its claim of infringement 
of the '681 patent. The first is a paper published in 2001 
in the New England Journal of Medicine regarding the 
use of umbilical cord blood in adult transplantations. 
That paper was cited in promotional materials of CBR 
and CorCell. Although the paper showed that cord blood 
could have restorative effects for adults, it did not dis- 
close whether any or all of the transplantations consisted 
of only a single cord blood unit. The paper therefore did 
nothing to prove how often a single cord blood unit from 
a single infant is sufficient for adult reconstitution. For 
that reason, the 2001 paper provided no evidentiary basis 
from which to infer that the particular cord blood sam- 
ples preserved by any of the defendants contained a suf- 
ficient quantity of stem cells for adult reconstitution. 

A second piece of scientific evidence featured by 
PharmaStem is a 2003 publication by the federal Food 
and Drug Administration reporting that an advisory 
committee studying cord blood transplantations had rec- 
ommended [**22] that physicians be permitted to con- 
duct adult transplantations M as long as the stem cell dose 
is adequate." That evidence is likewise not probative of 
infringement because the report makes no reference to 
whether a single unit of cord blood would be used in 
such transplantations. In fact, the transplant physician 
who made the presentation that led to the advisory com- 
mittee's recommendation explained at trial that his rec- 
ommendation against limiting transplants by age was 
"[b]ecause we could do cord blood transplants using two 
cord blood transplant [units]." 

Thus, neither of the scientific exhibits cited by 
PharmaStem addresses whether a single cord blood unit 
from a single infant is sufficient to reconstitute an adult's 
hematopoietic system. Moreover, and significantly, nei- 
ther addresses the critical question whether the particular 
samples preserved by the defendants contained sufficient 
stem cells for that purpose. Those two pieces of scientific 
evidence therefore do not overcome the problem with 
PharmaStem's evidence that the district court pointed 
out-that while PharmaStem may have demonstrated that 
the preserved cord blood units had significant therapeutic 
uses, and while cord [**23] blood in some amounts 
could be used to treat adults, the evidence was not suffi- 
cient to show that the particular cord blood units stored 
by the defendants contained sufficient numbers of stem 



cells to reconstitute the hematopoietic system of a human 
adult. 

D 

PharmaStem's failure to establish that any of the pre- 
served cord blood samples contained sufficient stem cells 
to reconstitute an adult was not merely a technical flaw 
in its proof. The evidence at trial showed that the great 
majority of cord blood transplantations between the first 
successful transplantation in 1988 and the time of trial 
had been in children. Indeed, it was not until 1995 that a 
cord blood transplant was even attempted in an adult. 
The evidence also showed that more than a single unit of 
cord blood was used for most cord blood transplants per- 
formed on adults; the single unit collected at an individ- 
ual's birth was frequently regarded as insufficient to ef- 
fect hematopoietic reconstitution of an adult. 

[*1354] In support of its infringement claim, 
PharmaStem points out that each of the defendants pro- 
vided a small number of cord blood units to transplant 
physicians for use in transplantation procedures. The 
evidence shows that [**24] the four defendants had pro- 
vided a total of 33 units of cord blood to transplanters by 
the time of trial. For the most part, however, that evi- 
dence did not distinguish between transplantations of 
children and transplantations of adults. To the extent that 
the evidence distinguished between the two, it showed 
that most of the supplied samples were used for trans- 
plantations of children. Moreover, with respect to the 
adult transplantations, PharmaStem has not pointed to 
any evidence that even a single transplanted cord blood 
unit from one of the defendants resulted in the successful 
reconstitution of the hematopoietic system of an adult. 
Thus, the evidence regarding the transplants generally, 
and the defendants' experience with transplants in par- 
ticular, provides no basis from which to infer that some 
or all of the cord blood units preserved by the defendants 
must have contained a sufficient number of stem cells for 
adult reconstitution. For that reason, the district court 
was correct to hold that the evidence was insufficient to 
support the jury's verdict of infringement of the '681 pat- 
ent. 

Contrary to PharmaStem's contention, the district 
court's ruling did not convert a determination [**25] as 
to damages into a ruling on liability. Because of the 
manner in which PharmaStem sought to prove infringe- 
ment, it committed itself to a course that had "all-or- 
nothing" consequences. The district court was correct to 
conclude that, having chosen not to try to prove that par- 
ticular cord blood samples or categories of samples con- 
tained sufficient stem cells to effect hematopoietic recon- 
stitution of an adult, PharmaStem took the risk that the 
court would conclude that it had failed to prove that any 
of the defendants' cryopreserved samples infringed. The 
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district court's narrow disposition of the JMOL issue 
simply held PharmaStem to the consequences of the 
strategy it adopted at trial. 

E 

In reaching this conclusion, we reject PharmaStem's 
contention that the district court abused its discretion 
when it determined, following the trial, that the in- 
fringement opinion of PharmaStem's expert witness Dr. 
Hendrix should have been struck. The district court 
found her testimony unhelpful to the jury, and not an 
appropriate subject for expert evidence, because it con- 
sisted almost entirely of her quoting from the promo- 
tional information and other materials in which the de- 
fendants described their [**26] business operations for 
potential customers and investors, and drawing infer- 
ences from those materials. The district court did not 
abuse its discretion in concluding that the jury was fully 
capable of understanding those materials without expert 
assistance and that Dr. Hendrix's testimony should have 
been excluded. See General Electric Co. v. Joiner, 522 
U.S. 136, 141, 118S Ct. 512, 139 L. Ed. 2d 508 (1997) 
(abuse of discretion standard applies to district court's 
decision to exclude expert testimony). 

Dr. Hendrix concluded from those materials that the 
defendants had in effect admitted that all of the cord 
blood samples that the defendants preserved contained a 
sufficient quantity of stem cells to reconstitute an adult. 
In particular, Dr. Hendrix interpreted the defendants' 
statements about their processes for preserving cord 
blood samples to mean that each of them tested the sam- 
ples "to determine if there is a sufficient amount of cells 
for reconstitution for an adult. And then after that time, 
they cryopreserve it for storage." She admitted that she 
did not examine the [* 1 355] data obtained by the de- 
fendants from their testing of the samples; that she did 
not know how many, if any, successful adult transplanta- 
tions had [**27] been done with cord blood samples 
preserved by any of the defendants; and that she did not 
know whether, when the defendants tested the samples, 
they determined whether the samples were "sufficient for 
an adult or sufficient for a child or sufficient for any pur- 
pose." In sum, Dr. Hendrix admitted that a particular 
company's decision to store a particular sample did not 
necessarily mean the sample was sufficient to reconsti- 
tute an adult. Nonetheless, she maintained that "[i]f the 
cord bloods are being stored, and the companies promise 
that — I mean they state in their websites that there are 
sufficient cells that they make available for transplanta- 
tion, pediatric, sibling, older and adults, then I believe 
that there is the potential in all of those samples that are 
stored in frozen sanctuary to provide that service." 

There are two problems with Dr. Hendrix's testi- 
mony, as the district court pointed out. First, because her 



testimony was almost entirely based on an interpretation 
of the defendants' marketing materials and materials di- 
rected to investors, any expertise on Dr. Hendrix's part as 
a cell biologist was of no apparent help to the jury. 
Whether or not the materials constituted [**28] admis- 
sions by the defendants that some or all of the preserved 
samples contained enough stem cells to reconstitute an 
adult was not a matter as to which Dr. Hendrix's exper- 
tise was of any apparent use. See Daubert v. Merrell 
Dow Pharms., Inc., 509 US 579, 592, 113 S. Ct. 2786, 
125 L. Ed. 2d 469 (1993) (admission of expert testimony 
"is premised on an assumption that the expert's opinion 
will have a reliable basis in the knowledge and experi- 
ence of his discipline"). Second, not only was her exper- 
tise not necessary or useful to interpret the defendants' 
materials, but her interpretation was not a reasonable 
one. Nowhere did the defendants represent that any of 
the preserved cord blood samples (much less all of them) 
contained a sufficient number of stem cells to reconsti- 
tute an adult. The representations that the cord blood was 
of potential use not only for infants and children but also 
for adults falls significantly short of a representation that 
the individual cryopreserved cord blood samples each 
contained enough stem cells to reconstitute an adult. 

To be sure, Dr. Hendrix stated in conclusory terms 
that she relied for her opinion not only on the defendants' 
materials, but also on scientific literature, testimony of 
[**29] experts, and the depositions of representatives of 
the defendants. She made clear, however, that her opin- 
ion was based principally on the assertions by the defen- 
dants that the preserved cord blood had potential uses for 
adults as well as for children. Moreover, Dr. Hendrix did 
not explain how her reliance on any of the other sources 
of information supported her inference about whether the 
defendants' preserved samples contained an infringing 
quantity of stem cells. 

In short, we agree with the trial court that the defen- 
dants' materials did not constitute sufficient proof of in- 
fringement of the '681 patent and that those materials did 
not become proof of infringement when Dr. Hendrix read 
those materials back to the jury from the witness stand. 
There was therefore nothing in Dr. Hendrix's testimony 
that sufficed to remedy the insufficiency that the district 
court pointed out in PharmaStem's other evidence of in- 
fringement of the % 681 patent. 

IV 

With respect to infringement of the '553 patent, the 
issue presented to us is again a narrow one. There is no 
dispute that in the 33 instances in which the defendants' 
cord blood samples were used in [* 1 356] transplant 
procedures, samples of cord blood containing [**30] 
stem cells were collected, cryopreserved, thawed, and 
introduced into the patient's body. In no case, however, 
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were all those steps performed by the same party. In- 
stead, the defendants were typically responsible for col- 
lecting and cryopreserving the cord blood samples, while 
transplant physicians unrelated to the defendants thawed 
the cord blood and used it for transplanting. 

In light of the fact that the defendants did not per- 
form all the steps of the patented method, PharmaStem 
based its claim of infringement of the '553 patent on the 
theory of contributory infringement. The district court 
instructed the jury on contributory infringement and gave 
the jury special verdict questions that directed the jury's 
inquiry to the requirements of that theory. 

The court instructed the jury that in order to prove 
contributory infringement, PharmaStem was required to 
prove, inter alia, (1) that the defendants "sold or offered 
to sell cryopreserved cord blood to a transplanter" and 
(2) that the cryopreserved cord blood that was "sold or 
offered for sale by the defendant was used by a single 
entity, or alternatively, by a group of entities that are 
acting in concert or working together to complete [**3 1] 
the process of infringement." The pertinent special ver- 
dict questions corresponding to those instructions re- 
quired the jury to find that "the defendants and the trans- 
plant physicians are acting in concert or working to- 
gether to complete the process of infringement" of the 
asserted claims of the '553 potent (special verdict ques- 
tion 4) and that the defendants "contributorily infringed 
the '553 patent by selling or offering to sell cryopre- 
served cord blood that was actually used by a third party 
in the direct infringement" of any of the asserted claims 
(special verdict question 5). 

PharmaStem's theory of contributory infringement 
was based on the contributory infringement section of 
the Patent Act, [HN2] 35 U.S.C. § 271(c), which pro- 
vides: "Whoever offers to sell or sells ... a component 
of a patented machine, manufacture, combination or 
composition, or a material or apparatus for use in practic- 
ing a patented process, constituting a material part of the 
invention, knowing the same to be especially made or 
especially adapted for use in an infringement of such 
patent" shall be liable as a contributory infringer. The 
jury found in PharmaStem's favor on each of the special 
verdict questions pertaining [**32] to contributory in- 
fringement and accordingly returned a verdict of liability 
against all of the defendants on the '553 patent. 

The issue on appeal is whether there was substantial 
evidence to support the jury's finding, in response to spe- 
cial verdict question 5, that each of the defendants "con- 
tributorily infringed the '553 patent by selling or offering 
to sell cryopreserved cord blood that was actually used 
by a third party in . . . direct infringement" of that patent. 
The district court ruled that the evidence was sufficient 
to show that the defendants sold a service to families of 



newborn infants (collection, processing, and cryopreser- 
vation of the newborn's umbilical cord blood), but not to 
show that they sold the cord blood units themselves, 
which belonged to the families throughout, and certainly 
not to show that the defendants sold the cord blood units 
to the transplanters. 

The district court construed the contributory in- 
fringement statute to require a sale or an offer of sale of a 
product; the statute is not satisfied, the court ruled, by the 
provision of a service for compensation. Because liabil- 
ity under section 271(c) "is clearly dependent upon the 
accused infringer's selling [**33] or offering to sell a 
component of the patented process, here cord [*1357] 
blood units," the court held that the jury's verdict on con- 
tributory infringement could not stand, and it therefore 
granted the defendants' JMOL motions with respect to 
the '553 patent. 

In challenging the district court's ruling, 
PharmaStem first argues that the jury could properly 
characterize as a "sale" the transaction in which the de- 
fendants obtained unprocessed umbilical cord blood, 
converted it into a therapeutically useful, cryopreserved 
cord blood product, and later provided it to transplant 
physicians at the behest of the client family. While cord 
blood is certainly a product, the transaction between the 
defendants and their clients is plainly not the sale of "a 
material or apparatus for use in practicing a patented 
process," as is required by section 271(c) with respect to 
method patents. The evidence at trial showed that the 
cord blood remained the property of the families 
throughout the period in which the defendants stored it. 
The defendants were never owners of the blood, but in- 
stead were merely bailees; they were not free to dispose 
of the blood as they chose, but were contractually obli- 
gated to preserve [**34] it pending the families' need for 
it at some point in the future. On those occasions when 
the cord blood was needed, the defendants provided the 
blood to transplanters in satisfaction of their contractual 
obligation to ship the families' cord blood samples to a 
transplanter upon direction. Neither that transaction nor 
any earlier transaction between the families and the de- 
fendants constituted a "sale" of the cord blood. See Sturm 
v. Boker, 150 U.S. 312, 329-30, 14 S. Ct. 99, 37 L. Ed. 
1093 (1893) ([HN3] "The recognized distinction between 
bailment and sale is that, when the identical article is to 
be returned in the same or in some altered form, the con- 
tract is one of bailment, and the title to the property is not 
changed. On the other hand, when there is no obligation 
to return the specific article, and the receiver is at liberty 
to return another thing of value, he becomes a debtor to 
make the return, and the title to the property is 
changed."). Rather, as the trial court held, the transaction 
between the families and the defendants constituted the 
provision of a service for a fee. 
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In the alternative, PharmaStem argues that even if 
the district court was correct to characterize the defen- 
dants' activities as providing [**35] a service rather than 
selling a product, the court still should have upheld the 
jury's verdict of contributory infringement. In this regard, 
PharmaStem argues that section 271(c) is not limited to 
the sale of a product, but extends to the sale of a service. 

PharmaStem's argument is contrary to both the lan- 
guage and the legislative history of section 271(c), 
[ITN4] The statute provides, in pertinent part, that a con- 
tributory infringer is one who "offers to sell or sells 
within the United States a patented machine, manufac- 
ture, combination or composition, or a material or appa- 
ratus for use in practicing a patented process." Although 
that language describes in various different ways the 
items that may be sold for purposes of creating liability 
for contributory infringement, all of the descriptions re- 
fer to the sale of a product of some sort; none of them 
refer to the provision of a service. Under the plain lan- 
guage of the statute, a person who provides a service that 
assists another in committing patent infringement may be 
subject to liability under section 271(b) for active in- 
ducement of infringement, but not under section 271(c) 
for contributory infringement. 

The legislative background of section 271(c) [**36] 
makes clear that the district court was correct to construe 
that statute as confined to its plain terms. Prior to the 
1952 Patent Act, no statute defined contributory in- 
fringement. Instead, as a result of court decisions, in- 
fringement was divided into two categories: "direct in- 
fringement," [* 1 358] which was the unauthorized mak- 
ing, using, or selling of the patented invention, and "con- 
tributory infringement," which was "any other activity 
where, although not technically making, using, or selling, 
the defendant displayed sufficient culpability to be held 
liable as an infringer." Hewlett-Packard Co. v. Bausch & 
Lomb Inc., 909 F.2d 1464, 1469 (Fed. Cir. 1990). The 
1952 Act did not make a substantive change in the law of 
contributory infringement, but it divided the judicially 
created category of contributory infringement into two 
statutory subsections, section 271(b) (inducement of in- 
fringement) and section 271(c) (contributory infringe- 
ment). The most common type of pre- 1952 contributory 
infringement cases were those in which "a seller would 
sell a component that was not covered by the claims of a 
patent but which had no other use except the claimed 
product or process." Id. That form of contributor)' 
[**37] infringement was codified in section 271(c). Id. 

The Senate Report on the 1952 Act confirms that 
section 271(c) was intended to deal with a particular sub- 
set of what had previously been considered contributory 
infringement, consisting of cases in which a party sells a 
particular component that is known to be intended for an 
infringing use and is useful only for infringement. The 



Senate Report states that section 271(b) recites "in broad 
terms that one who aids and abets an infringement is 
likewise an infringer" whereas section 271(c) deals spe- 
cifically with the most common form of contributory 
infringement and "is much more restricted than many 
proponents of contributory infringement believe should 
be the case." S. Rep. No. 89-1959, at 8, 28 (1952) (char- 
acterizing section 271(c) as applying to "one who sells a 
component part of a patented invention or material or 
apparatus for use therein"), reprinted in 1952 
U.S.C.C.A.N. 2394, 2402, 2421; see also Jones v. Radio 
Corp. of Am., 131 F. Supp. 83, 83 (S.D.N.Y. 1955) (in 
light of legislative history of 1952 Act, section 271(c) 
does not apply if the defendant did not sell a component 
of the patented combination). 

In summary, the district court [**38] correctly con- 
cluded that the defendants did not sell a product and that 
what they provided to customers was a service for com- 
pensation. The evidence showed that the cord blood the 
defendants collected and preserved was never their prop- 
erty; instead, it remained the property of the families 
who engaged their services. The defendants were never 
the owners of the blood and thus never "sold" the blood 
to the families when it was needed. The district court 
therefore properly held that the defendants could not be 
found liable for contributory infringement under section 
271(c). ' 

1 The parties and the district court discussed the 
issue of joint infringement in the context of de- 
termining whether there was infringing conduct 
sufficient to serve as a predicate for a finding of 
contributory infringement. PharmaStem did not 
argue before the district court, and does not argue 
here, that liability could be premised on a theory 
of "joint" or "divided" infringement, even in the 
absence of a finding of contributory infringement 
under 35 U.S.C. § 271(c). Under that theory, two 
related parties are both deemed liable for direct 
infringement of a method patent when each per- 
forms some steps of the claimed [**39] method. 
The viability and scope of that theory of liability 
is a subject of considerable debate; it has been 
addressed in a number of district court cases, ad- 
verted to in a few of this court's cases, and dis- 
cussed at some length by commentators. See On 
Demand Mack Corp. v. Ingram Indus., Inc., 442 
FJd 1331, 1334 (Fed. Cir. 2006): Cross Med 
Prods., Inc. v. Medtronic Sofa m or Da nek, Inc., 
424 FJd 1293, 1311 (Fed Cir. 2005): Kristin E. 
Gerdelman, Subsequent Performance of Process 
Steps by Different Entities: Time to Close An- 
other Loophole in U.S. Patent Law, 53 Emory 
LJ. 1987 (2004): Mark A. Lemley et aL Divided 
Infringement Claims, 33 AIPLA QJ. 255 (2005); 
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Sriranga Veeraraghavan, Joint Infringement of 
Patent Claims: Advice for Patentees, 23 Santa 
Clara Computer & High Tech L.J. 211 (2006). 
That issue is squarely presented in a case now 
pending before this court, BMC Resources, Inc. 
v. Paymentech, L.P., No. 2006-1503. In this case, 
PharmaStem's theory of liability was that the de- 
fendants were liable under section 271(c) for con- 
tributory infringement, not under section 271(a) 
for direct infringement, and PharmaStem has con- 
tinued to press that theory on appeal. We there- 
fore are [**40] not presented with the question 
whether the defendants could have been held li- 
able under section 271(a) under a theory of joint 
direct infringement through their activities in 
conjunction with the transplanters. 

[* 1 359] There is another reason why the jury's ver- 
dict in this case cannot stand. The court instructed the 
jury, without objection from PharmaStem, that it was 
necessary for the sale in question to be made "to a trans- 
planter." Yet even if a sale of a service were deemed 
sufficient to constitute a "sale" for purposes of section 
271(c), there was no evidence that any of the defendants 
made a sale of either products or services to the trans- 
planters. To the contrary, the evidence showed that the 
service the defendants provided was a service to the do- 
nor families, for which the families paid a fee, and that 
there was no sale of any sort by the defendants to the 
transplanters or any fee paid by the transplanters to the 
defendants. The defendants simply transferred the cord 
blood units to designated transplanters upon direction 
from the families. Such a transaction does not constitute 
a "sale" to a transplanter under any definition of the term 
"sale." Accordingly, the district court properly [**41] 
concluded that the jury's verdict was legally insufficient 
to establish infringement under the law of the case as 
given by the court to the jury and accepted by the parties. 
We therefore uphold the portion of the court's judgment 
granting the defendants' JMOL motions with respect to 
the '553 patent. 

V 

The jury returned verdicts in favor of PharmaStem 
on the defendants' counterclaims challenging the validity 
of the two patents in suit. In its opinion on the defen- 
dants' JMOL motions, the district court held that the 
jury's verdicts on the validity issues were supported by 
substantial evidence. In their cross-appeal, the defen- 
dants contest the portions of the trial court's judgment 
rejecting their challenges to the patents on grounds of 
anticipation, obviousness, and (in the case of the '681 
patent) indefiniteness. Each of those issues presents a 
close question. Because we hold that the district court 
should have granted the defendants' motion for JMOL on 
the issue of obviousness, it is not necessary for us to ad- 



dress the defendants' arguments with respect to the issues 
of indefiniteness and anticipation. 

A 

[HN5] Obviousness is a legal conclusion that we re- 
view de novo. The statutory standard requires [**42] us 
to decide whether the subject matter of the claimed in- 
vention "would have been obvious at the time the inven- 
tion was made to a person of ordinary skill in the art to 
which [the subject matter of the invention] pertains." 35 
U.S.C § 103(a); Eli Lilly & Co. v. Zenith Goldline 
Pharms., Inc., 471 F.3d 1369, 1377 (Fed Cir. 2006); 
DyStar Textilfarben GmbH & Co. Deutschland KG v. 
C.H. Patrick Co., 464 F.3d 1356, 1360 (Fed. Cir. 2006). 
Underpinning that legal issue are factual questions relat- 
ing to the scope and content of the prior art, the differ- 
ences between the prior art and the claimed invention, 
the level of ordinary skill in the art, and any relevant 
secondary considerations, such as commercial success, 
long-felt need, and the failure of others. See Eli Lilly, 
471 FJdat 1377; DyStar, 464 F.3d at 1360; Medichem, 
S.A. v. Ro/abo, [*1360] S.L, 437 F3d 1157, 1164 (Fed. 
Cir. 2006). [HN6] Under Third Circuit law, which in this 
case dictates the standard for reviewing the denial of the 
motion for JMOL, we review the district court's action 
"de novo by reapplying the JMOL standard" applied by 
the district court. Seachange In/% Inc. v. C-COR Inc., 
413 F3d 1361, 1368 (Fed Cir. 2005). Thus, [HN7] in 
reviewing [**43] the denial of the JMOL motion on the 
issue of obviousness, we examine the evidence in the 
light most favorable to the verdict and determine whether 
a reasonable jury could have found all the facts necessary 
to support the verdict of nonobviousness, i.e., whether 
substantial evidence supports the verdict. See Caver v. 
City of Trenton, 420 F. 3d 243, 262 (3d Cir. 2005); Con- 
nell v. Sears, Roebuck & Co., 722 F.2d 1542, 1546 (Fed 
Cir. 1983). 

B 

The defendants contend that the two patents in suit 
are invalid for obviousness based on a combination of 
several prior art references. [HN8] In such a case, the 
burden falls on the patent challenger to show by clear 
and convincing evidence that a person of ordinary skill in 
the art would have had reason to attempt to make the 
composition or device, or carry out the claimed process, 
and would have had a reasonable expectation of success 
in doing so. See Medichem, 437 F.3d at 1164: Noelle v. 
Lederman, 355 F.3d 1343, 1351-52 (Fed. Cir. 2004); 
Brown & Williamson Tobacco Co. v. Philip Morris, Inc., 
229 F.3d 1120, 1121 (Fed. Cir. 2000); see also KSR InVl 
Co. v. Teleflex Inc., 127 S. Ct. 1727. 1740, 167 L. Ed. 2d 
705 (2007) (a combination of elements "must do more 
than yield a predictable [**44] result"; combining ele- 
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ments that work together "in an unexpected and fruitful 
manner" would not have been obvious). 

In view of the prior art references, the first part of 
that test is plainly satisfied here. The idea of using cryo- 
preserved cord blood to effect hematopoietic reconstitu- 
tion was not new at the time the inventors filed the appli- 
cations that matured into the '681 and '553 patents. Two 
of the prior art references-articles by Ende and 
Knudtzon-suggest using cord blood for that purpose. 
Two others-an article by Koike and a doctoral disserta- 
tion by Vidal— suggest cryopreservation and storage of 
the cord blood until needed. Accordingly, this is not a 
case in which there is any serious question whether there 
was a suggestion or motivation to devise the patented 
composition or process. 

The more difficult question is whether the prior art 
would have given rise to a reasonable expectation of 
success in creating the process claimed in the '553 patent 
and the composition claimed in the '681 patent. In 
[**45] addressing that question, the parties focus on 
whether the inventors had a reasonable expectation that 
cord blood could be successfully used in transplants for 
hematopoietic reconstitution. 

On the question whether the inventors had a reason- 
able expectation of success, the district court relied prin- 
cipally on testimony by PharmaStem's expert, Dr. Irwin 
Bernstein. In testimony cited by the court, Dr. Bernstein 
explained that there were problems with transplant tis- 
sues that had been used previously, including bone mar- 
row and adult blood; that those working in the transplant 
field did not believe blood would be suitable as a trans- 
plant tissue; and that researchers in his group were sur- 
prised at the successful result of the first transplant of 
cord blood into a human. That evidence, according to the 
court, justified the jury in finding that persons of skill in 
the field of hematopoietic reconstitution "would not have 
expected cord blood to be a successful transplant tissue." 
In light of that evidence and the evidence of secondary 
considerations such as long-felt need and commercial 
success, [* 1 36 1 ] and in light of the PTO's issuance of 
the patents over several of the prior art references that 
were [**46] in issue at trial, the court concluded that 
"there is no basis to overturn the jury's verdict that the 
Patents-ln-Suit are not obvious." 

The defendants argue that the prior art suggested us- 
ing cryopreserved cord blood for hematopoietic reconsti- 
tution and showed that persons of skill in the field would 
have had a reasonable expectation that the use of cord 
blood in transplants would be successful. For that reason, 
according to the defendants, the asserted claims were 
obvious as a matter of law. 

Like the district court, PharmaStem relies princi- 
pally on Dr. Bernstein's testimony to support its argu- 



ment that the asserted claims of the '681 and '553 patents 
were not invalid for obviousness. Citing his testimony, 
PharmaStem argues that those skilled in the art at the 
time of the inventions "did not even yet know of the 
presence of stem cells in cord blood." PharmaStem ar- 
gues that Dr. Bernstein's assertion that it was not known 
that cord blood contained stem cells, combined with his 
testimony regarding problems with transplant tissues 
used prior to the '681 and '553 patents, shows that those 
in the field of hematopoietic reconstitution "would not 
have expected cord blood to be a successful [**47] 
transplant tissue." 

The cornerstone of Dr. Bernstein's testimony at trial 
was that none of the prior art showed that cord blood 
contains stem cells. According to Dr. Bernstein, the pres- 
ence of stem cells in cord blood was not conclusively 
established before the mouse studies described in the 
joint specification and the 1988 human cord blood trans- 
plant referred to in the specification of the '553 patent. 

The problem with Dr. Bernstein's testimony about 
the prior art references is that it cannot be reconciled 
with statements made by the inventors in the joint speci- 
fication and with the prior art references themselves. Dr. 
Bernstein distinguished each of the prior art references 
on the ground that none of them disclosed the presence 
of stem cells in cord blood. Even though some of the 
references referred to stem cells as being present in cord 
blood, Dr. Bernstein took the position that those state- 
ments in the prior art references reflected flawed nomen- 
clature and that the most the data underlying the prior art 
references showed was that cord blood contained pro- 
genitor cells. Progenitor cells are the cells that generate 
several different types of cells that make up the blood 
and immune system [**48] but are less primitive than 
hematopoietic stem cells. According to Dr. Bernstein, it 
was not proved that stem cells, as opposed to the less 
primitive progenitor cells, are present in cord blood until 
the patentees performed the mouse experiments reported 
in the joint specification. Those experiments showed that 
relatively small amounts of fetal blood were sufficient to 
effect hematopoietic reconstitution in lethally irradiated 
mice. Dr. Bernstein added that in light of the poor results 
obtained with transplantations of adult blood "it had to 
take a leap of thinking that cord blood was different." 

The joint specification, however, tells a different 
story. There, the inventors acknowledged that it was pre- 
viously known that the properties of cord blood are quite 
different from those of adult blood and that hematopoi- 
etic stem cells had been found in cord blood in much 
greater concentrations than in adult blood. Citing a num- 
ber of references, the inventors stated the following: 

A human hematopoietic colony-forming 
cell with the ability to generate progeni- 
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tors for secondary colonies has been iden- 
tified in human umbilical cord blood. In 
addition, hematopoietic stem cells have 
been demonstrated [**49] in human um- 
bilical cord blood, by colony formation, 
[* 1362] to occur at a much higher level 
than that found in the adult. The presence 
of circulating hematopoietic progenitor 
cells in human fetal blood has also been 
shown. Human fetal and neonatal blood 
has been reported to contain megakaryo- 
cyte and burst ery throb last progenitors 
with increased numbers of erythroid pro- 
genitors in human cord blood or fetal liver 
relative to adult blood. 



'681 patent, col. 4, II. 15-34 (citations omitted); '553 
patent, col. 4, 11. 21-42 (citations omitted). 

That excerpt from the specification cannot be 
squared with Dr. Bernstein's characterization of the prior 
art. Contrary to Dr. Bernstein's contention that the prior 
art did not disclose the presence of stem cells in cord 
blood, the inventors cited several prior art references and 
stated flatly that "hematopoietic stem cells have been 
demonstrated in human umbilical cord blood." More- 
over, the inventors noted that the prior art references 
showed that the concentration of stem cells in cord blood 
was "at a much higher level than in the adult." Nor can 
those statements in the specification be dismissed as re- 
flecting a careless use of the term "hematopoietic stem 
[**50] cell," i.e., the use of that term when the inventors 
meant to refer to progenitor cells. That is made clear by 
context, as the sentence that immediately follows the 
reference to "hematopoietic stem cells" states that "the 
presence of hematopoietic progenitor cells in human fetal 
blood has also been shown." 

Accordingly, PharmaStem's argument that stem cells 
had not been proved to exist in cord blood prior to the 
experiments described in the patents is contrary to the 
representation in the specification that the prior art dis- 
closed stem cells in cord blood. [HN9] Admissions in the 
specification regarding the prior art are binding on the 
patentee for purposes of a later inquiry into obviousness. 
See Constant v. Advanced Micro Devices, Inc., 848 F.2d 
1560, 1570 (Fed. C/>. 1988) ("A statement in the patent 
that something is in the prior art is binding on the appli- 
cant and patentee for determinations of anticipation and 
obviousness."): Sjolund v. Musland, 847 F.2d 1573, 
1577-79 (Fed. Cir. 1988) (patent specification admitted 
that certain matter was prior art. and thus "the jury was 
not free to disregard [that matter]" and "must have ac- 
cepted [it] as prior an, as a matter of law"); In re Font, 



675 F.2d 297, 300 (CCPA 1982); [**51] In re Nomiya, 
509 F.2d566, 571 (CCPA 1975). 

Nor is there any unfairness in holding the inventors 
to the consequences of their admissions, as their charac- 
terization of the prior art as showing the presence of stem 
cells in cord blood is hardly unreasonable. At trial, the 
defendants' expert acknowledged that, prior to the time 
of the first successful cord blood transplant, stem cells 
could not be conclusively proved to be present in cord 
blood. He explained, however, that in light of the discov- 
ery of substantial numbers of progenitor cells in cord 
blood-roughly equivalent to the number of such cells in 
bone marrow-it was appropriate for the authors of the 
prior art references to infer the presence of stem cells in 
cord blood, even though positive proof of their presence 
was not available. 

The prior art references provide strong support for 
that interpretation. Mouse studies reported by Barnes in a 
1964 article showed that the blood of fetal and neonatal 
mice contained a much greater concentration of colony- 
forming units (i.e., progenitor cells) than adult blood. 
Barnes identified the colonies in question as containing 
stem cells. A 1974 article by Knudtzon similarly noted 
that an "increased [**52] concentration of hemopoietic 
stem cells has been found in the blood of mouse embryos 
when compared to the concentration after birth." 
Knudtzon also conducted [* 1 363] tests on human um- 
bilical cord blood, determining that the concentration of 
in vitro colony-forming cells in cord blood is likewise 
much greater than in human adult blood and that the 
concentration is comparable to the concentration in bone 
marrow tissue. Knudtzon concluded that "the finding of 
an increased concentration of colony-forming cells in 
human cord blood comparable in number with human 
bone marrow cultures indicates that cord blood might be 
used as a source of hemopoietic stem cells for the resto- 
ration of bone marrow function in humans." Two years 
later, a case study by Ende reported a transfusion of 45 
milliliters of human cord blood into a human patient, 
which resulted in a temporary hematopoietic graft that 
lasted for five weeks. Ende cited other research indicat- 
ing that a similar or even larger amount of bone marrow 
would be needed to achieve a successful permanent graft. 

A 1978 article by Prindull noted that animal experi- 
ments showed that fetal blood contains more than 100 
times as many stem cells as are present in [**53] adult 
blood and suggested that because the fetal hematopoietic 
system is in a state of physiologic proliferation, human 
cord blood could constitute a source of hematopoietic 
stem cells. An article by Koike, in 1982, described the 
results of freezing and thawing cells derived from bone 
marrow and cord blood. It showed that even immature 
progenitor cells can survive cryopreservation and con- 
cluded that because cord blood contains "many pluripo- 



491 F.3d 1342, *; 2007 U.S. App. LEXIS 16245, **; 
83 U.S.P.Q.2D (BNA) 1289 



Page 15 



tent and nearby progenitor cells comparable to marrow 
cells," cord blood or other fetal tissue could be a useful 
source of hematopoietic progenitor cells for transplanta- 
tion. In 1985, a doctoral dissertation by Vidal concluded, 
based on various studies, that "cord blood contains suffi- 
cient hematopoietic stem cells to effect a transplant," that 
"cord blood can be used for this purpose," and that 
"cryopreserved cord blood banks might exist." 

That collection of prior art shows (1) that bone mar- 
row transplants can result in hematopoietic reconstitu- 
tion; (2) that cord blood, like bone marrow but unlike 
adult blood, contains large numbers of progenitor cells; 
and (3) that the high concentration of primitive progeni- 
tor cells in cord blood suggests that in [**54] humans, 
as in mice, the cells responsible for hematopoiesis mi- 
grate at about the time of birth from fetal organs to the 
bone marrow. Under those circumstances, it was reason- 
able for the inventors of the patent, like the authors of the 
prior art references, to infer the presence of high concen- 
trations of stem cells in cord blood, even though the prior 
art studies did not offer conclusive proof of their pres- 
ence. 

C 

Given that the jury was legally required to find that 
that those of skill in the art would believe that cord blood 
contained hematopoietic stem cells, the question before 
us is whether a reasonable jury could nonetheless have 
found the invention nonobvious. We conclude a reason- 
able jury could not have done so. While the inventors 
may have proved conclusively what was strongly sus- 
pected before-that umbilical cord blood is capable of 
hematopoietic reconstitution-and while their work may 
have significantly advanced the state of the science of 
hematopoietic transplantations by eliminating any doubt 
as to the presence of stem cells in cord blood, the mouse 
experiments and the conclusions drawn from them were 
not inventive in nature. Instead, the inventors merely 
used routine research [**55] methods to prove what was 
already believed to be the case. [HN10] Scientific con- 
firmation of what was already believed to be true may be 
a valuable contribution, but it does not give rise to a pat- 
entable [* 1364] invention. See KSR, 727 5. Ct. at 1732 
("Granting patent protection to advances that would oc- 
cur in the ordinary course without real innovation retards 
progress . . . ."); Pfizer, Inc. v. Apotex, Inc., 480 F.3d 
1348, 1367-69 (Fed Cir. 2007) (simply because the for- 
mation and properties of a new compound must be veri- 
fied through testing does not mean that the compound 
satisfies the test for patentability "since the expectation 
of success need only be reasonable, not absolute"): In re 
Merck & Co., 800 F.2d 1091. 1097 (Fed. Cir. 1986) 
("Obviousness does not require absolute predictability."). 
Good science and useful contributions do not necessarily 
result in patentability. 



This court's decision in In re O'Farrell, 853 F.2d 
894, 903 (Fed. Cir. 1988), provides useful guidance for 
determining whether the expectation of success from a 
particular line of inquiry is great enough to render a re- 
sulting invention obvious. The court noted that [KTN11] 
obviousness "does not require absolute predictability of 
success. [**56] Indeed, for many inventions that seem 
quite obvious, there is no absolute predictability of suc- 
cess until the invention is reduced to practice." 853 F.2d 
at 903. On the other hand, the court explained, an inven- 
tion would not be invalid for obviousness if the inventor 
would have been motivated "to vary all parameters or try 
each of numerous possible choices until one possibly 
arrived at a successful result, where the prior art gave 
either no indication of which parameters were critical or 
no direction as to which of many possible choices is 
likely to be successful." Id. Likewise, an invention would 
not be deemed obvious if all that was suggested "was to 
explore a new technology or general approach that 
seemed to be a promising field of experimentation, 
where the prior art gave only general guidance as to the 
particular form of the claimed invention or how to 
achieve it." Id.; see also Medichem, S.A. v. Rolabo, S.L., 
437 F.3d 1157, 1166-67 (Fed. Cir. 2006). 

This case is not one in which "the prior art gave ei- 
ther no indication of which parameters were critical or no 
direction as to which of many possible choices is likely 
to be successful," nor is it one in which the prior art 
"gave only [**57] general guidance as to the particular 
form of the invention or how to achieve it." O'Farrell, 
853 F.2d at 903. The prior art suggested cryopreserving 
cord blood from a single infant and transplanting that 
blood into a patient to achieve hematopoietic reconstitu- 
tion. PharmaStem does not suggest, and Dr. Bernstein's 
testimony did not reveal, that there was an array of pos- 
sible choices as to how to achieve that objective or that 
there were problems to be solved in implementing the 
prior art suggestion that were not adumbrated in the prior 
art. To the contrary, the joint specification indicates that 
each step of the cryopreservation and transplantation 
procedure had been spelled out in the prior art. 
PharmaStem does not claim that there was anything 
novel about the method by which it proposed to collect, 
cryopreserve, and transplant the cord blood. Instead, in 
responding to the defendants' obviousness challenge, 
PharmaStem focuses entirely on the purported novelty of 
its proof that stem cells are present in fetal blood, a dem- 
onstration that Dr. Bernstein testified was necessary to 
give transplant physicians sufficient confidence in the 
use of cord blood for hematopoietic reconstitution 
[**58] to try the procedure on humans. As we have ex- 
plained, however, providing proof sufficient to justify 
conducting in vivo procedures on humans, while useful, 
is not a test of patentability. The evidence at trial demon- 
strated that the patentees did not invent a new procedure 
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or a new composition; instead, they simply provided 
experimental proof that the cord blood could be used to 
effect hematopoietic reconstitution [* 1 365] of mice 
and, by extrapolation, could be expected to work in hu- 
mans as well. 

D 

In addition to its reliance on Dr. Bernstein's testi- 
mony about the prior art references, PharmaStem in- 
vokes various secondary considerations that it contends 
support the jury's verdict on obviousness. In particular, 
PharmaStem points to evidence that the inventors were 
widely recognized as pioneers in the use of cord blood 
for hematopoietic reconstitution, including statements by 
the defendants and their representatives. Defendant 
ViaCord's business plan praised the inventors as "trail- 
blazers," and a founder of defendant Cryo-Cell wrote to 
the inventors' company and stated: "[N]o one will ever 
dispute that you, as the pioneers in the medical technol- 
ogy . . . will be the frontrunners in the field of [**59] 
utilizing the blood from the umbilical cord for restoring 
hematopoietic [sic] through marrow transplants." Even 
the defendants' expert had previously referred to the in- 
ventors as the first to suggest the use of human umbilical 
cord blood as a source of transplantable hematopoietic 
stem cells, although he disclaimed those statements at 
trial on the ground that he had subsequently determined 
that it was incorrect to give the inventors credit for con- 
ceiving the invention. The problem with that evidence is 
that there was no indication that the praise for the inven- 
tors' work was based on any inventive contribution they 
made, as opposed to their proof, through laboratory 
work, that fetal blood contains large numbers of stem 
cells. As noted, the former is a basis for patentability; the 
latter is not. 

PharmaStem also points to Dr. Bernstein's testimony 
that researchers in his group in Seattle were "surprised" 
at the successful human cord blood transplantation in 
1988. There are two problems with that evidence. First, 
there was no indication that either Dr. Bernstein or 
members of his research group were previously aware of 
the prior art references that laid the groundwork for the 
inventors' [**60] experiments. Dr. Bernstein stated that 
his surprise at the successful use of cord blood was based 
on the poor results obtained with transplants of adult 
blood; he did not state that the success of the human 
transplant would have been surprising to one familiar 
with the prior art references introduced at trial, including 
those references that featured the important differences 
between adult blood and cord blood as potential trans- 
plant tissues. 

Second, Dr. Bernstein tied the "surprise" of his re- 
search group to the success of the 1988 human cord 
blood transplant, not to the results reported in the patents. 



Although the transplant was based on work done by the 
inventors, it took place long after the filing of the appli- 
cation for the '681 patent and shortly before the filing of 
the application for the '553 patent. As a result, the speci- 
fication of the '68 1 patent does not refer to the 1988 
transplant at all, and the specification of the '553 patent 
does not contain any account of the results of that trans- 
plant. At the time of the application for the '553 patent, 
all that was known and disclosed about the 1988 trans- 
plant was that it had been attempted. 

Moreover, although it is true, as PharmaStem 
[**61] argued, that physicians began performing human 
transplants only after the inventors conducted their 
mouse experiments, the evidence at trial showed that 
physicians were reluctant to try a new procedure such as 
a cord blood transplant on humans without a very strong 
scientific basis for concluding that it was likely to work. 
The prior art already indicated that cord blood was likely 
to be a valuable source of hematopoietic stem cells; the 
mouse studies merely provided supporting [*1366] evi- 
dence for that conclusion, evidence that the transplant 
physicians regarded as sufficient to justify trying the 
procedure on a human child. 

E 

Finally, PharmaStem argues that the jury's verdict is 
supported by the decision of the Patent and Trademark 
Office ("PTO") to issue the '681 and '553 patents, and to 
confirm the '681 patent following reexamination, over 
some of the same references that the defendants cited at 
trial. [HN12] When the party asserting invalidity relies 
on references that were considered during examination or 
reexamination, that party "bears the added burden of 
overcoming the deference that is due to a qualified gov- 
ernment agency presumed to have done its job." Polar- 
oid Corp. v. Eastman Kodak Co., 789 F.2d 1556, 1560 
(Fed Cir. 1986): [**62] see also Al-Site Corp. v. VS! 
lnt% Inc., 174 F.3d 1308, 1323 (Fed. Cir. 1999). 

The examiner who issued the reexamination certifi- 
cate for the '681 patent summarized her analysis of the 
prior art by stating that none of the cited references "ad- 
dresses the presence of hematopoietic stem cells in um- 
bilical cord or placental blood, that these cells may suc- 
cessfully be cryopreserved, or that, as a collection from a 
single human at birth, these cells may comprise an 
amount that is sufficient to effect hematopoietic reconsti- 
tution of a human adult." That explanation is flawed for 
three reasons. First, as we have explained, the prior art 
references and the admissions in the specification ad- 
dress the presence of hematopoietic stem cells in cord 
blood, even though the references may not conclusively 
prove their presence. Second, Koike established that cord 
blood could be cryopreserved without substantial losses 
in the population of progenitor cells; the inventors con- 
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tributed nothing more with respect to cryopreservation, 
as their mouse experiments were not performed with 
cryopreserved blood. Third, while the joint specification 
states that the amount of cord blood obtained at the time 
of birth [**63] would often be sufficient to transplant an 
adult, the inventors reached that conclusion simply by 
comparing the known properties of bone marrow against 
the results of routine testing of their own cord blood 
samples. 

The specification explains that, because of the in- 
ability to determine the number of stem cells present in a 
particular composition, researchers and transplanters use 
surrogate assays from which they can infer that stem 
cells are present and in roughly what numbers. One of 
the surrogate assays that the joint specification describes 
in detail and that was the subject of testimony at trial is 
the assay for CFU-GM (colony-forming units for granu- 
lyte and macrophage cells), i.e., progenitor cells that 
produce the more specialized granulyte and macrophage 
cells. The inventors compared the results of conventional 
CFU-GM assays of cord blood samples with published 
reports of the number of CFU-GM in bone marrow sam- 
ples sufficient for successful hematopoietic reconstitu- 
tion. '681 patent, col. 50, line 64, to col. 51, line 15; '553 
patent, col. 51, 11. 44-68. Thus, the inventors reported 
that prior art studies showed that in cases involving 
autologous bone marrow transplants, "rapid [**64] re- 
population of hematopoiesis in patients with acute leu- 
kemia was associated with as few as 0.25 million pro- 
genitor cells 

[CFU-GM]." '681 patent, col. 13, II. 49- 
-54. The inventors* assays of cord blood 
samples, confirmed by prior art studies, 
showed that 50 milliliters of cord blood 
would contain up to more than 0.5 million 
CFU-GM. Id., col. 13, II. 55-63. Thus, 
the inventors' conclusion that a single unit 
of cord blood can result in hematopoietic 
reconstitution of an adult was simply the 
result of a comparison between the well- 
known properties of bone marrow and 
their own conventional [* 1 367] assays of 
a number of samples of cord blood. 



In sum. while the issue of obviousness in this case 
presents us with a difficult question in light of the stan- 
dards of proof and review that are applied to an appellate 
challenge to a jury verdict of nonobviousness. we are 
persuaded that there was clear and convincing evidence 
that the asserted claims of the '681 and '553 patents 
would have been obvious and that it was unreasonable 
for the jury to reach the opposite conclusion. We there- 



fore reverse the denial of JMOL on that issue and re- 
mand to the district court for entry of judgment in the 
defendants' [**65] favor. 

VI 

This was a closely contested case both at trial and on 
appeal, and the JMOL motions presented the district 
court with an unusually difficult set of challenges. We 
are satisfied that the district court correctly resolved each 
of the issues that the parties have raised and we have 
addressed on appeal, with the sole exception of the cross- 
appeal on the issue of obviousness. We therefore affirm 
the judgment of the district court with respect to the ap- 
peal but reverse the judgment on the cross-appeal with 
respect to the issue of obviousness. As to that issue, we 
reverse and remand to the district court for entry of 
judgment in the defendants' favor. 

Each party shall bear its own costs for this appeal 
and cross-appeal. 

AFFIRMED IN PART, REVERSED IN PART, and 
REMANDED. 

DISSENT BY: NEWMAN 

DISSENT 

NEWMAN, Circuit Judge, dissenting. 

I respectfully dissent. After a three week trial the 
jury sustained the validity of these patents, the district 
court in a thorough opinion upheld the verdicts of valid- 
ity, and validity was confirmed in three reexaminations 
by the Patent and Trademark Office. Today my col- 
leagues on this panel hold that the inventions in the '681 
patent and its continuation-in-part the '553 patent [**66] 
are obvious to them, and not infringed. 

The undisputed evidence at trial was that these long- 
sought life-saving inventions were achieved amid gen- 
eral scientific skepticism, despite the extensive research 
that was being conducted by many scientists in this field, 
as set forth in the patents in suit. The discoveries of these 
inventors were met with universal acclaim and wide- 
spread utilization, including the founding of many com- 
mercial enterprises, all of which are reported to have 
licensed the patents except for these defendants. Unim- 
pressed by these considerations, my colleagues on this 
panel now reconstruct these inventions by selection and 
inference, with perfect hindsight of the discoveries. The 
evidence at trial was that this achievement eluded per- 
sons working in the field, despite speculation concerning 
its potential and recognition of its value if it could actu- 
ally be achieved; despite the powerful interest in such a 
life-saving advance. Instead, my colleagues simply re- 
weigh selectively extracted evidence, ignore the actual 
peer response and acclaim at the time these inventions 
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were made, and decide that this long-sought advance 
would have been obvious to this court. 

Inventors [**67] Edward A. Boyse, Hal E. Brox- 
meyer, and Gordon W. Douglas made possible a new 
industry with PharmaStem's predecessor Biocyte, Inc., 
founded by the inventors. The record contains many pub- 
lications reporting the work of these inventors, and the 
evidence was undisputed that they were the first to 
achieve the transplantation of umbilical cord stem cells 
for reconstitution of the human hematopoietic system. 
Although my colleagues manage to reconstruct this ex- 
tensive scientific effort as simple routine that is obvious 
to judges, the processes of discovery in [* 1368] com- 
plex science make it particularly necessary to view the 
achievement in the context of the knowledge at the time 
the invention was made, and to judge it as it was judged 
by scientific peers at that time, with the assistance of the 
hard fact of commercial success in a field in which the 
need was great and success had long been eluded. See 
Graham v. John Deere Co., 383 US. 1, 17-18, 86 S. Ct. 
684, 15 L. Ed 2d 545 (1966) ("Such secondary consid- 
erations as commercial success, long felt but unsolved 
needs, failure of others, etc., might be utilized to give 
light to the circumstances surrounding the origin of the 
subject matter sought to be patented.") (quoted in KSR 
International Co. v. Teleflex Inc., 127 S. Ct. 1727, 1734, 
167 L. Ed. 2d 705 (2007)). 

The [**68] panel majority scours the prior art for 
clues that could fit the eventual achievement, and then 
rules that the achievement was obvious, no matter that it 
eluded the others whose work is now compiled by this 
court so as to invalidate these patents. The "prior art" 
selected by my colleagues spans many years of scientific 
interest and effort, yet the ultimate discovery of the pres- 
ence of stem cells along with or instead of progenitor 
cells, the successful preservation of these cells, the ex- 
tensive experimentation with transplantation into animal 
models and ultimately into humans, and the successful 
hematopoietic reconstitution of blood that has been de- 
stroyed by disease or radiation, was not achieved in the 
prior art. The judicial determination of "obviousness" 
should be made in the context of the state of knowledge 
at the time these inventions were made. Nor should the 
courts lose sight of the powerful policy that underlies the 
patent law, whereby recognition and protection of tech- 
nological and scientific advance is legally established in 
order to serve the public interest in having the benefit of 
such advance through economic enterprise. 

My colleagues ignore not only the scientific experts 
[**69] who testified at the trial, but also the PTO exam- 
iners who conducted the three reexaminations. In Dickin- 
son v. Zurko, 527 U.S. 150, 119 S Ct. 1816, 144 L. Ed. 
2d 143 (1999) this court was reminded of its obligation 
to give appropriate deference to agency expertise, includ- 



ing that of the PTO. The references that are analyzed by 
the panel majority, in its sua sponte finding of obvious- 
ness, were before the PTO for examination and multiple 
reexaminations. My colleagues do not explain where the 
PTO went wrong; instead, they rearrange the past, criti- 
cize the acclaim heaped on these inventors, and propose 
that if the people in this field knew what this court 
knows, they would not have been so impressed. 

To the contrary: the acclaim sounded by even these 
defendants is a powerful testament to how this invention 
was viewed. From my colleagues' invalidation of these 
patents on the ground of obviousness, reversing the jury 
verdict, I respectfully dissent. 1 must also dissent from 
the rejection of the jury verdict of infringement, for the 
district court applied a new and incorrect evidentiary 
standard that does not warrant ratification. 

THE VALIDITY ISSUES 

The jury's special verdicts upholding patent validity 
were sustained by the [**70] district court on post-trial 
motions. The defendants raised the ever-present multiple 
grounds of attack that appear in patent cases, and cross- 
appeal the jury verdicts on the issues of anticipation, 
indefiniteness, and obviousness, but do not appeal the 
verdicts for the plaintiff on the issues of inventorship, 
inequitable conduct, and antitrust violation. My col- 
leagues reverse the jury verdict of unobviousness, and 
decline to reach the verdicts upholding validity on the 
issues of anticipation and indefiniteness. [* 1 369] The 
district court sustained each of these verdicts. These is- 
sues were also raised for multiple reexaminations, and 
the PTO upheld patent validity on these grounds. 

The teaching of Cardinal Chemical Co. v. Morton 
International, Inc., 508 U.S. 83, 97, 113 S. Ct. 1967, 124 
L. Ed. 2d 1 (1993) ("[T]he Federal Circuit is not a court 
of last resort. If that court had jurisdiction while the case 
was pending before it, the case remains alive (barring 
other changes) when it comes to us. The Federal Circuit's 
detenu ination that the patents were not infringed is sub- 
ject to review in this Court, and if we reverse that deter- 
mination, we are not prevented from considering the 
question of validity merely because a lower court [**71] 
thought it superfluous."), strongly encourages our appel- 
late review of the major issues that were decided and 
appealed, if such issues would be relevant to patent va- 
lidity upon further proceedings in the Court. Review of 
the issues of validity that were litigated sheds further 
light on the nature of the invention; leaving these issues 
in silent limbo, despite the elaborate trial and appellate 
briefing and argument of these issues, distorts the context 
of the jury verdicts as well as the reexaminations. In this 
context I discuss the several issues of validity that are 
appealed, and explain why their judgment also warrants 
affirmance. 
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Anticipation 

The jury found that the patents had not been proven 
invalid on the ground of anticipation. "Anticipation" 
means lack of novelty; that is, that the invention was 
already known. It is a factual question whose finding, 
when tried to a jury, is reviewed for support by substan- 
tial evidence on the record as a whole. Acromed Corp. v. 
Sofamor Danek Group, Inc., 253 FJd 1371, 1378-79 
(Fed. Cir. 2001); Advanced Display Sys. v. Kent State 
Univ., 212 FJd 1272, 1281 (Fed. Cir. 2000). 

A patent claim is deemed anticipated when every 
element and limitation [**72] of the claim is found in a 
single prior art reference, either explicitly or inherently. 
Day co Products, Inc. v. Total Containment, Inc., 329 
FJd 1358, 1368 (Fed. Cir. 2003). In order to anticipate, 
the reference must place a person who has ordinary skill 
in the field of the invention, in possession of the inven- 
tion. See Akzo N. V. v. United States Int'l Trade Comm'n, 
808 F.2d 1471 (Fed Cir. 1986) ("anticipation requires 
that each and every element of the claimed invention be 
disclosed in a prior art reference. In addition, the prior art 
reference must be enabling, thus placing the allegedly 
disclosed matter in the possession of the public") 

The reference on which the defendants rely for. an- 
ticipation is an article by Kenichi Koike entitled "Cryo- 
preservation of Pluripotent and Committed Hemopoietic 
Progenitor Cells from Human Bone Marrow and Cord 
Blood," 25 Acta Paediatrica Japonica 275 (1983). Koike 
describes the preservation, by freezing in liquid nitrogen, 
of pluripotent and progenitor cells of bone marrow and 
umbilical cord blood, and shows that these cells retain 
much of their progenitor activity upon thawing. Koike 
does not mention stem cells, and states that "hematopoi- 
etic progenitor [**73] cells, especially pluripotent pro- 
genitor cells are the most important to repopulate the 
bone marrow." Id. at 276. Koike concludes with the sug- 
gestion that fetal cells or organs may be a source of pro- 
genitor cells for marrow transplantation, in the following 
statement: 

[T]he results that cord blood cells con- 
tain many pluripotent and nearby progeni- 
tor cells comparable to marrow cells, in- 
dicate that fetal hematopoietic cells or or- 
gans may be useful as one of [* 1 370] the 
sources of hematopoietic progenitor cells 
for marrow transplantation. 

Koike at 28 1. 

The defendants argued at trial, and repeat on this ap- 
peal, that even if stem cells were not known or shown by 
Koike to be present in umbilical cord blood, the claims 



are "inherently" anticipated by Koike because stem cells 
were present even if unknown. PharmaStem responded 
that inherent anticipation is avoided by lack of recogni- 
tion, by lack of enablement, and by the limitations in the 
claims, including for the '681 claims the limitations to 
therapeutic compositions and the requirements that the 
cryopreserved cord blood units contain sufficient stem 
cells to reconstitute an adult. These aspects were exten- 
sively probed at the trial, and witnesses explained 
[**74] the various claim limitations and the prior art. 

The district court, on post-trial motions, held that the 
jury verdict that the claims are not anticipated was sup- 
ported by substantial evidence. The court referred to tes- 
timony of the expert witnesses for both sides, who 
agreed that Koike did not show hematopoietic reconstitu- 
tion using cord blood, and that Koike did not enable 
transplantation. The defendant's expert witness testified 
(on cross-examination) that Koike's small samples could 
not contain a therapeutic amount of stem cells, and that 
the Koike article does not reflect knowledge of stem cells 
or indicate their presence to persons of skill in the field 
or show how to achieve transplantation of cord blood 
cells. As explained in In re Donohue, 766 F.2d 531, 533 
(Fed. Cir. 1985), possession of the invention adequate to 
show anticipation requires that a person of ordinary skill 
in the field of the invention would discern every element 
of the invention in the allegedly anticipating reference, 
and know how to carry it out based on the state of 
knowledge at the time of the reference. See, e.g., Elan 
Pharms., Inc. v. Mayo Found, 346 FJd 1051, 1054 
(Fed. Cir. 2003) (a claim "cannot [**75] be anticipated 
by a prior art reference if the allegedly anticipatory dis- 
closures cited as prior art are not enabled"). There was 
substantial evidence that Koike did not establish that 
there were stem cells in umbilical cord blood nor teach a 
therapeutic composition for use in hematopoietic recon- 
stitution of a human adult. 

The '681 patent describes the prior art in detail, in- 
cluding the following with respect to stem cells in human 
umbilical cord blood: 

A human hematopoietic colony-forming 
cell with the ability to generate progeni- 
tors for secondary colonies has been iden- 
tified in human umbilical cord blood (Na- 
kahata, T. and Ogawa, M, 1982, J. Clin. 
Invest. 70:1324-1328). In addition, hema- 
topoietic stem cells have been demon- 
strated in human umbilical cord blood, by 
colony formation, to occur at a much 
higher level than that found in the adult 
(Prindull, G. ; et aL 1978, Acta Paediatr. 
Scand. 67:413-416; Knudtzon, S., 1974, 
Blood 43(3):357-361). 
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'681 patent, col. 4, lines 15*24. The '681 patent explains 
that the differences between stem and progenitor cells 
are operational and depend on functional rather than on 
morphological criteria. Col. 3, lines 4-39. In functional 
assays, stem cells [**76] can be identified by spleen 
colony forming units (CFU-S), whereas multipotent pro- 
genitor cells can be identified through colony-forming 
unit-granulocyte, erythrocyte, monocyte/macrophage, 
megakaryocyte (CFU-GEMM) relatively differentiated 
progenitor cells through colony-forming unit- 
granulocyte, macrophage (CFU-GM) and burst-forming 
unit-erythroid (BFU-E). Id. at col. 26, lines 1-16. Koike, 
in determining the viability of the cryopreserved fetal 
bone marrow and cord blood, [*1371] employed CFU- 
GM and BFU-E assays to measure progenitor cells, not 
stem cells. 

The patent examiner concluded, and witnesses at 
trial testified, that the Koike reference is directed to pro- 
genitor cells, not stem cells. The reexamination record 
was in evidence, wherein the examiner stated: 

The remaining references that recited 
umbilical cord blood, specifically the Ko- 
ike and Vidal references, recited the cryo- 
preservation of a Ficoll-Hypaque fraction 
of umbilical cord blood and did not pro- 
vide any evidence that viable human neo- 
natal or fetal hematopoietic stem cells 
were present in the thawed samples. 



Notice of Intent to Issue Reexamination Certificate at 4 
(Jan. 1 1, 2000). The examiner observed that Koike did 
not mention [**77] stem cells and did not show or en- 
able transplantation to an adult, and that although Koike 
postulated that cord blood may be a source of hemato- 
poietic progenitor cells, Koike did not show how or if 
such use could be achieved. The examiner's reasons for 
allowance included the following: 

. . . Since hematopoietic stem cells en- 
gage in both replication and differentia- 
tion, the presence of progenitors (differen- 
tiated stem cells) is not predictive of the 
presence of stem cells. All of the prior art 
references which taught the cryopreserva- 
tion of a Ficoii-Hypaque fraction of um- 
bilical cord blood assayed for the pres- 
ence of progenitor cells and merely theo- 
rized on the presence of stem cells. None 
of the prior art references demonstrated 
the presence of stem cells in the umbilical 
cord blood. 



Id. When the reference relied on at trial was before the 
patent examiner, a reasonable jury may give weight to 
the examiner's view of the reference when deciding 
whether invalidity has been proved by clear and convinc- 
ing evidence. See Hewlett-Packard Co. v. Bausch & 
Lomb Inc., 909 F.2d 1464, 1467 (Fed. Cir. 1990) (refer- 
ring to the particularly heavy burden in establishing inva- 
lidity on the same prior art [**78] that was examined in 
the PTO). 

The defendants argue that it is irrelevant whether 
Koike described or recognized the presence of stem cells 
in cord blood, because they were inherently there. How- 
ever, as discussed in Turbo Care Div. Of Demag Delaval 
Turbomachinery Corp. v. General Electric Co., 264 F.3d 
1111 1U9 (Fed Cir. 2001), "[i]n order for a disclosure 
to be inherent, 'the missing descriptive matter must nec- 
essarily be present in the [original] applicant's specifica- 
tion such that one skilled in the art could recognize such 
a disclosure," (quoting Tronzo v. Biomet, Inc., 156 F.3d 
1154, 1159 (Fed. Cir. 1998)). As the district court 
pointed out and as the expert witnesses testified, Koike 
does not show the claim limitations to therapeutic com- 
positions or that the cryopreserved blood units must be 
from a single human or that stem cells must be present in 
an amount sufficient for hematopoietic reconstitution of 
a human adult, or suggest how to conduct a successful 
transplantation. Witnesses testified that persons in this 
field of science did not have the knowledge to routinely 
fill these omissions, and reinforce the examiner's state- 
ment that "the presence of progenitors (differentiated 
[**79] stem cells) is not predictive of the presence of 
stem cells." See Reexamination Notice of Intent, supra; 
see also Elan Pharmaceuticals, 346 F.3d at 1057 (dis- 
cussing the need for evidence on the question of whether 
the reference placed a person of ordinary skill in posses- 
sion of the invention as claimed); Rosco, Inc. v. Mirror 
Lite Co., 304 F.3d 1373, 1380 (Fed Cir. 2002) ("Under 
the doctrine of inherency, if an element is not expressly 
disclosed in a prior art reference, the reference will still 
be deemed to anticipate [* 1 372] a subsequent claim if 
the missing element 'is necessarily present in the thing 
described in the reference, and that it would be so recog- 
nized by persons of ordinary skill.'") Particularly when 
the science or technology is new or complex, a bare sug- 
gestion or hope that requires significant experimentation 
for implementation or verification is not an invalidating 
"anticipation" of that which is ultimately achieved. 

These aspects were explored at the trial, with wit- 
nesses for both sides agreeing that it was not known, at 
the time of the Koike reference, how to use cord blood 
for marrow transplantation and human reconstitution. 
The district court concluded that a reasonable [**80] 
jury could have found that no single reference described 
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all of the '681 patent claim limitations, explicitly or in- 
herently. The panel should review this issue in the inter- 
est of finality, and rule that the verdict that anticipation 
of the '681 claimed invention had not been established 
was supported by substantial evidence, and was properly 
sustained by the district court. 

The '553 claims are directed to method steps, includ- 
ing the step of introducing the stem cells into a human 
host. The district court summarized the evidence as fol- 
lows: 

It is undisputed that Koike did not in- 
troduce cord blood into a human, which is 
a necessary limitation of the '553 Patent. 
The defendants claim that Koike's sugges- 
tion that introducing the stem cells into a 
human host should be done is a suffi- 
ciently enabling disclosure to warrant a 
finding of anticipation. Even so, the re- 
cord contains substantial evidence from 
which a jury could find that a person of 
ordinary skill in the art would not have 
been so enabled. 



PharmaStem, 2004 U.S. Dist. LEXIS 18638, 2004 WL 
2898061 at *4. 

The defendants argue that Koike is as enabling as 
the patents in suit-an argument that could well have 
been rejected by the jury, for the '681 patent describes 
[**81] extensive animal transplantation experiments and 
shows surrogate assays of over one hundred cord blood 
units, and the '553 patent includes details of the trans- 
plantation of cryopreserved fetal cord stem cells to re- 
constitute the blood of a five-year-old child who was 
suffering from Fanconi's Anemia; in contrast with the 
absence of any such information in the Koike reference. 
The district court held that there was substantial evidence 
whereby a reasonable jury could have found that the Ko- 
ike reference did not anticipate the '553 claims. I agree. 
The panel should review and resolve this issue, which 
was fully appealed, in the interest of finality. 

lndefiniteness 

A similar obligation applies to the cross-appeal of 
validity on the ground of indeflniteness. The matter was 
fully presented on the appeal to this court, and warrants 
resolution. 

The defendants challenged both patents under 35 
U.S.C. '112, arguing that the claims are indefinite be- 
cause, at the time the patent applications were filed, stem 
cells in umbilical cord and placental blood could not be 
identified and the stem cell content could not be meas- 
ured. The defendants' position is that measurement of 



stem cell content required actually [**82] transplanting 
the blood into a host and observing its effect, and that 
since the '681 composition claims require stem cells "in 
an amount sufficient to effect hematopoietic reconstitu- 
tion of a human adult," the defendants could not know if 
they were infringing the claims. PharmaStem's position 
is that surrogate animal tests, as shown in its patents, 
adequately measure stem cell content. PharmaStem 
points out that the defendants all test the cord blood be- 
fore placing it in storage and when releasing it for trans- 
plant. The jury found [* 1 373] that the claims were not 
invalid on this ground, answering Question No. 10: 

Question No. 10 

Have the Defendants proven by clear 
and convincing evidence that the '681 
patent is indefinite in that on November 
12, 1987, a person of ordinary skill in the 
art would not have been able to determine 
from the patent what the claimed inven- 
tion covers? 

YES 

NOX 



Witnesses explained at the trial that the '681 specification 
describes the conduct of surrogate assays and their use to 
test for stem cells, and correlates the surrogate assays 
with therapeutic stem cell effect. Reviewing the evi- 
dence, the district court referred to the expert testimony 
of Dr. Malcolm Moore, [**83] a cell biologist, that the 
patents provide "ample information to determine the 
amount of cord blood needed for transplant in adults and 
children, and that the scientific community has in fact 
performed numerous transplants into adults. Moore Tr. at 
340-348." PharmaStem, 2004 U.S. Dist. LEXIS 18638, 
2004 WL 2898061 at *5. 

Section 112 requires that the claims point out "the 
subject matter which the applicant regards as his inven- 
tion." implementing the purpose of claims to identify 
what has been invented and found patentable, so that 
"one skilled in the art would understand the bounds of 
the claim when read in light of the specification." Miles 
Laboratories, Inc. v. Shandon, Inc., 997 F.2d 870, 875 
(Fed. Cir. 1993) ("If the claims read in light of the speci- 
fication reasonably apprise those skilled in the art of the 
scope of the invention, § 112 demands no more.") 

The courts have recognized, particularly in fields of 
new and evolving knowledge, that the claims can be no 
more precise than the knowledge in the field permits. See 
Hybritech Inc. v. Monoclonal Antibodies, Inc., 802 F.2d 
1367, 1385 (Fed. Cir. 1986) ("'if the claims, read in light 
of the specification, reasonably apprise those skilled in 
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the art both of the [**84] utilization and scope of the 
invention, and if the language is as precise as the subject 
matter permits, the courts can demand no more'") (quot- 
ing Shatterproof Glass Corp. v. Libbey-Owens Ford Co., 
758 F.2d6!3, 624 (Fed. Cir. 1985)). See also, e.g., Mar- 
ley Mouldings, Ltd. v. Mikron Indus., 417 F.3d 1356, 
1361 (Fed. Cir. 2005) (when a claim "is not insolubly 
ambiguous, it is not invalid for indefiniteness"); Exxon 
Research & Eng'g Co. v. United States, 265 F.3d 1371, 
1375 (Fed. Cir. 2001) ("if the meaning of the claim is 
discernible, even though the task may be formidable and 
the conclusion may be one over which reasonable per- 
sons will disagree, we have held the claim sufficiently 
clear to avoid invalidity on indefiniteness grounds"). The 
defendants argue that even if this criterion is met, it is 
inadequate to satisfy 7/2 in this case because the defen- 
dants had no way of being certain whether any unit of 
cord blood infringed the claims. The defendants argue 
that even if the science later evolved so that stem cell 
content could be directly measured, such information did 
not exist when the '681 application was filed. 

To patent an invention when the science or technol- 
ogy to which it is [**85] directed is incompletely devel- 
oped or understood, requires that it be described and 
claimed in terms adequate to communicate, to persons 
experienced in the field of the invention, what has been 
discovered. The f 68l patent states that "any of numerous 
assays for hematopoietic stem or progenitor cells may be 
used." Col. 25, lines 49-50. For example: 

[A]n item cell assay for CFU-S (colony 
forming unit-spleen) can be done. In this 
assay, cells considered to be multipoten- 
tial stem cells with self-renewal capacity 
can be measured by counting the number 
of colonies (nodules) on the spleen(s) of 
lethally-irradiated mice that [* 1374] 
have been inoculated with a composition 
containing the cells. 



Col. 26, lines 1-7. The CFU-S assay is done essentially 
the same way as progenitor cell assays such as BFU- 
E/CFU-GEMM and CFU-GM assays. Col. 48, lines 42- 
43. The specification states: 

A survey of published reports indicates 
that the number of CFU-GM infused for 
autologous bone marrow reconstitution in 
human patients, can be relied on as an in- 
dicator of the potential for successful he- 
matopoietic reconstitution (Spitzer, G.. et 
aL 1980, Blood 55(2): 317-323; Douay et 
aL 1986, Exp. Hematol. 14:358-365). By 
[**86] standardizing published data by 
patient weight, and assuming a patient 



weight of 150 pounds (67.5 kilograms), 
the calculated number of CFU-GM 
needed for successful hematopoietic re- 
constitution using autologous bone mar- 
row cells ranges from 2-425x10 <4>, with 
faster recovery noted using greater than 
10x10 <4> CFU-GM. 



Col. 50, line 64 to col. 51, line 8. The expert testimony at 
trial explained this and other descriptive text, whereby a 
reasonable jury could have concluded that the assays 
described in the patent serve to ascertain whether suffi- 
cient amounts of stem cells are present in the preserved 
cord blood to reconstitute the host. 

It was not disputed that the information in the speci- 
fication is as definite as the state of scientific knowledge 
at the time of filing. It has been recognized that the "exis- 
tence of an inescapable area of uncertainty is not suffi- 
cient justification for denying to the patentee the fruits of 
his invention." Georgia-Pacific Corp. v. U.S. Plywood 
Corp., 258 F2d 124, 136 (2d Cir. 1958) ("the policy of 
the patent statute contemplates granting protection to 
valid inventions, and this policy would be defeated if 
protection were to be accorded only to those patents 
which [**87] were capable of precise definition. The 
judicial function requires a balancing of these competing 
considerations in the individual case.") The district court 
fulfilled this judicial function, stating, in denying the 
defendants* motion for JMOL, that: "Given that there is 
no determinate or determinable minimum amount of cord 
blood for therapeutic usefulness in humans, the record 
supports that the '681 claim language is as precise as the 
subject matter permits." PharmaStem, 2004 U.S. Dist. 
LEXIS 18638, 2004 WL 2898061 at *5 (citing Hybritech, 
supra). As the district court ruled, there was substantial 
evidence whereby the jury could have found that the 
claims of the '681 and '553 patents would be understood 
by persons in the field of the invention. The verdict that 
the claims are not invalid for indefiniteness should be 
sustained, and should be reviewed, not left dangling on 
appeal. 

Obviousness 

The ultimate solution of a previously intractable 
problem can indeed appear to become apparent in hind- 
sight after the final successful step is taken. Yet that final 
step in this case was not taken by those who came be- 
fore, and was clearly not "obvious" to contemporaries, 
who acclaimed the achievement. Even the defendants' 
expert [**88] witness acknowledged that before the 
work of these inventors "stem cells could not be conclu- 
sively proved to be present in cord blood." Maj. op. at 
42. Nonetheless this court rejects the testimony and ad- 
missions of the defendants, and uses present knowledge 
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of the inventors' success to find that it was obvious all 
along. 

When trial is to a jury, the court instructs the jury as 
to the applicable law, and the jury applies the law to the 
facts as it finds them. Appellate review is on the standard 
of determining whether there was substantial evidence to 
support the jury's express or presumed factual findings, 
and whether the jury applied the [* 1375] correct law to 
those findings. See C.R. Bard, Inc. v. MS Systems, Inc., 
157 F.3d 1340, 1351-52 (Fed Cir. 1998) ("We review a 
jury verdict of obviousness to determine whether sub- 
stantial evidence supports the factual findings predicate 
to the legal conclusion of obviousness and whether such 
findings can support the verdict, with appropriate con- 
sideration of the presumption of validity and the re- 
quirement that obviousness be proved by clear and con- 
vincing evidence; factual inferences are drawn and 
credibility determinations are accepted in favor of the 
[**89] verdict winner.") The question is whether the 
jury's verdict is sustainable on the evidence presented, 
not whether we could have or would have gone the other 
way on the evidence presented. 

The jury answered "NO" to the question whether the 
'681 and '553 claimed inventions "would have been ob- 
vious to a person of ordinary skill in the field of the in- 
vention." Responding to the defendants' challenge to the 
verdict, PharmaStem points to the evidence of the exten- 
sive research in this field of science ~ much of which is 
set forth in the patent specifications - and to the specific 
claim limitations. The broadest composition claim (the 
'681 patent) is as follows: 

1. A cryopreserved therapeutic compo- 
sition comprising: 

viable human neonatal or 
fetal hematopoietic stem 
cells derived from the um- 
bilical cord blood or pla- 
cental blood of a single 
human collected at the 
birth of said human, 

in which said cells are 
present in an amount suffi- 
cient to effect hematopoi- 
etic reconstitution of a hu- 
man adult; 

and an amount of 
cryopreservative sufficient 
for cryopreservation of 
said cells. 



This claim was the subject of two reexaminations, one 
preceding this litigation, the second completed during the 
past year. [**90] For the first reexamination, the exam- 
iner's reasons for allowance included the following: 
The claims as amended now avoid the 
prior art for the following reasons. First, it 
was noted that the only piece of prior art 
which taught a composition which could 
have combined an amount of viable hu- 
man neonatal or fetal hematopoietic stem 
cells sufficient to effect hematopoietic re- 
constitution of a human adult was the ref- 
erence of Ende. The Ende reference, pub- 
lished in 1972, recited the treatment of an 
individual undergoing treatment for leu- 
kemia who received a series of cord blood 
infusions from multiple donors and 
showed a transient change in red blood 
cell phenotype. Even though the authors 
of the Ende article describe the procedure 
as "transplantation," it is clear that such 
treatment did not result in hematopoietic 
reconstitution. Further, since no HLA typ- 
ing was performed, and multiple infusions 
were performed, one of ordinary skill in 
the art would have taken the disclosure of 
Ende to be equivalent to blood transfu- 
sions and would have had no expectation 
that the hematopoietic reconstitution of a 
human adult could have been performed. 
As a transfusion composition, one of or- 
dinary skill [**91] would have had no 
motivation to cryopreserve the cord 
blood, since whole blood for transfusion 
is not frozen, but stored st 4 degrees C 
and Ende further points out that any hos- 
pital with a maternity ward would provide 
sufficient aliquots of fresh cord blood. 



Notice of Intent to Issue Reexamination Certificate at 3-4 
(Jan. 1 1, 2000). The examiner discussed the state of the 
science, the content of the prior art, the known sensitivity 
of fetal liver and thymus stem cells to freezing, and the 
unpredictability of this field, and concluded: 

[* 1 376] This disclosure combined with 
the acknowledged sensitivity of hemato- 
poietic stem cells from fetal liver and 
thymus to cryopreservation and the fact 
that DMSO is toxic to fetal liver progeni- 
tor cells at concentrations nontoxic to 
bone marrow cells provides an unpredict- 
ability in the art of cryopreservation of 
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stem cells from different sources that ren- 
ders the suggestions of the prior art refer- 
ences as to the therapeutic uses of umbili- 
cal cord blood (whether cryopreserved or 
not) as a course of hematopoietic stem 
cells a situation of "obvious to try," which 
fails to provide a prima facie finding of 
obviousness 



Id. at 4. 

For the second reexamination, [**92] the examiner 
discussed additional arguments involving the same refer- 
ences on which this court now relies to invalidate the 
patent: 

At the time of the instant invention the 
use of cord blood for hematopoietic re- 
constitution had never been accomplished. 
Additionally, in vitro expansion of cord- 
blood stem cells prior to patient implanta- 
tion had not been successfully employed, 
and indeed is not in use as of today as in- 
dicated by the Dr. Zander declaration. 
Accordingly, determination of a pharma- 
ceutically efficacious and safe dosage that 
results in human adult hematopoietic re- 
constitution would necessarily require un- 
due experimentation, thus precluding en- 
ablement. In this respect, it was patentee's 
in vitro progenitor assays taken in con- 
junction with in vitro mice testing show- 
ing hematopoietic reconstitution with a 
relatively small amount of neonatal blood, 
that provided the necessary teaching to 
enable the obtaining of effective hemato- 
poietic reconstituting dosages in children 
(extrapolatable to adults) by utilizing cord 
blood volumes (50-100 ml) derived from 
a single adult. Thus, neither the Koike 
reference taken alone anticipates, nor a 
combination of references render obvious, 
the instantly [**93] claimed invention. 



Reexamination - Reasons for Patentability/Confirmation 
(Dec. 29. 2006). No error has been shown in this analy- 
sis, which warrants deference in accordance with the 
strictures of the Administrative Procedure Act. See Dick- 
inson v. Zurko, 527 U.S. at 164 ("A reviewing court re- 
views an agency's reasoning to determine whether it is 
"arbitrary" or "capricious." or. if bound up with a record- 
based factual conclusion, to determine whether it is sup- 
ported by "substantial evidence."), citing SEC v. Chenery 



Corp., 318 U.S. 80, 89-93, 63 S Ct. 454, 87 L. Ed. 626 
(1943). 

The record contains testimony that scientists work- 
ing in the field of hematopoietic reconstitution did not 
expect cord blood to be a successful transplant tissue or a 
useful source of hematopoietic stem cells. There was 
testimony that earlier efforts at using cord blood had 
encountered problems, and that there was skepticism and 
surprise at the inventors' achievement. The reaction of 
scientific peers after the achievement is relevant to 
whether the invention would indeed have been obvious 
at the time it was made. See Cardiac Pacemakers, Inc. v. 
St. Jude Medical, Inc., 381 R3d 1371, 1376 (Fed Cir. 
2004) (evidence of skepticism that the multi-mode 
[**94] treatment of the invention could be achieved sup- 
ported the jury verdict of nonobviousness); Metabolite 
Laboratories, Inc. v. Laboratory Corp. of America Hold- 
ings, 370 F.3d 1354, 1368 (Fed Cir. 2004) (evidence 
that skilled artisans were initially skeptical about the 
invention supported the jury's verdict of nonobvious- 
ness). 

The significance of the inventors' work was in evi- 
dence, including their founding of Biocyte and spawning 
of the industry of collecting and cryofreezing umbilical 
cord blood. In evidence was defendant ViaCord's 
[* 1 377] "business plan" which identified these inventors 
as "the trailblazers": 

The founding scientists are core re- 
searchers in this field and have published 
many related articles. Biocyte's time, en- 
ergies, and financial resources have been 
spent doing much education and devel- 
opment in this field. They are the trail- 
blazers. 



A communication to these inventors from the founder of 

defendant Cryo-Cell stated: 

[N]o one will ever dispute that you, as 
the pioneers in the medical technology . . . 
will be the frontrunners in the field of util- 
izing of the blood from the umbilical cord 
for restoring hematopoietic through mar- 
row transplants. 



Such evidence assists in replacing [**95] judicial hind- 
sight with objective determination as of the time of the 
invention. See Vandenberg v. Dairy Equip. Co., 740 
F.2d 1560, 1567 (Fed Cir. 1984) (in "determining the 
question of obviousness, inquiry should always be made 
into whatever objective evidence of nonobviousness 
there may be"). In Graham v. John Deere Co, 383 U.S. 
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1, 17-18, 36, 86 S. Ct. 684, 15 L. Ed. 2d 545 (1966) the 
Court counseled that "Such secondary considerations as 
commercial success, long felt but unsolved needs, failure 
of others, etc., "serve to guard against slipping into use 
of hindsight and to resist the temptation to read into the 
prior art the teachings of the invention in issue," cited in 
KSR v. Teleflex, 127 S. Ct. at 1734. 

PharmaStem's expert, Dr. Bernstein, testified that no 
prior art showed that cord blood contains stem cells, and 
that persons of skill in this field would not have had a 
reasonable expectation of success in carrying out the 
claimed process. Dr. Bernstein also discussed the early 
uncertainties and mistaken understanding concerning 
stem and progenitor cells. His testimony is now disputed 
by this court, denying it the weight that a reasonable jury 
could have given it. Dr. Bernstein had explained at the 
trial that [**96] at the time of filing the patent applica- 
tion the differences between stem cells and progenitor 
cells could not be measured and were not well under- 
stood. The jury could have accepted this testimony, and 
indeed the defendants did not refute it; but the panel ma- 
jority now holds that the inventors' apparently inconsis- 
tent use of stem and progenitor terminology constitutes 
an "admissionf] in the specification regarding the prior 
art" which is then "binding on the patentee for purposes 
of a later inquiry into obviousness." Maj. op. at 42. This 
is not a simple issue, but the jury could reasonably have 
concluded, as did the district court, that the prior art did 
not show that there were stem cells in cord blood, and 
that one of ordinary skill in this field would not have had 
a reasonable expectation of successful use of cord blood 
to reconstitute a human adult. 

A reasonable jury could have found that these inven- 
tors were not simply conducting a routine optimization, 
as my colleagues now rule on what they describe as the 
"more difficult question [of) whether the prior art would 
have given rise to a reasonable expectation of success in 
creating the [claimed inventions]." My colleagues state 
that [**97] they are "plainly satisfied" that "a person of 
ordinary skill in the art would have had reason to attempt 
to make [the claimed inventions]." 1 agree that there was 
reason to seek a cure for destroyed blood cells, and that 
scientists have been seeking such a cure for a long time, 
including those scientists whose work is the cited prior 
art. There has been much hopeful speculation about the 
potential of stem cells, although this remedy eluded those 
who came before. 

It is often far easier to recognize the problem than to 
find and demonstrate the solution. The patent law recog- 
nizes that advances of great power may be based as 
[* 1 378] much on persistent and skilled investigation as 
on the flash of creative genius, for both serve to tran- 
scend that which was previously achieved. See 35 US.C. 
103 ("Patentability shall not be negatived by the manner 



in which the invention was made.") My colleagues go 
too far in limiting the patent system to the serendipitous 
and the unexpected. Maj. op. at 35 ("while their work 
may have significantly advanced the state of the science 
of hematopoietic transplantations by eliminating any 
doubt as to the presence of stem cells in cord blood," 
they "merely used routine [**98] research methods to 
prove what was already believed to be the case"). Fur- 
ther, these scientists not only established the presence of 
stem cells, but also enabled their development for pres- 
ervation and hematopoietic reconstitution. 

The court's approach reflects misperception of the 
scientific process as well as the patent purpose. Scientific 
methodology usually starts with a hypothesis based on 
what is already known; the record shows that several 
scientists mentioned the idea of rebuilding destroyed 
blood cells. However, none achieved this long-sought 
goal, and the record shows the extreme skepticism con- 
cerning even the possibility of this achievement. The 
district court found that there was "tremendous skepti- 
cism in the transplant field regarding the use of cord 
blood as a transplant tissue," and that the jury could have 
found that "prior to the inventions of the Patents-in-suit, 
those in the field of hematopoietic reconstitution would 
not have expected cord blood to be a successful trans- 
plant tissue." 

Nonetheless, my colleagues deny the value of this 
long-sought result, whereby for the first time umbilical 
blood was preserved and recovered and used to reconsti- 
tute the hematopoietic [**99] systems in mammals, 
demonstrated with the mice experiments reported in the 
'681 patent, and the human transplant in the f 553 patent. 
Not even the defendants denigrate the inventors' 
achievement as "merely supporting evidence" for an "ex- 
pected" result, as in the maj. op. at 39. Even if this court 
were not required to recognize the substantial evidence 
in support of the jury verdict, even if APA deference 
were not required to the three PTO reexaminations, one 
must pause at the powerful evidence of the acclaim that 
was accorded to this achievement, by these defendants as 
well as by scientific peers. 

There was substantial evidence whereby the jury 
could have sustained the unobviousness of the f 681 and 
'553 inventions. I must, respectfully, dissent from the 
panel majority's invalidation of these patents on this 
ground. 

INFRINGEMENT 

The jury found infringement of the '681 and '553 
patents. In determining whether substantial evidence 
supported the verdict, the evidence before the jury and 
all reasonable inferences therefrom must be viewed in 
the light that is favorable to the verdict, without substi- 
tuting the court's view of the evidence for that of the 
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jury. Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 254- 
55, 106 S. Ct. 2505, 91 L. Ed. 2d 202 (1986); [**I00] 
see SIBIA Neurosciences, Inc. v. Cadus Pharm. Corp., 
225 F3d 1349, 1355 (Fed. Cir. 2000) ("In reviewing the 
record, we must draw all reasonable inferences in favor 
of the prevailing party, and not make credibility determi- 
nations or substitute our view of the conflicting evidence 
for that of the jury.") My colleagues, like the district 
court, grant JMOL on a ruling of law and evidence that 
was not presented to the jury, and that in all events does 
not support reversal of the verdict. 

My colleagues appear to hold that infringement can- 
not be found because the cryopreserved cord blood "re- 
lates only as possibilities" for "future use in adult trans- 
plants." [* 1379] Indeed, this entire system is designed 
for possible future needs of the infant itself or family 
members. The defendants' testimony was uniformly to 
the effect that this "possibility" was the purpose of their 
preservation service (the record also describes a case in 
which the cord blood was used to treat the mother's exist- 
ing disease). The evidence was that most but not all of 
the cryopreserved cord blood that has been transplanted 
was to children, with about ten percent transplanted to 
adults. PharmaStem is correct that this ratio relates 
[**101] to damages, and does not simply serve to negate 
all liability for infringement. 

The district court ruled that PharmaStem had not 
proved infringement because PharmaStem did not sepa- 
rately analyze the stem cell content of each sample of 
cord blood. PharmaStem presented evidence that sepa- 
rate analysis was unnecessary because each defendant 
had analyzed each sample before accepting it for storage. 
Every defendant testified that the blood it collected and 
stored was analyzed for cell content at the time of collec- 
tion. The jury was not instructed that such evidence was 
inadequate and inadmissible - as the district court ruled 
post-trial. On the evidence presented, this is not a sound 
basis for rejecting the jury's verdict. The tardy rejection 
of the testimony of PharmaStem's expert witness, Dr. 
Hendrix, is an inappropriate application of Daubert and 
its succeeding cases, on which the panel majority relies, 
for there was no criticism of the expert's scientific cre- 
dentials or her analysis of the prior art and the state of 
the science. See Daubert v. Merrell Dow Pharms., 509 
U.S. 579, 590, 11 3 S. Ct. 2786, 125 L. Ed. 2d 469 (1993) 
(for a scientific assertion to "qualify' as 'scientific knowl- 
edge,' an inference or assertion must [**102] be derived 
by the scientific method"); Kumho Tire Co. v. Carmi- 
chael, 526 U.S. 137, 119 S Ct. 1167, 143 L. Ed. 2d 238 
(1999) (the principles of Daubert apply broadly to "sci- 
entific, technical, or other specialized knowledge"). 

The district court's ground of exclusion was not that 
Dr. Hendrix made an error of law or of scientific fact, but 
simply that she also stated her opinion concerning the 



defendants' marketing statements that they test and pre- 
serve cord and neonatal blood for possible future child 
and adult use — testimony that the district court criticized 
because it did not require scientific expertise. Whatever 
the virtue of that criticism, it is clear that the district 
court's (and my colleagues') exclusion of the entire testi- 
mony of this eminent scientist on this ground is not what 
the Daubert ruling is about. There was no testimony con- 
trary to the view of Dr. Hendrix of the scope of the rep- 
resentations made in the marketing materials, and no 
challenge to the accuracy of her statements. Presentation 
of expert testimony was in compliance with the general 
rule that "typically expert testimony will be necessary in 
cases involving complex technology," Centricut, LLC v. 
Esab Group, Inc., 390 F.3d 1361, 1370 (Fed. Cir. 2004), 
[**103] and this expert's testimony did not cross the 
boundaries of admissibility. 

The '681 Patent 

The district court granted JMOL of noninfringement 
of the % 681 patent on the ground that PharmaStem had 
not proved that 100% of the defendants' preserved cord 
and neonatal blood contained sufficient stem cells to 
reconstitute an adult. The district court reasoned that 
since PharmaStem took the litigation position that it was 
entitled to damages measured as a royalty based on 
100% of the preserved blood, to prove infringement 
PharmaStem had to prove that 100% of the preserved 
blood contained sufficient stem cells to provide adult 
reconstitution, by analyzing 100% of the preserved 
blood. As I have mentioned, PharmaStem complains that 
this criterion differed from that [*1380] on which the 
jury was instructed, and also states that even this crite- 
rion was met by substantial evidence presented at the 
trial. 

My colleagues, overturning the jury verdict, hold 
that there is no infringement of the '681 patent because 
PharmaStem did not retest every unit of stored blood to 
determine its stem cell content. They ignore the evidence 
that every unit was tested by each defendant before being 
placed into cryogenic storage; [**104] every defendant 
so testified. It was not disputed that retesting of every 
unit could use up a significant amount of the precious 
preserved blood. No defendant asserted that it routinely 
cryogenically preserved cord blood that did not contain 
sufficient stem cells to be potentially useful for hemato- 
poetic reconstitution. A reasonable jury could have con- 
sidered this evidence to find that each element of the 
claims was met. Instead, my colleagues simply rule that 
without testing of the stored units there can be no liabil- 
ity at all. That evidentiary theory was not presented to 
the jury; it is too late to criticize as legally inadequate the 
testimony that was based on the defendants' own repre- 
sentations concerning the content of the stored umbilical 
and neonatal blood. 
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The verdict of infringement was supported by the 
defendants 1 own testimony setting forth their require- 
ments for stem cell content before accepting cord blood 
for cryopreservation. For example, defendant CBR's Sci- 
entific Director testified that every unit of cord blood 
presented to CBR for storage is tested to see if it contains 
a sufficient amount of stem cells to have "a [**105] 
good probability of being useful in the clinical setting." 
In evidence were CBR's website statements that "trans- 
plants have occurred for the newborn himself, the new- 
born's mother, father, and the newborn's cousin," and 
"umbilical cord blood from unrelated donors can restore 
hematopoiesis in adults who receive myeloablative ther- 
apy and associated with acceptable rates of severe acute 
and chronic GVHD [Graft vs. Host Disease]." 

The President of defendant CorCell testified that 
"what our marketing materials state [is] that it may be 
used to treat the donor or siblings or potentially parents," 
and that although only one CorCell stored cord blood 
unit had thus far been transplanted, that transplant was to 
an adult. There was testimony that CorCelPs cord blood 
samples are tested for "total nucleated, CD-34+ and vi- 
ability cell counts before and after processing," and "a 
colony-forming assay is conducted to evaluate the qual- 
ity and quantity of umbilical stem cells," and that a sam- 
ple is usually not preserved if its stem cell content is de- 
termined to be unsuitable for possible future use. The 
jury was shown CorCell's representation to investors that 
"a recent study of twenty-five (25) patients, [**106] 
published in the New England Journal of Medicine, simi- 
larly indicates that cryopreserved umbilical cord blood 
stem cells can be successfully engrafted in children and 
adults with a variety of hematologic or immunologic 
disorders." The jury saw evidence that CorCell defines 
potential recipients of the stored stem cells as "the family 
members of the newborn, mother, father, siblings and 
possibly grandparents." 

Defendant ViaCell's founder testified that each cord 
blood sample was tested to ensure that there is a suffi- 
cient amount of stem cell content to be therapeutically 
useful, as determined by ViaCell's Scientific Advisory 
Board. ViaCell's Senior Vice President testified that 
ViaCell counts the cells in every collected sample, and 
that its standard procedure states: "A minimum total NC 
count of 3.0 x 10 <8> is required to proceed with proc- 
essing." A ViaCell memorandum to investors stated that 
about 10% of all cord blood transplants were in adults, 
and a ViaCell witness testified [*138l] that ViaCell 
informs the public about adult use. 

At the trial none of the defendants denied the stem 
cell content of the blood they cryopreserved. other than 
to state that for the few cases where their analysis 
[** 107] at collection showed weak stem cell content they 
would consult with the infant's family before accepting 



and freezing the blood. The jury heard the defendants* 
testimony and unqualified representations concerning 
their screening of every stored sample of cord blood for 
stem cell content, and that they did not distinguish be- 
tween potential child and adult use of the stem cells. The 
jury could have relied on the defendants' testimony that 
their minimum threshold for cryopreservation is suffi- 
cient stem cells for transplantation, and that all of the 
defendants included possible adult use in their publicly- 
stated reasons for storing fetal cord and neonatal blood. 
PharmaStem points out that it was neither necessary nor 
prudent to test each unit of the defendants' stored blood 
for stem cell content, when each defendant had already 
done so. 

The jury was instructed: "A defendant is liable for 
directly infringing PharmaStem's patents if you find that 
PharmaStem has proven by a preponderance of the evi- 
dence that they have made, used, offered for sale or sold 
a composition that includes each and every element of at 
least one of the asserted claims of the '681 patent." The 
theory that each stored [**108] sample had to be sepa- 
rately analyzed by PharmaStem to show infringement 
was not presented as law to the jury. This was a new 
standard for infringement, for the jury was not told that 
the defendants' analyses of stem cell content could not 
provide evidence of stem cell content. 

When there is substantial evidence in support of the 
jury's verdict, it is irrelevant whether the appellate court 
would have preferred different or additional evidence. 
"When the jury is supplied with sufficient valid factual 
information to support the verdict it reaches, that is the 
end of a matter .... the jury's factual conclusion may not 
be set aside by a JMOL order." McGin/ey v. Franklin 
Sports, Inc., 262 F3d 1339, 1355 (Fed Cir. 2001). The 
district court erred in holding that it was necessary for 
PharmaStem to analyze, or provide detailed analysis re- 
sults, for the individual blood units in order to find in- 
fringement. My colleagues commit the same error, re- 
weighing the evidence to reach their preferred result, 
rather than considering whether substantial evidence as 
presented at the trial supports the verdict that was 
reached by the jury. 

The '553 Patent 

It was agreed at trial that the claims of the '553 pat- 
ent [**109] are not infringed until the step of transplant- 
ing the stem cells takes place. Since relatively few trans- 
plants of stored blood had been done, the royalties 
awarded by the jury were modest, and were not appealed. 
However, the verdict of infringement is supported by 
substantial evidence, and should stand. There was sub- 
stantial evidence that each step of the claimed invention 
is performed by the defendants followed by a transplant 
surgeon. Referring to claim 13. the defendants isolate the 
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umbilical cord and placental blood containing stem cells 
and cryopreserve it in liquid nitrogen; claim clauses (a) 
and (b). When instructed on behalf of the donor or family 
members, the blood is delivered to a surgical environ- 
ment where it is thawed, claim clause (c), and trans- 
planted into the human host, claim clause (d): 

13. A method for hematopoietic or im- 
mune reconstitution of a human compris- 
ing: 

(a) isolating human neonatal or fetal 
blood components containing hematopoi- 
etic stem cells; 

[*1382] (b) cryopreserv- 
ing the blood components; 

(c) thawing the blood 
components; and 



The jury found the defendants liable for "acting in con- 
cert or working together" with the transplant physicians, 
or contributing to the infringement of the f 553 patent, 
upon answering the following questions: 

Question No. 3: Substantial Non- 
Infringing Use 

Has PharmaStem proven 
by a preponderance of the 
evidence that cryopre- 
served cord blood has no 
substantial noninfringing 
use? 

YES X NO 



Question No. 4: Direct 
Infringement 

Has PharmaStem 
proven by a preponderance 



of the evidence that defen- 
dants and the transplant 
physicians are acting in 
concert or working to- 
gether to complete the 
process of infringement of 
claims 13, 19, 47, 53, or 57 
of the '553 patent by per- 
forming each and every 
one of the steps in any of 
those claims? 

YES X NO 



Question No. 5: Con- 
tributory Infringement 

Has PharmaStem 
proven that a defendant has 
contributorily infringed the 
'553 patent by selling or 
offering to sell cryopre- 
served cord blood that was 
actually used by a third 
party in the direct in- 
fringement of any of 
claims 13, 19, 47, 53, or 57 
of the f 553 patent? 

Answer separately for 
each defendant. 



ViaCell YES X NO 
CBR YES X NO 
Cryo-Cell YES X NO 
CorCell YES X NO 



PharmaStem thus received special [**lll] verdicts of 
both direct joint infringement and contributory infringe- 
ment. My colleagues grant JMOL on the ground that 
since the defendants are providing a service, not selling a 
product, they can not meet the "sale" requirement of con- 



(d) introducing the 
blood components into a 
suitable human host, such 
that the hematopoietic stem 
cells are viable and can 
proliferate within [**I10] 
the host. 
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tributary infringement, 35 U.S.C. § 271(c). 1 PharmaStem 
points out that a reasonable jury could have found that 
the defendants sell (rent) their blood-storage facilities to 
the donor's family, and that the defendants either con- 
tribute to or act in concert with the transplanting surgeon 
to practice the claimed method. 

1 § 271(c). Whoever offers to sell or sells within 
the United States or imports into the United 
States a component of a patented machine, manu- 
facture, combination or composition, or a mate- 
rial or apparatus for use in practicing a patented 
process, constituting a material part of the inven- 
tion, knowing the same to be especially made or 
especially adapted for use in an infringement of 
such patent, and not a staple article or commodity 
of commerce suitable for substantial noninfring- 
ing use, shall be liable as a contributory infringer. 

The principles of patent infringement are not ne- 
gated when the steps of a method claim are performed by 
more than [**1 12] one entity. There was no instruction 
as to legal impossibility of liability as to the '553 patent, 
and no objection was raised to the verdict questions. We 
are not told whether the legal theory of sale or rent was 
aired at the trial, but it is apparent that the jury was fully 
apprised of the nature of the accused activities, as re- 
flected in the jury questions. The processes of litigation 
require appellate review on the premises of the jury trial, 
lest invited error dominate trial tactics. 

No objection was raised to the jury instructions. The 
distinction relied on by [*1383] the panel majority, that 



the defendants were bailees, not sellers, does not negate 
the principles of infringement, whether viewed as joint 
infringement or contributory infringement. See, e.g., On 
Demand Machine Corp. v. Ingram Indus., Inc., 442 F.3d 
1331, 1334 (Fed. Cir. 2006) (approving instruction that 
"It is not necessary for the acts that constitute infringe- 
ment to be performed by one person or entity.") 
PharmaStem is correct that the issue to which this evi- 
dence applies relates to damages, not infringement, and 
points to the small amount of damages awarded for in- 
fringement of the '553 patent (damages for the '55 3 pat- 
ent [**1 13] were not appealed by the defendants). 

It is irrelevant whether any steps of a method claim 
can be viewed as a "service;" infringement requires only 
that the steps be performed. As discussed in Dmvson 
Chemical Co. v. Rohm and Haas Co., 448 U.S. 176, 188, 
100 S. Ct. 2601, 65 L. Ed. 2d 696 (1980), the purpose of 
the contributory infringement statute is "to protect patent 
rights from subversion by those who, without directly 
infringing the patent themselves, engage in acts designed 
to facilitate infringement by others," a criterion that the 
jury could have found was met by the facts and relation- 
ships of this case. On the instructions to the jury, the 
verdict of liability for contributory or joint infringement 
of the '553 patent is supported by substantial evidence, 
and should be sustained. 

From the court's departure from the procedures of 
appellate review of jury verdicts, and from the flawed 
law that is propounded, I must, respectfully, dissent. 
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MEDICHEM, S.A., Plaintiff- A ppellee, v. ROLABO, S.L., Defendant-Appellant. 

05-1179, 05-1248 

UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT 
437 FJd 1157; 2006 U.S. App. LEXIS 2653; 77 U.S.P.Q.2D (SNA) 1865 

February 3, 2006, Decided 



SUBSEQUENT HISTORY: Rehearing denied by, Re- 
hearing, en banc, denied by Medichem, S.A. v. Rolabo, 
S.L, 2006 U.S. App. LEXIS 7669 (Fed. Cir., Mar. 15, 
2006) 

PRIOR HISTORY: [**1] Appealed from: United 
States District Court for the Southern District of New 
York. Judge Jed S. Rakoff. 

Medichem, S.A. v. Rolabo, S.L, 2004 U.S. Dist. LEXIS 
23697 (S.D.N.Y., Nov. 19, 2004) 

DISPOSITION: AFFIRM ED-IN- PART, RE- 

VERSED-IN-PART. 

CASE SUMMARY: 



PROCEDURAL POSTURE: In an action for patent 
interference under 35 U.S.C.S. § 291, defendant manu- 
facturer appealed from a judgment on remand for the 
second time, in which the United States District Court 
for the Southern District of New York found the exis- 
tence of an interference-in-fact and awarded priority of 
invention to plaintiff manufacturer. 

OVERVIEW: The case dealt with the active pharma- 
ceutical ingredient in a popular allergy medication. The 
only significant difference between the parties' processes 
was that plaintiffs process required the presence of a 
chemical known as tertiary amine. Defendant argued that 
the district court erred in finding the existence of an in- 
terference-in-fact based on its finding that plaintiffs in- 
vention would have been obvious over the broader in- 
vention by defendant. The appellate court found no error, 
concluding that skilled artisans in possession of defen- 
dant's patent would have not only been motivated to add 
the chemical, but would have possessed a reasonable 
expectation that they would succeed in optimizing the 
reaction by adding it. Defendant also argued that the dis- 
trict court erred in awarding priority of invention to 



plaintiff based on the oral testimony of co-inventor, 
which defendant claimed was not corroborated by inde- 
pendent evidence. The appellate court agreed, conclud- 
ing that the modicum of additional corroborative value 
that could be assigned to a non-inventor's notebook fell 
short of that necessary for the notebook to be used to 
corroborate the alleged reduction to practice date. 

OUTCOME: The district court's determining that an 
interference-in-fact existed was affirmed. The district 
court's award of priority to plaintiff was reversed. 

LexisNexis(R) Headnotes 



Patent Law > U.S. Patent & Trademark Office Pro- 
ceedings > Interferences > Interference in Fact 
[HN1] The first step in an interference analysis is for a 
court to determine whether an interference exists under 
35 U.S.C.S. § 291 by asking whether the patents have the 
same or substantially the same subject matter in similar 
form as that required by the PTO pursuant to 35 U.S.C.S. 
§ 135. In order to make this determination, the court uses 
a "two-way" test which states that two patents interfere 
only if (1) invention A either anticipates or renders obvi- 
ous invention B, where Party A 's claimed invention is 
presumed to be prior art vis-a-vis Party B and (2) vice 
versa. 



Civil Procedure > Appeals > Standards of Review > 
General Overview 

Patent Law > U.S. Patent & Trademark Office Pro- 
ceedings > Interferences > Interference in Fact 
[HN2] In reviewing a district court's finding of an inter- 
ference-in-fact pursuant to the two-way test, an appellate 
court reviews, where necessary, both the subsidiary find- 
ings of anticipation and/or obviousness as they relate to 
the application of the test. 
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Civil Procedure > Appeals > Standards of Review > 
Clearly Erroneous Review 

Civil Procedure > Appeals > Standards of Review > De 
Novo Review 

Patent Law > Nonobviousness > General Overview 
Patent Law > Nonobviousness > Evidence & Procedure 
> Fact & Law Issues 

[HN3] In a patent context, obviousness under 35 
U.S.C.S. § J 03 is a legal conclusion that is reviewed de 
novo; however, it is based in turn on underlying factual 
determinations which are reviewed for clear error. Under 
the clear error standard, a reversal is permitted only 
when an appellate court is left with a definite and firm 
conviction that the district court was in error. 



Patent Law > Nonobviousness > Evidence & Procedure 
> Fact & Law Issues 

[HN4] The ultimate determination of whether an inven- 
tion would have been obvious under 35 U.S.C.S. § 
103(a) is a legal conclusion based on the factual Graham 
findings, e.g., (1) the scope and content of the prior art; 
(2) the level of ordinary skill in the prior art; and (3) the 
differences between the claimed invention and the prior 
art. 



Patent Law > Nonobviousness > Elements & Tests > 
Ordinary Skill Standard 

Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

[HN5] If all the elements of an invention are found in a 
combination of prior art references, a proper analysis 
under 35 U.S.C.S. § 103 requires, inter alia, considera- 
tion of two factors: ( 1 ) whether the prior an would have 
suggested to those of ordinary skill in the art that they 
should make the claimed composition or device, or carry 
out the claimed process; and (2) whether the prior art 
would also have revealed that in so making or carrying 
out, those of ordinary skill would have a reasonable ex- 
pectation of success. 



Patent Law > Nonobviousness > Elements & Tests > 
Ordinary Skill Standard 

Patent Law > Nonobviousness > Evidence & Procedure 
> Fact & Law Issues 

[HN6] In making obviousness determinations, the test is 
whether the subject matter of the claimed inventions 
would have been obvious to one skilled in the art at the 
time the inventions were made, not what would be obvi- 
ous to a judge after reading the patents in suit and hear- 
ing the testimony. Whether such a motivation has been 



demonstrated is a question of fact. Evidence of a motiva- 
tion to combine prior art references may flow from the 
prior art references themselves, the knowledge of one of 
ordinary skill in the art, or, in some cases, from the na- 
ture of the problem to be solved. 

Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

Patent Law > Nonobviousness > Elements & Tests > 
Teaching Away From Invention 

[HN7] When a piece of prior art suggests that the line of 
development flowing from the reference's disclosure is 
unlikely to be productive of the result sought by the ap- 
plicant, the piece of prior art is said to "teach away" from 
the claimed invention. As with other subsidiary obvious- 
ness inquiries, what a reference teaches and whether it 
teaches toward or away from the claimed invention are 
questions of fact. However, obviousness must be deter- 
mined in light of all the facts, and there is no rule that a 
single reference that teaches away will mandate a finding 
of nonobviousness. Likewise, a given course of action 
often has simultaneous advantages and disadvantages, 
and this does not necessarily obviate motivation to com- 
bine. Where the prior art contains "apparently conflict- 
ing" teachings (i.e., where some references teach the 
combination and others teach away from it) each refer- 
ence must be considered for its power to suggest solu- 
tions to an artisan of ordinary skill, considering the de- 
gree to which one reference might accurately discredit 
another. 



Patent Law > Nonobviousness > General Overview 
[HN8] Obviousness does not require absolute predict- 
ability of success. All that is required is a reasonable 
expectation of success. 



Patent Law> Nonobviousness > General Overview 
[HN9] To have a reasonable expectation of success, one 
must be motivated to do more than merely to vary all 
parameters or try each of numerous possible choices un- 
til one possibly arrived at a successful result, where the 
prior an gave either no indication of which parameters 
were critical or no direction as to which of many possible 
choices is likely to be successful. Similarly, prior art fails 
to provide the requisite "reasonable expectation" of suc- 
cess where it leaches merely to pursue a general ap- 
proach that seemed to be a promising field of experimen- 
tation, where the prior art gave only general guidance as 
to the particular form of the claimed invention or how to 
achieve it. 
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Civil Procedure > Appeals > Standards of Review > 
Clearly Erroneous Review 

Patent Law > Nonobviousness > Evidence & Procedure 
> Fact & Law Issues 

[HN10] A district court's finding of a reasonable expec- 
tation of success is a question of fact, which an appellate 
court reviews for clear error. 



Patent Law > Date of Invention & Priority > General 
Overview 

Patent Law > U.S. Patent & Trademark Office Pro- 
ceedings > Interferences > General Overview 
[HN11] At least a single description of an interfering 
subject matter is necessary for a determination of prior- 
ity. 

Patent Law > Date of Invention & Priority > General 
Overview 

[HN12] Under 35 U.S.C.S. § 291, a party that does not 
have the earliest effective filing date needs only to dem- 
onstrate by a preponderance of the evidence that it was 
the first to invent if the two patents or applications at 
issue were co-pending before the PTO. 

Patent Law > Date of Invention & Priority > Concep- 
tion Date 

Patent Law > Date of Invention & Priority > Reduction 
to Practice 

[HN13] Priority of invention goes to the first party to 
reduce an invention to practice unless the other party can 
show that it was the first to conceive of the invention and 
that it exercised reasonable diligence in later reducing 
that invention to practice. 



Patent Law > Date of Invention & Priority > Reduction 
to Practice 

[HN14] Where neither party relied on a date of concep- 
tion, priority of patent is properly awarded to the party 
that was the first to reduce its invention to practice, either 
actually or constructively. 



Patent Law > Date of Invention & Priority > Reduction 
to Practice 

[HN15] In order to establish an actual reduction to prac- 
tice, a party must establish three things: (1) construction 
of an embodiment or performance of a process that met 
all the limitations of the interference count; (2) determi- 
nation that the invention would work for its intended 
purpose, and (3) the existence of sufficient evidence to 
corroborate inventor testimony regarding these events. 



Patent Law > Date of Invention & Priority > Corrobo- 
ration of Invention Date 

Patent Law > Date of Invention & Priority > Reduction 
to Practice 

[HNI6] No condition of "corroboration" is imposed on 
an inventor's notebook, or indeed on any documentary or 
physical evidence, as a condition for its serving as evi- 
dence of reduction to practice. However, in a case in- 
volving reduction to practice, an unwitnessed notebook 
is insufficient on its own to support a claim of reduction 
to practice. 



Patent Law > Date of Invention & Priority > Corrobo- 
ration of Invention Date 

[HN17] Sufficiency of corroboration is determined by 
using a "rule of reason" analysis, under which all perti- 
nent evidence is examined when determining the credi- 
bility of an inventor's testimony. 

Patent Law > Date of Invention & Priority > Corrobo- 
ration of Invention Date 

[HN18] The requirement of independent knowledge re- 
mains key to the corroboration inquiry. Independent cor- 
roboration may consist of testimony of a witness, other 
than the inventor, to the actual reduction to practice or it 
may consist of evidence of surrounding facts and cir- 
cumstances independent of information received from 
the inventor. One consequence of the independence re- 
quirement is that testimony of one co-inventor cannot be 
used to help corroborate the testimony of another. 

Patent Law > Date of Invention & Priority > Corrobo- 
ration of Invention Date 

[HN19] The law does not impose an impossible standard 
of "independence" on corroborative evidence by requir- 
ing that every point of a reduction to practice be corrobo- 
rated by evidence having a source totally independent of 
the inventor. Similarly, it is not necessary to produce an 
actual over-the-shoulder observer. Rather, sufficient cir- 
cumstantial evidence of an independent nature can sat- 
isfy the corroboration requirement. 

Patent Law > Date of Invention & Priority > Corrobo- 
ration of Invention Date 

Patent Law > Date of Invention & Priority > Reduction 
to Practice 

[HN20] When an inventor claims a process for making a 
chemical compound rather than the compound itself, it is 
the successful reduction to practice of the process that 
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must be corroborated, and not merely the successful pro- 
duction of the compound per se. Thus, spectral evidence 
that might be sufficient per se to corroborate a claim di- 
rected to the product will generally not be sufficient to 
corroborate a claim directed to the process, in the ab- 
sence of some evidence to corroborate that the product 
was produced via that process. 

Civil Procedure > Appeals > Standards of Review > 
Clearly Erroneous Review 

Patent Law > Date of Invention & Priority > Corrobo- 
ration of Invention Date 

[HN21] Whether or not corroboration exists is a question 
of fact, the district court's determination of which an ap- 
pellate court reviews for clear error. 



Civil Procedure > Appeals > Standards of Review > 
Clearly Erroneous Review 

Patent Law > Date of Invention & Priority > Corrobo- 
ration of Invention Date 

[HN22] Corroboration is fundamentally about "credibil- 
ity," and in reviewing factual findings under the clear 
error standard, an appellate court gives great deference to 
a district court's decisions regarding credibility of wit- 
nesses. 



Civil Procedure > Appeals > Standards of Review > 
General Overview 

Civil Procedure > Appeals > Standards of Review > 
Clearly Erroneous Review 

Patent Law > Date of Invention & Priority > Corrobo- 
ration of Invention Date 

[HN23] Even the most credible inventor testimony is a 
fortiori required to be corroborated by independent evi- 
dence, which may consist of documentary evidence as 
well as the testimony of non-inventors. To the extent that 
a district court's finding of corroboration rests on its as- 
sessment of the credibility of non-inventor testimony, an 
appellate court applies a deferential standard of review. 
To the extent that it rests on the district court's assess- 
ment of documentary, as opposed to testimonial evi- 
dence, an appellate court still applies clear error review; 
however, clear error is less difficult to establish. 



Patent Law > Date of Invention & Priority > Corrobo- 
ration of Invention Date 

[HN24] Where a laboratory notebook authored by a non- 
inventor is offered into evidence pursuant to authentica- 
tion by an inventor, where the author of the notebook has 
not testified at trial or otherwise attested to its authentic- 
ity, and where the notebook has not been signed or wit- 



nessed and has not been maintained in reasonable accor- 
dance with good laboratory practices sufficient to rea- 
sonably ensure its genuineness under the circumstances, 
then the corroborative value of the notebook is minimal. 

COUNSEL: John G. Taylor, Frommer Lawrence & 
Haug LLP, of New York, New York, argued for plain- 
tiff-appellee. With him on the brief were Barry S. White 
and James K. Stronski. 

Thomas P. Heneghan, Michael Best & Friedrich LLP, of 
Madison, Wisconsin, argued for defendant-appellant. 
With him on the brief were Jeffrey S. Ward and Charlene 
L. Yager. 

JUDGES: Before SCHALL, GAJARSA, DYK, Circuit 
Judges. 

OPINION BY: GAJARSA 

OPINION 

[* 1 1 60] GAJARSA, Circuit Judge. 

This is the second round of a protracted litigation to 
establish priority of invention between Stampa et al.'s 
U.S. Patent No. 6,084,100 ("the '100 patent"), assigned 
to Medichem, S.A. ("Medichem"), and Jackson's U.S. 
Patent No. 6,093,827 ("the '827 patent"), assigned to 
Rolabo, S.L. ("Rolabo"). In the first round appealed to 
this court, we remanded to the district court, requiring it 
to establish an interference-in-fact under 35 U.S.C. § 291 
before determining priority. Medichem, S.A. v. Rolabo, 
S.L, 353 F.3d 928 (Fed Cir. 2003) ("Medichem II"). 
Rolabo now appeals [**2] from the judgment on re- 
mand, in which the United States District Court for the 
Southern District of New York found the existence of an 
interference-in-fact and awarded priority of invention to 
Medichem. See Medichem, S.A. v. Rolabo, S.L, Memo- 
randum Order, 2004 US Dist. LEXIS 23697, No. 01 
Civ. 3087, 2004 WL 2674632 (S.D.NY Nov. 22, 2004) 
("Medichem 111"). For the reasons discussed below, we 
affirm the judgment of the district court on the proper 
establishment of the interfering subject matter and on the 
finding of the existence of an interference-in-fact. We 
reverse, however, the district court's award of priority to 
Medichem, based on the insufficiency of the evidence 
that Medichem introduced at trial to corroborate the tes- 
timony of its inventors regarding reduction to practice of 
the invention. 

BACKGROUND 

A. The Patents 

Medichem and Rolabo are both pharmaceutical 
manufacturers based in Barcelona. Spain. Rolabo's '827 
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patent and Medichem's 100 patent both claim a process 
for making loratadine from two precursor chemicals via 
a chemical reaction known as the McMurry reaction. 
Loratadine is the active ingredient in the allergy medica- 
tion Claritin (R). McMurry reactions involve the [**3] 
coupling of two starting materials in the presence of low- 
valent titanium. In general, McMurry reactions can lead 
to two types of products, diols and alkenes; loratadine, 
the desired end product of this reaction, is an alkene. 
McMurry reactions can be optimized for alkene produc- 
tion by adjusting various reaction parameters, such as the 
temperature and length of the reaction in this case, and 
also by adding additional reactants. The only significant 
difference between the processes claimed by Medichem 1 
and Rolabo 2 is that Medichem's [*1161] process re- 
quires the reaction to be carried out in the presence of a 
type of chemical known as a tertiary amine. 3 In contrast, 
the Rolabo process permits by not excluding, but does 
not require, the presence of a tertiary amine. Conceptu- 
ally, therefore, the Medichem invention, which requires a 
tertiary amine, is a species within the genus of the Ro- 
labo invention. 

1 Claims 1 and 2 of Medichem's 'WO patent 
read: 

1 . A process for the preparation 
of loratadine consisting of react- 
ing, in an organic solvent and in 
the presence of a tertiary amine, 8- 
chloro-5,6- dihyro- 
benzo[5,6]cyclohepta[ 1 ,2- 
b]pyridin-l 1-one, of formula VII 
with a low-valent titanium species, 
(emphasis added). 

2. The process of claim 1, 
wherein the low-valent titanium 
species are generated by reduction 
of titanium tetrachloride with zinc 
dust. 



f**4] 

2 Claims 1 and 17ofRolabo's '827 patent read: 

1. A process for preparing 5,6- 
dihydro-HH- 

dibenzo[a,d]cyclohept-l 1-enes 
comprising reacting a dibenzo- 
suberone or an aza derivative 
thereof with an aliphatic ketone in 
the presence of low valent tita- 
nium wherein said low valent tita- 
nium is generated by zinc. 



17. A process as claimed in claim 
1 for preparing Loratadine. 



3 A tertiary amine is a compound in which ni- 
trogen is bonded three times to carbon. A com- 
monly used tertiary amine is pyridine. 

B. Proceedings to Date 

Medichem brought an action under 35 U.S.C. § 291, 
alleging an interference-in-fact between the 100 and 
'827 patents, claiming priority of invention, and seeking 
invalidation of Rolabo's patent under 35 U.S.C § 102(g). 
Transcript of Verdict at 653-67, Medichem, S.A. v. Ro- 
labo, S.L., No. 01 Civ. 03087, 2002 U.S. Dist. LEXIS 
27086 (S.D.N.Y May 8, 2002) ("Medichem I"). Because 
Rolabo was the party with the earlier effective filing 
date, Medichem sought to establish priority by proving 
an actual reduction to practice that was even earlier. 4 
After a bench trial, the district [**5] court found that 
there was no interference-in-fact between the claimed 
inventions, but it nonetheless awarded priority to Medi- 
chem. Id. 

4 Rolabo's effective filing date is February 26, 
1997 and Medichem's is May 30, 1997. 

On appeal, this court vacated the priority holding, 
opining that because the existence of an interference-in- 
fact is a jurisdictional requirement under 35 U.S.C. § 
291 , it was therefore a precondition to the district court's 
consideration of the priority issue. Medichem II, 353 
F.3d at 935-36. We explained that [HN1] the first step in 
an interference analysis is for the court to determine 
whether an interference exists under 35 U.S.C. § 291 by 
asking whether the "patents. . . have the same or substan- 
tially the same subject matter in similar form as that re- 
quired by the PTO pursuant to 35 U.S.C § 135." Id. at 
934 (internal quotations omitted). In order to make this 
determination, we use the "two-way" test which states 
that two patents interfere only if (1) invention A either 
anticipates or renders obvious invention B, where Party A 
1**6] 's claimed invention is presumed to be prior art 
vis-a-vis Party B and (2) vice versa. Id. (citing Eli Lilly & 
Co. v. Bd. of Regents of the Univ. of Wash., 334 IF 3d 
1264, 1268 (Fed. Cir. 2003)). 

In Medichem IL we held that Medichem's claims to 
the "species" would clearly anticipate Rolabo's genus 
claim if the Medichem patent were assumed to be prior 
art. Id. at 934-35. Thus, we held that the first prong of 
the two-way test was clearly satisfied. Id. at 935. How- 
ever, we remanded to the district court for a determina- 
tion of whether the second prong was also satisfied- 
namely, whether Rolabo's (*1 162] genus claim, if prior 



437 F.3d 1 157, *; 2006 U.S. App. LEXIS 2653, **; 
77 U.S.P.Q.2D (BNA) 1865 



Page 6 



art, would either anticipate or render obvious Medi- 
chem's species claim. Id. at 935. We explained that "as 
the '827 patent contains genus claims and the 100 patent 
contains species claims, an arrangement that assumes 
that the '827 patent is prior art does not necessarily an- 
ticipate or make obvious the narrower claims of the 'WO 
patent" Id. 

On remand, the district court held that "assuming ar- 
guendo [pursuant to the two-way test] the priority of the 
'827 patent, claims 1 and 17 of the '827 patent clearly 
anticipate and render [**7] obvious the adding of a terti- 
ary amine, as in the 100 patent" Medichem HI, 2004 
U.S. Dist. LEXIS 23697, 2004 WL 2674632 at *7. Al- 
though the court went on to explain its holding on obvi- 
ousness grounds, it was silent about the reasons underly- 
ing its apparent determi nation that Rolabo's genus claims 
would also anticipate Medichem's species claim. Instead, 
it improperly recharacterized our remand instructions as 
"reducing to the question of whether it would be 'obvi- 
ous' to add tertiary amine to a McMurry reaction to make 
loratadine." 5 Id.(emphasis added). 

5 In so doing, the court appears not to have 
separately considered the question of whether the 
'827 patent, if taken as prior art, would anticipate 
the 100 patent. 

The court then correctly stated that: 

Determining obviousness requires con- 
sideration of two factors: 1) whether the 
prior art would have suggested to one of 
ordinary skill in the art that he should 
carry out the claimed process; and 2) 
whether the prior art would have also re- 
vealed that in carrying out the process, 
one of ordinary skill would have a reason- 
able expectation of success. 

Id. The district court proceeded to articulate [**8] fac- 
tual bases for its obviousness holding, which included (1) 
an article that pointed to the use of amines to improve 
yields in coupling reactions, (2) testimony by Rolabo's 
expert about additional such prior art, and (3) evidence 
that such prior art had actually motivated Medichem's 
inventor's to try adding tertiary amine to the reaction 
mixture. Medichem III 2004 U.S. Dist. LEXIS 23697, 
2004 WL 2674632 at *7-S. 

Having found the two-way test's second prong to be 
satisfied on both anticipation and obviousness grounds, 
the district court concluded that the Medichem and Ro- 
labo patents interfered, a finding that gave it jurisdiction 
over the priority dispute pursuant to 35 U.S.C. § 291. It 
awarded priority to Medichem. after finding that the in- 



vention claimed in the 100 patent was reduced to prac- 
tice prior to the constructive reduction to practice date of 
Rolabo's invention. See 2004 U.S. Dist. LEXIS 23697, 
[WL] at * 1 0-11 (referring to Medichem I and stating that 
the court "reinstates and reaffirms its former priority rul- 
ing"). 

In finding reduction to practice, the court neither ex- 
plicitly discussed the legal requirement that reduction to 
practice be corroborated by independent evidence, [**9] 
nor made a factual finding of corroboration. However, it 
dismissed Rolabo's argument that Medichem's inventors 
were not credible as a result of having fraudulently back- 
dated documents that it had offered to show reduction to 
practice in 1995. The court thus affirmed its finding in 
Medichem I that Medichem had provided adequate proof 
of reduction to practice in 1996. The court did so not- 
withstanding its previous observation that "the willing- 
ness of Medichem to fraudulently backdate [evidence of 
reduction to practice in 1995], coupled with Medichem's 
less than punctilious recordkeeping practices . . . does 
convince the Court that it cannot place the same reliance 
on plaintiffs testimony and documents as it might other- 
wise have." Transcript of Verdict at 658, Medicheml. 
However, the court apparently adhered to [*1I63] its 
view that Medichem's fraudulent backdating was "chiefly 
a belated attempt to deal with their noncompliance with 
[certain] regulatory requirements." Id. The Medichem III 
court therefore reaffirmed its award of priority to Medi- 
chem, and Rolabo appealed on February 9, 2005. This 
court has jurisdiction pursuant to 28 U.S.C. § 1295 
[**10] (a)(1). 

As an aside, we wish to note that in parallel with the 
district court proceedings under 35 U.S.C. § 291, the 
Board of Patent Appeals and Interferences ("Board") has 
been considering essentially the same interference and 
priority issues pursuant to 35 U.S.C. § 135. See Stampa 
v. Jackson, 2002 Pat. App. LEXIS 191, 65 U.S.P.Q.2d 
1942 (B.P.A.I. 2002) (involving an interference between 
Medichem's then-pending reissue application and both 
Rolabo's patent and a pending continuation application 
thereof, giving rise to Patent Interference Nos. 105,069 
and 105,212). The Board held that the district court's 
holding in Medichem I did not bar the Board proceedings 
on grounds of issue preclusion. See id. at 1945-47. 

Shortly after the district court's remand decision in 
Medichem III. the Board resolved the interference in 
favor of Rolabo, reaching a conclusion opposite to that 
of the district court. See Stampa v. Jackson, 76 
U.S.P.Q.2d(BNA) 1105, Inter. Nos. 105,069 & 105,212, 
2005 Pat. App. LEXIS 12, 2005 WL 596770 (B.P.A.I. 
January 25, 2005). Central to its decision was Medi- 
chem's failure to corroborate its account of an alleged 
actual reduction 1] to practice with evidence inde- 
pendent of its inventors' testimony. 76 U.S.P.Q.2d (BNA) 
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1105, 2005 Pat. App. LEXIS 12, [WL] at *J9-20. The 
Board noted that "all of the evidence regarding an ex- 
periment on May 7, 1996 which is said to have obtained 
loratadine via a process of the count and conducted by 
[non-inventor] Lola Casas and said to be recorded [in her 
notebook] is based on the testimony of [Medichem in- 
ventors]." 76 U.S.P.Q.2d (BNA) 1105, 2005 Pat. App. 
LEXIS 12, [WL] at *15. Significantly, Medichem did not 
produce any testimony from Casas, a failure that the 
Board perceived as sufficient to permit the inference that 
Casas' testimony would have been adverse to Medichem. 
76 U.S.P.Q.2d (BNA) 1105, 2005 Pat. App. LEXIS 12, 
[WL] at *20. However, the Board declined to apply such 
an adverse inference on the grounds that "[Medichem's] 
case is so weak, we find it unnecessary to draw an infer- 
ence one way or the other." 6 Id. While appellant does not 
argue that the Board decision as a binding effect on this 
court, Board decisions nevertheless represent the views 
of a panel of specialists in the area of patent law. Medi- 
chem has appealed the Board's decision to this court. See 
Stampa v. Jackson, appeal docketed, Nos. 06-1004 & - 
1029 (Fed. Cir. Oct. 6, 2004 & Oct. 24, 2004). 

6 A final judgment on the merits was issued the 
same day. See Stampa v. Jackson, 76 U.S.P.Q.2d 
(BNA) 1105, Inter. Nos. 105,069 & 105,212, 
2005 Pat. App. LEXIS 12, 2005 WL 596770 
(B. P.A.I. January 1 25, 2005). The Board later de- 
nied Medichem's request for rehearing, stating in- 
ter alia that "the importance of Lola Casas' testi- 
mony is manifest. She is the principal, if not the 
only, corroborating witness on the issue of 
whether an actual reduction to practice took 
place." See Stampa v. Jackson, Inter. Nos. 
105,069 & 105,212, 2006 Pat. App. LEXIS 40, 
2005 WL 1541082 (B.P.A.L June 27, 2005). 

[**12] DISCUSSION 

There are three issues in this case-namely, whether 
the district court (1) erred in finding the existence of an 
interference-in-fact; (2) committed reversible error in 
failing to formally define a count corresponding to the 
interfering subject matter; and (3) erred in awarding pri- 
ority of invention to Medichem based on the oral testi- 
mony of Medichem co-inventors, lestimony that Rolabo 
claims was not corroborated by independent evidence, 
and thus should not have been credited in the final de- 
termination of whether reduction to practice was estab- 
lished before the critical date. 

[*1 164] A. Existence of an Interference-in-Fact 

For the reasons explained below, we agree that un- 
der the second prong of the two-way test for obvious- 
ness, Rolabo's genus claim renders obvious the Medi- 
chem species claim. We therefore affirm the lower 



court's finding of an interference-in-fact without needing 
to review the district court's unsupported factual finding 
that the second prong of the two-way test was independ- 
ently satisfied on anticipation grounds. 

1 . Standard of Review 

[HN2] In reviewing a district court's finding of an 
interference-in-fact pursuant to the two-way test, this 
court reviews, where [**13] necessary, both the subsidi- 
ary findings of anticipation and/or obviousness as they 
relate to the application of the test. See Medichem II, 353 
F.3d at 932 (articulating the standard of review for find- 
ings of an interference-in-fact under 35 U.S.C. § 291). 
Here, because we agree with the district court's subsidi- 
ary finding of obviousness, which is sufficient to support 
its finding of an interference-in-fact, it is not necessary 
for us to review the court's finding of anticipation. 

[HN3] Obviousness under 35 U.S.C. § 103 is a legal 
conclusion that is reviewed de novo; however, it is based 
in turn on underlying factual determinations which are 
reviewed for clear error. Id. Under the clear error stan- 
dard, a reversal is permitted "only when this court is left 
with a 'definite and firm conviction' that the district court 
was in error." Ruiz v. A.B. Chance Co., 357 F.3d 1270, 
1275 (Fed. Cir. 2004) (quoting Amhil Enters. Ltd. v. 
Wawa, Inc., 81 F.3d 1554, 1562 (Fed. Cir. 1996)). 

2. Obviousness 

[HN4] The ultimate determination of whether an in- 
vention would have been obvious under 35 U.S.C. § 103 
[**I4] (a) is a legal conclusion based on the factual 
Graham findings, e.g., "(1) the scope and content of the 
prior art; (2) the level of ordinary skill in the prior art; 
and (3) the differences between the claimed invention 
and the prior art." Velander v. Garner, 348 F.3d 1359, 
1363 (Fed. Cir. 2003) (citing Graham v. John Deere Co., 
383 U.S. 1, 17, 86 S. Ct. 684, 15 L Ed. 2d 545 ( 1966)). 

This court has held that [HN5] if all the elements of 
an invention are found in a combination of prior art ref- 
erences: 

a proper analysis under § 103 requires, 
inter alia, consideration of two factors: (1) 
whether the prior art would have sug- 
gested to those of ordinary skill in the art 
that they should make the claimed com- 
position or device, or carry out the 
claimed process; and (2) whether the prior 
art would also have revealed that in so 
making or carrying out, those of ordinary 
skill would have a reasonable expectation 
of success. 
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Id. 

The first requirement, the motivation to combine 
references, serves to prevent hindsight bias. See 
McGinley v. Franklin Sports, Inc., 262 FJd 1339, 1351 
(Fed. Cir. 2001) ("To prevent hindsight invalidation of 
patent [**15] claims, the law requires some 'teaching, 
suggestion or reason' to combine cited references.") 
(quoting Gambro Lundia AB v. Baxter Healthcare Corp., 
110 FJd 1573 (Fed. Cir. 1997)).{HN6] In making obvi- 
ousness determinations, the test is "whether the subject 
matter of the claimed inventions would have been obvi- 
ous to one skilled in the art at the time the inventions 
were made, not what would be obvious to a judge after 
reading the patents in suit and hearing the testimony." 
Panditit Corp. v. Dennison Mfg. Co., 774 F.2d 1082, 
1092 (Fed. Cir. 1985). Whether such a motivation 
[*1 165] has been demonstrated is a question of fact. See 
Winner 7/7/7 Royalty Corp. v. Wang, 202 FJd 1340, 

1348 (Fed. Cir. 2000). Evidence of a motivation to com- 
bine prior art references "may flow from the prior art 
references themselves, the knowledge of one of ordinary 
skill in the art, or, in some cases, from the nature of the 
problem to be solved." Brown & Williamson Tobacco 
Corp. v. Philip Morris Inc., 229 FJd 1120, 1125 (Fed. 
Cir. 2000). 

[HN7] When a piece of prior art "suggests that the 
line of development flowing from the reference's disclo- 
sure is unlikely [**16] to be productive of the result 
sought by the applicant" the piece of prior art is said to 
"teach away" from the claimed invention. In re Gurley, 
27 FJd 551, 553 (Fed. Cir. 1994). As with other sub- 
sidiary obviousness inquiries, "what a reference teaches 
and whether it teaches toward or away from the claimed 
invention are questions of fact." Winner, 202 FJd at 

1349 (internal quotations omitted). However, obvious- 
ness must be determined in light of all the facts, and 
there is no rule that a single reference that teaches away 
will mandate a finding of nonobviousness. Likewise, a 
given course of action often has simultaneous advantages 
and disadvantages, and this does not necessarily obviate 
motivation to combine. See id. at 1349 n.8 ("The fact 
that the motivating benefit comes at the expense of an- 
other benefit, however, should not nullify its use as a 
basis to modify the disclosure of one reference with the 
teachings of another. Instead, the benefits, both lost and 
gained, should be weighed against one another."). Where 
the prior art contains "apparently conflicting" teachings 
(i.e., where some references teach the combination and 
others [**17] teach away from it) each reference must 
be considered "for its power to suggest solutions to an 
artisan of ordinary skill. . . . considering the degree to 



which one reference might accurately discredit another." 
In re Young, 927 F. 2d 588, 591 (Fed. Cir. 1991). 

As stated above, an obviousness determination re- 
quires not only the existence of a motivation to combine 
elements from different prior art references, but also that 
a skilled artisan would have perceived a reasonable ex- 
pectation of success in making the invention via that 
combination. While the definition of "reasonable expec- 
tation" is somewhat vague, our case law makes clear that 
it does not require a certainty of success. See In re 
O'Farrell, 853 F. 2d 894, 903-04 (Fed. Cir. 1988) [HN8] 
("Obviousness does not require absolute predictability of 
success. ... All that is required is a reasonable expecta- 
tion of success."). 

However, [HN9] to have a reasonable expectation of 
success, one must be motivated to do more than merely 
to "vary all parameters or try each of numerous possible 
choices until one possibly arrived at a successful result, 
where the prior art gave either no indication of which 
parameters [**18] were critical or no direction as to 
which of many possible choices is likely to be success- 
ful." Id. at 903. Similarly, prior art fails to provide the 
requisite "reasonable expectation" of success where it 
teaches merely to pursue a "general approach that 
seemed to be a promising field of experimentation, 
where the prior art gave only general guidance as to the 
particular form of the claimed invention or how to 
achieve it." Id. 

[HN10] The district court's finding of a reasonable 
expectation of success is a question of fact, which we 
review for clear error. See Ruiz, 357 FJd at 1275 (ex- 
plaining that the obviousness determination rests on 
"various factual findings that this court reviews for clear 
error following a bench trial"); Brown & Williamson, 
229 FJd at 1 129 [*1 166] (reviewing the district court's 
finding of reasonable expectation of success under the 
clear error standard); see also Velander v. Gamer, 348 
FJd 1359, 1376 (Fed. Cir. 2003) (reviewing the Board 
of Patent Appeals and Interferences' finding of a reason- 
able expectation of success under a "substantial evi- 
dence" standard). 

3. Analysis 

Rolabo argues that the [**19] district court erred in 
finding that the Medichem invention (which uses a terti- 
ary amine) would have been obvious over the broader 
Rolabo invention (which does not require it). Specifi- 
cally, it appears to argue both that the prior art contained 
no motivation to combine references so as to have en- 
couraged one reasonably skilled in the art to have added 
a tertiary amine to a McMurry reaction and that an arti- 
san, even if motivated to add a tertiary amine to Rolabo's 
process, would have had no reasonable expectation of 
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succeeding in making loratadine via a McMurry reaction 
in the presence of a tertiary amine. 

In support of its arguments, Rolabo cites the trial 
testimony of an expert witness who explained that a 
seminal review article in the field showed that a tertiary 
amine could have "a positive effect, a negative effect, 
and in some cases, both a positive and negative effect" 
on the McMurry reaction. Rolabo goes on to cite prior art 
references that disclose negative effects and essentially 
argues that the existence of prior art references that teach 
away from the invention clearly negates the motivation 
to combine and that the district court's finding of motiva- 
tion was clearly erroneous. [**20] We disagree. 

Granted, it is clear that the prior art disclosed not 
only potential advantages of using a tertiary amine in a 
McMurry reaction but also potential disadvantages. On 
the one hand, some pieces of prior art taught that low 
concentrations of a tertiary amine could sometimes be 
used to improve the yield of reactions or to avoid the 
formation of undesirable rearranged products. On the 
other hand, other references reported that tertiary amines 
could sometimes promote the formation of undesirable 
diol side-products and that when they were used as the 
reaction solvent (i.e., when tertiary amines are present at 
their highest possible concentrations), they could stop the 
reaction completely. 

We also note the ambivalence of Medichem co- 
inventor Dr. Onrubia toward the introduction of a tertiary 
amine to the reaction mixture. On the one hand, she testi- 
fied that she had added a tertiary amine "because the 
literature said that it might be possible to use tertiary 
amines in the reaction, that it wouldn't interfere, that it 
wasn't incompatible, and it's habitual in these circum- 
stances to try various options until you get the reaction to 
work." On the other hand, when asked, "Is this purely 
[**21] hit or miss or is there some logical cause ... for 
believing that tertiary amine would add something?" she 
responded: "Frankly, as an organic chemist I have no 
reason to say that there were grounds for expecting any- 
thing from the addition of tertiary amine." 

As we have explained above, the fact that some 
teachings in the prior art conflict with others does not 
render the findings of the district court clearly erroneous 
per se. Rather, the prior art must be considered as a 
whole for what it leaches. We understand the prior art, 
viewed as a whole, to teach that the addition of a tertiary 
amine sometimes works to improve the yield of 
McMurry reactions, especially when a tertiary amine is 
used in relatively low concentrations. In light of this, we 
cannot say that the district court clearly erred in finding 
that the prior an would have provided the skilled artisan 
with a ["1 167] motivation to combine references so as 
to use pyridine in the McMurry reaction. We wish to 



emphasize that this is not a case where the prior art's lack 
of definiteness or certainty about the result of using a 
tertiary amine in a specific reaction system renders the 
inventive subject matter "obvious to [**22] try" but not 
obvious. While we have made clear that "'obvious to try' 
is not the standard under § 103, ... the meaning of this 
maxim is sometimes lost." In re OTarrell 853 F.2d 894, 
903 (Fed. Cir. 1988). In OTarrell, we opined that: 

[This] admonition . . . has been directed 
mainly at two kinds of error [, namely 
where] . . . what would have been "obvi- 
ous to try" would have been ... to vary all 
parameters or try each of numerous possi- 
ble choices . . . where the prior art gave . . 
. no direction as to which of many possi- 
ble choices is likely to be successful [or] . . 
. to explore ... a promising field of ex- 
perimentation, where the prior art gave 
only general guidance .... 

Id. (citations omitted). In the instant case there are not 
numerous parameters to vary. Rather, the principal pa- 
rameter is the concentration of tertiary amine that should 
be used, and the prior art teaches that if the tertiary 
amine were to have any positive effect at all, it would be 
when it was present at low concentrations. Likewise, this 
is not a case where the prior art gives merely general 
guidance. In contrast, the guidance is quite clear-namely, 
that [**23] McMurry reactions of this kind can some- 
times be optimized by adding low levels of a tertiary 
amine. 

For the aforementioned reasons, we find no clear er- 
ror in the district court's determination that skilled arti- 
sans in possession of the Rolabo patent and the prior art 
would have not only been motivated to add a tertiary 
amine but that they would have possessed a reasonable 
expectation that they would succeed in optimizing the 
reaction. Reviewing de novo the trial court's application 
of these factual findings to reach the legal conclusion of 
obviousness, we likewise find no error. Accordingly, we 
agree with the district court's determination that the addi- 
tion of a tertiary amine to a McMurry reaction would 
have been obvious in view of the Rolabo patent and the 
prior art. Because this obviousness finding satisfies the 
second prong of the two-way test for an interference-in- 
fact, we affirm the district court's determination that an 
interference-in-fact existed. 

As a final matter, we note that we find no merit in 
Rolabo's contention that we should exclude from the 
subject matter of the interference that portion of its in- 
vention that is directed to running reactions where tita- 
nium [**24] is present in specific concentration ranges 
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(claims 10 and 1 1 of the '827 patent). Claim 10 requires 
a relative titanium concentration of 1.5:1 to 4:1, and 
claim 1 1 requires a ratio of 2:1 to 3:1. The district court 
relied on the testimony of Medichem's expert witness, 
Dr. Finney, in holding that all of the various claims of 
the '827 patent were "essentially identical to one another 
and substantially the same as claim 2 of Medichem's 
patent." See Medichem III, 2004 U.S. Dist. LEXIS 23697, 
2004 WL 2674632 at *4. Rolabo argues that Finney's 
expert testimony was "conclusory" and therefore insuffi- 
cient to establish an interference. However, it is clear 
from the record that Finney's testimony was far from 
conclusory. In fact, Finney provided a solid factual basis 
for his opinion, stating that 

"claim 10 says that you should have be- 
tween, a ratio of one and a half to 4 to 1 
titanium to dibenzosuberone. Claim 1 1 
states the range should be 2 to 1 to 3 to I . 
These are both perfectly normal ranges. 
And in fact, the patent examples in the 
'827 [Rolabo's] patent specify I think 
about a 2.2 to I ratio. . . ." 



[*1168] Indeed, other evidence of record also supports 
the conclusion that these are normal [**25] ranges. The 
Banerji reference discloses ratios of 2:1 and 1:1, Ishida 
discloses ratios of 1.5:1, 2.5:1 and 5:1, and Lenoir dis- 
closes a ratio of about 1:1. 

In short, it is clear that Rolabo's claims 10 and 1 1 are 
directed to titanium ratios that are entirely within the 
range of the prior art, and this fact is dispositive. This 
court has held that "selecting a narrow range from within 
a somewhat broader range disclosed in a prior art refer- 
ence is no less obvious than identifying a range that sim- 
ply overlaps a disclosed range." In re Peterson, 315 F.3d 
1325, 1330 (Fed. Cir. 2003). Moreover, when "the 
claimed ranges are completely encompassed by the prior 
art, the conclusion is even more compelling than in cases 
of mere overlap." Id. We have explained that the "normal 
desire of scientists or artisans to improve upon what is 
already generally known provides the motivation to de- 
termine where in a disclosed set of percentage ranges is 
the optimum combination of percentages." Id. Therefore, 
because Rolabo's claims 10 and 1 1 are directed to ratios 
that are entirely within the prior art, the district court 
properly held those claims to be pan of the interfering 
subject [**26] matter pursuant to the two-way test. 

B. Identification of Interfering Subject Matter 

Having affirmed the district court's determination 
that an interference-in-fact exists, and that it properly 
includes those claims directed to specific titanium ratios, 



this court turns to address Rolabo's procedural argument 
that the district court erred when it failed to comply with 
the Board's practice of articulating a precise count of the 
interference prior to making priority determinations. 

This court has not yet addressed "whether district 
courts handling interfering patent suits under § 291 must 
define this interfering subject matter in a way similar to a 
count." Slip Track Sys., Inc. v. Metal-Lite, Inc., 304 F.3d 
1256, 1264 (Fed. Cir. 2002). Nevertheless, we have 
made clear that [HN1 1] at least "a single description of 
the interfering subject matter is necessary for a determi- 
nation of priority." Id. 

That said, SlipTrack does not require a court to refer 
explicitly to the interfering subject matter as a "count," 
and we believe that in this case the district court was 
clear about the identity of the interfering subject matter, 
stating in its opinion "all the various claims [**27] of 
the '827 patent are essentially identical to one another 
and substantially the same as claim 2 of Medichem's 
patent." Medichem III, 2004 U.S. Dist. LEXIS 23697, 
2004 WL 2674632 at *4. Moreover, to the extent that the 
district court may not have been clear about whether the 
tertiary amine limitation was part of the interfering sub- 
ject matter, we can resolve this issue on appeal. See Slip 
Track, 304 F.3d at 1264-65 (holding that where "the 
parties . . . dispute only whether one limitation is part of 
the interfering subject matter, and determination of this 
issue is dependent upon issues of law alone, we will re- 
solve this issue on appeal.") Accordingly, we hold that 
the interfering subject matter in this case does not in- 
clude the limitation of the tertiary amine, and corre- 
sponds to claim 17 of Rolabo's '827 patent. See id. 1265 
("Since the claims of the '760 patent do not include a 
wallboard ... the wallboard cannot be an element of the 
interfering subject matter in this case, even though it is a 
limitation in the claims of the '203 patent."). 7 

7 We note that in parallel interference proceed- 
ings, pursuant to 35 U.S.C. § 135, the Board 
reached a similar definition of the count. See 
Stampa v. Jackson, 2002 Pat. App. LEXIS 191, 65 
U.S.P.Q.2d 1942, 1948 (B.P.A.I. 2002) (defining 
the count as Jackson's (Rolabo's) claim 1 7). 

[**28] [* 1 1 69] C. Priority of Invention 

Finally, we review the district court's award of prior- 
ity of invention to Medichem. Because the Medichem 
100 patent issued from an application that had a later 
effective filing date than did Rolabo's '827 patent appli- 
cation, see supra note 4. Medichem bears the burden of 
establishing priority by a preponderance of the evidence. 
See Eli Lilly & Co. v. Aradigm Corp., 376 F.3d 1352, 
1365 (Fed. Cir. 2004) [HNM2] ("Under 35 U.S.C. § 29L 
a party that does not have the earliest effective filing date 
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needs only to demonstrate by a preponderance of the 
evidence that it was the first to invent if the two patents 
or applications at issue were co-pending before the PTO . 
. . ."). Medichem bears no heightened burden, because 
neither patent enjoys a statutory presumption of validity. 
See id. ("The presumption of validity is nonexistent and 
the preponderance of the evidence burden is appropriate 
even if both of the patents have issued by the time a sec- 
tion 291 interference proceeding is initiated in a district 
court."). 

We have held that [HN13] "priority of invention 
goes to the first party to reduce an invention to practice 
unless the [**29] other party can show that it was the 
first to conceive of the invention and that it exercised 
reasonable diligence in later reducing that invention to 
practice." Cooper v. Goldfarb, 154 FJd 1321, 1327 
(Fed, Cir. 1998). Here, because [HNI4] neither party 
relied on a date of conception, priority is properly 
awarded to the party that was the first to reduce its inven- 
tion to practice, either actually or constructively. Rolabo 
relies on its date of constructive reduction to practice, 
namely its February 26, 1997 effective filing date. Medi- 
chem, on the other hand, alleges that it achieved an ac- 
tual reduction to practice in the spring of 1996, a date 
which if proven would antecede Rolabo's filing date, and 
thereby entitle it to priority. See supra note 4 (effective 
filing dates). 

[HN15] In order to establish an actual reduction to 
practice, Medichem must establish three things: "(1) con- 
struction of an embodiment or performance of a process 
that met all the limitations of the interference count; (2) . 
. . determination that the invention would work for its 
intended purpose," Cooper, 154 FJd at 1327; and (3) the 
existence of sufficient evidence to corroborate [**30] 
inventor testimony regarding these events, see id. at 
1330 ("In order to establish an actual reduction to prac- 
tice, an inventors testimony must be corroborated by 
independent evidence."). The key issue on appeal is the 
last one, namely whether Medichem provided adequate 
corroboration of the inventors' testimony regarding the 
alleged actual reduction to practice. 

For purposes of conceptual clarity, as well as clarity 
of language, it should be noted that [HN16] no similar 
condition of "corroboration" is imposed on an inventor's 
notebook, or indeed on any documentary or physical 
evidence, as a condition for its serving as evidence of 
reduction to practice. See, e.g., Mahurkar v. C.R. Bard, 
Inc., 79 FJd 1572, 1577-78 (Fed. Cir. 1996) (explaining 
that "this court does not require corroboration where a 
party seeks to prove conception through the use of physi- 
cal exhibits because the trier of fact can conclude for 
itself what documents show, aided by testimony as to 
what the exhibit would mean to one skilled in the an"); 
Price v. Symsek, 988 F.2d 1187, 1195 (Fed. Cir. 1993) 



("Only the inventor's testimony requires corroboration 
[*1170] before it [**31] can be considered."). Of 
course, the credibility (and therefore the corroborative 
value) of an inventor's notebook may vary. Nevertheless, 
a notebook, unlike the oral testimony of an inventor, may 
be weighed, for whatever it is worth, in the final deter- 
mination of reduction to practice. However, in a case 
involving reduction to practice, an unwitnessed notebook 
is insufficient on its own to support a claim of reduction 
to practice. See Reese v. Hurst, 661 F.2d 1222, 1232 
(CCPA 1981) ("The inventors' notebooks are accorded 
no more weight than the inventors* testimony in this in- 
stance, since they were not witnessed or signed and were 
unseen by any witness until after this interference was 
declared."); Hahn v. Wong, 892 F.2d 1028, 1033 (Fed. 
Cir. 1989) (stating that "affiants' statements that by a 
certain date they had 'read and understood' specified 
pages of Stephen Hahn's laboratory notebooks did not 
corroborate a reduction to practice . . . because they es- 
tablished only that those pages existed on a certain date . 
. . [and] did not independently corroborate the statements 
made on those pages); Singh v. Brake, 222 FJd 1362, 
1370 (Fed. Cir. 2000) [**32] (stating that Hahn v. 
Wong did not nullify the value of laboratory notebooks 
in corroborating conception because "the standard of 
proof required to corroborate a reduction to practice [is] 
more stringent . . . than that required to corroborate a 
conception."). 8 Once properly admitted into evidence, 
documentary and physical evidence is assigned probative 
value and collectively weighed to determine whether 
reduction to practice has been achieved. This is what is 
meant by the maxim that documentary and physical evi- 
dence do not require "corroboration." 

8 Cf. Stern v. Trs. of Columbia Univ., 434 FJd 
1375, 2006 U.S. App. LEXIS 1015, No. 05-1291, 
slip op. at 5 (Fed. Cir. Jan. 17, 2006) ("Regard- 
less of the contents of the notebooks, unwitnessed 
laboratory notebooks on their own are insuffi- 
cient to support his claim [of conception, and 
therefore] of co-inventorship."). 

1 . Corroboration 

Credibility concerns undergird the corroboration re- 
quirement, the purpose of which is to prevent fraud. See 
Chen v. Bouchard, 347 FJd 1299, 1309 (Fed. Cir. 2003) 
("The purpose of corroboration ... is to prevent fraud, 
by providing independent confirmation of the inventor's 
testimony.") (internal [**33] quotations omitted). As 
such, the corroboration requirement provides an addi- 
tional safeguard against courts being deceived by inven- 
tors who may be tempted to mischaracterize the events of 
the past through their testimony. See Mahurkar, 79 FJd 
at 1577 ("While perhaps prophylactic in application 
given the unique abilities of trial court judges and juries 
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to assess credibility, the rule provides a bright line for 
both district courts and the PTO to follow in addressing 
the difficult issues related to invention dates."). 

[HN17] Sufficiency of corroboration is determined 
by using a "rule of reason" analysis, under which all per- 
tinent evidence is examined when determining the credi- 
bility of an inventor's testimony. See Price v. Symsek, 
988 F2d 1187, 1195 (Fed. Or. 1993) (" A rule of reason' 
analysis is applied to determine whether the inventor's 
prior conception testimony has been corroborated."); 
Berges v. Gottstein, 618 F.2d 771, 776 (CCPA 1980) 
("In the final analysis, each corroboration case must be 
decided on its own facts with a view to deciding whether 
the evidence as a whole is persuasive."). 

[HN18] The requirement of independent knowledge 
[**34] remains key to the corroboration inquiry. See 
Reese v. Hurst, 661 F2d 1222, 1225 (CCPA 1981) 
("Adoption of the 'rule of reason' has not altered the 
[* 1 1 71 ] requirement that evidence of corroboration must 
not depend solely on the inventor himself."). "Independ- 
ent corroboration may consist of testimony of a witness, 
other than the inventor, to the actual reduction to practice 
or it may consist of evidence of surrounding facts and 
circumstances independent of information received from 
the inventor." Id. One consequence of the independence 
requirement is that testimony of one co-inventor cannot 
be used to help corroborate the testimony of another. 
See, e.g., Lacks Indus, v. McKechnie Vehicle Compo- 
nents USA, Inc., 322 FJd 1335, 1350 (Fed. Cir. 2003) 
(opining that the Special Master rightly refused to accept 
cross-corroboration of oral testimony as being adequate). 

Despite the importance of the independence re- 
quirement, however, [HN19] "the law does not impose 
an impossible standard of 'independence' on corrobora- 
tive evidence by requiring that every point of a reduction 
to practice be corroborated by evidence having a source 
totally independent of the inventor. [**35] . . ." Cooper 
v. Goldfarb, 154 FJd at 1330 (internal quotations omit- 
ted). Similarly, "it is not necessary to produce an actual 
over-the-shoulder observer. Rather, sufficient circum- 
stantial evidence of an independent nature can satisfy the 
corroboration requirement." Id. 

[HN20] When an inventor claims a process for mak- 
ing a chemical compound rather than the compound it- 
self, it is the successful reduction to practice of the proc- 
ess that must be corroborated, and not merely the suc- 
cessful production of the compound per se. Thus, spec- 
tral evidence that might be sufficient per se to corrobo- 
rate a claim directed to the product will generally not be 
sufficient to corroborate a claim directed to the process, 
in the absence of some evidence to corroborate that the 
product was produced via that process. 

2. Standard of Review 



[HN21] Whether or not corroboration exists is a 
question of fact, the district court's determination of 
which we review for clear error. This is true because 
"issues of conception and reduction to practice are ques- 
tions of law predicated on subsidiary factual findings," 
Eaton v. Evans, 204 FJd 1094, 1097 (Fed. Cir. 2000), 
and corroboration [**36] is properly viewed as a sub- 
sidiary factual finding. See Singh v. Brake, 222 FJd at 
1368 (implying that corroboration is a question of fact by 
holding that "substantial evidence supports the Board's 
finding that this notebook entry alone was insufficient to 
corroborate Singh's testimony . . . .")(emphasis added). 

Before reviewing the determination of the court be- 
low, we note that it is true that [HN22] corroboration is 
fundamentally about "credibility," see supra Discussion, 
Part C.l, and that in reviewing factual findings under the 
clear error standard, this court "gives great deference to 
the district court's decisions regarding credibility of wit- 
nesses." See Ecolochetn, Inc. v. S. Cal. Edison Co., 227 
FJd 1361, 1378-79 (Fed. Cir. 2000) (internal quotations 
omitted). Indeed, such deference is appropriately ac- 
corded to assessments of witness credibility because 
"only the trial judge can be aware of the variations in 
demeanor and tone of voice that bear so heavily on the 
listener's understanding of and belief in what is said." 
Anderson v. Bessemer City, 470 U.S. 564, 575, 105 S. Ct. 
1504, 84 L. Ed. 2d 518 (1985). 

Nonetheless, such deference is often [**37] of little 
consequence in a corroboration inquiry because the rai- 
son d'etre of the corroboration requirement is our refusal 
to base priority determinations on a court's uncorrobo- 
rated assessments of a testifying inventor's credibil- 
ity.[HN23] Even the most credible inventor testimony is 
a fortiori required to be corroborated by independent 
[*1172] evidence, which may consist of documentary 
evidence as well as the testimony of non-inventors. To 
the extent that a district court's finding of corroboration 
rests on its assessment of the credibility of non-inventor 
testimony, we apply the deferential standard of review 
stated in Ecolochetn. To the extent that it rests, as it does 
here, on the district court's assessment of documentary, 
as opposed to testimonial evidence, we still apply clear 
error review; however, clear error is less difficult to es- 
tablish. 

3. Analysis 

The parties in this case dispute whether or not there 
was adequate corroboration of the inventors' testimony 
that Medichem had actually reduced to practice the proc- 
ess of the claimed invention before Rolabo's effective 
filing date. Medichem put forward two principal types of 
corroborating evidence: documentary evidence generated 
1**38] by inventors and that generated bv non-inventors. 
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9 This patent bore a number of co-inventors, 
many of whom testified at trial. As we have noted 
above, the testimony of one inventor cannot be 
corroborated by the testimony of co-inventors. 

In the first category, it produced a documented re- 
quest for the analysis of a sample, purported to have been 
produced via the claimed synthetic route, which was sent 
by one co-inventor to another. Also in this category were 
the NMR spectral data obtained by the co-inventor pur- 
suant to that request. These spectra were consistent with 
loratadine, and the accuracy of that chemical identifica- 
tion is not being challenged. Finally, this category in- 
cludes the original laboratory notebook of co-inventor 
Dr. Rodriguez. In the second category, documentary evi- 
dence by non-inventors, there is the original laboratory 
notebook of former Medichem employee, and non- 
inventor, Lola Casas. 

This court now turns to consider the corroborative 
value of the three principal pieces of potentially corrobo- 
rative evidence: the NMR spectra, the notebooks of 
Medichem's inventors, and the notebook of non-inventor 
Casas. We note at the outset that the [**39] problem 
with the dated NMR data is that at most they corroborate 
that the inventors were in possession of the chemical 
loratadine as of that date; they do not, in themselves, 
adequately corroborate the claimed process, as they do 
not establish whether the sample that was analyzed was 
actually produced by that process. If this case dealt with 
a claim to a composition of matter, rather than to a proc- 
ess, the NMR evidence might very well take on a differ- 
ent relevance in this regard. As far as the corroborative 
value of the inventors' notebooks is concerned, they were 
not witnessed, and they do not provide an "independent" 
source of authority on the issue of reduction to practice. 
Hence, they have minimum corroborative value. 

It is clear to this court, therefore, that Medichem's 
claim of corroboration stands or falls with the modicum 
of additional corroborative value that can properly be 
assigned to non-inventor Casas' notebook. 10 However, 
Casas did not testify [*1 173] regarding the notebook or 
the genuineness of its contents. In addition, although 
Casas' notebook was dated, it was neither signed nor 
witnessed, and inventor Rodriguez testified that she and 
Casas had made entries in each [**40] others' note- 
books. Rodriguez characterized these occasions as not 
out of the ordinary. As a result, the district court was 
clearly reliant on the inventor to help to identify the au- 
thor of specific entries made in Casas' notebook, because 
in a reduction to practice inquiry, only those passages of 
the unsigned, unwitnessed notebooks authored by non- 
inventor Casas could possess significant corroborative 
value. In addition, without testimony from Casas, the 



court lacked any non-inventor testimony regarding the 
genuineness of the notebook's contents. 

10 When an inventor attempts to offer into evi- 
dence the notebook of a non-inventor as evidence 
of corroboration, evidentiary issues might be im- 
plicated. For example, the notebook is likely to 
be hearsay, and if so, there may be an issue as to 
whether or not it falls within an exception to the 
hearsay rule, such as the business record excep- 
tion. Indeed, in Chen v. Bouchard, this court af- 
firmed the decision of the Board of Patent Ap- 
peals and Interferences to exclude as inadmissible 
hearsay a non-inventor's notebooks, which had 
been offered to corroborate reduction to practice 
where, as in the instant case, the non-inventor did 
not testify. 347 F3d 1299, J 308 (Fed. Cir. 2003). 

[**41] We also note that Medichem admitted 
fraudulently backdating certain documents relating to a 
purported 1995 reduction to practice. Even though the 
backdating of the 1995 documents was unrelated to the 
critical pages in Casas' notebook, which purport to estab- 
lish a reduction to practice in 1996, the district court 
found that the credibility of the Medichem inventors was 
accordingly diminished. 

[HN24] Where a laboratory notebook authored by a 
non-inventor is offered into evidence pursuant to authen- 
tication by an inventor, where the author of the notebook 
has not testified at trial or otherwise attested to its au- 
thenticity, and where the notebook has not been signed 
or witnessed and has not been maintained in reasonable 
accordance with good laboratory practices sufficient to 
reasonably ensure its genuineness under the circum- 
stances, then the corroborative value of the notebook is 
minimal. Given the facts of this case, Casas' notebook 
should therefore not be accorded much corroborative 
value. In view of the minimal corroborative value of the 
inventors' notebooks and the limited value of the NMR 
spectrum, we conclude that the evidence, evaluated as a 
whole under the rule of reason, is [**42] insufficient as 
a matter of law to corroborate Medichem's reduction to 
practice. 

The district court did not specifically address cor- 
roboration in its obviousness inquiry, a fact that might, in 
some circumstances, hamper our ability to conduct clear 
error review. Here, however, the facts of the case admit 
of only one conclusion as a matter of law, and we there- 
fore decide the case without remanding to the district 
court for an explanation of why it implicitly found cor- 
roboration to be present. We hold that corroboration is 
absent and that the district court therefore erred in reach- 
ing its legal conclusion that Medichem had reduced its 
invention to practice in the spring of 1996. Accordingly, 
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we reverse the district court's award of priority to Medi- AFFIRMED-IN-PART, REVERSED-IN-PART 
chem. 

No costs. 
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LEXSEE 383 U.S. 1 
GRAHAM ET AL. v. JOHN DEERE CO. OF KANSAS CITY ET AL. 

No. 11 

SUPREME COURT OF THE UNITED STATES 

383 US. 1;86S. Ct. 684; 15 L. Ed. 2d 545; 1966 US. LEXIS 2908; 148 US.P.Q. 

(BNA)459 

October 14, 1965, Argued 
February 21, 1966, Decided ' 

* Together with No. 37, Calmar, Inc. v. Cook Chemical Co., and No. 43, Col- 
gate-Palmolive Co. v. Cook Chemical Co., also on certiorari to the same court. 



PRIOR HISTORY: CERTIORARI TO THE 

UNITED STATES COURT OF APPEALS FOR THE 
EIGHTH CIRCUIT. 

DISPOSITION: 333 F.2d 529, affirmed; 336 F.2d 
1 10, reversed and remanded. 

CASE SUMMARY: 



PROCEDURAL POSTURE: Two decisions of the 
United States Court of Appeals for the Eighth Circuit 
were consolidated on appeal to consider the effect of the 
Patent Act of 1952, 35 U.S.CS. § 103, on the validity of 
patents. One decision granted judgment for respondents 
in petitioners' patent infringement suit, and the other af- 
firmed judgment for respondent, who brought cross ac- 
tions for infringement in petitioners' consolidated de- 
claratory judgment actions. 

OVERVIEW: Two appeals were consolidated to review 
the validity of patents in light of the Patent Act of 1952, 
35 U.S.CS. § 103, which provided that in determining 
the patentability of a device it was necessary to consider 
not only its novelty and utility, but also its obviousness 
to one of ordinary skill in the art. The court affirmed a 
circuit court judgment in favor of respondents in peti- 
tioners' plow clamp patent infringement suit, and re- 
versed a decision affirming judgment for respondent, 
who brought cross actions for infringement of its sprayer 
patent in petitioners' consolidated declaratory judgment 
suits. On appeal, the court held that § 103 placed an em- 
phasis on the factor of obviousness but did not lower the 
level of patentable invention. The court then examined 
the patents in question in light of the prior art and deter- 
mined that the plow clamp patent in the first case was 



invalid because there were no operative mechanical dis- 
tinctions, much less nonobvious differences in petition- 
ers' device, and the sprayer patent in the second two 
cases was also invalid because its invention rested on 
small, nontechnical differences in a device that was oth- 
erwise old in the art. 

OUTCOME: The court affirmed judgment in favor of 
respondent plow manufacturers and reversed judgments 
in favor of respondent and its patented sprayer, applying 
its finding that the Patent Act of 1952 did not change the 
general level of patentable invention, and holding that 
the inventions in question were invalid because their 
obviousness would be evident to one of ordinary skill in 
the pertinent art. 

LexisNexis(R) Headnotes 



Patent Law > Nonobviousness > Elements & Tests > 
Claimed Invention as a Whole 

Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

[HNl]See 35 US.CS. § 103. 



Patent Law > Claims & Specifications > Enablement 
Requirement > General Overview 
Patent Law > Nonobviousness > Elements & Tests > 
Ordinary Skill Standard 

Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

[HN2] Under the Patent Act of 1952, 35 US.CS. § 103, 
patentability is to depend, in addition to novelty and util- 
ity, upon the non-obvious nature of the subject matter 
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sought to be patented to a person having ordinary skill in 
the pertinent art. 



Patent Law > Inequitable Conduct > Effect, Materiality 
& Scienter > General Overview 

Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

Patent Law > Nonobviousness > Elements & Tests > 
Secondary Considerations 

[HN3] While the ultimate question of patent validity is 
one of law, the condition set forth in the Patent Act of 
1952, 35 U.S.C.S. § 1 03, which is but one of three condi- 
tions, each of which must be satisfied, lends itself to sev- 
eral basic factual inquiries: (1) the scope and content of 
the prior art are to be determined; (2) differences be- 
tween the prior art and the claims at issue are to be ascer- 
tained, and (3) the level of ordinary skill in the pertinent 
art resolved. Against this background, the obviousness or 
nonobviousness of the subject matter is determined. Such 
secondary considerations as commercial success, long 
felt but unsolved needs, failure of others, etc., might be 
utilized to give light to the circumstances surrounding 
the origin of the subject matter sought to be patented. As 
indicia of obviousness or nonobviousness, these inquiries 
may have relevancy. 

Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

[HN4] Although the inquiry which the U.S. Patent Office 
and the courts must make as to patentability must be 
beamed with greater intensity on the requirements of the 
Patent Act of 1952, 35 U.S.CS. § 103, there is no change 
in the general strictness with which the overall test is to 
be applied. 



Patent Law > Infringement Actions > Claim Interpreta- 
tion > General Overview 

Patent Law > Infringement Actions > Prosecution His- 
tory Estoppel > General Overview 
[HN5] An invention is construed not only in the light of 
the claims, but also with reference to the file wrapper or 
prosecution history in the U.S. Patent Office. Claims as 
allowed must be read and interpreted with reference to 
rejected ones and to the state of the prior art; and claims 
that have been narrowed in order to obtain the issuance 
of a patent by distinguishing the prior art cannot be sus- 
tained to cover that which was previously by limitation 
eliminated from the patent. 

SUMMARY: 

In No. 1 1, the patentee and a licensee under a patent 
on a clamp for vibrating shank plows brought a patent 



infringement suit in the United States District Court for 
the Western District of Missouri. The District Court 
found the patent valid and infringed (276 F Supp 272), 
but the United States Court of Appeals for the Eighth 
Circuit reversed. (333 F2d 529.) In Nos. 37 and 43, con- 
solidated actions brought in the United States District 
Court for the Western District of Missouri for judgments 
declaring invalid a patent on a plastic finger sprayer with 
a hold-down overcap, the patent was sustained by the 
District Court (220 F Supp 414), and the United States 
Court of Appeals for the Eighth Circuit affirmed. (336 
F2d 110.) 

On certiorari, the Supreme Court of the United 
States affirmed in No. 1 1 and reversed in Nos. 37 and 43. 
In an opinion by Clark, J., expressing the unanimous 
view of the Court, it was held that (1) 103 of the Patent 
Act of 1952, providing that a patent may not be obtained 
if the subject matter would have been obvious to a per- 
son with ordinary skill in the art, codified existing judi- 
cial precedents without affecting the required general 
level of innovation, and (2) both patents were invalid 
under 103, since the differences between them and the 
pertinent prior art would have been obvious to a person 
reasonably skilled in that art. 

Stewart, J., did not participate in Nos. 37 and 43. 

Fortas, J., did not participate in any of the cases. 

LAWYERS' EDITION HEADNOTES: 

[***LEdHNl] 

PATENTS §19 

patentability - mechanical skill -- 
Headnote:[lA][lB] 

The Patent Act of 1952 (66 Stat 792, ch 950) is in- 
tended to codify judicial precedents embodying the prin- 
ciple that a patentable invention must evidence more 
ingenuity and skill than that possessed by an ordinary 
mechanic acquainted with the business. 

[***LEdHN2] 

PATENTS §19.1 
patentability - obviousness -- 
Headnote:[2A][2B] 

Although 103 of the Patent Act of 1952 ( 35 USC 
103) places emphasis on an inquiry into obviousness by 
providing that a patent may not be obtained if the subject 
matter "would have been obvious at the time the inven- 
tion was made to a person having ordinary skill in the 
art," the general level of innovation necessary to sustain 
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the patentability remains the same as before the statute 
was enacted. 

[***LEdHN3] 
PATENTS §2 

congressional power — constitutional limitations — 
Headnote:[3] 

Article 1 8 of the Constitution, authorizing Congress 
to promote the progress of the useful arts by securing for 
limited times to inventors the exclusive right to their 
discoveries, is both a grant of power and a limitation; the 
limitation to the promotion of advances in the "useful 
arts" precludes Congress from enlarging the patent mo- 
nopoly without regard to the innovation, advancement, or 
social benefit gained thereby and from authorizing the 
issuance of patents whose effects are to remove existent 
knowledge from the public domain or to restrict free 
access to materials already available. 

[***LEdHN4] 

PATENTS §140 
validity -- 
Head note: [4] 

The question of patent validity requires reference to 
a standard written into the Constitution. 

[***LEdHN5] 
PATENTS §2 
congressional power — 
Headnote:[5] 

Within the scope and limits of Article 1 8 authoriza- 
tion to Congress to promote the useful arts by securing 
for limited times to inventors the exclusive right to their 
discoveries, Congress may set out conditions and tests 
for patentability. 

[***LEdHN6] 

UNITED STATES §16 
congressional powers — 
Headnote:[6] 

As a corollary to the grant of any power under Arti- 
cle 1 of the Constitution, Congress may implement the 
stated constitutional purpose by selecting the policy 
which in its judgment best effectuates the constitutional 
aim. 

[***LEdHN7] 



COURTS §118.5 
PATENTS §3 

effectuating congressional scheme — 
Headnote:[7] 

It is the duty of the Commissioner of Patents and of 
the courts in the administration of the patent system to 
give effect to the constitutional standard by appropriate 
application, in each case, of the statutory scheme of 
Congress. 

[***LEdHN8] 

PATENTS §18 
PATENTS §19.1 
PATENTS §55 
conditions of patentability — 
Headnote:[8] 

Under the Patent Act of 1952 (66 Stat 792, ch 950), 
patentability is dependent upon three explicit conditions: 
novelty and utility, as articulated and defined in 35 USC 
101 and 102, and nonobviousness, as set out in 35 USC 
103. 

[***LEdHN9] 

PATENTS §16 

patentability — flash of genius - 
Headnote:[9] 

The provision of 35 USC 103 that "patentability 
shall not be negatived by the manner in which the inven- 
tion was made" is intended to abolish the test of pat- 
entability expressed in the controversial phrase "flash of 
creative genius." 

[***LEdHN10] 

PATENTS §19.1 
test of obviousness — 
Headnote:[10] 

The condition of patentability announced in 35 USC 
103, providing that a patent may not be obtained if the 
subject matter "would have been obvious at the time the 
invention was made to a person having ordinary skill in 
the art," emphasizes nonobviousness in the light of in- 
quiry, not quality, and as such comports with the consti- 
tutional strictures. 

[** *LEdHNIl| 
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PATENTS §19.1 
TRIAL §154 

patent validity — obviousness — 
Headnote:[ll] 

While the ultimate question of patent validity is one 
of law, the condition of 35 USC 103 that a patent may 
not be obtained if the subject matter "would have been 
obvious at the time the invention was made to a person 
having ordinary skill in the art" lends itself to several 
basic factual inquiries, since the obviousness or nonob- 
viousness of the subject matter is determined against the 
background of the scope and content of the prior art, the 
differences between the prior art and the claims at issue, 
and the level of ordinary skill in the pertinent art; more- 
over, relevant indicia of obviousness or nonobviousness 
may be found in such secondary considerations as com- 
mercial success, long felt but unsolved needs, the failure 
of others, etc. 

[***LEdHN12] 

PATENTS §19.1 
nonobviousness test - 
Headnote:[12] 

The nonobviousness test, created by the provision in 
35 USC J 03 that a patent may not be obtained if the sub- 
ject matter "would have been obvious at the time the 
invention was made to a person having ordinary skill in 
the art," is not likely to be applied with uniformity of 
thought in every factual context, but should be amenable 
to a case-by-case development. 

[***LEdHN13] 
PATENTS §3 
unpatentable material -- 
Headnote:[13] 

The primary responsibility for sifting out unpat- 
entable material lies in the Patent Office. 

[***LEdHN14] 

PATENTS §19.1 

patent on shank plow clamp - obviousness - 
Headnote:[14] 

A patent on a clamp for vibrating shank plows, 
which differed from the prior art only in that the shank 
was placed below rather than above the hinge plate, and 
the shank was bolted to the hinge plate and passed 
through a stirrup, with the result that the shank did not 



wear on the upper plate or the hinge plate, and the shank 
was permitted to flex more freely, is invalid under 35 
USC 103, which provides that a patent may not be ob- 
tained if the subject matter "would have been obvious at 
the time the invention was made to a person having ordi- 
nary skill in the art." 

[***LEdHN15] 
PATENTS §82 
omission from claim 
Headnote:[I5A][15B] 

Where a feature not specifically claimed in a patent 
is disclosed in the drawings and specifications, it be- 
comes public property. 

[***LEdHN16] 

PATENTS §123 
claims — construction — 
Headnote:[16] 

An invention is construed not only in the light of the 
claims but also with reference to the file wrapper or 
prosecution history in the Patent Office. 

[***LEdHN17] 

PATENTS §128 
narrowed claims -- limitation - 
Headnote:[17] 

Patent claims as allowed must be read and inter- 
preted with reference to rejected ones and to the state of 
the prior art; and claims that have been narrowed in order 
to obtain the issuance of a patent by distinguishing the 
prior art cannot be sustained to cover that which was 
previously by limitation eliminated from the patent. 

[***LEdHN18] 
PATENTS §57 
closely related art - 
Headnote:[18] 

Closure devices in such a closely related art as pour- 
ing spouts for liquid containers are at the very least per- 
tinent references in determining the patentability of a 
plastic finger sprayer with a hold-down overcap used as a 
built-in dispenser for liquid containers, where the claims 
are limited to an overcap not contacting the container cap 
and a rib seal for the overcap. 

[***LEdHN19] 
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PATENTS §18 
PATENTS §21 

patentability — failure of others — utility ~ 
Headnote:[19] 

Legal inferences from the failure of others to solve a 
problem, the long- felt need in the industry for the de- 
vice, and its wide commercial success may lend a help- 
ing hand to the judiciary in determining patentability and 
serve to guard against slipping into hindsight and to re- 
sist the temptation to read into the prior art the teachings 
of the invention in issue. 

[***LEdHN20] 
PATENTS §21 

patentability — early unsuccessful experiments -- 
Headnote:[20] 

In determining patentability, unsuccessful attempts 
to reach a solution become wholly irrelevant with the 
appearance of another patent, before the issuance of the 
patent in litigation, showing the solution claimed by the 
patent in litigation. 

[***LEdHN21] 
PATENTS §61 

patentability — lack of patent search - 
Headnote:[21] 

In determining patentability, it is irrelevant that no 
one apparently chose to avail himself of knowledge 
stored in the Patent Office and readily available by the 
simple expedient of conducting a patent search. 

[***LEdHN22] 

PATENTS §19.1 
patentability — obviousness - 
Head note: [22] 

The claims of a patent on a plastic finger sprayer 
with a hold-down overcap fall as not meeting the nonob- 
viousness test of 35 USC 103, since the differences be- 
tween them and the pertinent prior art would have been 
obvious to a person reasonably skilled in that art, where 
the claims are limited to an overcap not contacting the 
container cap and a rib seal for the overcap, and both the 
space and the rib seal were disclosed in a prior patent. 

SYLLABUS 



In No. 1 1 petitioners sued for infringement of a pat- 
ent, consisting of a combination of old mechanical ele- 
ments, for a device designed to absorb shock from plow 
shanks in rocky soil to prevent damage to the plow. In 
1955 the Fifth Circuit held the patent valid, ruling that a 
combination is patentable when it produces an "old result 
in a cheaper and otherwise more advantageous way." 
Here the Eighth Circuit held that since there was no new 
result in the combination the patent was invalid. Peti- 
tioners in Nos. 37 and 43 filed actions for declaratory 
judgments declaring invalid respondent's patent relating 
to a plastic finger sprayer with a "hold-down" cap used 
as a built-in dispenser for containers with liquids, princi- 
pally insecticides. By cross-action respondent claimed 
infringement. The District Court and the Court of Ap- 
peals sustained the patent. Held: The patents do not meet 
the test of the "nonobvious" nature of the "subject matter 
sought to be patented" to a person having ordinary skill 
in the pertinent art, set forth in § J 03 of the Patent Act of 
1952, and are therefore invalid. Pp. 3-37. 

(a) In carrying out the constitutional command of 
Art. I, § 8, that a patent system "promote the Progress of 
. . . useful Arts," Congress established the two statutory 
requirements of novelty and utility in the Patent Act of 
1793. Pp. 3,6, 12. 

(b) This Court in Hotchkiss v. Greenwood, 11 How. 
248 (J 85 J), additionally conditioned the issuance of a 
patent upon the evidence of more ingenuity and skill than 
that possessed by an ordinary mechanic acquainted with 
the business. P. 1 1. 

(c) In § 103 of the 1952 Patent Act Congress added 
the statutory nonobvious subject matter requirement, 
originally expounded in Hotchkiss, which merely codi- 
fied judicial precedents requiring a comparison of the 
subject matter sought to be patented and the prior art, 
tying patentable inventions to advances in the art. Al- 
though § 103 places emphasis upon inquiries into obvi- 
ousness, rather than into "invention," the general level of 
innovation necessary to sustain patentability remains 
unchanged under the 1952 Act. Pp. 14-17. 

(d) This section permits a more practical test of pat- 
entability. The determination of "nonobviousness" is 
made after establishing the scope and content of prior art, 
the differences between the prior art and the claims at 
issue, and the level of ordinary skill in the pertinent an. 
P. 17. 

(e) With respect to each patent involved here the dif- 
ferences between the claims in issue and the pertinent 
prior art would have been obvious to a person reasonably 
skilled in that art. Pp. 25-26, 37. 

COUNSEL: Orville O. Gold argued the cause for peti- 
tioners in No. 1 1. With him on the brief was Claude A. 
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Fishburn. Dennis G. Lyons argued the cause for peti- 
tioners in Nos. 37 and 43. With him on the briefs for 
petitioner in No. 37 were Victor H. Kramer and Francis 
G. Cole. On the brief for petitioner in No. 43 were 
George H. Mortimer and Howard A. Crawford. 

S. Tom Morris argued the cause for respondents in No. 
1 1. With him on the brief were W. W. Gibson and Tho- 
mas E. Scofield. Gordon D. Schmidt argued the cause 
for respondent in Nos. 37 and 43. With him on the brief 
were Carl E. Enggas, Hugh B. Cox and Charles A. 
Miller. 

Briefs of amici curiae in No. 11 were filed by Roger 
Robb for the American Bar Association; by Stanton T. 
Lawrence, Jr., for the New York Patent Law Association; 
by George E. Frost for the Illinois State Bar Association; 
by J. Vincent Martin, Alfred H. Evans and Russell E. 
Schlorff for the State Bar of Texas; and by Robert W. 
Hamilton for the School of Law of the University of 
Texas. 

JUDGES: Warren, Harlan, Brennan, Black, Clark, 
White, Douglas; Fortas took no part in the consideration 
or decision of these cases; Stewart took no part in the 
consideration or decision of Nos. 37 and 43 

OPINION BY: CLARK 

OPINION 

[*3] [***548] [**686] MR. JUSTICE CLARK 
delivered the opinion of the Court. 

After a lapse of 15 years, the Court again focuses its 
attention on the patentability of inventions under the 
standard of Art. 1, § 8, cL 8, of the Constitution and under 
the conditions prescribed by the laws of the United 
States. Since our last expression on patent validity, A. & 
P. Tea Co. v. Supermarket Corp., 340 U.S. 147 (J 950), 
the Congress has for the first time expressly added a 
third statutory dimension to the two requirements of 
novelty and utility that had been the sole statutory test 
since the Patent Act of 1793. This is the test of obvious- 
ness, i. e., whether "the subject matter sought to be pat- 
ented and the prior art are such that the subject matter as 
a whole would have been obvious at the time the inven- 
tion was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability shall 
not be negatived by the manner in which the invention 
was made." § 103 of the Patent Act of 1952, 35 U. S. C. 
§ 103 (1964 ed.). 

[***LEdHR!A] [1 A] [***LEdHR2A] [2A] 

The questions, involved in each of the companion 
cases before us. are what effect the 1952 Act 1***549] 



had upon traditional statutory and judicial tests of pat- 
entability and what definitive tests are now required. We 
have concluded that the 1952 Act was intended to codify 
judicial precedents embracing the principle long ago 
[*4] announced by this Court in Hotchkiss v. Green- 
wood, 11 How. 248 (1851), and that, while the clear lan- 
guage of § 103 places emphasis on an inquiry into obvi- 
ousness, the general [**687] level of innovation neces- 
sary to sustain patentability remains the same. 

I. 

The Cases. 

(a) . No. 1 1 , Graham v. John Deere Co., an in- 
fringement suit by petitioners, presents a conflict be- 
tween two Circuits over the validity of a single patent on 
a "Clamp for vibrating Shank Plows." The invention, a 
combination of old mechanical elements, involves a de- 
vice designed to absorb shock from plow shanks as they 
plow through rocky soil and thus to prevent damage to 
the plow. In 1955, the Fifth Circuit had held the patent 
valid under its rule that when a combination produces an 
"old result in a cheaper and otherwise more advanta- 
geous way," it is patentable. Jeojfroy Mfg., Inc. v. Gra- 
ham, 219 F.2d 511, cert, denied, 350 U.S. 826. In 1964, 
the Eighth Circuit held, in the case at bar, that there was 
no new result in the patented combination and that the 
patent was, therefore, not valid. 333 F.2d 529, reversing 
216 F.Supp. 272. We granted certiorari, 379 U.S. 956. 
Although we have determined that neither Circuit ap- 
plied the correct test, we conclude that the patent is inva- 
lid under § 103 and, therefore, we affirm the judgment of 
the Eighth Circuit. 

(b) . No. 37, Calmar, Inc. v. Cook Chemical Co., and 
No. 43, Colgate-Palmolive Co. v. Cook Chemical Co., 
both from the Eighth Circuit, were separate declaratory 
judgment actions, but were filed contemporaneously. 
Petitioner in Calmar is the manufacturer of a finger- 
operated sprayer with a "hold-down" cap of the type 
commonly seen on grocers' shelves inserted in bottles of 
insecticides and other liquids prior to shipment. Peti- 
tioner in Colgate-Palmolive is a purchaser of the spray- 
ers [*5] and uses them in the distribution of its prod- 
ucts. Each action sought a declaration of invalidity and 
noninfringement of a patent on similar sprayers issued to 
Cook Chemical as assignee of Baxter I. Scoggin, Jr., the 
inventor. By cross-action, Cook Chemical claimed in- 
fringement. The actions were consolidated for trial and 
the patent was sustained by the District Court. 220 
F.Supp. 414. The Court of Appeals affirmed, 336 F.2d 
110, and we granted certiorari, 380 U.S. 949. We re- 
verse. 

Manifestly, the validity of each of these patents 
turns on the facts. The basic problems, however, are the 
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same in each case and require initially a discussion of the 
constitutional and statutory provisions covering the pat- 
entability of the inventions. 

IT. 

[***LEdHR3] [3] [***LEdHR4] [4]At the outset 
it must be remembered that the federal patent power 
stems from a specific constitutional provision which au- 
thorizes the Congress "To promote the Progress of . . . 
useful Arts, by securing for limited Times to . . . Inven- 
tors the exclusive Right to their . . . Discoveries." Art. I, 
§ 8, cl. 8. [***550] 1 The clause is both a grant of power 
and a limitation. This qualified authority, unlike the 
power often exercised in the sixteenth and seventeenth 
centuries by the English Crown, is limited to the promo- 
tion of advances in the "useful arts." It was written 
against the backdrop of the practices - eventually cur- 
tailed by the Statute of Monopolies - of the Crown in 
granting monopolies to court favorites in goods or busi- 
nesses which had long before been enjoyed by the pub- 
lic. See Meinhardt, Inventions, Patents and Monopoly, 
pp. [**688] 30-35 (London, 1946). The Congress in 
the [*6] exercise of the patent power may not overreach 
the restraints imposed by the stated constitutional pur- 
pose. Nor may it enlarge the patent monopoly without 
regard to the innovation, advancement or social benefit 
gained thereby. Moreover, Congress may not authorize 
the issuance of patents whose effects are to remove exis- 
tent knowledge from the public domain, or to restrict free 
access to materials already available. Innovation, ad- 
vancement, and things which add to the sum of useful 
knowledge are inherent requisites in a patent system 
which by constitutional command must "promote the 
Progress of . . . useful Arts." This is the standard ex- 
pressed in the Constitution and it may not be ignored. 
And it is in this light that patent validity "requires refer- 
ence to a standard written into the Constitution." A. & P. 
Tea Co. v. Supermarket Corp., supra, at J 54 (concurring 
opinion). 

1 The provision appears in the Constitution 
spliced together with the copyright provision, 
which we omit as not relevant here. See H. R. 
Rep. No. 1923, 82d Cong., 2d Sess., at 4 (1952); 
DeWolf, An Outline of Copyright Law, p. 15 
(Boston, 1925). 

l***LEdHR5] [5] [***LEdHR6] [6] [***LEdHR7] 
[7]Within the limits of the constitutional grant, the Con- 
gress may, of course, implement the slated purpose of the 
Framers by selecting the policy which in its judgment 
best effectuates the constitutional aim. This is but a cor- 
ollary to the grant to Congress of any Article I power. 
Gibbons \\ Ogden, 9 Wheat. I . Within the scope estab- 



lished by the Constitution, Congress may set out condi- 
tions and tests for patentability. McClurg v. Kingsland, 1 
How. 202, 206. It is the duty of the Commissioner of 
Patents and of the courts in the administration of the pat- 
ent system to give effect to the constitutional standard by 
appropriate application, in each case, of the statutory 
scheme of the Congress. 

Congress quickly responded to the bidding of the 
Constitution by enacting the Patent Act of 1790 during 
the second session of the First Congress. It created an 
agency in the Department of State headed by the Secre- 
tary of State, the Secretary of the Department of War 
[*7] and the Attorney General, any two of whom could 
issue a patent for a period not exceeding 14 years to any 
petitioner that "hath . . . invented or discovered any use- 
ful art, manufacture, ... or device, or any improvement 
therein not before known or used" if the board found that 
"the invention or discovery [was] sufficiently useful and 
important . ..." 1 Stat. 1 10. This group, whose members 
administered the patent system along with their other 
public duties, was known by its own designation as 
"Commissioners for the Promotion of Useful Arts." 

Thomas Jefferson, who as Secretary of State was a 
member of the group, was its moving spirit and might 
well be called the "first administrator of our patent sys- 
tem." See Federico, Operation of the Patent Act of 1790, 
18 J. Pat. Off. Soc. 237, 238 (1936). He was not only an 
[***551] administrator of the patent system under the 
1790 Act, but was also the author of the 1793 Patent Act. 
In addition, Jefferson was himself an inventor of great 
note. His unpatented improvements on plows, to men- 
tion but one line of his inventions, won acclaim and rec- 
ognition on both sides of the Atlantic. Because of his 
active interest and influence in the early development of 
the patent system, Jefferson's views on the general nature 
of the limited patent monopoly under the Constitution, as 
well as his conclusions as to conditions for patentability 
under the statutory scheme, are worthy of note. 

Jefferson, like other Americans, had an instinctive 
aversion to monopolies. It was a monopoly on tea that 
sparked the Revolution and Jefferson certainly did not 
favor an equivalent form of monopoly under the new 
government. His abhorrence of monopoly extended ini- 
tially to patents as well. From France, he wrote to Madi- 
son (July 1788) urging a Bill of Rights provision restrict- 
ing monopoly, and as against the argument that [*8] 
limited [**689] monopoly might serve to incite "inge- 
nuity," he argued forcefully that "the benefit even of lim- 
ited monopolies is too doubtful to be opposed to that of 
their general suppression." V Writings of Thomas Jeffer- 
son, at 47 (Ford ed. ? 1895). 

His views ripened, however, and in another letter to 
Madison (Aug. 1789) after the drafting of the Bill of 
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Rights, Jefferson stated that he would have been pleased 
by an express provision in this form: 

"Art. 9. Monopolies may be allowed to persons for 
their own productions in literature & their own inven- 
tions in the arts, for a term not exceeding -- years but for 
no longer term & no other purpose." Id., at J 13. 

And he later wrote: 

"Certainly an inventor ought to be allowed a right to 
the benefit of his invention for some certain time. . . . 
Nobody wishes more than I do that ingenuity should 
receive a liberal encouragement." Letter to Oliver Evans 
(May 1807), V Writings of Thomas Jefferson, at 75-76 
(Washington ed.). 

Jefferson's philosophy on the nature and purpose of 
the patent monopoly is expressed in a letter to Isaac 
McPherson (Aug. 1813), a portion of which we set out in 
the margin. : He rejected a natural-rights [***552] the- 
ory in [*9] intellectual property rights and clearly rec- 
ognized the social and economic rationale of the patent 
system. The patent monopoly was not designed to se- 
cure to the inventor his natural right in his discoveries. 
Rather, it was a reward, an inducement, to bring forth 
new knowledge. The grant of an exclusive right to an 
invention was the creation of society — at odds with the 
inherent free nature of disclosed ideas — and was not to 
be freely given. Only inventions and discoveries which 
furthered human knowledge, and were new and useful, 
justified the special inducement of a limited private mo- 
nopoly. Jefferson did not believe in granting patents for 
small details, obvious improvements, or frivolous de- 
vices. His writings evidence his insistence upon a high 
level of patentability. 

2 "Stable ownership is the gift of social law, and 
is given late in the progress of society. It would 
be curious then, if an idea, the fugitive fermenta- 
tion of an individual brain, could, of natural right, 
be claimed in exclusive and stable property. If 
nature has made any one thing less susceptible 
than all others of exclusive property, it is the ac- 
tion of the thinking power called an idea, which 
an individual may exclusively possess as long as 
he keeps it to himself; but the moment it is di- 
vulged, it forces itself into the possession of 
every one, and the receiver cannot dispossess 
himself of it. Its peculiar character, too, is that no 
one possesses the less, because every other pos- 
sesses the whole of it. He who receives an idea 
from me, receives instruction himself without 
lessening mine; as he who lights his taper at 
mine, receives light without darkening me. That 
ideas should freely spread from one to another 
over the globe, for the moral and mutual instruc- 



tion of man, and improvement of his condition, 
seems to have been peculiarly and benevolently 
designed by nature, when she made them, like 
fire, expansible over all space, without lessening 
their density in any point, and like the air in 
which we breathe, move, and have our physical 
being, incapable of confinement or exclusive ap- 
propriation. Inventions then cannot, in nature, be 
a subject of property. Society may give an exclu- 
sive right to the profits arising from them, as an 
encouragement to men to pursue ideas which may 
produce utility, but this may or may not be done, 
according to the will and convenience of the so- 
ciety, without claim or complaint from any 
body." VI Writings of Thomas Jefferson, at 180- 
181 (Washington ed.). 

As a member of the patent board for several years, 
Jefferson saw clearly the difficulty in "drawing a line 
between the things which are worth to the public the em- 
barrassment of an exclusive patent, and those which are 
not." The board on which he served sought to draw such 
a line and formulated several rules which [**690] are 
preserved in [*10] Jefferson's correspondence. 3 Despite 
the board's efforts, Jefferson saw "with what slow pro- 
gress a system of general rules could be matured." Be- 
cause of the "abundance" of cases and the fact that the 
investigations occupied "more time of the members of 
the board than they could spare from higher duties, the 
whole was turned over to the judiciary, to be matured 
into a system, under which every one might know when 
his actions were safe and lawful." Letter to McPherson, 
supra, at 181, 182. Apparently Congress agreed with 
Jefferson and the board that the courts should develop 
additional conditions for patentability. Although the Pat- 
ent Act was amended, revised or codified some 50 times 
between 1790 and 1950, Congress steered clear of a 
statutory set of requirements other than the bare novelty 
and utility tests reformulated in Jefferson's draft of the 
1793 Patent Act. 

3 "[A] machine of which we are possessed, 
might be applied by every man to any use of 
which it is susceptible." Letter to Isaac McPher- 
son, supra, at 181. 

"[A] change of material should not give title 
to a patent. As the making a ploughshare of cast 
rather than of wrought iron; a comb of iron in- 
stead of horn or of ivory . . . ." Ibid. 

"[A] mere change of form should give no 
right to a patent, as a high-quartered shoe instead 
of a low one; a round hat instead of a three- 
square; or a square bucket instead of a round 
one." Id. f at 181-182. 
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"[A combined use of old implements.] A 
man has a right to use a saw, an axe, a plane 
separately; may he not combine their uses on the 
same piece of wood?" Letter to Oliver Evans 
(Jan. 1814), VI Writings of Thomas Jefferson, at 
298 (Washington ed.). 

m. 

The difficulty of formulating conditions for pat- 
entability was heightened by the generality of the consti- 
tutional grant and the statutes implementing it, together 
with the underlying policy of the patent system that "the 
things which are worth to the public the embarrassment 
[*I1] of an exclusive patent," as Jefferson put it, must 
outweigh the restrictive effect of the limited patent mo- 
nopoly. The inherent problem was to develop some 
means of weeding out those inventions which would not 
be disclosed or devised but for the inducement of a pat- 
ent. 

[***553] This Court formulated a general condi- 
tion of patentability in 1851 in Hotchkiss v. Greenwood, 
11 How. 248. The patent involved a mere substitution of 
materials — porcelain or clay for wood or metal in door- 
knobs -- and the Court condemned it, holding: 4 

"Unless more ingenuity and skill . . . were required . 
. . than were possessed by an ordinary mechanic ac- 
quainted with the business, there was an absence of that 
degree of skill and ingenuity which constitute essential 
elements of every invention. In other words, the im- 
provement is the work of the skilful mechanic, not that of 
the inventor." At p. 267. 

4 In historical retrospect, the specific result in 
Hotchkiss flows directly from an application of 
one of the rules of the original board of "Com- 
missioners," n. 3, second rule, supra. 

Hotchkiss, by positing the condition that a pat- 
entable invention evidence more ingenuity and skill than 
that possessed by an ordinary mechanic acquainted with 
the business, merely distinguished between new and use- 
ful innovations that were capable of sustaining a patent 
and those that were not. The Hotchkiss test laid the cor- 
nerstone of the judicial evolution suggested by Jefferson 
and left to the courts by Congress. The language in the 
case, and in those which followed, gave birth to "inven- 
tion" as a word of legal art signifying patentable inven- 
tions. Yet, as this Court has observed, "the truth is the 
word ['invention'] cannot be defined in such manner as 
[**691] to afford any substantial aid in determining 
whether a particular device involves an exercise of the 
inventive faculty [*12] or not." McClain v. Ortmaver, 
141 U.S. 419, 427(1891): A. & P. Tea Co. v. Supermar- 
ket Corp., supra, at 151. Its use as a label brought about 



a large variety of opinions as to its meaning both in the 
Patent Office, in the courts, and at the bar. The Hotch- 
kiss formulation, however, lies not in any label, but in its 
functional approach to questions of patentability. In prac- 
tice, Hotchkiss has required a comparison between the 
subject matter of the patent, or patent application, and the 
background skill of the calling. It has been from this 
comparison that patentability was in each case deter- 
mined. 

IV. 

The 1952 Patent Act. 

[***LEdHR8] [8]The Act sets out the conditions of 
patentability in three sections. An analysis of the struc- 
ture of these three sections indicates that patentability is 
dependent upon three explicit conditions: novelty and 
utility as articulated and defined in § 101 and § 102, and 
nonobviousness, the new statutory formulation, as set out 
in § 103. The first two sections, which trace closely the 
1874 codification, express the "new and useful" tests 
which have always existed in the statutory scheme and, 
for our purposes here, need no clarification. 5 The pivotal 
[*13] section around which the present [***554] con- 
troversy centers is § 103. It provides: 

"§ 103. Conditions for patentability'; non-obvious 
subject matter 

[HN1] "A patent may not be obtained though the in- 
vention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences be- 
tween the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole 
would have been obvious at the time the invention 
[**692] was made to a person having ordinary skill in 
the art to which said subject matter pertains. Patentabil- 
ity shall not be negatived by the manner in which the 
invention was made." 

5 "§101. Inventions patentable 

"Whoever invents or discovers any new and 
useful process, machine, manufacture, or compo- 
sition of matter, or any new and useful improve- 
ment thereof, may obtain a patent therefor, sub- 
ject to the conditions and requirements of this ti- 
tle." 

"§ 102. Conditions for patentability; novelty 
and loss of right to patent 

"A person shall be entitled to a patent unless 

"(a) the invention was known or used by oth- 
ers in this country, or patented or described in a 
printed publication in this or a foreign country, 
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before the invention thereof by the applicant for 
patent, or 

"(b) the invention was patented or described 
in a printed publication in this or a foreign coun- 
try or in public use or on sale in this country, 
more than one year prior to the date of the appli- 
cation for patent in the United States, or 

"(c) he has abandoned the invention, or 

"(d) the invention was first patented or 
caused to be patented by the applicant or his legal 
representatives or assigns in a foreign country 
prior to the date of the application for patent in 
this country on an application filed more than 
twelve months before the filing of the application 
in the United States, or 

"(e) the invention was described in a patent 
granted on an application for patent by another 
filed in the United States before the invention 
thereof by the applicant for patent, or 

"(0 he did not himself invent the subject 
matter sought to be patented, or 

"(g) before the applicant's invention thereof 
the invention was made in this country by another 
who had not abandoned, suppressed, or concealed 
it. In determining priority of invention there shall 
be considered not only the respective dates of 
conception and reduction to practice of the inven- 
tion, but also the reasonable diligence of one who 
was first to conceive and last to reduce to prac- 
tice, from a time prior to conception by the 
other." 

The precursors of these sections are to be 
found in the Act of February 21, 1793, c. 1 1, 1 
Stat. 318; Act of July 4, 1836, c. 357, 5 Stat. 1 17; 
Act of July 8, 1870, c. 230, 16 Stat. 198; Rev. 
Stat. §4886(1874). 

[*14] The section is cast in relatively unambiguous 
terms. [HN2] Patentability is to depend, in addition to 
novelty and utility, upon the "non-obvious" nature of the 
"subject matter sought to be patented" to a person having 
ordinary skill in the pertinent art. 

The first sentence of this section is strongly reminis- 
cent of the language in Hotchkiss. Both formulations 
place emphasis on the pertinent art existing at the time 
the invention was made and both are implicitly tied to 
advances in that art. The major distinction is that Con- 
gress has emphasized "nonobviousness" as the operative 
test of the section, rather than the less definite "inven- 
tion" language of Hotchkiss that Congress thought had 
led to "a large variety" of expressions in decisions and 
writings. In the title itself the Congress used the phrase 



"Conditions for patentability; non-obvious subject mat- 
ter' (italics added), thus focusing upon "non- 
obviousness" rather than "invention." 6 The Senate and 
House Reports, S. Rep. No. 1979, 82d Cong., 2d Sess. 
(1952); H. R. Rep. No. 1923, 82d Cong., 2d Sess. (1952), 
reflect this emphasis in these terms: 

"Section 103, for the first time in our statute, pro- 
vides a condition which exists in the law and has existed 
for more than 100 years, but only by reason of decisions 
of the courts. An invention which has been made, and 
which is new in the sense that the same thing has not 
been made before, may still not be patentable if the dif- 
ference between the new thing and what was known be- 
fore is not considered sufficiently great to warrant a pat- 
ent. That has [***555] been expressed in a large variety 
of ways in decisions of [*15] the courts and in writings. 
Section 103 states this requirement in the title. It refers 
to the difference between the subject matter sought to be 
patented and the prior art, meaning what was known be- 
fore as described in section 102. If this difference is 
such that the subject matter as a whole would have been 
obvious at the time to a person skilled in the art, then the 
subject matter cannot be patented. 

"That provision paraphrases language which has of- 
ten been used in decisions of the courts, and the section 
is added to the statute for uniformity and definiteness. 
This section should have a stabilizing effect and mini- 
mize great departures which have appeared in some 
cases." H. R. Rep., supra, at 7; S. Rep., supra, at 6. 

6 The corresponding provision in the prelimi- 
nary draft was titled "Conditions for patentability, 
lack of invention 1 (italics added), Proposed Revi- 
sion and Amendment of the Patent Laws, Pre- 
liminary Draft with Notes, House Committee on 
the Judiciary (Committee Print, 1950). 



[***LEdHR9] [9]It is undisputed that this section was, 
for the first time, a statutory expression of an additional 
requirement for patentability, originally expressed in 
Hotchkiss. It also seems apparent that Congress intended 
by the last sentence of § 103 to abolish the test it be- 
lieved this Court announced in the controversial phrase 
"flash of creative genius," used in Cuno Corp. v. Auto- 
matic Devices Corp., 314 U.S. 84 (194 1). 1 

7 The sentence in which the phrase occurs 
reads: "The new device, however useful it may 
be, must reveal the flash of creative genius, not 
merely the skill of the calling." At p. 91. Al- 
though some writers and lower courts found in 
the language connotations as to the frame of mind 
of the inventors, none were so intended. The 
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opinion approved Hotchkiss specifically, and the 
reference to "flash of creative genius" was but a 
rhetorical embellishment of language going back 
to 1833. Cf. "exercise of genius," Shaw v. Coo- 
per, 1 Pet. 292; "inventive genius," Reckendorfer 
v. Faber, 92 U.S. 347 (1876); Concrete Appli- 
ances Co. v. Gomery, 269 U.S. J 77; "flash of 
thought," Densmore v. Scofield, 102 U.S. 375 
(J 880); "intuitive genius," Potts v. Creager, 155 
U.S. 597 (J 895). Rather than establishing a more 
exacting standard, Cuno merely rhetorically re- 
stated the requirement that the subject matter 
sought to be patented must be beyond the skill of 
the calling. It was the device, not the invention, 
that had to reveal the "flash of creative genius." 
See Boyajian, The Flash of Creative Genius, An 
Alternative Interpretation, 25 J. Pat. Off. Soc. 
776, 780, 781 (1943); Pacific Contact Laborato- 
ries, Inc. v. Solex Laboratories, Inc., 209 F.2d 
529, 533; Brown & Sharpe Mfg. Co. v. Kar En- 
gineering Co., 154 F.2d 48, 51-52; In re Shor- 
ten, 31 C. C. P. A. (Pat.) 1062, 1069, 142 F.2d 
292, 295-296. 

[*16] It [**693] is contended, however, by some 
of the parties and by several of the amici that the first 
sentence of § 103 was intended to sweep away judicial 
precedents and to lower the level of patentability. Others 
contend that the Congress intended to codify the essen- 
tial purpose reflected in existing judicial precedents - 
the rejection of insignificant variations and innovations 
of a commonplace sort — and also to focus inquiries un- 
der § 103 upon nonobviousness, rather than upon "inven- 
tion," as a means of achieving more stability and predict- 
ability in determining patentability and validity. 

The Reviser's Note to this section, 8 with apparent 
reference to Hotchkiss, recognizes that judicial [***556] 
requirements as to "lack of patentable novelty [have] 
been followed since at least as early as 1850." The note 
indicates that the section was inserted because it "may 
have some stabilizing effect, and also to serve as a basis 
for the addition at a later time of some criteria which 
may be worked out." To this same effect are the reports 
of both Houses, supra, which state that the first sentence 
[*17] of the section "paraphrases language which has 
often been used in decisions of the courts, and the section 
is added to the statute for uniformity and definiteness." 

8 "There is no provision corresponding to the 
first sentence explicitly stated in the present stat- 
utes, but the refusal of patents by the Patent Of- 
fice, and the holding of patents invalid by the 
courts, on the ground of lack of invention or lack 
of patentable novelty has been followed since at 
least as early as 1850. This paragraph is added 



with the view that an explicit statement in the 
statute may have some stabilizing effect, and also 
to serve as a basis for the addition at a later time 
of some criteria which may be worked out. 

"The second sentence states that patentability 
as to this requirement is not to be negatived by 
the manner in which the invention was made, that 
is, it is immaterial whether it resulted from long 
toil and experimentation or from a flash of gen- 
ius." 

[***LEdHRlB] [IB] [***LEdHR2B] [2B] 

We believe that this legislative history, as well as 
other sources, 9 shows that the revision was not intended 
by Congress to change the general level of patentable 
invention. We conclude that the section was intended 
merely as a codification of judicial precedents embracing 
the Hotchkiss condition, with congressional directions 
that inquiries into the obviousness of the subject matter 
sought to be patented are a prerequisite to patentability. 

9 See Efforts to Establish a Statutory Standard 
of Invention, Study No. 7, Senate Subcommittee 
on Patents, Trademarks, and Copyrights, 85th 
Cong., 1st Sess. (Committee Print, 1958); Hear- 
ings, Subcommittee No. 3, House Committee on 
the Judiciary, on H. R. 3760, 82d Cong., 1st Sess. 
(1951). 

V. 

[***LEdHR10] [10] Approached in this light, the § 103 
additional condition, when followed realistically, will 
permit a more practical test of patentability. The empha- 
sis on nonobviousness is one of inquiry, not [**694] 
quality, and, as such, comports with the constitutional 
strictures. 

[***LEdHRl 1] [1 1][HN3] While the ultimate question 
of patent validity is one of law, A. & P. Tea Co. v. Su- 
permarket Corp., supra, at 155, the § 103 condition, 
which is but one of three conditions, each of which must 
be satisfied, lends itself to several basic factual inquiries. 
Under § 103, the scope and content of the prior an are to 
be determined: differences between the prior art and the 
claims at issue are to be ascertained; and the level of 
ordinary skill in the pertinent art resolved. Against this 
background, the obviousness or nonobviousness of the 
subject matter is determined. Such secondary considera- 
tions as commercial success, long fell but unsolved 
needs, failure of others, etc., might be utilized to give 
light to the circumstances [*18] surrounding the origin 
of the subject matter sought to be patented. As indicia of 
obviousness or nonobviousness, these inquiries may have 
relevancy. See Note, Subtests of "Nonobviousness": A 
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Nontechnical Approach to Patent Validity, 1 12 U. Pa. L. 
Rev. 1169(1964). 

[***LEdHR12] [12]This is not to say, however, 
that there will not be difficulties in applying the nonob- 
viousness test. What is obvious is not a question upon 
which there is likely to be uniformity of thought in every 
given factual context. The difficulties, however, are 
comparable to those encountered daily by the courts in 
such frames of reference as negligence and scienter, and 
should be amenable to a case-by-case development. We 
believe that strict observance of the requirements laid 
down here will result in that uniformity and definiteness 
which Congress called for in the 1952 Act. 

[***LEdHR13] [13]While we have focused atten- 
tion on the appropriate standard to be applied by the 
courts, it must be remembered that the primary responsi- 
bility [***557] for sifting out unpatentable material lies 
in the Patent Office. To await litigation is ~ for all prac- 
tical purposes — to debilitate the patent system. We have 
observed a notorious difference between the standards 
applied by the Patent Office and by the courts. While 
many reasons can be adduced to explain the discrepancy, 
one may well be the free rein often exercised by Exam- 
iners in their use of the concept of "invention." In this 
connection we note that the Patent Office is confronted 
with a most difficult task. Almost 100,000 applications 
for patents are filed each year. Of these, about 50,000 
are granted and the backlog now runs well over 200,000. 
1965 Annual Report of the Commissioner of Patents 13- 
14. This is itself a compelling reason for the Commis- 
sioner to strictly adhere to the 1952 Act as interpreted 
here. This would, we believe, not only expedite disposi- 
tion but [*19] bring about a closer concurrence between 
administrative and judicial precedent. 10 

10 The President has appointed a Commission 
on the Patent System. Executive Order No. 
11215, 30 Fed. Reg. 4661 (April 10, 1965). It is 
n hoped that its studies may develop more efficient 
administrative procedures and techniques that 
will further expedite dispositions and at the same 
time insure the strict application of appropriate 
tests of patentability. 

[HN4] Although we conclude here that the inquiry 
which the Patent Office and the courts must make as to 
patentability must be beamed with greater intensity on 
the requirements of § 103, it bears repeating that we find 
no change in the general strictness with which the overall 
test is to be applied. We have been urged to find in § 
103 a relaxed standard, supposedly a congressional reac- 
tion to the "increased standard" applied by this Court in 
its decisions over the last 20 or 30 years. The standard 
has remained invariable in this Court. Technology, how- 
ever, has advanced - and with remarkable rapidity in the 



last 50 years. Moreover, the ambit of applicable art in 
given fields of science has widened by [**695] disci- 
plines unheard of a 'half century ago. It is but an even- 
handed application to require that those persons granted 
the benefit of a patent monopoly be charged with an 
awareness of these changed conditions. The same is true 
of the less technical, but still useful arts. He who seeks 
to build a better mousetrap today has a long path to tread 
before reaching the Patent Office. 

VI. 

We now turn to the application of the conditions 
found necessary for patentability to the cases involved 
here: 

A. The Patent in Issue in No. 7/, Graham v. John 
Deere Co. 

This patent, No. 2,627,798 (hereinafter called the 
798 patent) relates to a spring clamp which permits plow 
shanks to be pushed upward when they hit obstructions 
[*20] in the soil, and then springs the shanks back into 
normal position when the obstruction is passed over. 
The device, which we show diagrammatically in the ac- 
companying sketches (Appendix, Fig. 1), is fixed to the 
plow frame as a unit. The mechanism around which the 
controversy centers is basically a hinge. The top half of 
it, known as the upper plate (marked 1 in the sketches), is 
a heavy metal piece clamped to the plow frame (2) and is 
stationary relative to the plow frame. The lower half of 
the hinge, known as the hinge plate (3), is connected to 
the rear of the upper plate by a [***558] hinge pin (4) 
and rotates downward with respect to it. The shank (5), 
which is bolted to the forward end of the hinge plate (at 
6), runs beneath the plate and parallel to it for about nine 
inches, passes through a stirrup (7), and then continues 
backward for several feet curving down toward the 
ground. The chisel (8), which does the actual plowing, is 
attached to the rear end of the shank. As the plow frame 
is pulled forward, the chisel rips through the soil, thereby 
plowing it. In the normal position, the hinge plate and 
the shank are kept tight against the upper plate by a 
spring (9), which is atop the upper plate. A rod (10) runs 
through the center of the spring, extending down through 
holes in both plates and the shank. Its upper end is bolted 
to the top of the spring while its lower end is hooked 
against the underside of the shank. 

When the chisel hits a rock or other obstruction in 
the soil, the obstruction forces the chisel and the rear 
portion of the shank to move upward. The shank is piv- 
oted (at 11) against the rear of the hinge plate and pries 
open the hinge against the closing tendency of the spring. 
(See sketch labeled "Open Position," Appendix, Fig. I.) 
This closing tendency is caused by the fact that, as the 
hinge is opened, the connecting rod is pulled downward 
and the spring is compressed. When the obstruction 
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[*21] is passed over, the upward force on the chisel dis- 
appears and the spring pulls the shank and hinge plate 
back into their original position. The lower, rear portion 
of the hinge plate is constructed in the form of a stirrup 
(7) which brackets the shank, passing around and be- 
neath it. The shank fits loosely into the stirrup (permit- 
ting a slight up and down play). The stirrup is designed 
to prevent the shank from recoiling away from the hinge 
plate, and thus prevents excessive strain on the shank 
near its bolted connection. The stirrup also girds the 
shank, preventing it from fishtailing from side to side. 

In practical use, a number of spring-hinge-shank 
combinations are clamped to a plow frame, forming a set 
of ground-working chisels capable of withstanding the 
shock of rocks and other obstructions in the soil without 
breaking the shanks. 

Background of the Patent. 

Chisel plows, as they are called, were developed for 
plowing in areas where the ground is relatively free from 
rocks or [**696] stones. Originally, the shanks were 
rigidly attached to the plow frames. When such plows 
were used in the rocky, glacial soils of some of the 
Northern States, they were found to have serious defects. 
As the chisels hit buried rocks, a vibratory motion was 
set up and tremendous forces were transmitted to the 
shank near its connection to the frame. The shanks 
would break. Graham, one of the petitioners, sought to 
meet that problem, and in 1950 obtained a patent, U.S. 
No. 2,493,811 (hereinafter '811), on a spring clamp 
which solved some of the difficulties. Graham and his 
companies manufactured and sold the '81 1 clamps. In 
1950, Graham modified the '81 1 structure and filed for a 
patent. That patent, the one in issue, was granted in 1953. 
This suit against competing plow manufacturers resulted 
from charges by petitioners that several of respondents' 
devices infringed the 798 patent. 

[*22] The Prior Art. 

Five prior patents indicating the state of the art were 
cited by the Patent Office in the prosecution of the 798 
application. Four of these [***559] patents, 10 other 
United States patents and two prior-use spring-clamp 
arrangements not of record in the 798 file wrapper were 
relied upon by respondents as revealing the prior art. 
The District Court and the Court of Appeals found that 
the prior art "as a whole in one form or another contains 
all of the mechanical elements of the 798 Patent." One of 
the prior-use clamp devices not before the Patent Exam- 
iner - Glencoe - was found to have "all of the ele- 
ments." 

We confine our discussion to the prior patent of 
Graham, '811, and to the Glencoe clamp device, both 
among the references asserted by respondents. The Gra- 



ham '81 1 and 798 patent devices are similar in all ele- 
ments, save two: (1) the stirrup and the bolted connection 
of the shank to the hinge plate do not appear in '811; and 
(2) the position of the shank is reversed, being placed in 
patent '8 1 1 above the hinge plate, sandwiched between it 
and the upper plate. The shank is held in place by the 
spring rod which is hooked against the bottom of the 
hinge plate passing through a slot in the shank. Other 
differences are of no consequence to our examination. In 
practice the '81 1 patent arrangement permitted the shank 
to wobble or fishtail because it was not rigidly fixed to 
the hinge plate; moreover, as the hinge plate was below 
the shank, the latter caused wear on the upper plate, a 
member difficult to repair or replace. 

Graham's 798 patent application contained 12 
claims. All were rejected as not distinguished from the 
Graham '81 1 patent. The inverted position of the shank 
was specifically rejected as was the bolting of the shank 
to the hinge plate. The Patent Office examiner found 
these to be "matters of design well within the expected 
skill of [*23] the art and devoid of invention." Graham 
withdrew the original claims and substituted the two new 
ones which are substantially those in issue here. His 
contention was that wear was reduced in patent 798 be- 
tween the shank and the heel or rear of the upper plate. " 
He also emphasized several new features, the relevant 
one here being that the bolt used to connect the hinge 
plate and shank maintained the upper face of the shank in 
continuing [**697] and constant contact with the under- 
face of the hinge plate. 

11 In '811, where the shank was above the 
hinge plate, an upward movement of the chisel 
forced the shank up against the underside of the 
rear of the upper plate. The upper plate thus pro- 
vided the fulcrum about which the hinge was 
pried open. Because of this, as well as the loca- 
tion of the hinge pin, the shank rubbed against the 
heel of the upper plate causing wear both to the 
plate and to the shank. By relocating the hinge 
pin and by placing the hinge plate between the 
shank and the upper plate, as in 798, the rubbing 
was eliminated and the wear point was changed 
to the hinge plate, a member more easily removed 
or replaced for repair. 

Graham did not urge before the Patent Office the 
greater "flexing" qualities of the 798 patent arrangement 
which he so heavily relied on in the courts. The sole 
element in patent 798 which petitioners argue before us 
is the interchanging of the shank and hinge plate and the 
consequences flowing from this arrangement. The con- 
tention is that this arrangement - which petitioners claim 
is not disclosed in the prior art - permits the shank to 
flex under stress for its entire length. As we have 
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sketched (see sketch, "Graham 798 Patent" in Appendix, 
Fig. 2), when the chisel hits an obstruction the resultant 
force (A) pushes the rear of the shank upward and the 
[***560] shank pivots against the rear of the hinge plate 
at (C). The natural tendency is for that portion of the 
shank between the pivot point and the bolted connection 
(/. e., between C and D) to bow downward and away 
from the hinge plate. The maximum distance [*24] (B) 
that the shank moves away from the plate is slight — for 
emphasis, greatly exaggerated in the sketches. This is so 
because of the strength of the shank and the short -- nine 
inches or so - length of that portion of the shank be- 
tween (C) and (D). On the contrary, in patent '81 1 (see 
sketch, "Graham '811 Patent" in Appendix, Fig. 2), the 
pivot point is the upper plate at point (c); and while the 
tendency for the shank to bow between points (c) and (d) 
is the same as in 798, the shank is restricted because of 
the underlying hinge plate and cannot flex as freely. In 
practical effect, the shank flexes only between points (a) 
and (c), and not along the entire length of the shank, as in 
798. Petitioners say that this difference in flex, though 
small, effectively absorbs the tremendous forces of the 
shock of obstructions whereas prior art arrangements 
failed. 

The Obviousness of the Differences. 

We cannot agree with petitioners. We assume that 
the prior art does not disclose such an arrangement as 
petitioners claim in patent 798. Still we do not believe 
that the argument on which petitioners' contention is bot- 
tomed supports the validity of the patent. The tendency 
of the shank to flex is the same in all cases. If free- 
flexing, as petitioners now argue, is the crucial difference 
above the prior art, then it appears evident that the de- 
sired result would be obtainable by not boxing the shank 
within the confines of the hinge. 12 The only other effec- 
tive place available in the arrangement was to attach it 
below the hinge plate and run it through a [*25] stirrup 
or bracket that would not disturb its flexing qualities. 
Certainly a person having ordinary skill in the prior art, 
given the fact that the flex in the shank could be utilized 
more effectively if allowed to run the entire length of the 
shank, would immediately see that the thing to do was 
what Graham did, /. e., invert the shank and the hinge 
plate. 

12 Even petitioners' expert testified to that ef- 
fect: 

"Q. Given the same length of the forward 
portion of the clamp . . . you would anticipate that 
the magnitude of flex [in 798] would be precisely 
the same or substantially the same as in 811, 
wouldn't you? 



Petitioners' argument basing validity on the free-flex 
theory raised for the first time on appeal is reminiscent of 
Lincoln Engineering Co. v. Stewart-Warner Corp., 303 
U.S. 545 (1938), where the Court called such an effort 
"an afterthought. No such function ... is hinted at in the 
specifications of the patent. If this were so vital an ele- 
ment in the functioning of the apparatus it is strange that 
all mention of it was omitted." At p. 550. No "flexing" 
argument [**698] was raised in the Patent Office. In- 
deed, the trial judge specifically found that "flexing is 
not a claim of the patent in suit . . ." and would not per- 
mit interrogation as to flexing in the accused devices. 
Moreover, the clear testimony of petitioners' experts 
shows that the flexing advantages flowing from the 798 
arrangement are not, in fact, a significant feature in the 
patent. ,? 

13 "Q. ... Do you regard the small degree of 
flex in the forward end of the shank that lies be- 
tween the pivot point and the point of spring at- 
tachment to be of any significance or any impor- 
tance to the functioning of a device such as 798? 
A. Unless you are approaching the elastic limit, I 
think this flexing will reduce the maximum stress 
at the point of pivot there, where the maximum 
stress does occur. I think it will reduce that. I 
don't know how much. 

"Q. Do you think it is a substantial factor, a 
factor of importance in the functioning of the 
structure? A. Not a great factor, no." 

The same expert previously testified simi- 
larly in Jeoffroy Mfg., Inc. v. Graham, 2J9 F.2d 
511. 

[***LEdHR14] [14]We [***561] find no nonob- 
vious facets in the 798 arrangement. The wear and re- 
pair claims were sufficient to overcome [*26] the patent 
examiner's original conclusions as to the validity of the 
patent. However, some of the prior art, notably Glencoe, 
was not before him. There the hinge plate is below the 
shank but, as the courts below found, all of the elements 
in the 798 patent are present in the Glencoe structure. 
Furthermore, even though the position of the shank and 
hinge plate appears reversed in Glencoe, the mechanical 
operation is identical. The shank there pivots about the 
underside of the stirrup, which in Glencoe is above the 
shank. In other words, the stirrup in Glencoe serves ex- 
actly the same function as the heel of the hinge plate in 
798. The mere shifting of the wear point to the heel of 
the 798 hinge plate from the stirrup of Glencoe - itself a 
part of the hinge plate - presents no operative mechani- 
cal distinctions, much less nonobvious differences. 



"A. I would think so." 
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B. The Patent in Issue in No. 37, Calmar, Inc. v. 
Cook Chemical Co., and in No. 43, Colgate-Palmolive 
Co. v. Cook Chemical Co. 

The single patent w involved in these cases relates to 
a plastic finger sprayer with a "hold-down" lid used as a 
built-in dispenser for containers or bottles packaging 
liquid products, principally household insecticides. Only 
the first two of the four claims in the patent are involved 
here and we, therefore, limit our discussion to them. We 
do not set out those claims here since they are printed in 
220 F.Supp., at 417-418. 

14 The patent is U.S. No. 2,870,943 issued in 
1959 to Cook Chemical Co. as assignee of Baxter 
I. Scoggin, Jr., the inventor. In No. 37, Calmar is 
the manufacturer of an alleged infringing device, 
and, in No. 43, Colgate is a customer of Calmar 
and user of its device. 

In essence the device here combines a finger- 
operated pump sprayer, mounted in a container or bottle 
by means of a container cap, with a plastic overcap 
which screws over the top of and depresses the sprayer 
(see Appendix, [*27] Fig. 3). The pump sprayer passes 
through the container cap and extends down into the liq- 
uid in the container; the overcap fits over the pump 
sprayer and screws down on the outside of a collar 
mounting or retainer which is molded around the body of 
the sprayer. When the overcap is screwed down on this 
collar mounting a seal is formed by the engagement of a 
circular ridge or rib located above the threads on the col- 
lar mounting with a mating shoulder located inside the 
overcap above its threads. 15 The overcap, as it is screwed 
down, depresses the pump plunger rendering the pump 
inoperable and when the seal is effected, [**699] any 
liquid which might seep into the overcap through or 
around the pump is prevented from leaking out of the 
overcap. 1***562] The overcap serves also to protect 
the sprayer head and prevent damage to it during ship- 
ment or merchandising. When the overcap is in place it 
does not reach the cap of the container or bottle and in no 
way engages it since a slight space is left between those 
two pieces. 

15 Our discussion here relates to the overcap 
seal. The container itself is sealed in the custom- 
ary way through the use of a container gasket lo- 
cated between the container and the container 
cap. 

The device, called a shipper-sprayer in the industry, 
is sold as an integrated unit with the overcap in place 
enabling the insecticide manufacturer to install it on the 
container or bottle of liquid in a single operation in an 
automated bottling process. The ultimate consumer sim- 



ply unscrews and discards the overcap, the pump plunger 
springs up and the sprayer is ready for use. 

The Background of the Patent. 

For many years manufacturers engaged in the insec- 
ticide business had faced a serious problem in develop- 
ing sprayers that could be integrated with the containers 
or bottles in which the insecticides were marketed. 
Originally, insecticides were applied through the use of 
tin [*28] sprayers, not supplied by the manufacturer. In 
1947, Cook Chemical, an insecticide manufacturer, be- 
gan to furnish its customers with plastic pump dispensers 
purchased from Calmar. The dispenser was an unpat- 
ented finger-operated device mounted in a perforated 
cardboard holder and hung over the neck of the bottle or 
container. It was necessary for the ultimate consumer to 
remove the cap of the container and insert and attach the 
sprayer to the latter for use. 

Hanging the sprayer on the side of the container or 
bottle was both expensive and troublesome. Packaging 
for shipment had to be a hand operation, and breakage 
and pilferage as well as the loss of the sprayer during 
shipment and retail display often occurred. Cook 
Chemical urged Calmar to develop an integrated sprayer 
that could be mounted directly in a container or bottle 
during the automated filling process and that would not 
leak during shipment or retail handling. Calmar did de- 
velop some such devices but for various reasons they 
were not completely successful. The situation was ag- 
gravated in 1954 by the entry of Colgate-Palmolive into 
the insecticide trade with its product marketed in aerosol 
spray cans. These containers, which used compressed 
gas as a propellent to dispense the liquid, did not require 
pump sprayers. 

During the same year Calmar was acquired by the 
Drackett Company. Cook Chemical became apprehen- 
sive of its source of supply for pump sprayers and de- 
cided to manufacture its own through a subsidiary, 
Bakan Plastics, Inc. Initially, it copied its design from 
the unpatented Calmar sprayer, but an officer of Cook 
Chemical, Scoggin, was assigned to develop a more effi- 
cient device. By 1956 Scoggin had perfected the ship- 
per-sprayer in suit and a patent was granted in 1959 to 
Cook Chemical as his assignee. In the interim Cook 
Chemical began to use Scoggin's device and also mar- 
keted [*29] it to the trade. The device was well re- 
ceived and soon became widely used. 

In the meanwhile, Calmar employed two engineers, 
Corsette and Cooprider, to perfect a shipper-sprayer and 
by 1958 it began to market its SS-40, a device very much 
similar to Scoggin's. When the Scoggin patent issued, 
Cook Chemical charged Calmar's SS-40 with infringe- 
ment and this suit followed. 
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The Opinions of the District Court and the Court of 
Appeals, 

At the outset it is well to point up [***563] that the 
parties have always disagreed as to the scope and defini- 
tion of the invention claimed in the patent in suit. Cook 
Chemical contends that the invention encompasses a 
unique combination of admittedly old elements and that 
patentability is found in the result produced. Its expert 
testified that the invention was "the first commercially 
successful, inexpensive integrated shipping closure pump 
unit which permitted automated assembly with a con- 
tainer of household [**700] insecticide or similar liq- 
uids to produce a practical, ready-to-use package which 
could be shipped without external leakage and which 
was so organized that the pump unit with its hold-down 
cap could be itself assembled and sealed and then later 
assembled and sealed on the container without breaking 
the first seal." Cook Chemical stresses the long-felt need 
in the industry for such a device; the inability of others to 
produce it; and its commercial success all of which, 
contends Cook, evidences the nonobvious nature of the 
device at the time it was developed. On the other hand, 
Calmar says that the differences between Scoggin's ship- 
per-sprayer and the prior art relate only to the design of 
the overcap and that the differences are so inconsequen- 
tial that the device as a whole would have been obvious 
at the time of its invention to a person having ordinary 
skill in the art. 

[*30] Both courts accepted Cook Chemical's con- 
tentions. While the exact basis of the District Court's 
holding is uncertain, the court did find the subject matter 
of the patent new, useful and nonobvious. It concluded 
that Scoggin "had produced a sealed and protected 
sprayer unit which the manufacturer need only screw 
onto the top of its container in much the same fashion as 
a simple metal cap." 220 F.Supp., at 418. Its decision 
seems to be bottomed on the finding that the Scoggin 
sprayer solved the long-standing problem that had con- 
fronted the industry. 16 The Court of Appeals also found 
validity in the "novel 'marriage' of the sprayer with the 
insecticide container" which took years in discovery and 
in "the immediate commercial success" which it enjoyed. 
While finding that the individual elements of the inven- 
tion were "not novel per se" the court found "nothing in 
the prior art suggesting Scoggin's unique combination of 
these old features ... as would solve the . . . problems 
which for years beset the insecticide industry." It con- 
cluded that "the . . . [device] meets the exacting standard 
required for a combination of old elements to rise to the 
level of patentable invention by fulfilling the long-felt 
need with an economical, efficient, utilitarian apparatus 
which achieved novel results and immediate commercial 
success." 336 F.2d, at 1 14. 



16 "By the same reasoning, may it not also be 
said that if [the device] solved a long-sought 
need, it was likewise novel? If it meets the re- 
quirements of being new, novel and useful, it was 
the subject of invention, although it may have 
been a short step, nevertheless it was the last step 
that ended the journey. The last step is the one 
that wins and he who takes it when others could 
not, is entitled to patent protection." 220 F.Supp., 
at 421. 

The Prior Art. 

Only two of the five prior art patents cited by the 
Patent Office Examiner in the prosecution of Scoggin's 
application are necessary to our discussion, L e., Lohse 
[*31] U.S. Patent No. 2 J 19,884 (1938) and Mellon 
U.S. Patent No. 2,586,687 (1952). Others are cited by 
Calmar that were not before the Examiner, but of 
[***564] these our purposes require discussion of only 
the Livingstone U.S. Patent No. 2,715,480 (1953). 
Simplified drawings of each of these patents are repro- 
duced in the Appendix, Figs. 4-6, for comparison and 
description. 

The Lohse patent (Fig. 4) is a shipper-sprayer de- 
signed to perform the same function as Scoggin's device. 
The differences, recognized by the District Court, are 
found in the overcap seal which in Lohse is formed by 
the skirt of the overcap engaging a washer or gasket 
which rests upon the upper surface of the container cap. 
The court emphasized that in Lohse "there are no seals 
above the threads and below the sprayer head." 220 
F.Supp., at 419. 

The Mellon patent (Fig. 5), however, discloses the 
idea of effecting a seal above the threads of the overcap. 
Mellon's device, likewise a shipper-sprayer, differs from 
Scoggin's in that its overcap [**70I] screws directly on 
the container, and a gasket, rather than a rib, is used to 
effect the seal. 

[***LEdHR15A] [15A]Finally, Livingstone (Fig. 
6) shows a seal above the threads accomplished without 
the use of a gasket or washer. 17 Although Livingstone's 
arrangement was designed to cover and protect pouring 
spouts, his sealing feature is strikingly similar to Scog- 
gin's. Livingstone uses a tongue and groove technique in 
which the tongue, located on the upper surface of the 
collar, fits into a groove on the inside of the overcap. 
Scoggin employed the rib and shoulder seal in the identi- 
cal position and with less efficiency because the Living- 
stone technique is inherently a more stable structure, 
forming an interlock that withstands distortion of the 
overcap when subjected to rough handling. Indeed, 
Cook Chemical has now incorporated the Livingstone 
closure into its own shipper-sprayers as had Calmar in its 
SS-40. 
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[***LEdHR15B] [15B] 

17 While the sealing feature was not specifically 
claimed in the Livingstone patent, it was dis- 
closed in the drawings and specifications. Under 
long-settled law the feature became public prop- 
erty. Miller v. Brass Co., 104 U.S. 350, 352 
(1882). 

The Invalidity of the Patent. 

Let us first return to the fundamental disagreement 
between the parties. Cook Chemical, as we noted at the 
outset, urges that the invention must be viewed as the 
overall combination, or - putting it in the language of 
the statute - that we must consider the subject matter 
sought to be patented taken as a whole. With this posi- 
tion, taken in the abstract, there is, of course, no quibble. 
But the history of the prosecution of the Scoggin applica- 
tion in the Patent Office reveals a substantial divergence 
in respondent's present position. 

As originally submitted, the Scoggin application 
contained 15 claims which in very broad terms claimed 
the entire combination of spray pump and overcap. No 
mention of, or claim for, the sealing features was made. 
All 15 claims were rejected by the Examiner because (1) 
the applicant was vague and indefinite as to what the 
invention was, and (2) the claims were met by Lohse. 
Scoggin canceled these claims and submitted new ones. 
Upon a further series of rejections and new submissions, 
the Patent Office Examiner, after an office interview, at 
last relented. It is crystal clear that after the first rejec- 
tion, Scoggin relied entirely upon the sealing arrange- 
ment as the exclusive patentable difference in his combi- 
nation. It is likewise clear that it was [***565] on that 
feature that the Examiner allowed the claims. In fact, in 
a letter accompanying the final submission of claims, 
Scoggin, through his attorney, stated that "agreement 
was reached between the Honorable Examiner and appli- 
cant's attorney relative to limitations which must be in 
the claims in [*33] order to define novelty over the pre- 
viously applied disclosure of Lohse when considered in 
view of the newly cited patents of Mellon and Darley, 
Jr." (Italics added.) 

Moreover, those limitations were specifically spelled 
out as (I) the use of a rib seal and (2) an overcap whose 
lower edge did not contact the container cap. Mellon was 
distinguished, as was the Darley patent, infra, n. 18, on 
the basis that although it disclosed a hold-down cap with 
a seal located above the threads, it did not disclose a rib 
seal disposed in such position as to cause the lower pe- 
ripheral edge of the overcap "to be maintained out of 
contacting relationship with [the container] cap . . . when 
. . . [the overcap] was screwed [on] tightly ..." Scog- 
gin maintained that the "obvious modification'' of Lohse 



in view of Mellon would be merely to place the Lohse 
gasket above the threads with the lower edge of the over- 
cap remaining in tight contact with the container cap or 
neck of the container itself. In other words, the [**702] 
Scoggin invention was limited to the use of a rib - rather 
than a washer or gasket — and the existence of a slight 
space between the overcap and the container cap. 

[***LEdHR16] [16] [***LEdHR17] [17]It is, of 
course, well settled that [HN5] an invention is construed 
not only in the light of the claims, but also with reference 
to the file wrapper or prosecution history in the Patent 
Office. Hogg v. Emerson, 11 How. 587(1850); Craw- 
ford v. Heysinger, 123 U.S. 589 (1887). Claims as al- 
lowed must be read and interpreted with reference to 
rejected ones and to the state of the prior art; and claims 
that have been narrowed in order to obtain the issuance 
of a patent by distinguishing the prior art cannot be sus- 
tained to cover that which was previously by limitation 
eliminated from the patent. Powers-Kennedy Co. v. 
Concrete Co., 282 U.S. 175, 185-186 (1930); Schriber 
Co. v. Cleveland Trust Co., 311 U.S. 211, 220-221 
(1940). 

[*34] Here, the patentee obtained his patent only 
by accepting the limitations imposed by the Examiner. 
The claims were carefully drafted to reflect these limita- 
tions and Cook Chemical is not now free to assert a 
broader view of Scoggin's invention. The subject matter 
as a whole reduces, then, to the distinguishing features 
clearly incorporated into the claims. We now turn to 
those features. 

As to the space between the skirt of the overcap and 
the container cap, the District Court found: 

"Certainly without a space so described, there could 
be no inner seal within the cap, but such a space is not 
new or novel, but it is necessary to the formation of the 
seal within the hold-down cap. 

"To me this language is descriptive of an element of 
the patent but not a part of the invention. It is too sim- 
ple, really, to require much discussion. In this device the 
hold-down cap was intended to perform two functions — 
to hold down the sprayer head and to form a solid tight 
seal between the shoulder and the collar below. In as- 
sembling the element it is necessary to provide [***566] 
this space in order to form the seal." 220 F.Supp., at 
420. (Italics added.) 

The court correctly viewed the significance of that 
feature. We are at a loss to explain the Examiner's al- 
lowance on the basis of such a distinction. Scoggin was 
able to convince the Examiner that Mellon's cap con- 
tacted the bottle neck while his did not. Although the 
drawings included in the Mellon application show that 
the cap might touch the neck of the bottle when fully 
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screwed down, there is nothing — absolutely nothing — 
which indicates that the cap was designed at any time to 
engage the bottle neck. It is palpably evident that Mel- 
lon embodies a seal formed by a gasket compressed 
[*35] between the cap and the bottle neck. It follows 
that the cap in Mellon will not seal if it does not bear 
down on the gasket and this would be impractical, if not 
impossible, under the construction urged by Scoggin 
before the Examiner. Moreover, the space so strongly 
asserted by Cook Chemical appears quite plainly on the 
Livingstone device, a reference not cited by the Exam- 
iner. 

[***LEdHR18] [18]The substitution of a rib built 
into a collar likewise presents no patentable difference 
above the prior art. It was fully disclosed and dedicated 
to the public in the Livingstone patent. Cook Chemical 
argues, however, that Livingstone is not in the pertinent 
prior art because it relates to liquid containers having 
pouring spouts rather than pump sprayers. Apart from the 
fact that respondent made no such objection to similar 
[**703] references cited by the Examiner, 18 so restricted 
a view of the applicable prior art is not justified. The 
problems confronting Scoggin and the insecticide indus- 
try were not insecticide problems; they were mechanical 
closure problems. Closure devices in such a closely re- 
lated art as pouring spouts for liquid containers are at the 
very least pertinent references. See, II Walker on Patents 
§260 (Dellered. 1937). 

18 In addition to Livingstone and Mellon, the 
Examiner cited Slade, U.S. Patent No. 
2,844,290 (hold-down cap for detergent cans hav- 
ing a pouring spout); Nilson, U.S. Patent No. 
2,118,222 (combined cap and spout for liquid 
dispensing containers); Daiiey, Jr., U.S. Patent 
No. 1,447. J 12 (containers for toothpaste, cold 
creams and other semi-liquid substances). 

[***LEdHR19] [19]Cook Chemical insists, how- 
ever, that the development of a workable shipper-sprayer 
eluded Calmar, who had long and unsuccessfully sought 
to solve the problem. And, further, that the long-felt 
need in the industry for a device such as Scoggin's to- 
gether with its wide commercial success supports its pat- 
entability. These legal inferences [*36] or subtests do 
focus attention on economic and motivational rather than 
technical issues and are, therefore, more susceptible of 
judicial treatment than are the highly technical facts of- 
ten present in patent litigation. See Judge Learned Hand 
in Reiner v. I. Leon Co., 285 F.2d 501 504 (I960). See 
also Note, Subtests of "Nonobviousness": A Nontechni- 



cal Approach to Patent Validity, 112 U. Pa. L. Rev. 
1 169 (1964). Such inquiries may lend a helping hand to 
the judiciary which, as Mr. Justice Frankfurter observed, 
is most ill-fitted to discharge the technological duties 
cast upon it by patent legislation. Marconi Wireless Co. 
v. United States, 320 U.S. 1, 60 (1943). They may also 
serve to "guard against slipping into use of hindsight," 
Monroe Auto Equipment Co. v. Heckethorn Mfg. & Sup. 
Co., 332 F.2d 406, 412 (1964), and to resist the tempta- 
tion to read into the prior art the teachings of the inven- 
tion in issue. 

[***567] [***LEdHR20] [20] [***LEdHR21] 
[21]However, these factors do not, in the circumstances 
of this case, tip the scales of patentability. The Scoggin 
invention, as limited by the Patent Office and accepted 
by Scoggin, rests upon exceedingly small and quite non- 
technical mechanical differences in a device which was 
old in the art. At the latest, those differences were ren- 
dered apparent in 1953 by the appearance of the Living- 
stone patent, and unsuccessful attempts to reach a solu- 
tion to the problems confronting Scoggin made before 
that time became wholly irrelevant. It is also irrelevant 
that no one apparently chose to avail himself of knowl- 
edge stored in the Patent Office and readily available by 
the simple expedient of conducting a patent search - a 
prudent and nowadays common preliminary to well or- 
ganized research. Mast, Foos & Co. v. Stover Mfg. Co., 
177 U.S. 485 (1900). To us, the limited claims of the 
Scoggin patent are clearly evident from the prior art as it 
stood at the time of the invention. 

r* 37 ] [***LEdHR22] [22]We conclude that the 
claims in issue in the Scoggin patent must fall as not 
meeting the test of § 1 03, since the differences between 
them and the pertinent prior art would have been obvious 
to a person reasonably skilled in that art. 

The judgment of the Court of Appeals in No. 1 1 is 
affirmed. The judgment of the Court of Appeals in Nos. 
37 and 43 is reversed and the cases remanded to the Dis- 
trict Court for disposition not inconsistent with this opin- 
ion. 

It is so ordered. 

MR. JUSTICE STEWART took no part in the con- 
sideration or decision of Nos. 37 and 43. 

MR. JUSTICE FORTAS took no part in the consid- 
eration or decision of these cases. 

[SEE ILLUSTRATION IN ORIGINAL.] 
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NOTICE: 

[***1] The LEXIS pagination of this document is 
subject to change pending release of the final published 
version. 

SUBSEQUENT HISTORY: On remand at Telefax, 
Inc. v. KSR hill Co., 228 Fed. Appx. 988, 2007 U.S. App. 
LEXIS 16051 (Fed. Cir., June 20, 2007) 

PRIOR HISTORY: ON WRIT OF CERTIORARI TO 
THE UNITED STATES COURT OF APPEALS FOR 
THE FEDERAL CIRCUIT. 

Teleflex, Inc. v. KSR Int'l Co., 119 Fed. Appx. 282, 2005 
U.S. App. LEXIS 176 (Fed. Cir., 2005) 

DISPOSITION: Reversed and remanded. 

CASE SUMMARY: 



claim was invalid as obvious since mounting an available 
sensor on a fixed pivot point of the competitor's pedal 
was a design step well within the grasp of a person of 
ordinary skill in the relevant art, and the benefit of doing 
so was obvious. The marketplace created a strong incen- 
tive to convert mechanical pedals to electronic pedals, 
and the prior art taught a number of methods for doing 
so. Further, the problem to be solved by the patent claim 
did not limit its application as prior art, the competitor's 
showing that it was obvious to try a combination of ele- 
ments sufficiently supported the finding of obviousness, 
and the claim was the result of ordinary skill and com- 
mon sense rather than innovation. 

OUTCOME: The judgment reversing the summary 
judgment of invalidity was reversed, and the case was 
remanded for further proceedings. 

LexisNexis(R) Headnotes 



PROCEDURAL POSTURE: Respondent, licensees of 
a patent, alleged that petitioner, a competitor, infringed 
the licensees' patent for an accelerator pedal assembly for 
vehicles, but the competitor asserted that the patent claim 
in dispute was invalid as obvious under 35 U.S.C.S. § 
103. Upon the grant of a writ of certiorari, the competitor 
appealed the judgment of the U.S. Court of Appeals for 
the Federal Circuit which reversed a summary judgment 
of patent invalidity. 

OVERVIEW: To satisfy customer needs, the competitor 
modified its design for an adjustable pedal system for 
vehicles with cable-actuated throttles by adding a modu- 
lar sensor to make the system compatible with vehicles 
using computer-controlled throttles. The licensees con- 
tended that the competitor infringed the patent claim of a 
position-adjustable pedal assembly with an electronic 
pedal position sensor attached a fixed pivot point. The 
U.S. Supreme Court unanimously held that the patent 



Patent Law > Nonobviousness > General Overview 
[HN1] 35 U.SCS § 103 forbids issuance of a patent 
when the differences between the subject matter sought 
to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time 
the invention was made to a person having ordinary skill 
in the art to which said subject matter pertains. 



Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

Patent Law > Nonobviousness > Elements & Tests > 
Secondary Considerations 

[HN2] Under 35 US.CS. § 103, the scope and content of 
prior art are to be determined; differences between the 
prior art and the claims at issue are to be ascertained; and 
the level of ordinary skill in the pertinent art resolved. 
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Against this background the obviousness or nonobvious- 
ness of the subject matter is determined. Such secondary 
considerations as commercial success, long felt but un- 
solved needs, failure of others, etc., might be utilized to 
give light to the circumstances surrounding the origin of 
the subject matter sought to be patented. While the se- 
quence of these questions might be reordered in any par- 
ticular case, the factors continue to define the inquiry 
that controls. If a court, or patent examiner, conducts this 
analysis and concludes the claimed subject matter was 
obvious, the claim is invalid under § 103. 



Patent Law > Infringement Actions > Defenses > Pat- 
ent Invalidity > Validity Presumption 
[HN3] By direction of 35 U.S.C.S. § 282, an issued pat- 
ent is presumed valid. 



Patent Law > Nonobviousness > Elements & Tests > 
Predictability 

[HN4] A patent for a combination which only unites old 
elements with no change in their respective functions 
obviously withdraws what is already known into the field 
of its monopoly and diminishes the resources available to 
skillful men. This is a principal reason for declining to 
allow patents for what is obvious. The combination of 
familiar elements according to known methods is likely 
to be obvious when it does no more than yield predict- 
able results. 



Patent Law > Nonobviousness > Elements & Tests > 
Predictability 

[HN5] When a work is available in one field of en- 
deavor, design incentives and other market forces can 
prompt variations of it, either in the same field or a dif- 
ferent one. If a person of ordinary skill can implement a 
predictable variation, 35 U.S.C.S. § J 03 likely bars its 
patentability. For the same reason, if a technique has 
been used to improve one device, and a person of ordi- 
nary skill in the art would recognize that it would im- 
prove similar devices in the same way, using the tech- 
nique is obvious unless its actual application is beyond 
his or her skill. A court must ask whether the improve- 
ment is more than the predictable use of prior art ele- 
ments according to their established functions. 



Patent Law > Nonobviousness > Elements <& Tests > 
General Overview 

[HN6] Rejection of a paiem on obviousness grounds 
cannot be sustained by mere conclusory statements; in- 
stead, there must be some articulated reasoning with 
some rational underpinning to support a legal conclusion 



of obviousness. However, the analysis need not seek out 
precise teachings directed to the specific subject matter 
of the challenged claim, for a court can take account of 
the inferences and creative steps that a person of ordinary 
skill in the art would employ. 



Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

[HN7] A patent composed of several elements is not 
proved obvious merely by demonstrating that each of its 
elements was, independently, known in the prior art. 
Although common sense directs one to look with care at 
a patent application that claims as innovation the combi- 
nation of two known devices according to their estab- 
lished functions, it can be important to identify a reason 
that would have prompted a person of ordinary skill in 
the relevant field to combine the elements in the way the 
claimed new invention does. This is so because inven- 
tions in most, if not all, instances rely upon building 
blocks long since uncovered, and claimed discoveries 
almost of necessity will be combinations of what, in 
some sense, is already known. 

Patent Law > Nonobviousness > Elements & Tests > 
Secondary Considerations 

[HN8] The obviousness analysis in the patent context 
cannot be confined by a formalistic conception of the 
words teaching, suggestion, and motivation, or by over- 
emphasis on the importance of published articles and the 
explicit content of issued patents. The diversity of inven- 
tive pursuits and of modern technology counsels against 
limiting the analysis in this way. In many fields it may be 
that there is little discussion of obvious techniques or 
combinations, and it often may be the case that market 
demand, rather than scientific literature, will drive design 
trends. Granting patent protection to advances that would 
occur in the ordinary course without real innovation re- 
tards progress and may, in the case of patents combining 
previously known elements, deprive prior inventions of 
their value or utility. 

Patent Law > Nonobviousness > Elements & Tests > 
Manner of Conception 

Patent Law > Nonobviousness > Elements & Tests > 
Predictability 

[HN9] In determining whether the subject matter of a 
patent claim is obvious, neither the particular motivation 
nor the avowed purpose of the patentee controls. What 
matters is the objective reach of the claim. If the claim 
extends to what is obvious, it is invalid under 35 U.S.C.S. 
§ 103. One of the ways in which a patent's subject matter 
can be proved obvious is by noting that there existed at 
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the time of invention a known problem for which there 
was an obvious solution encompassed by the patent's 
claims. 



Patent Law > Nonobviousness > Elements & Tests > 
Ordinary Skill Standard 

[HN10] A problem motivating a patentee may be only 
one of many addressed by the patent's subject matter. 
The question is not whether the combination was obvi- 
ous to the patentee but whether the combination was 
obvious to a person with ordinary skill in the art. 



Patent Law > Nonobviousness > Elements & Tests > 
Ordinary Skill Standard 

[HN1 1] When there is a design need or market pressure 
to solve a problem and there are a finite number of iden- 
tified, predictable solutions, a person of ordinary skill 
has good reason to pursue the known options within his 
or her technical grasp. If this leads to the anticipated suc- 
cess, it is likely the product not of innovation but of or- 
dinary skill and common sense. In that instance the fact 
that a combination was obvious to try might show that it 
was obvious under 35 U.S.C.S. § 103. 



Patent Law > Nonobviousness > Elements & Tests > 
Hindsight 

[HN12] In a patent obviousness case, a factfinder must 
be aware of the distortion caused by hindsight bias and 
must be cautious of arguments reliant upon ex post rea- 
soning. Rigid preventative rules that deny factfinders 
recourse to common sense, however, are neither neces- 
sary under U.S. Supreme Court case law nor consistent 
with it. 



Patent Law > Infringement Actions > Summary Judg- 
ment > General Overview 

Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

Patent Law > Nonobviousness > Evidence & Procedure 
> Fact & Law Issues 

[HN13] In considering summary judgment on a question 
of patent obviousness, a district court can and should 
take into account expert testimony, which may resolve or 
keep open certain questions of fact. That is not the end of 
the issue, however. The ultimate judgment of obvious- 
ness is a legal determination. Where the content of the 
prior art, the scope of the patent claim, and the level of 
ordinary skill in the art are not in material dispute, and 
the obviousness of the claim is apparent in light of these 
factors, summary judgment is appropriate. 



Constitutional Law> Congressional Duties & Powers > 
Copyright & Patent Clause 

Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

[HN14] As progress beginning from higher levels of 
achievement is expected in the normal course, the results 
of ordinary innovation are not the subject of exclusive 
rights under the patent laws. Were it otherwise patents 
might stifle, rather than promote, the progress of useful 
arts. U.S. Const, art. I, § 8, cl. 8. These premises lead to 
the bar on patents claiming obvious subject matter estab- 
lished by case law and codified in 35 U.S.C.S. § J 03. 
Application of the bar must not be confined within a test 
or formulation too constrained to serve its purpose. 

DECISION: 

[**705] Company that added modular sensor to its 
automobile-accelerator-pedal system held entitled to 
summary judgment in infringement action by holder of 
license for patent covering assembly with electronic sen- 
sor, as pertinent claim was "obvious" within meaning of 
35 U.S.C.S. § 103. 

SUMMARY: 

Procedural posture: Respondent, licensees of a 
patent, alleged that petitioner, a competitor, infringed the 
licensees' patent for an accelerator pedal assembly for 
vehicles, but the competitor asserted that the patent claim 
in dispute was invalid as obvious under 35 U.S.C.S. § 
103. Upon the grant of a writ of certiorari, the competitor 
appealed the judgment of the U.S. Court of Appeals for 
the Federal Circuit which reversed a summary judgment 
of patent invalidity. 

Overview: To satisfy customer needs, the competi- 
tor modified its design for an adjustable pedal system for 
vehicles with cable-actuated throttles by adding a modu- 
lar sensor to make the system compatible with vehicles 
using computer-controlled throttles. The licensees con- 
tended that the competitor infringed the patent claim of a 
position-adjustable pedal assembly with an electronic 
pedal position sensor attached a fixed pivot point. The 
U.S. Supreme Court unanimously held that the patent 
claim was invalid as obvious since mounting an available 
sensor on a fixed pivot point of the competitors pedal 
was a design step well within the grasp of a person of 
ordinary skill in the relevant art, and the benefit of doing 
so was obvious. The marketplace created a strong incen- 
tive to convert mechanical pedals to electronic pedals, 
and the prior art taught a number of methods for doing 
so. Further, the problem to be solved by the patent claim 
did not limit its application as prior art, the competitor's 
showing that it was obvious to try a combination of ele- 
ments 1**706] sufficiently supported the finding of ob- 
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viousness, and the claim was the result of ordinary skill 
and common sense rather than innovation. 

Outcome: The judgment reversing the summary 
judgment of invalidity was reversed, and the case was 
remanded for further proceedings. 

LAWYERS' EDITION HEADNOTES: 

[**LEdHNl] 

PATENTS § 19.1 

PATENTABILITY -- OBVIOUSNESS OF SUB- 
JECT MATTER 

Headnote:[l] 

35 U.S.C.S. § J 03 forbids issuance of a patent when 
the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter 
as a whole would have been obvious at the time the in- 
vention was made to a person having ordinary skill in the 
art to which said subject matter pertains. 

[**LEdHN2] 

PATENTS § 19 PATENTS § 19.1 

PATENTABILITY - MECHANICAL SKILL - 
OBVIOUSNESS OF SUBJECT MATTER 

Headnote:[2] 

Under 35 U.S.C.S. § 103, the scope and content of 
prior art are to be determined; differences between the 
prior an and the claims at issue are to be ascertained; and 
the level of ordinary skill in the pertinent art resolved. 
Against this background the obviousness or nonobvious- 
ness of the subject matter is determined. Such secondary 
considerations as commercial success, long felt but un- 
solved needs, failure of others, etc., might be utilized to 
give light to the circumstances surrounding the origin of 
the subject matter sought to be patented. While the se- 
quence of these questions might be reordered in any par- 
ticular case, the factors continue to define the inquiry 
that controls. If a court, or patent examiner, conducts this 
analysis and concludes the claimed subject matter was 
obvious, the claim is invalid under § 103. 

[**LEdHN3] 

EVIDENCE § 333 

PATENT « PRESUMPTION OF VALIDITY 
Headnote:[3] 

By direction of 35 U.S.C.S. § 252, an issued patent 
is presumed valid. 



[**LEdHN4] 

PATENTS § 37 

PATENTABILITY - COMBINATION OF OLD 
ELEMENTS 

Headnote:[4] 

A patent for a combination which only unites old 
elements with no change in their respective functions 
obviously withdraws what is already known into the field 
of its monopoly and diminishes the resources available to 
skillful men. This is a principal reason for declining to 
allow patents for what is obvious. The combination of 
familiar elements according to known methods is likely 
to be obvious when it does no more than yield predict- 
able results. 

[**LEdHN5] 

PATENTS § 50 

PATENTABILITY - OBVIOUSNESS OF IM- 
PROVEMENT 

Headnote:[5] 

When a work is available in one field of endeavor, 
design incentives and other market forces can prompt 
variations of it, either in the same field or a different one. 
If a person of ordinary skill can implement a predictable 
variation, 35 U.S.C.S, § 1 03 likely bars its patentability. 
For the same reason, if a technique has been used to im- 
prove one device, and a person of ordinary skill in the art 
would recognize that it would improve similar devices in 
the same way, using the technique is obvious unless its 
actual application is beyond his or her skill. A court must 
ask whether the [**707] improvement is more than the 
predictable use of prior art elements according to their 
established functions. 

[**LEdHN6] 

PATENTS § 19.1 

PATENTABILITY - OBVIOUSNESS OF SUB- 
JECT MATTER 

Headnote:[6] 

Rejection of a patent on obviousness grounds cannot 
be sustained by mere conclusory statements: instead, 
there must be some articulated reasoning with some ra- 
tional underpinning to support a legal conclusion of ob- 
viousness. However, the analysis need not seek out pre- 
cise teachings directed to the specific subject matter of 
the challenged claim, for a court can take account of the 
inferences and creative steps that a person of ordinary 
skill in the art would employ. 
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[**LEdHN7] 

PATENTS § 19.1 

PATENTABILITY -- COMPOSITION OF ELE- 
MENTS -- OBVIOUSNESS 

Head note: [7] 

A patent composed of several elements is not proved 
obvious merely by demonstrating that each of its ele- 
ments was, independently, known in the prior art. Al- 
though common sense directs one to look with care at a 
patent application that claims as innovation the combina- 
tion of two known devices according to their established 
functions, it can be important to identify a reason that 
would have prompted a person of ordinary skill in the 
relevant field to combine the elements in the way the 
claimed new invention does. This is so because inven- 
tions in most, if not all, instances rely upon building 
blocks long since uncovered, and claimed discoveries 
almost of necessity will be combinations of what, in 
some sense, is already known. 

[**LEdHN8] 

PATENTS § 19.1 

PATENTABILITY -- OBVIOUSNESS OF TECH- 
NIQUES OR COMBINATIONS - SCIENTIFIC LIT- 
ERATURE 

Headnote:[8] 

The obviousness analysis in the patent context can- 
not be confined by a formal istic conception of the words 
teaching, suggestion, and motivation, or by overemphasis 
on the importance of published articles and the explicit 
content of issued patents. The diversity of inventive pur- 
suits and of modern technology counsels against limiting 
the analysis in this way. In many fields it may be that 
there is little discussion of obvious techniques or combi- 
nations, and it often may be the case that market demand, 
rather than scientific literature, will drive design trends. 
Granting patent protection to advances that would occur 
in the ordinary course without real innovation retards 
progress and may, in the case of patents combining pre- 
viously known elements, deprive prior inventions of their 
value or utility. 

[**LEdHN9] 

PATENTS § 19.1 

PATENTABILITY - SUBJECT MATTER - DE- 
TERMINATION WHETHER OBVIOUS 

Headnote:[9] 

In determining whether the subject matter of a patent 
claim is obvious, neither the particular motivation nor the 



avowed purpose of the patentee controls. What matters is 
the objective reach of the claim. If the claim extends to 
what is obvious, it is invalid under 35 U.S.C.S. § 103. 
One of the ways in which a patent's subject matter can be 
proved obvious is by noting that there existed at the time 
of invention a known problem for which there was an 
obvious solution encompassed by the patent's claims. 

[**LEdHN10] 

PATENTS § 19.1 

PATENTABILITY - OBVIOUSNESS 
Headnote:[10] 

A problem motivating a patentee may be only one of 
many addressed by the patent's subject matter. The ques- 
tion is not whether the combination was obvious to the 
patentee [**708] but whether the combination was ob- 
vious to a person with ordinary skill in the art. 

[**LEdHNl 1] 

PATENTS § 19 PATENTS § 19.1 

PATENTABILITY - ORDINARY SKILL - OB- 
VIOUSNESS 

Headnote:[ll] 

When there is a design need or market pressure to 
solve a problem and there are a finite number of identi- 
fied, predictable solutions, a person of ordinary skill has 
good reason to pursue the known options within his or 
her technical grasp. If this leads to the anticipated suc- 
cess, it is likely the product not of innovation but of or- 
dinary skill and common sense. In that instance the fact 
that a combination was obvious to try might show that it 
was obvious under 35 U.S.C.S. § 103. 

[**LEdHN12] 

PATENTS § 19.1 

PATENTABILITY -- OBVIOUSNESS 
Headnote:[12] 

In a patent obviousness case, a factfinder must be 
aware of the distortion caused by hindsight bias and must 
be cautious of arguments reliant upon ex post reasoning. 
Rigid preventative rules that deny factfinders recourse to 
common sense, however, are neither necessary under 
U.S. Supreme Court case law nor consistent with it. 

[**LEdHN13] 

SUMMARY JUDGMENT AND JUDGMENT ON 
PLEADINGS § 5 
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PATENTABILITY -- OBVIOUSNESS OF CLAIM 

- SUMMARY JUDGMENT 

Headnote:[13] 

In considering summary judgment on a question of 
patent obviousness, a district court can and should take 
into account expert testimony, which may resolve or 
keep open certain questions of fact. That is not the end of 
the issue, however. The ultimate judgment of obvious- 
ness is a legal determination. Where the content of the 
prior art, the scope of the patent claim, and the level of 
ordinary skill in the art are not in material dispute, and 
the obviousness of the claim is apparent in light of these 
factors, summary judgment is appropriate. 

[**LEdHN14I 

PATENTS § 17 PATENTS § 19.1 

PATENTABILITY -- ORDINARY INNOVATION 

- OBVIOUS SUBJECT MATTER 

Headnote:[14] 

As progress beginning from higher levels of 
achievement is expected in the normal course, the results 
of ordinary innovation are not the subject of exclusive 
rights under the patent laws. Were it otherwise patents 
might stifle, rather than promote, the progress of useful 
arts. U.S. Const, art. I, § 8, ci 8. These premises lead to 
the bar on patents claiming obvious subject matter estab- 
lished by case law and codified in 35 U.S.C.S. § 103. 
Application of the bar must not be confined within a test 
or formulation too constrained to serve its purpose. 

SYLLABUS 

[**709] To control a conventional automobile's 
speed, the driver depresses or releases the gas pedal, 
which interacts with the throttle via a cable or other me- 
chanical link. Because the pedal's position in the footwell 
normally cannot be adjusted, a driver wishing to be 
closer or farther from it must either reposition himself in 
the seat or move the seat, both of which can be imperfect 
solutions for smaller drivers in cars with deep foot wells. 
This prompted inventors to design and patent pedals that 
could be adjusted to change their locations. The Asano 
patent reveals a support structure whereby, when the 
pedal location is [***2] adjusted, one of the pedal's 
pivot points stays fixed. Asano is also designed so that 
the force necessary to depress the pedal is the same re- 
gardless of location adjustments. The Redding patent 
reveals a different, sliding mechanism where both the 
pedal and the pivot point are adjusted. 

In newer cars, computer-controlled throttles do not 
operate through force transferred from the pedal by a 
mechanical link, but open and close valves in response to 



electronic signals. For the computer to know what is 
happening with the pedal, an electronic sensor must 
translate the mechanical operation into digital data. In- 
ventors had obtained a number of patents for such sen- 
sors. The so-called '936 patent taught that it was prefer- 
able to detect the pedal's position in the pedal mecha- 
nism, not in the engine, so the patent disclosed a pedal 
with an electronic sensor on a pivot point in the pedal 
assembly. The Smith patent taught that to prevent the 
wires connecting the sensor to the computer from chaf- 
ing and wearing out, the sensor should be put on a fixed 
part of the pedal assembly rather than in or on the pedal's 
footpad. Inventors had also patented self-contained 
modular sensors, which can be [***3] taken off the shelf 
and attached to any mechanical pedal to allow it to func- 
tion with a computer-controlled throttle. The '068 patent 
disclosed one such sensor. Chevrolet also manufactured 
trucks using modular sensors attached to the pedal sup- 
port bracket, adjacent to the pedal and engaged [**710] 
with the pivot shaft about which the pedal rotates. Other 
patents disclose electronic sensors attached to adjustable 
pedal assemblies. For example, the Rixon patent locates 
the sensor in the pedal footpad, but is known for wire 
chafing. 

After petitioner KSR developed an adjustable pedal 
system for cars with cable-actuated throttles and obtained 
its '976 patent for the design, General Motors Corpora- 
tion (GMC) chose KSR to supply adjustable pedal sys- 
tems for trucks using computer-controlled throttles. To 
make the '976 pedal compatible with the trucks, KSR 
added a modular sensor to its design. Respondents (Tele- 
flex) hold the exclusive license for the Engelgau patent, 
claim 4 of which discloses a position-adjustable pedal 
assembly with an electronic pedal position sensor at- 
tached a fixed pivot point. Despite having denied a simi- 
lar, broader claim, the U. S. Patent and Trademark Office 
(PTO) had allowed [***4] claim 4 because it included 
the limitation of a fixed pivot position, which distin- 
guished the design from Redding's. Asano was neither 
included among the Engelgau patent's prior art references 
nor mentioned in the patent's prosecution, and the PTO 
did not have before it an adjustable pedal with a fixed 
pivot point. After learning of KSR's design for GMC, 
Teleflex sued for infringement, asserting that KSR's 
pedal system infringed the Engelgau patent's claim 4. 
KSR countered that claim 4 was invalid under § 103 of 
the Patent Act, which forbids issuance of a patent when 
"the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter 
as a whole would have been obvious at the time the in- 
vention was made to a person having ordinary skill in the 
art." 

Graham v. John Deere Co. of Kansas City, 383 U.S. 
L 17-18, 86 5. Ct. 684, J 5 L Ed. 2d 545. set* out an ob- 
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jective analysis for applying § 103: "[T]he scope and 
content of the prior art are . . . determined; differences 
between the prior art and the claims at issue are . . . as- 
certained; and the level of ordinary skill in the pertinent 
art resolved. Against this background the obviousness or 
nonobviousness [***5] of the subject matter is deter- 
mined. Such secondary considerations as commercial 
success, long felt but unsolved needs, failure of others, 
etc., might be utilized to give light to the circumstances 
surrounding the origin of the subject matter sought to be 
patented." While the sequence of these questions might 
be reordered in any particular case, the factors define the 
controlling inquiry. However, seeking to resolve the ob- 
viousness question with more uniformity and consis- 
tency, the Federal Circuit has employed a "teaching, 
suggestion, or motivation" (TSM) test, under which a 
patent claim is only proved obvious if the prior art, the 
problem's nature, or the knowledge of a person having 
ordinary skill in the art reveals some motivation or sug- 
gestion to combine the prior art teachings. 

The District Court granted KSR summary judgment. 
After reviewing pedal design history, the Engelgau pat- 
ent's scope, and the relevant prior art, the court consid- 
ered claim 4's validity, applying Graham's framework to 
determine whether under summary-judgment standards 
KSR had demonstrated that claim 4 was obvious. The 
court found "little difference" between the prior art's 
teachings and claim 4: [***6] Asano taught everything 
contained in the claim except [**71 1] using a sensor to 
detect the pedal's position and transmit it to a computer 
controlling the throttle. That additional aspect was re- 
vealed in, e.g., the '068 patent and Chevrolet's sensors. 
The court then held that KSR satisfied the TSM test, 
reasoning (1) the state of the industry would lead inevi- 
tably to combinations of electronic sensors and adjust- 
able pedals, (2) Rixon provided the basis for these devel- 
opments, and (3) Smith taught a solution to Rixon's chaf- 
ing problems by positioning the sensor on the pedal's 
fixed structure, which could lead to the combination of a 
pedal like Asano with a pedal position sensor. 

Reversing, the Federal Circuit ruled the District 
Court had not applied the TSM test strictly enough, hav- 
ing failed to make Findings as to the specific understand- 
ing or principle within a skilled artisan's knowledge that 
would have motivated one with no knowledge of the 
invention to attach an electronic control to the Asano 
assembly's support bracket. The Court of Appeals held 
that the District Court's recourse to the nature of the 
problem to be solved was insufficient because, unless the 
prior art references [***7] addressed the precise prob- 
lem that the patentee was trying to solve, the problem 
would not motivate an inventor to look at those refer- 
ences. The appeals court found that the Asano pedal was 
designed to ensure that the force required to depress the 



pedal is the same no matter how the pedal is adjusted, 
whereas Engelgau sought to provide a simpler, smaller, 
cheaper adjustable electronic pedal. The Rixon pedal, 
said the court, suffered from chafing but was not de- 
signed to solve that problem and taught nothing helpful 
to Engelgau's purpose. Smith, in turn, did not relate to 
adjustable pedals and did not necessarily go to the issue 
of motivation to attach the electronic control on the pedal 
assembly's support bracket. So interpreted, the court 
held, the patents would not have led a person of ordinary 
skill to put a sensor on an Asano-like pedal. That it might 
have been obvious to try that combination was likewise 
irrelevant. Finally, the court held that genuine issues of 
material fact precluded summary judgment. 

Held: 

The Federal Circuit addressed the obviousness ques- 
tion in a narrow, rigid manner that is inconsistent with § 
103 and this Court's precedents. KSR provided convinc- 
ing [***8] evidence that mounting an available sensor 
on a fixed pivot point of the Asano pedal was a design 
step well within the grasp of a person of ordinary skill in 
the relevant art and that the benefit of doing so would be 
obvious. Its arguments, and the record, demonstrate that 
the Engelgau patent's claim 4 is obvious. Pp. 1 1-24. 

1. Graham provided an expansive and flexible ap- 
proach to the obviousness question that is inconsistent 
with the way the Federal Circuit applied its TSM test 
here. Neither § 103'$ enactment nor Graham's analysis 
disturbed the Court's earlier instructions concerning the 
need for caution in granting a patent based on the combi- 
nation of elements found in the prior art. See Great At- 
lantic <& Pacific Tea Co. v. Supermarket Equipment 
Corp., 340 U.S. 147, 152, 71 S. Ct. 127, 95 L. Ed. 162, 
1951 Dec. Comm'r Pat. 572 Such a combination of fa- 
miliar elements according to known methods is likely to 
be obvious when it does no more than yield predictable 
results. See, e.g., United States v. Adams, 383 U.S. 39, 
50-52, 86 S. Ct. 708, 15 L. Ed. 2d 572, 174 Ct. CI 1293 
When a work is available in one field, design incentives 
and other market forces [**712] can prompt variations 
of it, either in the same field or in another. If a person 
[***9] of ordinary skill in the art can implement a pre- 
dictable variation, and would see the benefit of doing so, 
§ 103 likely bars its patentability. Moreover, if a tech- 
nique has been used to improve one device, and a person 
of ordinary skill in the art would recognize that it would 
improve similar devices in the same way, using the tech- 
nique is obvious unless its actual application is beyond 
that person's skill. A court must ask whether the im- 
provement is more than the predictable use of prior-art 
elements according to their established functions. Fol- 
lowing these principles may be difficult if the claimed 
subject matter involves more than the simple substitution 
of one known element for another or the mere applica- 
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tion of a known technique to a piece of prior art ready for 
the improvement. To determine whether there was an 
apparent reason to combine the known elements in the 
way a patent claims, it will often be necessary to look to 
interrelated teachings of multiple patents; to the effects 
of demands known to the design community or present in 
the marketplace; and to the background knowledge pos- 
sessed by a person having ordinary skill in the art. To 
facilitate review, this analysis should [***10] be made 
explicit. But it need not seek out precise teachings di- 
rected to the challenged claim's specific subject matter, 
for a court can consider the inferences and creative steps 
a person of ordinary skill in the art would employ. Pp. 
11-14. 

(b) The TSM test captures a helpful insight: A patent 
composed of several elements is not proved obvious 
merely by demonstrating that each element was, inde- 
pendently, known in the prior art. Although common 
sense directs caution as to a patent application claiming 
as innovation the combination of two known devices 
according to their established functions, it can be impor- 
tant to identify a reason that would have prompted a per- 
son of ordinary skill in the art to combine the elements as 
the new invention does. Inventions usually rely upon 
building blocks long since uncovered, and claimed dis- 
coveries almost necessarily will be combinations of 
what, in some sense, is already known. Helpful insights, 
however, need not become rigid and mandatory formu- 
las. If it is so applied, the TSM test is incompatible with 
this Court's precedents. The diversity of inventive pur- 
suits and of modem technology counsels against confin- 
ing the obviousness analysis [***H] by a formalistic 
conception of the words teaching, suggestion, and moti- 
vation, or by overemphasizing the importance of pub- 
lished articles and the explicit content of issued patents. 
In many fields there may be little discussion of obvious 
techniques or combinations, and market demand, rather 
than scientific literature, may often drive design trends. 
Granting patent protection to advances that would occur 
in the ordinary course without real innovation retards 
progress and may, for patents combining previously 
known elements, deprive prior inventions of their value 
or utility. Since the TSM lest was devised, the Federal 
Circuit doubtless has applied it in accord with these prin- 
ciples in many cases. There is no necessary inconsistency 
between the test and the Graham analysis. But a court 
errs where, as here, it transforms general principle into a 
rigid rule limiting the obviousness inquiry. Pp. 14-15. 

(c) The flaws in the Federal Circuit's analysis relate 
mostly to its p*713] narrow conception of the obvious- 
ness inquiry consequent in its application of the TSM 
test. The Circuit first erred in holding that courts and 
patent examiners should look only to the problem the 
patentee was trying [***12] to solve. Under the correct 



analysis, any need or problem known in the field and 
addressed by the patent can provide a reason for combin- 
ing the elements in the manner claimed. Second, the ap- 
peals court erred in assuming that a person of ordinary 
skill in the art attempting to solve a problem will be led 
only to those prior art elements designed to solve the 
same problem. The court wrongly concluded that be- 
cause Asano's primary purpose was solving the constant 
ratio problem, an inventor considering how to put a sen- 
sor on an adjustable pedal would have no reason to con- 
sider putting it on the Asano pedal. It is common sense 
that familiar items may have obvious uses beyond their 
primary purposes, and a person of ordinary skill often 
will be able to fit the teachings of multiple patents to- 
gether like pieces of a puzzle. Regardless of Asano's 
primary purpose, it provided an obvious example of an 
adjustable pedal with a fixed pivot point, and the prior art 
was replete with patents indicating that such a point was 
an ideal mount for a sensor. Third, the court erred in 
concluding that a patent claim cannot be proved obvious 
merely by showing that the combination of elements was 
obvious to try. [***13] When there is a design need or 
market pressure to solve a problem and there are a finite 
number of identified, predictable solutions, a person of 
ordinary skill in the art has good reason to pursue the 
known options within his or her technical grasp. If this 
leads to the anticipated success, it is likely the product 
not of innovation but of ordinary skill and common 
sense. Finally, the court drew the wrong conclusion from 
the risk of courts and patent examiners falling prey to 
hindsight bias. Rigid preventative rules that deny re- 
course to common sense are neither necessary under, nor 
consistent with, this Court's case law. Pp. 15-18. 

2. Application of the foregoing standards demon- 
strates that claim 4 is obvious. Pp. 18-23. 

(a) The Court rejects Teleflex's argument that the 
Asano pivot mechanism's design prevents its combina- 
tion with a sensor in the manner claim 4 describes. This 
argument was not raised before the District Court, and it 
is unclear whether it was raised before the Federal Cir- 
cuit. Given the significance of the District Court's finding 
that combining Asano with a pivot-mounted pedal posi- 
tion sensor fell within claim 4's scope, it is apparent that 
Teleflex would [***I4] have made clearer challenges if 
it intended to preserve this claim. Its failure to clearly 
raise the argument, and the appeals court's silence on the 
issue, lead this Court to accept the District Court's con- 
clusion. Pp. 18-20. 

(b) The District Court correctly concluded that when 
Engelgau designed the claim 4 subject matter, it was 
obvious to a person of ordinary skill in the art to combine 
Asano with a pivot-mounted pedal position sensor. There 
then was a marketplace creating a strong incentive to 
convert mechanical pedals to electronic pedals, and the 
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prior art taught a number of methods for doing so. The 
Federal Circuit considered the issue too narrowly by, in 
effect, asking whether a pedal designer writing on a 
blank slate would have chosen both Asano and a modular 
sensor similar to the ones used in the Chevrolet trucks 
and [**714] disclosed in the '068 patent. The proper 
question was whether a pedal designer of ordinary skill 
in the art, facing the wide range of needs created by de- 
velopments in the field, would have seen an obvious 
benefit to upgrading Asano with a sensor. For such a 
designer starting with Asano, the question was where to 
attach the sensor. The '936 patent taught [***15] the 
utility of putting the sensor on the pedal device. Smith, in 
turn, explained not to put the sensor on the pedal foot- 
pad, but instead on the structure. And from Rixon's 
known wire-chafing problems, and Smith's teaching that 
the pedal assemblies must not precipitate any motion in 
the connecting wires, the designer would know to place 
the sensor on a nonmoving part of the pedal structure. 
The most obvious such point is a pivot point. The de- 
signer, accordingly, would follow Smith in mounting the 
sensor there. Just as it was possible to begin with the 
objective to upgrade Asano to work with a computer- 
controlled throttle, so too was it possible to take an ad- 
justable electronic pedal like Rixon and seek an im- 
provement that would avoid the wire-chafing problem. 
Teleflex has not shown anything in the prior art that 
taught away from the use of Asano, nor any secondary 
factors to dislodge the determination that claim 4 is ob- 
vious. Pp. 20-23. 

3. The Court disagrees with the Federal Circuit's 
holding that genuine issues of material fact precluded 
summary judgment. The ultimate judgment of obvious- 
ness is a legal determination. Graham, 383 U.S., at 17, 
86 S. Ct. 684, 15 L. Ed. 2d 545. Where, as here, the 
[***16] prior art's content, the patent claim's scope, and 
the level of ordinary skill in the art are not in material 
dispute and the claim's obviousness is apparent, sum- 
mary judgment is appropriate. P. 23. 

1 19 Fed. App.x. 282, reversed and remanded. 

COUNSEL: James W. Dabney argued the cause for 
petitioner. 

Thomas G. Hungar argued the cause for the United 
States, as amicus curiae, by special leave of court. 

Thomas C. Goldstein argued the cause for respondents. 

JUDGES: Kennedy, J., delivered the opinion for a 
unanimous Court. 

OPIiNION BY: KENNEDY 



OPINION 

[*I734] Justice Kennedy delivered the opinion of 
the Court. 

Teleflex Incorporated and its subsidiary Technology 
Holding Company-both referred to here as Teleflex— 
sued KSR International Company for patent infringe- 
ment. The patent at issue, United States Patent No. 
6,237,565 Bl, is entitled "Adjustable Pedal Assembly 
With Electronic Throttle Control." Supplemental App. 1. 
The patentee is Steven J. Engelgau, and the patent is re- 
ferred to as "the Engelgau patent." Teleflex holds the 
exclusive license to the patent. 

Claim 4 of the Engelgau patent describes a mecha- 
nism for combining an electronic sensor with an adjust- 
able automobile pedal so the pedal's position can be 
transmitted to a computer that controls the throttle in the 
vehicle's engine. When Teleflex accused KSR of infring- 
ing the Engelgau patent by adding an electronic sensor to 
one of KSR's previously [***17] designed pedals, KSR 
countered that claim 4 was invalid under the Patent Act, 
35 U.S.C. § 103, because its subject matter was obvious. 

[HN 1 ] [**LEdHRl] [ 1 ]Section 103 forbids issuance 
of a patent when "the differences between the subject 
matter sought to be patented and the prior art are such 
that the subject matter as a whole would have been obvi- 
ous at the time the invention was made to a person hav- 
ing 1**7 1 5] ordinary skill in the art to which said subject 
matter pertains." 

In Graham v. John Deere Co. of Kansas City, 383 
U.S. 1, 86 S. Ct. 684, 15 L. Ed. 2d 545 (1966), the Court 
set out a framework for applying the statutory language 
of § 103, language itself based on the logic of the earlier 
decision in Hotchkiss v. Greenwood, 52 U.S. 248, 11 
How. 248, 13 L. Ed. 683 (185 J), and its progeny. See 
383 U.S., at 15-17, 86 S. Ct. 684, 15 L Ed. 2d 545. The 
analysis is objective: 

[HN2] [**LEdHR2] [2]"Under § 103, 
the scope and content of the prior art are 
to be determined; differences between the 
prior art and the claims at issue are to be 
ascertained; and the level of ordinary skill 
in the pertinent art resolved. Against this 
background the obviousness or nonobvi- 
ousness of the subject matter is deter- 
mined. Such secondary considerations 
[***I8] as commercial success, long fell 
but unsolved needs, failure of others, etc., 
might be utilized to give light to the cir- 
cumstances suirounding the origin of the 
subject matter sought to be patented." Id., 
at 17-18. 86 S. Ct. ~684. 15 L. Ed. 2d 545. 
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While the sequence of these questions might be re- 
ordered in any particular case, the factors continue to 
define the inquiry that controls. If a court, or patent ex- 
aminer, conducts this analysis and concludes the claimed 
subject matter was obvious, the claim is invalid under § 
103. 

Seeking to resolve the question of obviousness with 
more uniformity and consistency, the Court of Appeals 
for the Federal Circuit has employed an approach re- 
ferred to by the parties as the "teaching, suggestion, or 
motivation" test (TSM test), under which a patent claim 
is only proved obvious if "some motivation or suggestion 
to combine the prior art teachings" can be found in the 
prior art, the nature of the problem, or the knowledge of 
a person having ordinary skill in the art. See, e.g., Al-Site 
Corp. v. VSJ Int'l, Inc., 174 F.3d 1308, 1323-1324 (CA 
Fed. 1999). KSR challenges that [*1735] test, or at least 
its application in this case. See 119 Fed. Appx. 282, 286- 
290 (CA Fed. 2005). [***I9] Because the Court of Ap- 
peals addressed the question of obviousness in a manner 
contrary to § 103 and our precedents, we granted certio- 
rari, 547 U.S. , 126 S. Ct. 2965, 165 L Ed. 2d 949 
(2006). We now reverse. 

I 

A 

In car engines without computer-controlled throttles, 
the accelerator pedal interacts with the throttle via cable 
or other mechanical link. The pedal arm acts as a lever 
rotating around a pivot point. In a cable-actuated throttle 
control the rotation caused by pushing down the pedal 
pulls a cable, which in turn pulls open valves in the car- 
buretor or fuel injection unit. The wider the valves open, 
the more fuel and air are released, causing combustion to 
increase and the car to accelerate. When the driver takes 
his foot off the pedal, the opposite occurs as the cable is 
released and the valves slide closed. 

In the 1990's it became more common to install 
computers in cars to control engine operation. Computer- 
controlled throttles open and close valves in response to 
electronic signals, not through force transferred from the 
pedal by a mechanical link. Constant, delicate adjust- 
ments of air and fuel mixture are possible. The com- 
puter's rapid processing of factors beyond the pedal's 
position improves [***20] 1**716] fuel efficiency and 
engine performance. 

For a computer-controlled throttle to respond to a 
driver's operation of the car, the computer must know 
what is happening with the pedal. A cable or mechanical 
link does not suffice for this purpose: at some point, an 
electronic sensor is necessary to translate the mechanical 
operation into digital data the computer can understand. 



Before discussing sensors further we turn to the me- 
chanical design of the pedal itself. In the traditional de- 
sign a pedal can be pushed down or released but cannot 
have its position in the foot well adjusted by sliding the 
pedal forward or back. As a result, a driver who wishes 
to be closer or farther from the pedal must either reposi- 
tion himself in the driver's seat or move the seat in some 
way. In cars with deep foot wells these are imperfect so- 
lutions for drivers of smaller stature. To solve the prob- 
lem, inventors, beginning in the 1970's, designed pedals 
that could be adjusted to change their location in the 
footwell. Important for this case are two adjustable ped- 
als disclosed in U.S. Patent Nos. 5,010,782 (filed July 
28, 1989) (Asano) and 5,460,061 (filed Sept. 17, 1993) 
(Redding). The Asano patent reveals a [***2J] support 
structure that houses the pedal so that even when the 
pedal location is adjusted relative to the driver, one of the 
pedal's pivot points stays fixed. The pedal is also de- 
signed so that the force necessary to push the pedal down 
is the same regardless of adjustments to its location. The 
Redding patent reveals a different, sliding mechanism 
where both the pedal and the pivot point are adjusted. 

We return to sensors. Well before Engelgau applied 
for his challenged patent, some inventors had obtained 
patents involving electronic pedal sensors for computer- 
controlled throttles. These inventions, such as the device 
disclosed in U.S. Patent No. 5,241,936 (filed Sept. 9, 
1991) ('936), taught that it was preferable to detect the 
pedal's position in the pedal assembly, not in the engine. 
The '936 patent disclosed a pedal with an electronic sen- 
sor on a pivot point in the pedal assembly. U.S. Patent 
No. 5,063,811 (filed July 9, 1990) (Smith) taught that to 
prevent the [*1736] wires connecting the sensor to the 
computer from chafing and wearing out, and to avoid 
grime and damage from the driver's foot, the sensor 
should be put on a fixed part of the pedal assembly rather 
than in or on the pedal's [***22] footpad. 

In addition to patents for pedals with integrated sen- 
sors inventors obtained patents for self-contained modu- 
lar sensors. A modular sensor is designed independently 
of a given pedal so that it can be taken off the shelf and 
attached to mechanical pedals of various sorts, enabling 
the pedals to be used in automobiles with computer- 
controlled throttles. One such sensor was disclosed in 
US. Patent No. 5,385,068 (filed Dec. 18, 1992) ('068). In 
1994, Chevrolet manufactured a line of trucks using 
modular sensors "attached to the pedal support bracket, 
adjacent to the pedal and engaged with the pivot shaft 
about which the pedal rotates in operation." 298 F. Supp. 
2d 581, 589 (ED Mich. 2003). 

The prior art contained patents involving the place- 
ment of sensors on adjustable pedals as well. For exam- 
ple, U.S. Patent No. 5,819.593 (filed Aug. 17, 1995) 
(Rixon) discloses an adjustable pedal assembly with an 
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[**717] electronic sensor for detecting the pedal's posi- 
tion. In the Rixon pedal the sensor is located in the pedal 
footpad. The Rixon pedal was known to suffer from wire 
chafing when the pedal was depressed and released. 

This short account of pedal and sensor technology 
leads [***23] to the instant case. 

B 

KSR, a Canadian company, manufactures and sup- 
plies auto parts, including pedal systems. Ford Motor 
Company hired KSR in 1998 to supply an adjustable 
pedal system for various lines of automobiles with cable- 
actuated throttle controls. KSR developed an adjustable 
mechanical pedal for Ford and obtained U.S. Patent No. 
6,151,976 (filed July 16, 1999) ('976) for the design. In 
2000, KSR was chosen by General Motors Corporation 
(CMC or GM) to supply adjustable pedal systems for 
Chevrolet and GMC light trucks that used engines with 
computer-controlled throttles. To make the '976 pedal 
compatible with the trucks, KSR merely took that design 
and added a modular sensor. 

Teleflex is a rival to KSR in the design and manu- 
facture of adjustable pedals. As noted, it is the exclusive 
licensee of the Engelgau patent. Engelgau filed the patent 
application on August 22, 2000 as a continuation of a 
previous application for U.S. Patent No. 6,109,241, 
which was filed on January 26, 1999. He has sworn he 
invented the patent's subject matter on February 14, 
1998. The Engelgau patent discloses an adjustable elec- 
tronic pedal described in the specification as a "simpli- 
fied vehicle control [***24] pedal assembly that is less 
expensive, and which uses fewer parts and is easier to 
package within the vehicle." Engelgau, col. 2, lines 2-5, 
Supplemental App. 6. Claim 4 of the patent, at issue 
here, describes: 

"A vehicle control pedal apparatus 
comprising: 

a support adapted to be mounted to a 
vehicle structure; 

an adjustable pedal assembly having 
a pedal ami moveable in for[e] and aft di- 
rections with respect to said support; 

a pivot for pivotally supporting said 
adjustable pedal assembly with respect to 
said support and defining a pivot axis; and 

an electronic control attached to said 
support for controlling a vehicle system; 

said apparatus characterized by said 
electronic control being responsive to said 
pivot for providing a signal that corre- 
sponds to pedal arm position as said pedal 



arm pivots about said pivot [* 1 737] axis 
between rest and applied positions 
wherein the position of said pivot remains 
constant while said pedal arm moves in 
fore and aft directions with respect to said 
pivot." Id., col. 6, lines 17-36, Supple- 
mental App. 8 (diagram numbers omit- 
ted). 



We agree with the District Court that the claim dis- 
closes "a position-adjustable pedal [***25] assembly 
with an electronic pedal position sensor attached to the 
support member of the pedal assembly. Attaching the 
sensor to the support member allows the sensor to remain 
in a fixed position while the driver adjusts the pedal." 
298 F. Supp. 2d, at 586-587. 

Before issuing the Engelgau patent the U. S. Patent 
and Trademark Office (PTO) rejected one of the patent 
claims that was similar to, but [**718] broader than, the 
present claim 4. The claim did not include the require- 
ment that the sensor be placed on a fixed pivot point. The 
PTO concluded the claim was an obvious combination of 
the prior art disclosed in Redding and Smith, explaining: 

"'Since the prior ar[t] references are 
from the field of endeavor, the purpose 
disclosed . . . would have been recognized 
in the pertinent art of Redding. Therefore 
it would have been obvious ... to provide 
the device of Redding with the . . . means 
attached to a support member as taught by 
Smith.'" Id., at 595. 



In other words Redding provided an example of an 
adjustable pedal and Smith explained how to mount a 
sensor on a pedal's support structure, and the rejected 
patent claim merely put these two teachings together. 

[***26] Although the broader claim was rejected, 
claim 4 was later allowed because it included the limita- 
tion of a fixed pivot point, which distinguished the de- 
sign from Redding's. Ibid. Engelgau had not included 
Asano among the prior art references, and Asano was not 
mentioned in the patent's prosecution. Thus, the PTO did 
not have before it an adjustable pedal with a fixed pivot 
point. The patent issued on May 29, 2001 and was as- 
signed to Teleflex. 

Upon learning of KSR's design for GM, Teleflex 
sent a warning letter informing KSR that its proposal 
would violate the Engelgau patent. "Teleflex believes 
that any supplier of a product that combines an adjust- 
able pedal with an electronic throttle control necessarily 
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employs technology covered by one or more'" of Tele- 
flex's patents. Id., at 585. KSR refused to enter a royalty 
arrangement with Teleflex; so Teleflex sued for in- 
fringement, asserting KSR's pedal infringed the Engelgau 
patent and two other patents. Ibid. Teleflex later aban- 
doned its claims regarding the other patents and dedi- 
cated the patents to the public. The remaining contention 
was that KSR's pedal system for GM infringed claim 4 of 
the Engelgau patent. [***27] Teleflex has not argued 
that the other three claims of the patent are infringed by 
KSR's pedal, nor has Teleflex argued that the mechanical 
adjustable pedal designed by KSR for Ford infringed any 
of its patents. 

C 

The District Court granted summary judgment in 
KSR's favor. After reviewing the pertinent history of 
pedal design, the scope of the Engelgau patent, and the 
relevant prior art, the court considered the validity of the 
contested claim. [HN3] [**LEdHR3] [3] By direction of 
35 U.S.C. § 282, an issued patent is presumed valid. The 
District Court applied Grahams, framework to determine 
whether under summary-judgment standards KSR had 
overcome the presumption and demonstrated that claim 4 
was obvious in light of the prior art in existence when 
[*1738] the claimed subject matter was invented. See § 
102(a). 

The District Court determined, in light of the expert 
testimony and the parties' stipulations, that the level of 
ordinary skill in pedal design was "'an undergraduate 
degree in mechanical engineering (or an equivalent 
amount of industry experience) [and] familiarity with 
pedal control systems for vehicles.'" 298 F. Supp. 2d, at 
590. The court then set forth the [***28] relevant prior 
art, including the patents and pedal designs described 
above. 

[**719] Following Grahams direction, the court 
compared the teachings of the prior art to the claims of 
Engelgau. It found "little difference." 298 F. Supp. 2d, at 
590. Asano taught everything contained in claim 4 ex- 
cept the use of a sensor to detect the pedal's position and 
transmit it to the computer controlling the throttle. That 
additional aspect was revealed in sources such as the 
'068 patent and the sensors used by Chevrolet. 

Under the controlling cases from the Court of Ap- 
peals for the Federal Circuit, however, the District Court 
was not permitted to stop there. The court was required 
also to apply the TSM test. The District Court held KSR 
had satisfied the test. It reasoned (1) the slate of the in- 
dustry would lead inevitably to combinations of elec- 
tronic sensors and adjustable pedals, (2) Rixon provided 
the basis for these developments, and (3) Smith taught a 
solution to the wire chafing problems in Rixon. namely 
locating the sensor on the fixed structure of the pedal. 



This could lead to the combination of Asano, or a pedal 
like it, with a pedal position sensor. 

The conclusion that the [***29] Engelgau design 
was obvious was supported, in the District Court's view, 
by the PTO's rejection of the broader version of claim 4. 
Had Engelgau included Asano in his patent application, 
it reasoned, the PTO would have found claim 4 to be an 
obvious combination of Asano and Smith, as it had 
found the broader version an obvious combination of 
Redding and Smith. As a final matter, the District Court 
held that the secondary factor of Teleflex's commercial 
success with pedals based on Engelgau's design did not 
alter its conclusion. The District Court granted summary 
judgment for KSR. 

With principal reliance on the TSM test, the Court of 
Appeals reversed. It ruled the District Court had not been 
strict enough in applying the test, having failed to make 
"Tindingts] as to the specific understanding or principle 
within the knowledge of a skilled artisan that would have 
motivated one with no knowledge of [the] invention* . . . 
to attach an electronic control to the support bracket of 
the Asano assembly." 119 Fed. Appx., at 288 (brackets in 
original) (quoting In re Kotzab, 217 F3d 1365, 1371 
(CA Fed. 2000)). The Court of Appeals held that the Dis- 
trict Court was [***30] incorrect that the nature of the 
problem to be solved satisfied this requirement because 
unless the "prior art references address[ed] the precise 
problem that the patentee was trying to solve," the prob- 
lem would not motivate an inventor to look at those ref- 
erences. 119 Fed. Appx., at 288. 

Here, the Court of Appeals found, the Asano pedal 
was designed to solve the '"constant ratio problem ,M -that 
is, to ensure that the forceVequired to depress the pedal is 
the same no matter how the pedal is adjusted-whereas 
Engelgau sought to provide a simpler, smaller, cheaper 
adjustable electronic pedal. Ibid. As for Rixon, the court 
explained, that pedal suffered from the problem of wire 
chafing but was not designed to solve it. In the court's 
view Rixon did not teach anything helpful to Engelgau's 
purpose. Smith, in turn, did not relate to adjustable ped- 
als and did not "necessarily go to the issue of motivation 
[*1739] to attach the electronic control on the support 
bracket of the pedal assembly." Ibid. When the patents 
were interpreted in this way, the Court of Appeals held, 
they would not have led a person of ordinary skill to put 
a sensor on the sort of pedal described in Asano. 

[**720] [***31] That it might have been obvious 
to try the combination of Asano and a sensor was like- 
wise irrelevant, in the court's view, because "'"[ojbvious 
to try" has long been held not to constitute obviousness.'" 
Id., at 289 (quoting in re Deuel, 51 F.3d 1552, 1559 (CA 
Fed. 1995)). 
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The Court of Appeals also faulted the District 
Court's consideration of the PTO's rejection of the 
broader version of claim 4. The District Court's role, the 
Court of Appeals explained, was not to speculate regard- 
ing what the PTO might have done had the Engelgau 
patent mentioned Asano. Rather, the court held, the Dis- 
trict Court was obliged first to presume that the issued 
patent was valid and then to render its own independent 
judgment of obviousness based on a review of the prior 
art. The fact that the PTO had rejected the broader ver- 
sion of claim 4, the Court of Appeals said, had no place 
in that analysis. 

The Court of Appeals further held that genuine is- 
sues of material fact precluded summary judgment. Tele- 
flex had proffered statements from one expert that claim 
4 '"was a simple, elegant, and novel combination of fea- 
tures,'" 119 Fed. Appx., at 290, compared to Rixon, 
[***32] and from another expert that claim 4 was 
nonobvious because, unlike in Rixon, the sensor was 
mounted on the support bracket rather than the pedal 
itself. This evidence, the court concluded, sufficed to 
require a trial. 

II 

A 

We begin by rejecting the rigid approach of the 
Court of Appeals. Throughout this Court's engagement 
with the question of obviousness, our cases have set forth 
an expansive and flexible approach inconsistent with the 
way the Court of Appeals applied its TSM test here. To 
be sure, Graham recognized the need for "uniformity and 
definiteness." 383 U.S., at 18, 86 S. Ct. 684, 15 L. Ed. 2d 
545. Yet the principles laid down in Graham reaffirmed 
the "functional approach" of Hotchkiss, 52 U.S. 248, 11 
How. 248, 13 L. Ed. 683. See 383 U.S., at 12, 86 S. Ct. 
684, 15 L. Ed. 2d 545. To this end, Graham set forth a 
broad inquiry and invited courts, where appropriate, to 
look at any secondary considerations that would prove 
instructive. Id., at 17, 86 S. Ct. 684, 15 L. Ed. 2d 545. 

Neither the enactment of § 103 nor the analysis in 
Graham disturbed this Court's earlier instructions con- 
cerning the need for caution in granting a patent based on 
the combination of elements found in the prior art. For 
over a half century, [***33] the Court has held that 
[HN4] [**LEdHR4] [4] a "patent for a combination 
which only unites old elements with no change in their 
respective functions . . . obviously withdraws what is 
already known into the field of its monopoly and dimin- 
ishes the resources available to skillful men." Great At- 
lantic & Pacific Tea Co. v. Supermarket Equipment 
Corp., 340 U.S. 147, 152, 71 S. Ct. 127, 95 L Ed 162, 
1951 Dec. Comm'r Pat. 572 (1950). This is a principal 
reason for declining to allow patents for what is obvious. 
The combination of familiar elements according to 



known methods is likely to be obvious when it does no 
more than yield predictable results. Three cases decided 
after Graham illustrate the application of this doctrine. 

In United States v. Adams, 383 U.S. 39, 40, 86 S. Ct. 
708, 15 L Ed. 2d 572, 174 Ct. CL 1293 (1966), a com- 
panion case to Graham, the Court considered the obvi- 
ousness of a "wet battery" that varied from [**721] prior 
designs in two ways: [*1740] It contained water, rather 
than the acids conventionally employed in storage batter- 
ies; and its electrodes were magnesium and cuprous 
chloride, rather than zinc and silver chloride. The Court 
recognized that when a patent claims a structure already 
known in the prior art that is altered by the mere substitu- 
tion of one [***34] element for another known in the 
field, the combination must do more than yield a predict- 
able result. 383 U.S., at 50-51, 86 S. Ct. 708, 15 L Ed. 
2d 572, 174 Ct. CI 1293\\ nevertheless rejected the Gov- 
ernment's claim that Adams's battery was obvious. The 
Court relied upon the corollary principle that when the 
prior art teaches away from combining certain known 
elements, discovery of a successful means of combining 
them is more likely to be nonobvious. Id., at 51-52, 86 S. 
Ct. 708, 15 L. Ed. 2d 572, 174 Ct. CI. 7293When Adams 
designed his battery, the prior art warned that risks were 
involved in using the types of electrodes he employed. 
The fact that the elements worked together in an unex- 
pected and fruitful manner supported the conclusion that 
Adams's design was not obvious to those skilled in the 
art. 

In Anderson's-Black Rock, Inc. v. Pavement Salvage 
Co., 396 U.S. 57, 90 S. Ct. 305, 24 L Ed. 2d 258 (1969), 
the Court elaborated on this approach. The subject matter 
of the patent before the Court was a device combining 
two pre-existing elements: a radiant-heat burner and a 
paving machine. The device, the Court concluded, did 
not create some new synergy: The radiant-heat burner 
functioned just as a burner was expected to function; and 
the paving machine did [***35] the same. The two in 
combination did no more than they would in separate, 
sequential operation. Id., at 60-62, 90 S. Ct. 305, 24 L. 
Ed. 2d 258. In those circumstances, "while the combina- 
tion of old elements performed a useful function, it 
added nothing to the nature and quality of the radiant- 
heat burner already patented," and the patent failed under 
§ 103. Id., at 62, 90 S. Ct. 305, 24 L. Ed. 2d 258 (foot- 
note omitted). 

Finally, in Sakraida v. AG Pro, Inc., 425 U.S. 273, 
96 S. Ct. 1532, 47 L Ed. 2d 784 (1976), the Court de- 
rived from the precedents the conclusion that when a 
patent "simply arranges old elements with each perform- 
ing the same function it had been known to perform" and 
yields no more than one would expect from such an ar- 
rangement, the combination is obvious. Id., at 282, 96 S. 
CU532, 47 L.Ed. 2d 784. 
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The principles underlying these cases are instructive 
when the question is whether a patent claiming the com- 
bination of elements of prior art is obvious. [HN5] 
[**LEdHR5] [5] When a work is available in one field of 
endeavor, design incentives and other market forces can 
prompt variations of it, either in the same field or a dif- 
ferent one. If a person of ordinary skill can implement a 
predictable variation, § 103 likely bars its patentability. 
For [***36] the same reason, if a technique has been 
used to improve one device, and a person of ordinary 
skill in the art would recognize that it would improve 
similar devices in the same way, using the technique is 
obvious unless its actual application is beyond his or her 
skill. Sakraida and Anderson's- Black Rock are illustra- 
tive --a court must ask whether the improvement is more 
than the predictable use of prior art elements according 
to their established functions. 

Following these principles may be [**722] more 
difficult in other cases than it is here because the claimed 
subject matter may involve more than the simple substi- 
tution of one known element for another or the mere ap- 
plication of a known technique to a piece of prior art 
ready for the improvement. Often, it will be necessary 
for a court to look to interrelated teachings of multiple 
patents; the effects of demands known to the design 
community or present in the marketplace; and the back- 
ground knowledge possessed by a person having [*1741] 
ordinary skill in the art, all in order to determine whether 
there was an apparent reason to combine the known ele- 
ments in the fashion claimed by the patent at issue. To 
facilitate review, this analysis [***37] should be made 
explicit. See In re Kaim, 441 FJd 977, 988 (CA Fed. 
2006) ([HN6] [**LEdHR6] [6] "[Rejections on obvi- 
ousness grounds cannot be sustained by mere conclusory 
statements; instead, there must be some articulated rea- 
soning with some rational underpinning to support the 
legal conclusion of obviousness"). As our precedents 
make clear, however, the analysis need not seek out pre- 
cise teachings directed to the specific subject matter of 
the challenged claim, for a court can take account of the 
inferences and creative steps that a person of ordinary 
skill in the art would employ. 

B 

When it first established the requirement of demon- 
strating a teaching, suggestion, or motivation to combine 
known elements in order to show that the combination is 
obvious, the Court of Customs and Patent Appeals cap- 
tured a helpful insight. See Application of Bergei 292 
F.2d 955, 956-957^48 C.C.P.A. 1102, 1961 Dec. Com- 
m'r Pat. 504 (1961). As is clear from cases such as Ad- 
ams, [HN7] [**LEdHR7] [7] a patent composed of sev- 
eral elements is not proved obvious merely by demon- 
strating that each of its elements was, independently, 
known in the prior art. Although common sense directs 



one to look with care at a patent application that claims 
as innovation [***38] the combination of two known 
devices according to their established functions, it can be 
important to identify a reason that would have prompted 
a person of ordinary skill in the relevant field to combine 
the elements in the way the claimed new invention does. 
This is so because inventions in most, if not all, instances 
rely upon building blocks long since uncovered, and 
claimed discoveries almost of necessity will be combina- 
tions of what, in some sense, is already known. 

Helpful insights, however, need not become rigid 
and mandatory formulas; and when it is so applied, the 
TSM test is incompatible with our precedents. [HN8] 
[**LEdHR8] [8] The obviousness analysis cannot be 
confined by a formalistic conception of the words teach- 
ing, suggestion, and motivation, or by overemphasis on 
the importance of published articles and the explicit con- 
tent of issued patents. The diversity of inventive pursuits 
and of modern technology counsels against limiting the 
analysis in this way. In many fields it may be that there is 
little discussion of obvious techniques or combinations, 
and it often may be the case that market demand, rather 
than scientific literature, will drive design trends. Grant- 
ing patent protection [***39] to advances that would 
occur in the ordinary course without real innovation re- 
tards progress and may, in the case of patents combining 
previously known elements, deprive prior inventions of 
their value or utility. 

In the years since the Court of Customs and Patent 
Appeals set forth the [**723] essence of the TSM test, 
the Court of Appeals no doubt has applied the test in 
accord with these principles in many cases. There is no 
necessary inconsistency between the idea underlying the 
TSM test and the Graham analysis. But when a court 
transforms the general principle into a rigid rule that lim- 
its the obviousness inquiry, as the Court of Appeals did 
here, it errs. 

C 

The flaws in the analysis of the Court of Appeals re- 
late for the most part to the court's narrow conception of 
the obviousness inquiry reflected in its application of the 
TSM test. [HN9] [**LEdHR9] [9] In determining 
whether the subject matter of a patent claim is obvious, 
neither the particular motivation nor the avowed purpose 
of the [*1742] patentee controls. What matters is the 
objective reach of the claim. If the claim extends to what 
is obvious, it is invalid under § 103. One of the ways in 
which a patent's subject matter can be proved obvious is 
[***40] by noting that there existed at the time of inven- 
tion a known problem for which there was an obvious 
solution encompassed by the patent's claims. 

The first error of the Court of Appeals in this case 
was to foreclose this reasoning by holding that courts and 
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patent examiners should look only to the problem the 
patentee was trying to solve. 119 Fed. Appx., at 288. The 
Court of Appeals failed to recognize that [HN10] 
[**LEdHR10] [10] the problem motivating the patentee 
may be only one of many addressed by the patent's sub- 
ject matter. The question is not whether the combination 
was obvious to the patentee but whether the combination 
was obvious to a person with ordinary skill in the art. 
Under the correct analysis, any need or problem known 
in the field of endeavor at the time of invention and ad- 
dressed by the patent can provide a reason for combining 
the elements in the manner claimed. 

The second error of the Court of Appeals lay in its 
assumption that a person of ordinary skill attempting to 
solve a problem will be led only to those elements of 
prior art designed to solve the same problem. Ibid. The 
primary purpose of Asano was solving the constant ratio 
problem; so, the court concluded, [***41] an inventor 
considering how to put a sensor on an adjustable pedal 
would have no reason to consider putting it on the Asano 
pedal. Ibid. Common sense teaches, however, that famil- 
iar items may have obvious uses beyond their primary 
purposes, and in many cases a person of ordinary skill 
will be able to fit the teachings of multiple patents to- 
gether like pieces of a puzzle. Regardless of Asano's 
primary purpose, the design provided an obvious exam- 
ple of an adjustable pedal with a fixed pivot point; and 
the prior art was replete with patents indicating that a 
fixed pivot point was an ideal mount for a sensor. The 
idea that a designer hoping to make an adjustable elec- 
tronic pedal would ignore Asano because Asano was 
designed to solve the constant ratio problem makes little 
sense. A person of ordinary skill is also a person of ordi- 
nary creativity, not an automaton. 

The same constricted analysis led the Court of Ap- 
peals to conclude, in error, that a patent claim cannot be 
proved obvious merely by showing that the combination 
of elements was "obvious to try." Id., at 289 (internal 
quotation marks omitted). [HNli] [**LEdHRll] [11] 
When there is a design need or market pressure to solve a 
problem [***42] and there are a finite number of identi- 
fied, predictable [**724] solutions ! a person of ordinary 
skill has good reason to pursue the known options within 
his or her technical grasp. If this leads to the anticipated 
success, it is likely the product not of innovation but of 
ordinary skill and common sense. In that instance the 
fact that a combination was obvious to try might show 
that it was obvious under § 103. 

The Court of Appeals, finally, drew the wrong con- 
clusion from the risk of courts and patent examiners fal- 
ling prey to hindsight bias. [HNI2] [**LEdHR12] [12] 
A factfinder should be aware, of course, of the distortion 
caused by hindsight bias and must be cautious of argu- 
ments reliant upon ex post reasoning. See Graham. 383 



U.S., at 36, 86 S. Ct. 684, 15 L Ed. 2d 545 (warning 
against a "temptation to read into the prior art the teach- 
ings of the invention in issue" and instructing courts to 
"'guard against slipping into the use of hindsight'" (quot- 
ing Monroe Auto Equipment Co. v. Hecke thorn Mfg. & 
Supply Co., 332 F. 2d 406, 412 (CA6 1964))). Rigid pre- 
ventative rules that deny factfinders recourse to common 
sense, however, are [*1743] neither necessary under our 
case law nor consistent with it. 

We note the [***43] Court of Appeals has since 
elaborated a broader conception of the TSM test than 
was applied in the instant matter. See, e.g., DyStar Tex- 
tilfarben GmbH & Co. Deutschland KG v. C. H. Patrick 
Co., 464 F.3d 1356, 1367 (2006) ("Our suggestion test is 
in actuality quite flexible and not only permits, but re- 
quires, consideration of common knowledge and com- 
mon sense"); Alza Corp. v. My lan Labs., Inc., 464 F.3d 
1286, 1291 (2006) ("There is flexibility in our obvious- 
ness jurisprudence because a motivation may be found 
implicitly in the prior art. We do not have a rigid test that 
requires an actual teaching to combine . . ."). Those deci- 
sions, of course, are not now before us and do not correct 
the errors of law made by the Court of Appeals in this 
case. The extent to which they may describe an analysis 
more consistent with our earlier precedents and our deci- 
sion here is a matter for the Court of Appeals to consider 
in its future cases. What we hold is that the fundamental 
misunderstandings identified above led the Court of Ap- 
peals in this case to apply a test inconsistent with our 
patent law decisions. 

Ill 

When we apply the standards we have [***44] ex- 
plained to the instant facts, claim 4 must be found obvi- 
ous. We agree with and adopt the District Court's recita- 
tion of the relevant prior art and its determination of the 
level of ordinary skill in the field. As did the District 
Court, we see little difference between the teachings of 
Asano and Smith and the adjustable electronic pedal dis- 
closed in claim 4 of the Engelgau patent. A person hav- 
ing ordinary skill in the art could have combined Asano 
with a pedal position sensor in a fashion encompassed by 
claim 4, and would have seen the benefits of doing so. 

A 

Teleflex argues in passing that the Asano pedal can- 
not be combined with a sensor in the manner described 
by claim 4 because of the design of Asano's pivot 
mechanisms. See Brief for Respondents 48-49, and n 17. 
Therefore, Teleflex reasons, even if adding a sensor to 
Asano was obvious, that does not establish that claim 4 
encompasses obvious subject matter. This argument was 
not, however. |**725] raised before the District Court. 
There Teleflex was content to assert only that the prob- 
lem motivating the invention claimed by the Engelgau 
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patent would not lead to the solution of combining of 
Asano with a sensor. See Teleflex's Response [***45] to 
KSR's Motion for Summary Judgment of Invalidity in 
No. 02-74586 (ED Mich.), pp 18-20, App. 144a-146a. It 
is also unclear whether the current argument was raised 
before the Court of Appeals, where Teleflex advanced 
the nonspecific, conclusory contention that combining 
Asano with a sensor would not satisfy the limitations of 
claim 4. See Brief for Plaintiffs-Appellants in No. 04- 
1 152 (CA Fed.), pp 42-44. Teleflex's own expert declara- 
tions, moreover, do not support the point Teleflex now 
raises. See Declaration of Clark J. Radcliffe, Ph.D., Sup- 
plemental App. 204-207; Declaration of Timothy L. An- 
dresen, id., at 208-210. The only statement in either dec- 
laration that might bear on the argument is found in the 
Radcliffe declaration: 

"Asano . . . and Rixon ... are complex 
mechanical linkage-based devices that are 
expensive to produce and assemble and 
difficult to package. It is exactly these dif- 
ficulties with prior art designs that 
[Engelgau] resolves. The use of an adjust- 
able pedal with a single pivot reflecting 
pedal position combined with an elec- 
tronic control mounted between the 
[*1744] support and the adjustment as- 
sembly at that pivot was a simple, elegant, 
and novel combination [***46] of fea- 
tures in the Engelgau '565 patent." Id., at 
206, P 16. 



Read in the context of the declaration as a whole this 
is best interpreted to mean that Asano could not be used 
to solve "[t]he problem addressed by Engelgau'565[:] to 
provide a less expensive, more quickly assembled, and 
smaller package adjustable pedal assembly with elec- 
tronic control." Id., at 205, P 10. 

The District Court found that combining Asano with 
a pivot-mounted pedal position sensor fell within the 
scope of claim 4. 298 F. Supp. 2d, at 592-593. Given the 
sigificance of that finding to the District Court's judg- 
ment, it is apparent that Teleflex would have made 
clearer challenges to it if it intended to preserve this 
claim. In light of Teleflex's failure to raise the argument 
in a clear fashion, and the silence of the Court of Appeals 
on the issue, we lake the District Court's conclusion on 
the point to be correct. 

B 

The District Court was correct to conclude that, as of 
the lime Engelgau designed the subject matter in claim 4, 
it was obvious to a person of ordinary skill to combine 



Asano with a pivot-mounted pedal position sensor. There 
then existed a marketplace that created a strong [***47] 
incentive to convert mechanical pedals to electronic ped- 
als, and the prior art taught a number of methods for 
achieving this advance. The Court of Appeals considered 
the issue too narrowly by, in effect, asking whether a 
pedal designer writing on a blank slate would have cho- 
sen both Asano and a modular sensor similar to the ones 
used in the Chevrolet truckline and disclosed in the '068 
patent. The District Court employed this narrow inquiry 
as well, though it reached the correct result nevertheless. 
The proper question to have asked was whether a pedal 
designer of ordinary skill, facing the wide range of needs 
created by developments in the field of endeavor, 
[**726] would have seen a benefit to upgrading Asano 
with a sensor. 

In automotive design, as in many other fields, the in- 
teraction of multiple components means that changing 
one component often requires the others to be modified 
as well. Technological developments made it clear that 
engines using computer-controlled throttles would be- 
come standard. As a result, designers might have decided 
to design new pedals from scratch; but they also would 
have had reason to make pre-existing pedals work with 
the new engines. Indeed, upgrading its [***48] own pre- 
existing model led KSR to design the pedal now accused 
of infringing the Engelgau patent. 

For a designer starting with Asano, the question was 
where to attach the sensor. The consequent legal ques- 
tion, then, is whether a pedal designer of ordinary skill 
starting with Asano would have found it obvious to put 
the sensor on a fixed pivot point. The prior art discussed 
above leads us to the conclusion that attaching the sensor 
where both KSR and Engelgau put it would have been 
obvious to a person of ordinary skill. 

The '936 patent taught the utility of putting the sen- 
sor on the pedal device, not in the engine. Smith, in turn, 
explained to put the sensor not on the pedal's footpad but 
instead on its support structure. And from the known 
wire-chafing problems of Rixon, and Smith's teaching 
that "the pedal assemblies must not precipitate any mo- 
tion in the connecting wires," Smith, col. 1, lines 35-37, 
Supplemental App. 274, the designer would know to 
place the sensor on a nonmoving part of the pedal struc- 
ture. The most obvious nonmoving point on the structure 
from which a sensor can [*I745] easily detect the 
pedal's position is a pivot point. The designer, accord- 
ingly, would follow Smith [***49] in mounting the sen- 
sor on a pivot, thereby designing an adjustable electronic 
pedal covered by claim 4. 

Just as it was possible to begin with the objective to 
upgrade Asano to work with a computer-controlled throt- 
tle, so too was it possible to take an adjustable electronic 
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pedal like Rixon and seek an improvement that would 
avoid the wire-chafing problem. Following similar steps 
to those just explained, a designer would learn from 
Smith to avoid sensor movement and would come, 
thereby, to Asano because Asano disclosed an adjustable 
pedal with a fixed pivot. 

Teleflex indirectly argues that the prior art taught 
away from attaching a sensor to Asano because Asano in 
its view is bulky, complex, and expensive. The only evi- 
dence Teleflex marshals in support of this argument, 
however, is the Radcliffe declaration, which merely indi- 
cates that Asano would not have solved Engelgau's goal 
of making a small, simple, and inexpensive pedal. What 
the declaration does not indicate is that Asano was 
somehow so flawed that there was no reason to upgrade 
it, or pedals like it, to be compatible with modern en- 
gines. Indeed, Teleflex's own declarations refute this 
conclusion. Dr. Radcliffe states that [***50] Rixon suf- 
fered from the same bulk and complexity as did Asano. 
See id., at 206. Teleflex's other expert, however, ex- 
plained that Rixon was itself designed by adding a sensor 
to a pre-existing mechanical pedal. See id., at 209. If 
Rixon's base pedal was not too flawed to upgrade, then 
Dr. Radcliffe's declaration does not show Asano was 
either. Teleflex may have made a plausible argument that 
Asano is inefficient as compared [**727] to Engelgau's 
preferred embodiment, but to judge Asano against 
Engelgau would be to engage in the very hindsight bias 
Teleflex rightly urges must be avoided. Accordingly, 
Teleflex has not shown anything in the prior art that 
taught away from the use of Asano. 

Like the District Court, finally, we conclude Tele- 
flex has shown no secondary factors to dislodge the de- 
termination that claim 4 is obvious. Proper application of 
Graham and our other precedents to these facts therefore 
leads to the conclusion that claim 4 encompassed obvi- 
ous subject matter. As a result, the claim fails to meet the 
requirement of § 103. 

We need not reach the question whether the failure 
to disclose Asano during the prosecution of Engelgau 
voids the presumption of validity given [***5I] to is- 
sued patents, for claim 4 is obvious despite the presump- 
tion. We nevertheless think it appropriate to note that the 
rationale underlying the presumption-that the PTO, in 
its expertise, has approved the claim-seems much di- 
minished here. 

IV 

A separate ground the Court of Appeals gave for re- 
versing the order for summary judgment was the exis- 
tence of a dispute over an issue of material fact. We dis- 
agree with the Court of Appeals on this point as well. To 
the extent the court understood the Graham approach to 
exclude the possibility of summary judgment when an 



expert provides a conclusory affidavit addressing the 
question of obviousness, it misunderstood the role expert 
testimony plays in the analysis. [HN13] [**LEdHR13] 
[13] In considering summary judgment on that question 
the district court can and should take into account expert 
testimony, which may resolve or keep open certain ques- 
tions of fact. That is not the end of the issue, however. 
The ultimate judgment of obviousness is a legal determi- 
nation. Graham, 383 U.S., at 17, 86 S. Ct. 684, 15 L Ed. 
2d 545. Where, as here, the content of the prior art, the 
scope of the patent [*1746] claim, and the level of ordi- 
nary skill in the art are not in material dispute, and 
[***52] the obviousness of the claim is apparent in light 
of these factors, summary judgment is appropriate. Noth- 
ing in the declarations proffered by Teleflex prevented 
the District Court from reaching the careful conclusions 
underlying its order for summary judgment in this case. 

* * * 



We build and create by bringing to the tangible and 
palpable reality around us new works based on instinct, 
simple logic, ordinary inferences, extraordinary ideas, 
and sometimes even genius. These advances, once part 
of our shared knowledge, define a new threshold from 
which innovation starts once more. And [HN14] 
[**LEdHR14] [14] as progress beginning from higher 
levels of achievement is expected in the normal course, 
the results of ordinary innovation are not the subject of 
exclusive rights under the patent laws. Were it otherwise 
patents might stifle, rather than promote, the progress of 
useful arts. See U.S. Const., Art. /, § 8, cl. 8. These prem- 
ises led to the bar on patents claiming obvious subject 
matter established in Hotchkiss and codified in § J 03. 
Application of the bar must not be confined within a test 
or formulation too constrained to serve its purpose. 

KSR provided convincing evidence that mounting a 
modular 1***53] sensor on a fixed pivot point of the 
Asano pedal was a design step well within the [**728] 
grasp of a person of ordinary skill in the relevant art. Its 
arguments, and the record, demonstrate that claim 4 of 
the Engelgau patent is obvious. In rejecting the District 
Court's rulings, the Court of Appeals analyzed the issue 
in a narrow, rigid manner inconsistent with § 103 and our 
precedents. The judgment of the Court of Appeals is re- 
versed, and the case remanded for further proceedings 
consistent with this opinion. 

It is so ordered. 
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SUBSEQUENT HISTORY: Rehearing denied by, Re- 
hearing, en banc, denied by Dystar Textilfarben GmbH v. 
CH. Patrick Co., 2006 U.S. App. LEXIS 32267 (Fed. 
Cir., Dec. 4, 2006) 

US Supreme Court certiorari denied by Dystar Textilfar- 
ben GmbH & Co. Deutschland KG v. C.H. Patrick Co., 
127 S. Ct. 2937, 168 L. Ed. 2d 262, 2007 U.S. LEXIS 
7532 (U.S., June 1 1, 2007) 

PRIOR HISTORY: Appealed from: United 

States District Court for the District of South Carolina. 
Magistrate Judge William M. Catoe, Jr. 
DyStar Textilfarben GmbH & Co. Deutschland KG v. C 
H. Patrick Co., 2005 U.S. Dist. LEXIS 43662 (D.S.C, 
Nov. 1, 2005) 

DISPOSITION: REVERSED. 
CASE SUMMARY: 



PROCEDURAL POSTURE: Plaintiff patent holder 
sued defendant manufacturer, alleging patent infringe- 
ment. The United States District Court for the District of 
South Carolina granted plaintiff judgment as a matter of 
law that it had not engaged in inequitable conduct before 
the United States Patent and Trademark Office. A jury 
found that defendant had infringed the patent and de- 
clined to hold the patent claims invalid for, inter alia, 
obviousness. Defendant appealed. 

OVERVIEW: Defendant argued that four claims were 
obvious. The appellate court concluded that the jury's 
implicit finding that the level, of ordinary skill in the art 
was a dyer was unsupported by substantial evidence be- 
cause an ordinary artisan was a person designing an op- 
timal textile dyeing process with some expertise in 
chemistry. The jury's corresponding decision to disregard 



the primary cited prior art as nonanalogous was also er- 
roneous. Under the suggestion test, the prior art did not 
teach away from the combination of two patented proc- 
esses. Under the correct level of ordinary skill, it would 
have been obvious from the earlier patented processes, in 
view of other references, to stabilize catalytically hydro- 
genated leuco indigo solution through vacuum conditions 
and to introduce the solution directly into the dyebath. 
The presence of certain secondary considerations of 
nonobviousness were insufficient to overcome the con- 
clusion that the evidence only supported a legal conclu- 
sion that process claim 1 would have been obvious. 
Claims 2-4 were also invalid for obviousness as they did 
not recite a nonobvious invention beyond that cited in 
claim 1. 

OUTCOME: The denial of defendant's motion for 
judgment as a matter of law of invalidity of claims 1-4 
for obviousness was reversed. 

LexisNexis(R) Headnotes 



Patent Law > Jurisdiction & Review > Standards of 
Review > General Overview 

[HN1] The United States Court of Appeals for the Fed- 
eral Circuit reviews decisions on motions for judgment 
as a matter of law and motions for a new trial under the 
law of the regional circuit. 



Patent Law > Jurisdiction & Review > Standards of 
Review > De Novo Review 

[HN2] In the Fourth Circuit, the grant or denial of a 
judgment as a matter of law (JMOL) in a patent in- 
fringement action is reviewed de novo, which requires 
the appellate court to step into the shoes of the trial judge 
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and reapply the JMOL standard. The question is whether 
a jury, viewing the evidence in the light most favorable 
to the plaintiff, could have properly reached the conclu- 
sion reached by the jury. The appellate court must re- 
verse if a reasonable jury could only rule in favor of the 
defendant; if reasonable minds could differ, the appellate 
court must affirm. 



claimed invention, and whether it motivates a combina- 
tion of teachings from different references. It is impor- 
tant in this inquiry to distinguish between the references 
sought to be combined and the prior art, as the latter 
category is much broader. For example, textbooks or 
treatises may include basic principles unlikely to be re- 
stated in cited references. 



Patent Law > Jurisdiction & Review > Standards of 
Review > Abuse of Discretion 

[HN3] In the context of a patent infringement action, the 
denial of a motion for a new trial is reviewed in the 
Fourth Circuit for abuse of discretion. 



Patent Law > Jurisdiction & Review > Standards of 
Review > De Novo Review 

Patent Law > Nonobviousness > Elements & Tests > 
Ordinary Skill Standard 

[HN4] A determination that a claimed invention would 
have been obvious, and thus the patent issued thereon 
invalid, is a legal conclusion that the United States Court 
of Appeals for the Federal Circuit reviews de novo. The 
Federal Circuit must determine if the differences be- 
tween the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was 
made to a person having ordinary skill in the art to which 
said subject matter pertains. 35 U.S.C.S. § 103(a). The 
Federal Circuit thus considers whether a person of ordi- 
nary skill in the art would have been motivated to com- 
bine the prior art to achieve the claimed invention and 
whether there would have been a reasonable expectation 
of success in doing so. 



Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

[HNS] Obviousness depends on (1) the scope and con- 
tent of the prior art; (2) the differences between the 
claimed invention and the prior art; (3) the level of ordi- 
nary skill in the art; and (4) any relevant secondary con- 
siderations, including commercial success, long felt but 
unsolved needs, and failure of others. 



Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

[HN6] The United States Court of Appeals for the Fed- 
eral Circuit articulates a subsidiary requirement for the 
first Graham factor, the scope and content of the prior 
art. Where all claim limitations are found in a number of 
prior an references, the factfinder must determine what 
the prior art leaches, whether it teaches away from the 



Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

[UNI] As the United States Court of Appeals for the 
Federal Circuit explains, the suggestion test, as the moti- 
vation-to-combine inquiry has come to be known, pre- 
vents statutorily proscribed hindsight reasoning when 
determining the obviousness of an invention. This test 
informs the Graham analysis by implementing the recog- 
nition of the importance of guarding against hindsight, as 
is evident in its discussion of the role of secondary con- 
siderations as serving to guard against slipping into use 
of hindsight and to resist the temptation to read into the 
prior art the teachings of the invention in issue. 



Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

[HN8] In contrast to the characterization of some com- 
mentators, the suggestion test is not a rigid categorical 
rule. The motivation need not be found in the references 
sought to be combined, but may be found in any number 
of sources, including common knowledge, the prior art 
as a whole, or the nature of the problem itself. There is 
no requirement that the prior art contain an express sug- 
gestion to combine known elements to achieve the 
claimed invention. Rather, the suggestion to combine 
may come from the prior art, as filtered through the 
knowledge of one skilled in the art. 

Civil Procedure > Appeals > Standards of Review > 
General Overview 

[HN9] When the jury does not make explicit factual find- 
ings in the form of answers to written interrogatories or 
special verdicts, the appellate court must discern the 
jury's implied factual findings by interpreting the evi- 
dence consistently with the verdict and drawing all rea- 
sonable inferences in the prevailing party's favor. 

Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

[HN10] Where claim limitations are found in a combina- 
tion of prior art references, the factfinder must determine 
what the prior art teaches, whether it teaches away from 
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the claimed invention, and whether it motivates a combi- 
nation of teachings from different references. 



Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

[HN1 1] In the context of determining whether a patent is 
obvious, evidence of a motivation to combine need not 
be found in the prior art references themselves, but rather 
may be found in the knowledge of one of ordinary skill 
in the art, or, in some cases, from the nature of the prob- 
lem to be solved. When not from the prior art references, 
the evidence of motive will likely consist of an explana- 
tion of the well-known principle or problem-solving 
strategy to be applied. 

Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

[HN12] The United States Court of Appeals for the Fed- 
eral Circuit's suggestion test is in actuality quite flexible 
and not only permits, but requires, consideration of 
common knowledge and common sense in determining a 
patent's obviousness. 

Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

[HN13] The United States Court of Appeals for the Fed- 
eral Circuit repeatedly holds that an implicit motivation 
to combine exists not only when a suggestion may be 
gleaned from the prior art as a whole, but when the im- 
provement is technology-independent and the combina- 
tion of references results in a product or process that is 
more desirable, for example because it is stronger, 
cheaper, cleaner, faster, lighter, smaller, more durable, or 
more efficient. Because the desire to enhance commer- 
cial opportunities by improving a product or process is 
universal, and even common-sensical, the Federal Circuit 
holds that there exists in these situations a motivation to 
combine prior art references even absent any hint of sug- 
gestion in the references themselves. In such situations, 
the proper question is whether the ordinary artisan pos- 
sesses knowledge and skills rendering him capable of 
combining the prior art references. 



Patent Law > Nonobviousness > Elements & Tests > 
Ordinary Skill Standard 

Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

[HN141 Although the United States Court of Appeals for 
the Federal Circuit customarily discusses a motivation to 
combine as part of the first Graham factor in determining 
obviousness, the scope and content of the prior art, moti- 



vation to combine is also inextricably linked to the level 
of ordinary skill. If, as is usually the case, no prior art 
reference contains an express suggestion to combine 
references, then the level of ordinary skill will often pre- 
determine whether an implicit suggestion exists. Persons 
of varying degrees of skill not only possess varying bases 
of knowledge, they also possess varying levels of imagi- 
nation and ingenuity in the relevant field, particularly 
with respect to problem-solving abilities. 



Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

[HN15] The United States Court of Appeals for the Fed- 
eral Circuit must evaluate obviousness on a claim-by- 
claim basis. 

COUNSEL: William T. Enos, Obion, Spivak, 
McClelland, Maier & Neustadt, P.C., of Alexandria, Vir- 
ginia, argued for plaintiff-appellee. With him on the brief 
were Richard D. Kelly and Andrew K. Beverina. 

Neil C. Jones, Nelson Mullins Riley & Scarborough, 
L.L.P., of Greenville, South Carolina, argued for defen- 
dants-appellants. 

JUDGES: Before MICHEL, Chief Judge, RADER and 
SCHALL, Circuit Judges. Opinion for the court filed by 
Chief Judge MICHEL. Concurring opinion filed by Cir- 
cuit Judge SCHALL. 

OPINION BY: MICHEL 

OPINION 

[*1357] MICHEL, Chief Judge. 

DyStar Textilfarben GmbH & Co. Deutschland KG 
("DyStar") sued defendants C.H. Patrick Co. and Bann 
Quimica Ltda. (collectively, "Bann") in the United States 
District Court for the District of South Carolina, alleging 
direct, contributory, and induced infringement of U.S. 
Patent No. 5,586,992 ("the '992 patent"), ' which dis- 
closes a process for dyeing textile materials with cata- 
lytically hydrogenated leuco indigo. DyStar and Bann 
Quimica Ltda. are large chemical manufacturers [*1358] 
that, inter alia, sell prereduced indigo for use in dyeing 
[**2] processes; C.H. Patrick Co. purchased prereduced 
indigo solution from Bann Quimica Ltda. in 2002 and 
used it to dye yarn in a process alleged to infringe. 

1 BASF was the assignee of the '992 patent. 
BASF divested its dyestuff business, including 
the '992 patent, to DyStar in 2000. 

The parties agreed to a jury trial before a magistrate 
judge. Prior to charging me jury and in open court, the 
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magistrate judge granted DyStar's motion for judgment 
as a matter of law ("JMOL") that it had not engaged in 
inequitable conduct before the United States Patent and 
Trademark Office ("PTO"). The jury rendered a verdict 
that "Bann Quimica and/or C.H. Patrick" had infringed 
each of claims 1-4, assessed damages at $ 90,000, and 
declined to hold the '992 patent claims invalid for lack of 
enablement, [**3] anticipation or obviousness. DyStar 
Textilfarben GmbH & Co Deutschland KG v. C.H. Pat- 
rick Co., Civ. No. 6:02-2946-WMC (D.S.C. Sept. 16, 
2005). 

Following briefing, the magistrate judge denied 
Bann's motions for JMOL or, alternatively, a new trial on 
the question of invalidity of the '992 patent for anticipa- 
tion, obviousness, and lack of enablement. Dystar Textil- 
farben Gmbh v. C. H. Patrick Co., Civ. No' 6:02-2946- 
WMC, 2005 U.S. Dist. LEXIS 43662 (D.S.C. Nov. J, 
2005). The magistrate judge did not issue an opinion. His 
order stated: 

The jury diligently considered the evi- 
dence presented and found for the plain- 
tiff. This court concludes that the jury's 
verdict was reasonable and was supported 
by evidence in the record. Therefore, as 
this court has great respect for trial by 
jury and the right of the parties to request 
a jury trial, this court will not substitute its 
findings for those of the jury as the jury's 
decision was clearly supported by the trial 
record and was reasonable. 



Id. 

Bann appeals from the denials of its motions on an- 
ticipation and obviousness, and the grant of JMOL to 
DyStar regarding inequitable conduct. For the reasons 
explained below, we reverse the district court's denial of 
Bann's motion for JMOL of invalidity of claims 1-4 for 
obviousness. 

I 

Indigo has been used in dyeing textile materials for 
thousands of years. Because indigo pigment is insoluble 
in water, it must be de-oxidized, or "reduced," to a water- 
soluble while form known as "leuco indigo" before it can 
be used in dyeing. Leuco indigo is unstable; it oxidizes 
[**4] and returns to its blue pigment form when exposed 
to oxygen. Thus, leuco indigo solution needs to be kept 
in an oxygen-free environment, or otherwise stabilized, if 
it is not being used immediately for dyeing. 



For many years, dyehouses commonly reduced in- 
digo in-house through a process known as hydrosulfite 
reduction. Dyers created a "stock vat," in which indigo is 
reduced in water with sodium hydrosulfite and solubi- 
lized with an alkali, e.g., sodium hydroxide. The result- 
ing leuco indigo solution is then transferred into a feed 
tank and fed into the dyebath. After the dyebath is pre- 
pared, the textile material is dyed through a process 
known as "dipping" and "skying." In "dipping," the tex- 
tile material is contacted with leuco indigo in the dye- 
bath; in "skying," the dyed textile material is introduced 
to the air, causing the indigo to convert back to its blue 
pigment form. 

A second common method of indigo reduction, cata- 
lytic hydrogenation, was patented by Andre Brochet in 
1917. See U.S. Patent No. 1,247,927 ("Brochet"). The 
superficial difference between hydrosulfite reduction and 
catalytic hydrogenation is that the latter uses gaseous 
hydrogen, [*1359] rather than sodium hydrosulfite, 
[**5] as a reducing agent. Catalytic hydrogenation al- 
lowed "economical production of concentrated solutions 
of leuco derivatives free from impurities and mineral 
salts"; when left to settle, the solution naturally separates 
from nickel or another catalytic metal and can be "drawn 
off and is ready for use". Brochet, 11.88-90, 109-110. 
Most important to the dyehouses, however, was the fact 
that Brochet's leuco indigo solution could be stabilized in 
solid form, usually powder or paste, and coated with 
molasses or glue to protect the reduced indigo from air 
and prevent premature oxidation. This allowed the indigo 
reduction process to shift out of the dyehouses and into 
chemical manufacturers, which began to produce and sell 
prereduced indigo to dyehouses in the early 1900s. 
Rather than create a stock vat, dyers needed only to dis- 
solve the prereduced indigo into a preparation tank, add 
caustic soda (i.e., sodium hydroxide) and sodium hydro- 
sulfite to remove oxygen from the water, and transfer the 
resulting solution from the preparation tank to the dye- 
bath. This significantly reduced the time necessary to 
prepare a dyebath, the dyehouses' expenditures on so- 
dium hydrosulfite and caustic soda, and [**6] the level 
of pollution in dyehouse waste water and on dyehouse 
floors. 

The process of dyeing textile materials with catalyti- 
cally hydrogenated leuco indigo traditionally has in- 
volved six steps: (1) reducing indigo to its leuco form in 
solution: (2) stabilizing the leuco indigo solution, usually 
in paste or powder form; (3) creating a preparation tank 
in which the dried leuco indigo is re-converted to solu- 
tion form; (4) adding the solution to the dyebath; (5) dip- 
ping; and (6) skying. 

Claim 1 of the '992 patent, the only independent 
claim at issue, recites: 
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A process for dyeing cellulose- 
containing textile material with indigo 
which comprises 

a) introducing into a dyebath an aqueous 
solution of leuco indigo solution prepared 
by catalytic hydrogenation; 

b) contacting the textile material with the 
dyebath; and, after the leuco indigo has 
gone onto the textile material, 

c) converting said leuco indigo back into 
the pigment form in a conventional man- 
ner by air oxidation. 



'992 patent, col.6, 1.66-col.7, 1.6. The '992 patent thus 
improved upon the prior art by eliminating steps two and 
three of the traditional process: stabilizing the leuco in- 
digo solution [**7] into a paste or powder form, and 
then reconstituting the solution in a preparation tank. 
Instead, it allowed a dyer to pour prereduced indigo solu- 
tion directly into a dyebath and commence dyeing im- 
mediately. 

II 

Bann appeals from the denials of its motions on an- 
ticipation of claim 1 and obviousness of claims 1-4, and 
the grant of DyStar's JMOL of no inequitable conduct. 
[HN1] We review decisions on motions for JMOL and 
motions for a new trial under the law of the regional cir- 
cuit. MicroStrategy, Inc. v. Bus. Objects, S.A., 429 FJd 
1344, 1348 (Fed' Cir. 2005) (JMOL); EMI Group N. 
Am., Inc. v. Cypress Semiconductor Corp., 268 F.3d 
1342, 1348 (Fed. Cir. 2001) (new trial). [HN2] In the 
Fourth Circuit, the grant or denial of JMOL is reviewed 
de novo, which requires us to step into the shoes of the 
trial judge and reapply the JMOL standard. Johnson v. 
MBNA Am. Bank, NA, 357 F.3d 426, 431 (4th Cir. 2004). 
"The question is whether a jury, viewing the evidence in 
the light most favorable to [DyStar], could have properly 
reached the conclusion reached by this |*1360] jury. 
We must reverse if a reasonable jury could only rule in 
favor of [Bann]; if reasonable [**8] minds could differ, 
we must affirm." Id. (internal citation and quotation 
marks omitted). [HN3] The denial of a motion for a new 
trial is reviewed in the Fourth Circuit for abuse of discre- 
tion. United States v. Perrx, 335 F.3d 316. 320 (4th Cir. 
2003). 



Bann asserts that claim 1 of the '992 patent is invalid 
because it is anticipated by B rochet. Bann further argues 
that claims 1-4 are invalid as obvious in light of Brochet 
and certain other prior art, including two pre- 191 7 BASF 
patents-United States Patent Nos. 820,900 ("Wimmer") 
and 885,978 ("Chaumat"), a post-World War II report of 
the British Intelligence Objectives Sub-Committee 
("BIOS report"), and the 1936 Manual for the Dyeing of 
Cotton and Other Vegtable Fibres ("Manual"), published 
by General Dyestuff Corporation. We address the 
broader argument, relating to obviousness, first. 

A 

[HN4] A determination that a claimed invention 
would have been obvious, and thus the patent issued 
thereon invalid, is a legal conclusion that we review de 
novo. Richardson-Vicks, Inc. v. The Upjohn Co., 122 
FJd 1476, 1479 (Fed. Cir. 1997). We must determine "if 
the differences between the subject matter [**9] sought 
to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time 
the invention was made to a person having ordinary skill 
in the art to which said subject matter pertains." 35 
U.S.C. § 103(a). We thus consider whether a person of 
ordinary skill in the art would have been motivated to 
combine the prior art to achieve the claimed invention 
and whether there would have been a reasonable expec- 
tation of success in doing so. Brown & Williamson To- 
bacco Corp. v. Philip Morris, Inc., 229 FJd 1120, 1124 
(Fed. Cir. 2000). 

Underpinning this legal inquiry are four groups of 
factual findings, which, in a jury trial, we review for sub- 
stantial evidence. Richardson-Vicks, 122 FJd at 1479. 
Following the 1952 enactment of § 103, the Supreme 
Court explained that [HN5] obviousness depends on (1) 
the scope and content of the prior art; (2) the differences 
between the claimed invention and the prior art; (3) the 
level of ordinary skill in the art; and (4) any relevant 
secondary considerations, including commercial success, 
long felt but unsolved needs, and failure of others. Gra- 
ham v. John Deere Co., 383 U.S. 1, 17, 86 S. Ct. 684, 15 
L. Ed. 2d 545 (1966). [**10] 

[HN6] This court has articulated a subsidiary re- 
quirement for the first Graham factor, the scope and con- 
tent of the prior art. SIBIA Neurosciences, Inc. v. Cad us 
Pharm. Corp., 225 FJd 1349, 1356 (Fed. Cir. 2000). 
Where, as here, all claim limitations are found in a num- 
ber of prior art references, the factfinder must deter- 
mine"[w]hat the prior art teaches, whether it leaches 
away from the claimed invention, and whether it moti- 
vates a combination of teachings from different refer- 
ences". In re Fulton. 391 F.3d^U95, 1199-1200 (Fed. 
Cir. 2004). It is important in this inquiry to distinguish 
between the references sousht to be combined and "the 
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prior art", as the latter category is much broader. For 
example, textbooks or treatises may include basic princi- 
ples unlikely to be restated in cited references. 

[HN7] As we recently explained in Aha Corp. v. 
Mylan Labs., Inc., No. 06-1019, 464 FJd 1286, 2006 
US. App. LEXIS 22616 (Fed. Cir. Sept. 6, 2006), the 
suggestion test-as our motivation-to-combine inquiry has 
come to be known-"prevent[s] statutorily proscribed 
hindsight reasoning when determining the obviousness 
of an [*1361] invention." 464 FJd 1286, [WL] at *7. 
This [**11] test "informs the Graham analysis", 464 
FJd 1286, [WL] at *S (quoting In re Kahn, 441 FJd 
977, 987 (Fed. Cir. 2006)), by implementing the Su- 
preme Court's recognition of "the importance of guarding 
against hindsight, as is evident in its discussion of the 
role of secondary considerations as *serv[ing] to guard 
against slipping into use of hindsight and to resist the 
temptation to read into the prior art the teachings of the 
invention in issue.'" 464 FJd 1286, [WL] at *6 (quoting 
Graham, 383 U.S. at 36). 

[HN8] In contrast to the characterization of some 
commentators, the suggestion test is not a rigid categori- 
cal rule. The motivation need not be found in the refer- 
ences sought to be combined, but may be found in any 
number of sources, including common knowledge, the 
prior art as a whole, or the nature of the problem itself. In 
re Dembiczak, J 75 FJd 994, 999 (Fed. Cir. 1999). As 
we explained in Motorola, Inc. v. Inter digital Tech. 
Corp., 121 FJd 1461, 1472 (Fed. Cir. 1997), "there is 
no requirement that the prior art contain an express sug- 
gestion to combine known elements to achieve the 
claimed invention. Rather, the suggestion to combine 
[**12] may come from the prior art, as filtered through 
the knowledge of one skilled in the art." 

For one to conclude that the invention of the '992 
patent would have been obvious, then, the prior art, 
common knowledge, or the nature of the problem, 
viewed through the eyes of an ordinary artisan, must 
have suggested the following steps: (1) creating leuco 
indigo solution through catalytic h yd roge nation; (2) sta- 
bilizing the leuco indigo in solution form; (3) adding the 
leuco indigo solution directly into a dyebath; (4) dipping; 
and (5) skying. [HN9] Because the jury did not make 
explicit factual findings in the form of answers to written 
interrogatories or special verdicts, we must discern the 
jury's implied factual findings by interpreting the evi- 
dence consistently with the verdict and drawing ail rea- 
sonable inferences in DyStar's favor. Konkel v. Bob Ev- 
ans Farms Inc., 165 FJd 275, 279 (4th Cir. 1999). 

B 

Banns obviousness argument rests primarily on 
three U.S. patents: B rochet, Wi miner, and Chaumat. 
Brochei is directed to "the Manufacture of Leuco Deriva- 



tives of Vat Dyestuffs" generally, of which indigo is one. 
Brochet, 11.6-7. By its plain language, Brochet discloses 
[**13] the process of preparing an aqueous solution of 
leuco indigo by catalytic hydrogenation. There can be no 
serious dispute that the ultimate use of a "dyestuff" is 
dyeing textile materials; indeed, the '992 patent inventor, 
Georg Schnitzer, testified that leuco indigo solutions 
were known to be used in 1917 for dyeing, and Dr. Rich- 
ard Blackburn, one of DyStar's technical experts, testi- 
fied that BASF began reducing indigo with catalytic hy- 
drogenation, and selling the reduced indigo to dyehouses, 
in 1926. Moreover, both parties agree that dipping and 
skying were well known in the art. As explained supra, 
when indigo is reduced in-house in a stock vat, the re- 
sulting leuco indigo solution is introduced directly into 
the dyebath without first being stabilized through drying. 
Thus, the critical issue in our obviousness analysis is 
whether stabilizing catalytically reduced leuco indigo in 
solution form, rather than in powder form coated with 
molasses, for example, renders the claimed process 
nonobvious to one of ordinary skill in the art. 

1. Level of Ordinary Skill in the Art 

Because the parties disagree over the relevance of 
the cited prior art, which, [*1362] fundamentally, is a 
disagreement [**14] over the level of ordinary skill in 
the art, we address this third Graham factor first. DyStar 
asserts that we must disregard Brochet, Wimmer, and 
Chaumat, because a person of ordinary skill in the art 
would not be aware of these references. In short, DyStar 
argues that no knowledge of chemistry is required in the 
relevant technical field. 

DyStar points to testimony from Dr. Blackburn that 
"[a] person of ordinary skill in the art is a dyer", someone 
with "a high school degree" who is "able to read and 
write", but whose knowledge is limited to "flipping the 
switches" on the machine. Dr. Blackburn also testified, 
however, that a person of ordinary skill in the art was 
"running the dye processes", which required, inter alia, 
"doing the calculations". When confronted with the in- 
consistency between his testimony regarding the appli- 
cable level of skill during cross-examination, Dr. Black- 
burn stated that "it's difficult to say" which of the two 
skill levels should be applied to the obviousness inquiry. 
Dr. Blackburn explained that "those people may do both 
jobs", but concluded by stating, "I think the former [i.e., 
the person 'flipping the switches']" is the ordinary artisan. 
Thus, [**15] the jury had evidence before it of two po- 
tential levels of ordinary skill: (1) that of a dyer and (2) 
that of a person creating the dye processes, who we will 
refer to as a dyeing process designer. 

DyStar presented evidence that The Application of 
Vat Dyes, a book by the American Association of Textile 
Chemists and Colorists. teaches people how to dye and is 
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a text that a dyer would have had at the time of the '992 
patent invention. Dr. Nolan Etters, Bann's expert witness, 
agreed that "a person of ordinary skill in the art" would 
be a member of the American Association of Textile 
Chemists and Colorists and conceded that none of the 
prior art cited by Bann is referenced in The Application 
of Vat Dyes. 

We agree with DyStar that we are required to as- 
sume the jury accepted its argument that a person of or- 
dinary skill in the art is a dyer with no knowledge of 
chemistry. Because the jury heard testimony that the 
prior art cited by Bann was directed toward chemists, not 
dyers, the jury must have found the prior art cited by 
Bann neither in the relevant art nor analogous arts and 
then, consistent with the limited evidence of prior art 
deemed relevant, concluded that the process claimed 
[**16] in the '992 patent would not have been obvious. 

However, substantial evidence does not support the 
jury's finding that a person of ordinary skill is a dyer with 
no knowledge of chemistry. Indeed, that factual finding 
is inconsistent with the '992 patent's very purpose. The 
technical problem that the process of the '992 patent and 
the prior art cited by Bann sought to solve is precisely 
the same: an improved process for dyeing textile materi- 
als with indigo. This process includes several discrete 
subcomponents— e.g., indigo reduction and dyebath 
preparation-and an ordinary artisan would be concerned 
with all of them. To beneficially practice the dyeing 
process claimed in the '992 patent, the ordinary artisan 
must have a higher-level perspective, as he must first 
decide whether it is more efficient to reduce indigo in- 
house or purchase prereduced indigo and, if prereduced, 
must then decide whether solid or solution form is pref- 
erable. 

Designing an optimal dyeing process requires 
knowledge of chemistry and systems engineering, for 
example, and by no means can be undertaken by a person 
of only high school education whose skill set is limited 
to "flipping the switches". This is especially [**17] true 
when one considers that only in the last century have 
improvements 1 363] in indigo reduction chemistry 
enabled outsourcing of the indigo reduction step from 
dyehouses to chemical manufacturers; prior to that sim- 
plification, there would have been no question that a dyer 
would also require knowledge of indigo reduction. Be- 
cause, for this patent, the only finding supported by sub- 
stantial evidence is that an ordinary artisan is not a dyer 
but a person designing an optimal dyeing process, the 
jury's implicit finding of a mere dyer cannot withstand 
scrutiny on JMOL. Accordingly, the jury's apparent deci- 
sion to disregard Brochei, Wimmer, and Chaumat, and 
perhaps other prior an references, as neither in the dye 
process an nor even in analogous arts is unsupported by 
substantial evidence. 



2. Scope and Content of Prior Art 

[HN10] Where, as here, claim limitations are found 
in a combination of prior art references, the factfinder 
must determine "[w]hat the prior art teaches, whether it 
teaches away from the claimed invention, and whether it 
motivates a combination of teachings from different ref- 
erences". Fulton, 391 F.3d at 1199-1200 (Fed. Cir. 
2004). 

To support its argument [**18] that an ordinary ar- 
tisan-i.e., a dyeing process designer-would have known 
to attempt to stabilize the Brochet solution in oxygen- 
excluding conditions for addition directly into a dyebath, 
Bann points to two pre-Brochet BASF patents. Wimmer, 
issued in 1906, discloses a leuco indigo solution that 
"can be filtered and the filtrate (which contains a high 
percentage of indigo white) can be placed on the market 
without any further treatment", in contrast to reduction 
using zinc, which required the solution "to be separated 
before the solution can be used for dyeing." Wimmer, 
11.34^0. Chaumat, issued in 1908, discloses a leuco in- 
digo solution that "may be drawn off protected from the 
air and preserved indefinitely in receptacles which are 
either soldered or closed in any other hermetic manner." 
Chaumat, 11.84-87. Although Wimmer and Chaumat dis- 
close different reducing methods than Brochet-Wimmer 
suggests the use of iron, rather than zinc, as a reducing 
agent, and Chaumat discloses an electrolytic process for 
indigo reduction-Bann argues that once the indigo has 
been converted to its leuco form, the distinction is irrele- 
vant for dyeing purposes. Accordingly, Bann argues that 
this prior [**19] art would teach an ordinary artisan in 
the field of indigo dyeing process design to attempt to 
stabilize any leuco indigo solution, however reduced, for 
addition directly into the dyebath. 

a. What does the prior art teach ? 

DyStar argues that because Wimmer and Chaumat 
involve different methods of reducing indigo, they are 
nonanalogous art and properly disregarded by the jury. In 
support of this assertion, Mr. Schnitzer testified that, up 
until the time of the invention, BASF's "people from 
production" believed that leuco indigo created from cata- 
lytic hydrogenation was too unstable to be added directly 
to the dyebath, and might "stain the yarn with indigo 
pigment" or "block(] pipes". DyStar offered evidence 
that, prior to the '992 patent, BASF had limited its sales 
of catalytically hydrogenated leuco indigo to that stabi- 
lized in paste or solid form. Thus, argues DyStar, the 
language in Wimmer and Chaumat suggesting that the 
solution could be stabilized and sold in solution form 
does not apply to catalytically hydrogenated leuco indigo 
solution. 
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We disagree. As explained supra, the proper focus is 
on the indigo dyeing process as a whole, which requires 
the [**20] ordinary artisan to consider (and choose be- 
tween) the various indigo reduction methods. The '992 
patent is directed toward [*1364] a process of dyeing 
with indigo and, although a specific method of reduction 
is required by claim 1, the first step in the process re- 
quires indigo in prereduced form. It is undisputed that 
reduced indigo by any reduction method, not just cata- 
lytic hydrogenation, has been used in the indigo dyeing 
process. The prior art involving indigo reduction by other 
methods is thus not merely analogous art, it is the same 
art. Accordingly, all limitations recited by claim 1 of the 
'992 patent- including the immediate use of leuco indigo 
solution for dyeing-are contained in the prior art. 2 

2 Because the only difference between the 
claimed invention and the cited prior art is the 
method of indigo reduction, which we have held 
is irrelevant to an indigo dyeing process employ- 
ing prereduced indigo, we do not separately dis- 
cuss this second Graham factor. 

b. Does the prior art teach away from the claimed 
invention? 

We reject DyStar's assertion that contemporaneous 
articles by Wimmer and Brochet teach away from the 
combination [**21] of Brochet and Chaumat, and thus 
the claimed process. DyStar acknowledges that no spe- 
cific language in these references teaches away from the 
invention of the '992 patent. Rather, because these refer- 
ences do not discuss the stabilization of leuco indigo 
solution (in solution form) for immediate addition to a 
dyebath, DyStar somehow concludes that these refer- 
ences teach that leuco indigo solution "cannot be used to 
dye but is instead useful only as an intermediate." 

Although Wimmer's contemporaneous article only 
describes the use of indigo solution as an intermediate 
product, he does not retract his patent language indicat- 
ing that "the solution can be filtered and the filtrate 
(which contains a high percentage of indigo white) can 
be placed on the market without any further treatment". 
Wimmer, 11.33-37. Likewise, (he Brochet patent, directed 
toward all vat dyestuffs, broadly teaches that the process 
"produce[s] mot her- liquors which can be diluted imme- 
diately before use, or be treated by evaporation under 
reduced pressure or by any other means to obtain con- 
centrated products for sale." Brochet, 11.66-70. This lan- 
guage implies that all vat dyestuffs, including indigo, 
may either be [**22] used immediately for dyeing or 
concentrated prior to sale. In his contemporaneous arti- 
cle, Brochet stated that his catalytically hydrosenated 
solution could be used "economically to obtain concen- 
trated indigo while [i.e., leuco indigo] solutions that are 
free of impurities and alkaline salts, thai can be concen- 



trated in vacuum in order to obtain white indigo as a 
paste". This mere failure to discuss immediate use of his 
leuco indigo solution for dyeing is not the same thing as 
Brochet stating in his article that, though most dyestuffs 
may be used immediately or stored in oxygen-excluding 
containers, his leuco indigo solution may only be con- 
centrated in paste form. We will not read into a reference 
a teaching away from a process where no such language 
exists. 

c. Is there a motivation to combine? 

DyStar argues that this court's "suggestion test" for 
obviousness requires the cited references themselves to 
contain a suggestion, teaching, or motivation to combine 
them, and that it must be explicitly stated. DyStar then 
points out, correctly, that Brochet does not suggest com- 
bining his invention with those of Chaumat or Wimmer 
to stabilize his leuco indigo solution [**23] in oxygen- 
excluding containers until either using it directly in the 
dyebath or placing it on the market for sale, respectively. 
[*1365] Absent such a teaching, urges DyStar, the in- 
vention of claim 1 of the '992 patent cannot be obvious. 

DyStar's argument misreads this court's cases and 
misdescribes our suggestion test, echoing notions put 
forth recently by various commentators and accepted in 
major reports. A 2003 report by the Federal Trade Com- 
mission, for example, quoted testimony of certain wit- 
nesses that this court requires "specific and definitive 
[prior] art references with clear motivation of how to 
combine those references" and requires the PTO to find 
"the glue expressly leading you all the way [to obvious- 
ness]" and "connect the dots . . . very, very clearly." Fed. 
Trade Comm'n, To Promote Innovation: The Proper Bal- 
ance of Competition and Patent Law and Policy ch. 4, at 
1! (2003). Similarly, a 2004 report by the National 
Academy of Sciences summarized views of a few com- 
mentators that "standards of patentability-especially the 
non-obviousness standard-have become too lax as a 
result of court decisions" by the Federal Circuit, leading 
to the deterioration of patent quality. [**24] Nat'l Re- 
search Council, A Patent System for the 21st Century 3 
(Stephen A. Merrill et al. eds., 2004). But see Am. Intel- 
lectual Prop. Law Ass'n, AIPLA Response to the Na- 
tional Academies Report entitled "A Patent System for 
the 21st Century" 10 (2004) ("AIPLA believes that the 
courts, including the Federal Circuit, have applied the 
standard of non-obviousness with both the needed rigor 
and the appropriate vigor, and they have done so with a 
commendable consistency over the past two decades. If a 
difficulty exists with application of the non-obviousness 
standard today, it does not lie in the patent statute or in 
substantive law of non-obviousness as applied in the 
courts.") 
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Seeking to support their assertions about Federal 
Circuit caselaw, these few commentators have quoted 
isolated statements from three of our precedents in par- 
ticular, including Dembiczak, 175 FJd at 1000, wherein 
we stated that the analysis by the Board of Patent Ap- 
peals and Interferences ("Board") "fails to demonstrate 
how the [two cited] references teach or suggest their 
combination" (emphasis added), and In re Lee, 277 FJd 
1338, 1341 1344 (Fed. Cir. 2002), [**25] where we 
characterized the Board's statement that "[t]he conclusion 
of obviousness may be made from common knowledge 
and common sense of a person of ordinary skill in the art 
without any specific hint or suggestion in a particular 
reference" as "[o]mission of a relevant factor required by 
precedent". They have also cited our repeated use of the 
word "references" in the following list from Ruiz v. A.B. 
Chance Co., 234 FJd 654 (Fed. Cir. 2000), where we 
suggested a motivation to combine may be found: 

1) in the prior art references themselves; 

2) in the knowledge of those of ordinary 
skill in the art that certain references, or 
disclosures in those references, are of spe- 
cial interest or importance in the field; or 

3) from the nature of the problem to be 
solved, leading inventors to look to refer- 
ences relating to possible solutions to that 
problem. 

Id. at 665 (emphasis added) (internal quotation marks 
omitted). 

Despite containing arguably imprecise language in 
these statements, quoted out of context, each of the 
above-cited cases correctly applies the suggestion test 
and by no means requires an explicit teaching [**26] to 
combine to be found in a particular prior art reference. 
Dembiczak involved the combination of a reference in 
the plastic trash bag art with children's arts and crafts 
books that included, among innumerable fanciful draw- 
ings, jack-o-lantems. [*1366] Contrary to some inter- 
pretations, we stated explicitly that [HN1 1] evidence of a 
motivation to combine need not be found in the prior art 
references themselves, but rather may be found in "the 
knowledge of one of ordinary skill in the art, or, in some 
cases, from the nature of the problem to be solved." 175 
FJd at 999 (citation omitted). When not from the prior 
art references, the "evidence" of motive will likely con- 
sist of an explanation of the well-known principle or 
problem-solving strategy to be applied. Our analysis in 
Dembiczak focused on an explicit teaching in the prior 
art not because our case law requires it, but because the 
Board had slated that "the [two cited] references would 



have suggested the application of . . . facial indicia to the 
prior art plastic trash bags." Id. at 1000 (emphasis 
added). We held the Board's obviousness determination 
legally insufficient because, in addition [**27] to failing 
to make Graham findings, the Board's analysis was "lim- 
ited to a discussion of the ways that the multiple prior art 
references can be combined to read on the claimed in- 
vention", "rather than pointing to specific information in 
[the two references] that suggest the combination". Id. 
On appeal to this court, the Commissioner of Patents and 
Trademarks attempted to defend the Board decision by 
laying out, using the Graham factors, a clear--and likely 
affirmable— rationale establishing the level of ordinary 
skill and explaining the motivation to combine. Id. at 
1001. We declined to consider these arguments, newly 
raised on appeal, stating that they did "little more than 
highlight the shortcomings of the decision below." Id. 

In Ruiz, as in Dembiczak, we vacated a conclusion 
of obviousness because the factfinder failed to make 
Graham factor findings. 234 FJd at 660. Far from re- 
quiring evidence of an explicit motivation to combine, 
we suggested in Ruiz that there may have existed an im- 
plicit motivation to combine, based on testimony that the 
invention was an improvement over the prior art because 
it is "easy to [**28] install" and "low cost". Id. at 666. 
We explained that such "[e]vidence which suggests that 
the combination of two references would suggest the 
resulting improvement is one way in which to determine 
a reason, suggestion, or motivation to combine" and in- 
structed the district court to consider the evidence on 
remand. Id. 

Likewise, a close reading of In re Lee reveals that 
our objection was not to the Board's statement that "[t]he 
conclusion of obviousness may be made from common 
knowledge and common sense of a person of ordinary 
skill in the art without any specific hint or suggestion in a 
particular reference", but its utter failure to explain the 
"common knowledge and common sense" on which it 
relied. See 277 FJd at 1341, 1344. Lee involved a patent 
combining a prior art video game instruction handbook 
describing a "demonstration mode" with a prior art tele- 
vision set having a menu display allowing video and 
audio adjustments. The Board, without comment, 
adopted the Examiner's Answer, which merely stated that 
the combination of the two cited references "'would have 
been obvious to one of ordinary skill in the art since the 
demonstration [**29] mode is just a programmable fea- 
ture which can be used in many different devices for 
providing automatic introduction by adding the proper 
programming software' and that 'another motivation 
would be that the automatic demonstration mode is user 
friendly and it functions as a tutorial.'" Id. at 1341. We 
explained that "[cjonclusory statements such as those 
here provided do not fulfill the agency's obligation" to 
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explain all material facts relating to a motivation to com- 
bine. Id. at 1344. In other words, we instructed the Board 
to explain why "common sense" of an ordinary artisan 
[* 1367] seeking to solve the problem at hand would 
have led him to combine the references. We noted that 
our predecessor court held more than thirty years earlier 
that "common knowledge and common sense" were suf- 
ficient to establish a motivation to combine, In re Bozek, 
57 C.C.P.A. 713, 416 F.2d 1385 (C.C.P.A. 1969), and 
distinguished that case because, in Bozek, the examiner 
first "established that this knowledge was in the art". Id. 
at 1390. We instructed that assumptions about common 
sense cannot substitute for evidence thereof, as the Board 
attempted [**30] to do in Lee. 277 F.3d at 1345; see 
also In re Zurko, 258 F.3d 1379, 1383, 1385 (Fed. Cir. 
2001) (reversing as unsupported by substantial evidence 
a finding of motivation to combine cited references, 
where the Board adopted Examiner's unsupported asser- 
tion that claim limitation missing from cited references 
was "basic knowledge" and it "would have been nothing 
more than good common sense" to combine the refer- 
ences, and explaining that "[t]his assessment of basic 
knowledge and common sense was not based on any 
evidence in the record"); In re Rouffet, 149 F.3d 1350, 
1357 (Fed. Cir. 1998) (affirming finding of high level of 
ordinary skill and the Board's explanation as to why cited 
reference implicitly would suggest missing claim limita- 
tion to ordinary artisan, but reversing its reliance on high 
level of ordinary skill as basis of motivation to combine, 
and stating, "The Board did not, however, explain what 
specific understanding or technological principle within 
the knowledge of one of ordinary skill in the art would 
have suggested the combination. Instead, the Board 
merely invoked the high level of skill in the field of art. 
If [**3 1 ] such a rote invocation could suffice to supply a 
motivation to combine, the more sophisticated scientific 
fields would rarely, if ever, experience a patentable tech- 
nical advance."). 

It is difficult to see how our suggestion test could be 
seen as rigid and categorical given the myriad cases over 
several decades in which panels of this court have ap- 
plied the suggestion test flexibly. Obviousness is a com- 
plicated subject requiring sophisticated analysis, and no 
single case lays out all facets of the legal test. DyStar's 
argument and the above -cited commentary highlight the 
danger inherent in focusing on isolated dicta rather than 
gleaning the law of a particular area from careful reading 
of the full text of a group of related precedents for all 
they say that is dispositive and for what they hold. When 
parties like Dystar do not engage in such careful, candid, 
and complete legal analysis, much confusion about the 
law arises and, through time, can be compounded. ? 

3 Indeed, the United States Supreme Court re- 
cently granted certiorari in a case involving this 



court's application of the suggestion test. KSR 
//?/7 Co. v. Teleflex, Inc., 126 S. Ct. 2965, 165 L 
Ed. 2d 949, 2006 U.S. LEXIS 4912 (June 26, 
2006). In KSR, we vacated a district court's grant 
of summary judgment of invalidity for obvious- 
ness. The district court found a motivation to 
combine not in the references but "largely on the 
nature of the problem to be solved", which we did 
not deem erroneous. Teleflex, Inc. v. KSR Int'I 
Co., 119 Fed. App'x 282, 287 (Fed. Cir. 2005) 
(unpublished). Rather, we vacated because the 
court did not explain sufficiently its rationale, and 
failed to make "findings as to the specific under- 
standing or principle within the knowledge of a 
skilled artisan that would have motivated one 
with no knowledge of [the] invention to make the 
combination in the manner claimed." Id. at 288 
(citation omitted). 

[**32] [HN12] Our suggestion test is in actuality 
quite flexible and not only permits, but requires, consid- 
eration of common knowledge and common sense. See, 
e.g., In re Kotzab, 217 F.3d 1365, 1369 (Fed. Cir. 2000) 
("A critical step in analyzing the patentability of claims 
pursuant to section 103(a) is casting [*1368] the mind 
back to the time of invention, to consider the thinking of 
one of ordinary skill in the art, guided only by the prior 
art references and the then -accepted wisdom in the 
field."); Motorola, 121 F.3d at 1472 ("[T]he suggestion 
to combine may come from the prior an, as filtered 
through the knowledge of one skilled in the art."); Bozek, 
416 F.2d at 1390 ("Having established that this knowl- 
edge was in the art, the examiner could then properly 
rely, as put forth by the solicitor, on a conclusion of ob- 
viousness 'from common knowledge and common sense 
of the person of ordinary skill in the art without any spe- 
cific hint or suggestion in a particular reference.'"). 

Indeed, [HN13] we have repeatedly held that an im- 
plicit motivation to combine exists not only when a sug- 
gestion may be gleaned from the prior art as a whole, but 
when the [**33] "improvement" is technology- 
independent and the combination of references results in 
a product or process that is more desirable, for example 
because it is stronger, cheaper, cleaner, faster, lighter, 
smaller, more durable, or more efficient. Because the 
desire to enhance commercial opportunities by improv- 
ing a product or process is universal— and even common- 
sensical-we have held that there exists in these situa- 
tions a motivation to combine prior art references even 
absent any hint of suggestion in the references them- 
selves. In such situations, the proper question is whether 
the ordinary artisan possesses knowledge and skills ren- 
dering him capable of combining the prior art references. 

In Pro -Mold & Tool Co., Inc. v. Great Lakes Plas- 
tics. Inc., 75 F.3d 1568 (Fed. Cir. 1996), for example. 
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we analyzed asserted obviousness of a claimed invention 
of a sports trading card holder only slightly larger than 
the trading card. We stated that "[w]e start from the self- 
evident proposition that mankind, in particular, inven- 
tors, strive to improve that which already exists". Id. at 
1573. We required no documentary evidence of motive. 
We explained that the [**34] motivation to combine "a 
reference describing an elegant card holder and cover 
arrangement with a reference describing a card holder no 
larger than necessary to enclose the card . . . was thus 
evident from the very size of the card itself." 4 Id. at 
1573. Because an ornamental card holder just large 
enough to enclose the card would be more efficient, there 
existed an implicit, indeed common-sensical, motivation 
to combine the two references. 

4 We vacated the district court's grant of sum- 
mary judgment of invalidity for other reasons, 
finding genuine disputes of material fact on the 
issue of commercial success. Id. at 1573. 

Similarly, in Sandt Tech., Ltd. v. Resco Metal & 
Plastics Corp., 264 F.3d 1344, J 355 (Fed. Cir. 2001), 
we held invalid for obviousness a patent claim for a 
stainless steel cover for pay telephones. The only rele- 
vant difference between the claimed invention and the 
prior art covers was that the former attached the steel 
cover to the telephone via studs and the latter attached it 
with welds. Id. We noted that the difference between 
attaching with welds and studs was merely a "slight 
variation [**35] that produced convenience". Id. We 
found a clear motive to alter the prior art welded cover 
simply because "[u]sing studs was a cheaper, faster, and 
more convenient method of attachment", id., absent even 
a hint of suggestion to combine. 

In Manari v. Rogan, 323 F.3d 1000 (Fed. Cir. 
2003), we affirmed a district court grant of summary 
judgment of invalidity for obviousness of a patent claim- 
ing the use of underwater acoustic waves to kill zebra 
mussels. The Board had upheld the rejection of an appli- 
cation based on two prior art patents: an acoustic wave 
generator [* 1 369] that enabled altering wave intensity 
and focusing acoustic energy along a particular angle, 
and a method of using water-borne acoustic waves to kill 
zebra mussels. The Board held that a motivation to com- 
bine the two references existed because an ordinary arti- 
san would have been aware of both references and that 
combination of the two was "more efficient". Id. at 1002- 
03. The inventor then brought a civil suit against the Di- 
rector of the PTO pursuant to 35 U.S.C. §145, and the 
district court granted summary judgment in favor of the 
Director. We deemed sufficient [**36] the Board's ex- 
planation of a motivation to combine and affirmed "be- 
cause the references illustrate that it is well known in the 
an to use acoustic energy to kill and repel zebra mus- 



sels." Id. at 1006; see also Ruiz. 234 F.3d at 666 (re- 
manding for determination of whether testimony that 
claimed invention was "easy to install" and "low cost" 
established motivation to combine). 

In situations where a motivation to combine is based 
on these principles, the invention cannot be said to be 
nonobvious. Our precedent on this point, moreover, is 
consistent with the Supreme Court's holdings in Graham 
and three other obviousness decisions pre-dating the es- 
tablishment of this court. See Sakraida v. AG Pro, Inc., 
425 U.S. 273, 282, 96 S. Ct. 1532, 47 L. Ed. 2d 784 
(1976); Anderson' s-Black Rock, Inc. v. Pavement Sal- 
vage Co. 396 U.S. 57, 90 S. Ct. 305, 24 L. Ed. 2d 258 
(1969); United States v. Adams, 383 U.S. 39, 86 S. Ct. 
708, 15 L Ed. 2d 572, 174 Ct. CI. 1293 (1966). 

In Anderson's-Black Rock, the Supreme Court held 
invalid for obviousness a patent covering (1) a radiant 
burner for heating asphalt (2) attached to the front of a 
standard asphalt-paving machine. Both [**37] elements 
were well-known in the prior art individually, with the 
difference being that previously, radiant-heat burners 
were not used in paving, but merely for patching limited 
areas of asphalt. 396 U.S. at 58-59. Because asphalt is 
usually laid sequentially in parallel strips, the adjoining 
strip cools before the next strip is laid, leading to what is 
known as a "cold joint"— an area of poor bonding into 
which water and dirt enter, causing deterioration. Id. at 
57-58. By reheating the adjoining edge of the earlier-laid 
strip as a new strip is laid, the invention sought to elimi- 
nate the cold joint. No explicit suggestion to combine the 
prior art references would have been necessary because 
the invention merely improved the efficiency of the al- 
ready-known process of laying pavement through the 
already-known method of merging two sections of as- 
phalt through re-heating the earlier laid section—both of 
which would have been common knowledge to ordinary 
artisans in the field of laying asphalt. See also Graham, 
383 U.S. at 24-25 (holding invalid for obviousness Gra- 
ham's patent disclosing a spring clamp on a plow shank, 
where claimed invention [**38] merely improved me- 
chanical weakness in prior Graham patent, because ordi- 
nary artisan would have had mechanical skills sufficient 
to "immediately see that the thing to do was what Gra- 
ham did"); id. at 36-37 (holding invalid for obviousness 
Cook Chemical's patent disclosing a plastic finger 
sprayer with a "hold-down" lid serving as a built-in dis- 
penser for bottles of liquid products, where differences 
from prior art were "exceedingly small and quite non- 
technical" and device was "old in the art"). 

Likewise, in Sakraida, the Supreme Court held inva- 
lid for obviousness a patent for a barn having "a paved, 
sloped bam floor with downhill drains", "elevated" cow 
stalls, and a "dam" behind which water may be stored 
and abruptly released in order to "send a sheet of water 
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cascading through the dairy sweeping the manure to the 
downhill drains." Ag Pro, Inc. v. Sakraida, [*1370] 474 
F.2d 167, 168 (5th Cir. 1973) (quoting U.S. Patent No. 
3,223,070), rev'd by 425 U.S. 273, 96 S. Cu 1532, 47 L 
Ed. 2d 784. Because the cleaning action from an uphill 
release of water was superior to that from a hose, the 
claimed invention reduced the quantity of water neces- 
sary to clean the bam floor [**39] and obviated addi- 
tional hand labor, e.g., brooms or shovels, shortening the 
cleaning process from a few hours to a few minutes. Id. 
The Supreme Court nonetheless negated patent protec- 
tion, characterizing the invention as "the work of the 
skillful mechanic, not that of the inventor." Sakraida, 
425 U.S. at 279 (internal quotation marks omitted). The 
Court aptly noted that "[exploitation of the principle of 
gravity adds nothing to the sum of useful knowledge". 
Id. Under this court's case law, there would have been no 
need for "evidence" of a motivation to combine a prior 
art reference with a universally-known physical principle 
to achieve more powerful and simultaneous sweep of 
water. 

In Adams, a companion case to Graham, the Su- 
preme Court upheld the validity of a patent for a non- 
rechargeable water-activated battery having magnesium 
and cuprous chloride electrodes. Adams, 383 U.S. at 51. 
The Court recognized that "each of the elements of the 
Adams battery was well known in the prior art", but re- 
jected the United States' obviousness argument because 
the prior art taught away from the Adams patent's com- 
bination. As the Court succinctly [**40] stated: 

To combine [the references] as did Ad- 
ams required that a person reasonably 
skilled in the prior art must ignore that (1) 
batteries which continued to operate on an 
open circuit and which heated in normal 
use were not practical; and (2) water- 
activated batteries were successful only 
when combined with electrolytes detri- 
mental to the use of magnesium. 

Id. at 51-52. The Court instructed that such "known dis- 
advantages in old devices . . . may be taken into account 
in determining obviousness", id. at 52, and we have in- 
corporated this notion into our case law. See, e.g., Ful- 
ton, 391 F.3d at 1199-1200 (instructing the factfinder to 
determine "[w]hat the prior art teaches, whether it 
teaches away from the claimed invention, and whether it 
motivates a combination of teachings from different ref- 
erences"). 

[HN14] Although mis court customarily discusses a 
motivation to combine as part of the first Graham factor, 
the scope and content of the prior an, see SIBIA Neuro- 



sciences, 225 F.3d at 1356, motivation to combine is 
also inextricably linked to the level of ordinary skill. If, 
as is usually the [**41J case, no prior art reference con- 
tains an express suggestion to combine references, then 
the level of ordinary skill will often predetermine 
whether an implicit suggestion exists. Persons of varying 
degrees of skill not only possess varying bases of knowl- 
edge, they also possess varying levels of imagination and 
ingenuity in the relevant field, particularly with respect 
to problem-solving abilities. If the level of skill is low, 
for example that of a mere dyer, as DyStar has sug- 
gested, then it may be rational to assume that such an 
artisan would not think to combine references absent 
explicit direction in a prior art reference. If, however, as 
we have held as a matter of law, the level of skill is that 
of a dyeing process designer, then one can assume com- 
fortably that such an artisan will draw ideas from chem- 
istry and systems engineering-without being told to do 
so. 

A dyeing process designer would have been aware 
that reducing leuco indigo in-house was time-consuming 
as well as expensive and that it created much pollution 
[*1371] on the dyehouse floor and in public sewers. He 
would have known that purchasing solid prereduced in- 
digo would save time, space, and money: dyers would no 
longer spend [**42] time creating stock vats, and the 
dyehouse would require far less hydrosulfite and caustic 
soda. A dyeing process designer reading Chaumat would 
have learned that leuco indigo solution "may be drawn 
off protected from the air and preserved indefinitely in 
receptacles which are either soldered or closed in any 
other hermetic manner." Chaumat, 11.84-87. From his 
chemistry background, he would have known how to 
close off a receptacle hermetically. He would have 
known that, if he could thus stabilize leuco indigo solu- 
tion, he would save even more time, space, and money: 
dyers would no longer need stock vats or preparation 
tanks because they could simply pour the prereduced 
solution directly into the dyebath itself, and they would 
no longer need to purchase any hydrosulfite or caustic 
soda. A dyeing process designer reading Brochet would 
have realized that catalytic hydrogenation provided ad- 
vantages over other methods of indigo reduction in that 
the leuco indigo was "free from impurities and mineral 
salts". Brochet, 1.90. Naturally, then, an ordinary artisan 
with knowledge of Chaumat. reading Brochet, would 
have realized that, by stabilizing catalytic hydrogenated 
leuco indigo solution [**43] in oxygen-excluding con- 
tainers, he could devise a "cheaper, faster, and more con- 
venient" indigo dyeing process. See Sandt, 264 F.3d at 
1355. Although the '992 patent claimed a new, more 
efficient, way of performing a known function, dyeing 
indigo-the asserted innovation, storing leuco indigo so- 
lution in airtight containers for immediate use in dye- 
baths, is merely "exploitation" of the well-known princi- 
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pie of vacuum packaging. See Sakraida, 425 U.S. at 279. 
In sum, it is the work of a skilled chemist, not of an in- 
ventor. 

3. Secondary Considerations of Nonobviousness 

The presence of certain secondary considerations of 
nonobviousness are insufficient as a matter of law to 
overcome our conclusion that the evidence only supports 
a legal conclusion that claim 1 would have been obvious. 
To be sure, the jury heard testimony that DyStar has en- 
joyed considerable commercial success from the intro- 
duction of its product, and all parties agree that eighty 
years elapsed between Brochet's invention and another 
inventor's thought to vacuum-seal the Brochet solution 
and add it directly to the dyebath. However, Mr. 
Schnitzer's testimony that BASF's "people [**44] from 
production"— who we here assume arguendo were dyeing 
process designers-believed that leuco indigo solution 
added directly to the dyebath might "stain the yarn with 
indigo pigment" or "block[] pipes" was a bare assertion 
that is not only undocumented and non-specific, but also 
unsupported by even a brief explanation of the chemistry 
underlying this assumption. As such, it does not consti- 
tute substantial evidence of a secondary consideration 
favoring nonobviousness. 

Moreover, another secondary consideration cited by 
DyStar-i.e., failed attempts-actual ly detracts from its 
argument, and heavily so. DyStar points out that another 
chemical company, Buffalo Color, abandoned a 1979 
effort to market a prereduced indigo solution made by 
hydrosulfite reduction. The record shows, however, that 
Buffalo was only mildly concerned with instability prob- 
lems—it noted only that the instability of leuco indigo 
"would require special (and costly) shipping conditions 
to protect it from oxidation". Rather, Buffalo decided 
against selling a leuco indigo solution because it would 
involve increased shipping costs, might require custom- 
ers to invest in additional [*1372] storage facilities, and 
would cost [**45] more to produce, likely forcing it to 
increase prices to customers. Buffalo's decision was thus 
not a failed attempt, but a calculated business judgment 
to abandon a potential new product line. 

C 

Our inquiry does not end here, however, because 
[HN15] we must evaluate obviousness on a claim-by- 
claim basis. Dayco Prods., Inc. v. Total Containment, 
Inc.. 329 FJd 1358. 1370 (Fed. Or. 2003) 
("[Dependent or multiple dependent claims shall be pre- 
sumed valid even though dependent upon an invalid 
claim."). 

Claims 2-4 depend from process claim !. Claim 2 
requires that the resulting solution contain from 10% to 
35% by weight of leuco indigo; claim 3 requires that the 



solution contain from 2% to 10% by weight of alkali; 
and claim 4 requires that the solution contain from 2% to 
10% by weight of sodium hydroxide. Dr. Blackburn, 
Dy Star's own expert witness, confirmed that the plain 
language of Wimmer sets forth a "30 percent aqueous 
solution of leuco indigo", which falls within the range 
prescribed by claim 2. Dr. Blackburn also testified that 
the solution disclosed by Wimmer contains "5.1 percent" 
by weight of alkali-the claim language says "at least six 
and a half percent", [**46] both of which fall between 
2% and 10%, as required by claim 3. Likewise, Wimmer 
indicates that his example solution uses "NaOH", sodium 
hydroxide, and Mr. Schnitzer agreed with Bann's coun- 
sel's assertion that the term "caustic" is "chemically the 
same thing as sodium hydroxide", which meets the re- 
quirement of claim 4. DyStar does not dispute these con- 
cessions on appeal. Thus, given DyStar's testimony and 
the plain language of Wimmer, claims 2-4 do not recite a 
nonobvious invention beyond that recited in claim 1. 
Accordingly, claims 2-4 must also be held invalid for 
obviousness as a matter of law. 

Ill 

In sum, because an ordinary artisan is a person de- 
signing an optimal textile dyeing process with some ex- 
pertise in chemistry, the jury's implicit finding that the 
level of ordinary skill in the art is a dyer is unsupported 
by substantial evidence; its corresponding decision to 
disregard the primary cited prior art as nonanalogous was 
also erroneous. Under the correct level of ordinary skill, 
it would have been obvious from Chaumat and Brochet, 
in view of Wimmer and other references, to stabilize 
catalytically hydrogenated leuco indigo solution through 
vacuum conditions and to introduce [**47] the solution 
directly into the dyebath. 

Because all claims are held invalid for obviousness, 
we need not address alleged anticipation of claim 1 or 
lack of enablement as to claims 1-4. Likewise, whether 
the '992 patent is unenforceable due to inequitable con- 
duct need not be decided. Finally, we do not address the 
request for a new trial as all asserted claims are held in- 
valid as a matter of law for obviousness. Accordingly, 
the trial court's denial of JMOL that claims 1-4 of the 
'992 patent are invalid for obviousness is reversed. 

REVERSED. 
CONCUR BY: SCHALL 

CONCUR 

SCHALL, Circuit Judge, concurring. 

I concur in the judgment of reversal. See Aha Corp. 
v. Mylan Labs., Inc., No. 06-1088, 2006 U.S. App. LEXIS 
22616, at 4-7 (Fed. Cir. Sept. 6, 2006): In re Kahn, 441 



464 F.3d 1356, *; 2006 U.S. App. LEXIS 24642, **; 
80U.S.P.Q.2D (BNA) 1641 

F.3d 977, 987-88 (Fed. Cir. 2006)', Cross Med. Prods., F.3d J 293, 1322 (Fed. Cir. 2005). 
[* 1 373] Inc. v. Medtronic So/amor Danek, Inc., 424 
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PRIOR HISTORY: Appealed from: United 

States District Court for the Southern District of Califor- 
nia. Judge Irma E. Gonzales. 

DISPOSITION: REVERSED. 

CASE SUMMARY: 



OUTCOME: Judgment reversed; defendant did not in- 
fringe plaintiffs patent because the patent's claims were 
obvious as a matter of law since the patent was based on 
a prior art reference and there was evident motivation for 
plaintiff to modify the prior art reference. 

LexisNexis(R) Headnotes 



PROCEDURAL POSTURE: Defendant appealed the 
judgment of the United States District Court for the 
Southern District of California entered in plaintiffs favor 
after a jury found that the patent claims at issue concern- 
ing a cell-based screening method were infringed and 
were not invalid. 

OVERVIEW: Plaintiff owned a patent which was di- 
rected to a cell-based screening method useful for the 
identification of compounds that exhibited agonist and 
antagonist activity with respect to particular cell surface 
proteins. According to the patent, the claimed methods 
were particularly effective because they allowed a scien- 
tist to rapidly and reliably screen large numbers of com- 
pounds for agonist and antagonist activity. Plaintiff sued 
defendant for patent infringement. Defendant argued that 
the claims of the patent were invalid as obvious under 35 
U.S.C.S. § 103(a) or as not enabled under 35 U.S.CS. § 
112. A jury rejected defendant's invalidity defenses of 
obviousness and non-enablement. The court held that a 
patent claim was invalid if the differences between the 
subject matter sought to be patented and the prior art 
were such that the subject matter as a whole would have 
been obvious at the time the invention was made to a 
person having ordinary skill in the art. The court re- 
versed judgment, holding that the asserted claims were 
obvious as a matter of law because plaintiff based its 
patent on a prior art reference and there was evident mo- 
tivation to modify the prior art reference. 



Civil Procedure > Trials > Judgment as Matter of Law 
> General Overview 

Civil Procedure > Appeals > Standards of Review > De 
Novo Review 

Civil Procedure > Appeals > Standards of Review > 
Substantial Evidence > General Overview 
[HN1] An appellate court reviews the denial of a motion 
for judgment as a matter of law following a jury verdict 
by reapplying the district court's standard of review. 
Thus, an appellate court reviews issues of law de novo. 
With regard to factual findings, an appellate court must 
presume that the jury resolved all factual disputes in fa- 
vor of the prevailing party, and the appellate court must 
leave those findings undisturbed as long as they are sup- 
ported by substantial evidence. 



Civil Procedure > Appeals > Standards of Review > 
Substantial Evidence > General Overview 
[HN2] A factual finding is supported by substantial evi- 
dence if a reasonable jury could have found in favor of 
the prevailing party in light of the evidence presented at 
trial. Substantial evidence is more than a mere scintilla. It 
means such relevant evidence as a reasonable mind 
might accept as adequate to support a conclusion. Thus, 
substantial evidence review involves an examination of 
the record as a whole, taking into consideration evidence 
that both justifies and detracts from the decision of the 
fact-finder. 
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Civil Procedure > Trials > Judgment as Matter of Law 
> General Overview 

Civil Procedure > Appeals > Standards of Review 
[HN3] In reviewing the record on a denial of a motion 
for judgment as a matter of law, an appellate court must 
draw all reasonable inferences in favor of the prevailing 
party, and not make credibility determinations or substi- 
tute its view of the conflicting evidence for that of the 
jury. If, however, after reviewing all of the evidence in a 
light most favorable to the prevailing party, the court is 
convinced that a reasonable jury could not have found in 
that party's favor, the court must reverse the denial of 
judgment as a matter of law. 

Civil Procedure > Appeals > Standards of Review > De 
Novo Review 

Patent Law > Infringement Actions > Defenses > Pat- 
ent Invalidity > Fact & Law Issues 
Patent Law > Jurisdiction & Review > Standards of 
Review > De Novo Review 

[HN4] In patent law, the first step in any invalidity 
analysis is claim construction, an issue of law that an 
appellate court reviews de novo. 



Patent Law > Nonobviousness > Elements & Tests > 
Claimed Invention as a Whole 

Patent Law > Nonobviousness > Elements & Tests > 
Ordinary Skill Standard 

Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

[HN5] A patent claim is invalid if the differences be- 
tween the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was 
made to a person having ordinary skill in the art. 35 
U.S.CS. § 103(a). 



Patent Law > Claims & Specifications > Enablement 
Requirement > General Overview 
Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

Patent Law > Nonobviousness > Evidence & Procedure 
> Fact & Law Issues 

[HN6] While the ultimate conclusion of obviousness is 
for the court to decide as a matter of law, several factual 
inquiries underlie this determination. These inquiries 
include the scope and content of the prior art, the level of 
ordinary skill in the field of the invention, the differences 
between the claimed invention and the prior art, and any 



objective evidence of non-obviousness such as long-felt 
need, and commercial success. 

Patent Law > Inequitable Conduct > Effect, Materiality 
& Scienter > General Overview 

Patent Law > Infringement Actions > Defenses > Pat- 
ent Invalidity > Validity Presumption 
Patent Law > Nonobviousness > Evidence & Procedure 
> Presumptions &. Proof 

[HN7] Because an issued patent is presumed valid, there 
must be clear and convincing evidence supporting the 
obviousness determination. 



Patent Law > Inequitable Conduct > Effect, Materiality 
& Scienter > General Overview 

Patent Law > Nonobviousness > Evidence & Procedure 
> General Overview 

Patent Law > U.S. Patent & Trademark Office Pro- 
ceedings > General Overview 

[HN8] In appropriate circumstances, a single prior art 
reference can render a claim obvious. However, there 
must be a showing of a suggestion or motivation to mod- 
ify the teachings of that reference to the claimed inven- 
tion in order to support the obviousness conclusion. This 
suggestion or motivation may be derived from the prior 
art reference itself, from the knowledge of one of ordi- 
nary skill in the art, or from the nature of the problem to 
be solved. 



Patent Law > Inequitable Conduct > Effect, Materiality 
& Scienter > General Overview 

Patent Law > Nonobviousness > Elements <fe Tests > 
Prior Art 

Patent Law > Nonobviousness > Evidence & Procedure 
> Fact & Law Issues 

[HN9] In patent law, determining whether there is a sug- 
gestion or motivation to modify a prior art reference is 
one aspect of determining the scope and content of the 
prior art, a fact question subsidiary to the ultimate con- 
clusion of obviousness 



Patent Law > Claims & Specifications > Enablement 
Requirement > General Overview 
Patent Law > Nonobviousness > Elements & Tests > 
Ordinary Skill Standard 

Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

[HN10] In patent law, when the record establishes a 
strong case of obviousness based on the teachings of the 
prior art ? the fact that the product was successful does not 
overcome the conclusion of obviousness. 
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Civil Procedure > Appeals > Standards of Review > 
Substantial Evidence > Sufficiency of Evidence 
Patent Law > Infringement Actions > Burdens of Proof 
[HN1 1] In patent law, for objective evidence to be ac- 
corded substantial weight, its proponent must establish a 
nexus between the evidence and the merits of the 
claimed invention. 



Patent Law > Claims & Specifications > Claim Lan- 
guage > Representative Claims 

Patent Law > Inequitable Conduct > Effect, Materiality 
& Scienter > General Overview 

Patent Law > Nonobviousness > Evidence & Procedure 
> Fact & Law Issues 

[HN12] In patent law, dependent claims fall with the 
independent claim on which they depend unless argued 
separately. 

COUNSEL: Stephen P. Swinton, Cooley Godward LLP, 
of San Diego, California, argued for plaintiff-appellee. 
With him on the brief were Anthony M. Stiegler, J. 
Christopher Jaczko, Kent M. Walker, and Amy S. Hel- 
lenkamp. 

Laura A. Coruzzi, Pennie & Edmonds LLP, of New 
York, New York, argued for defendant-appellant. With 
her on the brief was S. Leslie Misrock. Of counsel on the 
brief were Stanton T. Lawrence, III, Paul J. Zegger, and 
Carl P. Bretscher, Pennie & Edmonds LLP, of Washing- 
ton, DC. 

JUDGES: Before MAYER, Chief Judge, MICHEL and 
GAJARSA, Circuit Judges. Opinion for the court filed 
by Circuit Judge Gajarsa. Chief Judge Mayer dissents. 

OPINION BY: GAJARSA 

OPINION 

[* 1 35 1 ] GAJARSA, Circuit Judge. 

Cadus Pharmaceutical Corporation ("Cadus") ap- 
peals the judgment of the United States District Court for 
the Southern District of California entered after a jury 
verdict finding the patent claims at issue infringed and 
not invalid, and assessing damages of $ 18 million. Be- 
cause we determine that the asserted claims are obvious 
as a matter of law, we reverse. 

BACKGROUND 

The identification [**2] of compounds that bind 
with particular cell surface proteins is useful in the 
search for new drugs. When such binding occurs, a cas- 



cade of biochemical events is activated within the cell in 
which a linkage, known as a signal transduction path- 
way, is formed between the cell surface protein and a 
gene in the cell's DNA. This linkage allows the cell to 
respond to signals from the external environment, which 
is critical for the cell to properly function. Compounds 
that activate this linkage often prove useful in pharma- 
ceutical applications because many diseases stem from 
the malfunctioning of cellular communications. 

[*1352] In general, when a compound activates a 
signal transduction pathway, the cell responds by direct- 
ing the production or non-production of a protein from a 
responsive gene in the DNA. Protein production involves 
two distinct processes-transcription and translation. 
Transcription refers to the process by which a strand of 
messenger RNA ("mRNA") is created by the expression 
of a gene. Translation refers to the process by which a 
corresponding protein (i.e., a sequence of amino acids) is 
created from the mRNA. Compounds that trigger or en- 
hance transcription and translation are [**3] referred to 
as agonists, and compounds that block or decrease such 
activity are called antagonists. The displaying of agonist 
and antagonist activity is an indication that a compound 
has bound with the cell surface protein and has activated 
the signal transduction pathway. 

SIBIA Neurosciences, Inc. ("SIBIA") is the owner 
of U.S. Patent No. 5,401,629 ("the '629 patent"), which 
is directed to a cell-based screening method useful for 
the identification of compounds that exhibit agonist and 
antagonist activity with respect to particular cell surface 
proteins. According to the patent, the claimed methods 
are particularly effective because they allow a scientist to 
rapidly and reliably screen large numbers of compounds 
for agonist and antagonist activity. See '629 patent, col. 
1, 11. 45-50. Thus, the scientist could quickly develop a 
list of candidate compounds that merit further in-depth 
studies for therapeutic applications. See id. Claim 1, the 
only independent claim, reads as follows: 

1. A method for identifying compounds 
that modulate cell surface protein- 
mediated activity by detecting intracellu- 
lar transduction of a signal generated 
upon interaction of the compound [**4] 
with the cell surface protein, comprising: 

comparing the amount of transcrip- 
tion of a reporter gene or the amount of 
reporter gene product expressed in a first 
recombinant cell in the presence of the 
compound with the amount of transcrip- 
tion or product in the absence of the com- 
pound, or with the amount of transcription 
or product in a second recombinant cell; 
and 
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selecting compounds that change the 
amount of transcription of a reporter gene 
or the amount of reporter gene product 
expressed in the first recombinant cell in 
the presence of the compound compared 
to the amount of transcription or product 
in the absence of the compound, or com- 
pared to the amount of transcription or 
product in the second recombinant cell, 
wherein: 

the cell surface protein is a surface 
receptor or ion channel; 

the first recombinant cell contains a 
reporter gene construct and expresses the 
cell surface protein; 

the second recombinant cell is identi- 
cal to the first recombinant cell, except 
that it does not express the cell surface 
protein; and 

the reporter gene construct contains: 

(a) a transcriptional control element 
that is responsive to the intracellular sig- 
nal that is generated by the interaction 
[**5] of an agonist with the cell surface 
protein; and 

(b) a reporter gene that encodes a de- 
tectable transcriptional or translational 
product and that is in operative associa- 
tion with the transcriptional control ele- 
ment. 



See id., col 13, 1.44 -col. 14,1. 12. 

The methods claimed in the '629 patent utilize a re- 
combinant cell that is exposed to various compounds in 
order to determine whether those compounds exhibit the 
desired activity. This recombinant cell, in addition to the 
host cell itself, has two basic components: a heterologous 
1 cell surface protein and a reporter gene construct. The 
cell surface protein can be either an ion channel or a cell 
surface receptor. Ion channels are proteins that act as 
pores in the cell membrane and allow small inorganic 
ions to flow in or out [*1353] of the cell. These ion 
channels open and close based on interaction with certain 
external compounds. Cell surface receptors, on the other 
hand, are proteins that span the external membrane of the 
cell and bind with particular molecules to commence a 
chain of intracellular reactions that transmit external sig- 
nals to the DNA. As described above, cell surface pro- 
teins are physiologically important [**6] because they 
play a vital role in the stimulation of signal transduction 



pathways, and thus, the cell's ability to respond appropri- 
ately to stimuli from the external environment. 

1 A cell surface protein is "heterologous" if it is 
not naturally occurring in the cell. 

The second major component of the cell utilized in 
the '629 patent is the reporter gene construct, which con- 
sists of a transcriptional control element and a reporter 
gene. The transcriptional control element is a gene that 
reacts to the signal from the cell surface protein and 
regulates transcription of the reporter gene. The reporter 
gene, through the processes of transcription and transla- 
tion, creates a corresponding protein, referred to as "re- 
porter gene product." Both transcription of the reporter 
gene and translation to the reporter gene product can be 
measured. 

In the claimed methods, this recombinant cell is 
used in a battery of assays, the goal of which is to deter- 
mine if a given compound exhibits the desired binding 
activity with respect [**7] to a particular cell surface 
protein. The method of claim 1 contains two assays. In 
the first assay, referred to as the "compound/no com- 
pound assay," the recombinant cell is exposed to a test 
compound. The amount of reporter gene transcription, or 
reporter gene product expressed in that recombinant cell, 
is then compared to the amount of reporter gene tran- 
scription or reporter gene product expressed in a recom- 
binant cell that was not exposed to the test compound. In 
the second assay, known as the "receptor/no receptor 
assay," two recombinant cells are exposed to a test com- 
pound. However, one of the recombinant cells has a cell 
surface protein, but the other does not. The amount of 
reporter gene transcription or reporter gene product ex- 
pressed in both of these cells is then compared. Based on 
these measurements, the scientist is able to detect 
whether the compound has bound to the cell surface pro- 
tein and modulated the signal transduction pathway. 
This, in turn, allows the scientist to determine whether 
the compound is a candidate for further study, or should 
be excluded from consideration. 

SIB1A sued Cadus for infringement of the '629 pat- 
ent. The court held a Markman hearing, [**8] see 
Markman v. Wesiview Instruments, Inc., 52 F.3d 967, 
979, 34 U.S.P.Q.2D (BNA) 1321, 1329 (Fed. Cir. 1995) 
(en banc), affd, 517 U.S. 370, J 34 L. Ed. 2d 577, 116 S. 
Ct. 1384 (1996), and issued an order construing numer- 
ous claim terms, including "identifying compounds," 
"cell," "recombinant cell," "comparing the amount." 
"identical" and "selecting compounds." Only the con- 
struction of "cell," "identifying compounds," and "select- 
ing compounds" are relevant to this appeal. Before the 
district court. Cadus argued that because the claims use 
the term "cell" without modification, this term should 
refer to all cells, eukaryotic as well as prokaryotic. : Al- 
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ternatively, Cadus argued that if "cell" should be limited 
to less than all cells, it should be limited to only mam- 
malian cells, because the examples found in the written 
description of the patent only discuss mammalian cells. 
The court decided, however, that because the patentee 
describes the cells used in the claimed methods as "eu- 
karyotic cells" in the written description, see '629 patent, 
col. 3, 11. 52-56, col. 4, 11. 9-11, a person of ordinary skill 
in the art would interpret cell as found in the claim [**9] 
language to mean only eukaryotic cells. 

2 Eukaryotic cells, such as animal, plant, yeast, 
and fungal cells, have nuclei where the cell's ge- 
netic material is contained. Prokaryotic cells, 
such as bacteria and blue-green algae cells, do not 
have nuclei. 

Also important to this appeal is the court's construc- 
tion of the phrases "identifying compounds" and "select- 
ing compounds." [*1354] At the Markman hearing, the 
parties disagreed as to whether this claim language re- 
quired the compounds to be unknown to interact with the 
particular cell surface protein prior to conducting the 
assays, or whether these terms include both compounds 
known and unknown to interact with the cell surface 
proteins. The court held that the ordinary meaning of 
"identifying compounds" is determining which com* 
pounds interact with a particular cell surface protein 
from a group of compounds with unknown properties. 
Thus, the testing of compounds that are known to inter- 
act with a particular cell surface protein does not fall 
within the ambit of "identifying [**10] compounds." 
Similarly, the court held that "selecting compounds" re- 
ferred only to choosing compounds from a group previ- 
ously unknown to interact with a cell surface protein 
based on the results of the reporter gene transcription and 
translation analyses. 

The case then proceeded to a jury trial. At trial, Ca- 
dus asserted that the claims of the '629 patent were inva- 
lid as obvious under 35 U.S.C. § J 03(a) or as not enabled 
under § J 12, P 1. With regard to obviousness, Cadus 
asserted that the claims of the '629 patent would have 
been obvious in view of Deborah J. Stumpo et al., Identi- 
fication of c-fos Sequences Involved in Induction by Insu- 
lin and Phorbol Esters, 263 J. Biological Chem. 1611 
(Feb. 1988) ("Stumpo") alone, given the knowledge in 
the art as embodied in the review article by Henry A. 
Lester, Heterologous Expression of Excitability Proteins: 
Route to More Specific Drugs?, 241 Science 1057 (Aug. 
1988) ("Lester"). Additionally, Cadus asserted that the 
claims would have been obvious in view of Stumpo in 
combination with William S. Chen et al., Requirement 
for intrinsic protein tyrosine kinase in the immediate and 
late action of the EGF receptor, 1] 328 Nature 820 
(Aug. 1987) ("Chen"), and Ronald Mark Evans et al.. 



Hormone Receptor Compositions and Methods, WO 
88/03168 (May 1988) ("Evans"). With regard to non- 
enablement, Cadus claimed that if "cell" is to be inter- 
preted to broadly include all eukaryotic cells, the claims 
are not enabled because the written description discloses 
only how to practice the invention using mammalian 
cells. The jury returned a verdict in favor of SIBIA, find- 
ing that Cadus infringed claims 1, 2, 4-7, 9, 10, 12, and 
14 of the '629 patent. The jury rejected Cadus's invalidity 
defenses of obviousness and non-enablement. Damages, 
based on the calculation of a "reasonable royalty," were 
assessed at $ 18 million. Cadus filed numerous post-trial 
motions, including motions for judgment as a matter of 
law ("JMOL") or a new trial on the issues of infringe- 
ment and invalidity, and motions for remittitur or a new 
trial for damages. All of Cadus's motions were denied. 
This appeal followed. 

DISCUSSION 

A. Standard of Review 

[HN1] We review the denial of a motion for JMOL 
following a jury verdict by reapplying the district court's 
standard of review. See Tec Air, Inc. v. Den so Mfg., 192 
F.3d 1353, 1357, 52 U.S.P.Q.2D (BNA) 1294, 1296 
(Fed. Cir. 1999). [**12] Thus, we review issues of law 
de novo. With regard to factual findings, we must pre- 
sume that the jury resolved all factual disputes in favor 
of the prevailing party, and we must leave those findings 
undisturbed as long as they are supported by substantial 
evidence. See Jurgens v. McKasy, 927 F.2d 1552, 1557, 
18 U.S.P.Q.2D(BNA) 1031, 1035 (Fed. Cir. 1991). 

[HN2] A factual finding is supported by substantial 
evidence if a reasonable jury could have found in favor 
of the prevailing party in light of the evidence presented 
at trial. See Tec Air, 192 F.3d at 1358, 52 U.S.P.Q.2D 
(BNA) at 1296; see also Consolidated Edison Co. v. 
NLRB, 305 U.S. 197, 229, 83 L. Ed. 126, 59 S. Ct. 206 
(1938) ("Substantial evidence is more than a mere scin- 
tilla. It means such relevant evidence as a reasonable 
mind might accept as adequate to support a conclu- 
sion."). Thus, substantial evidence review involves an 
examination of the record as a whole, taking into consid- 
eration [*1355] evidence that both justifies and detracts 
from the decision of the fact-finder. See In re Gartside, 
203 F.3d 1305, 1312, 53 U.S.P.Q.2D (BNA) 1769, 1773 
(Fed. Cir. 2000); National Presto Indus., Inc. v. West 
Bend Co., 76 F.3d 1185, 1192, 37 U.S.P.Q.2D (BNA) 
1685, 1690 (Fed. Cir. 1996) J** 13] (holding that a jury 
verdict must be sustained if il is supported by substantial 
evidence based on a review of the entirety of the record). 
[HN3] In reviewing the record, we must draw all reason- 
able inferences in favor of the prevailing parly, and not 
make credibility determinations or substitute our view of 
the conflicting evidence for that of the jury. See Council 
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v. Sears, Roebuck & Co., 722 F.2d 1542, 1546, 220 
U.S.P.Q. (BNA) 193, 197 (Fed. Cir. 1983). If, however, 
after reviewing all of the evidence in a light most favor- 
able to the prevailing party, this court is convinced that a 
reasonable jury could not have found in that party's fa- 
vor, we must reverse the denial of JMOL. 

B. Obviousness 

[HN4] The first step in any invalidity analysis is 
claim construction, an issue of law that this court reviews 
de novo. See Cybor Corp. v. FAS Techs., Inc., 138 F.3d 
1448, 1456, 46 U.S.P.Q.2D (BNA) 1169, 1174 (Fed. Cir. 
1998) (en banc). In this appeal, the key issues of claim 
construction are largely undisputed. As described in 
more detail above, the method of claim 1 utilizes a re- 
combinant cell having both a heterologous cell surface 
protein and a reporter gene construct. This cell is [**14] 
used in two assays— the compound/no compound assay 
and the receptor/no receptor assay—in which compounds 
are "identified" and "selected." Neither party disputes 
that the terms "identifying compounds" and "selecting 
compounds" limit the claimed method to identifying and 
selecting compounds that are not previously known to 
interact with a particular cell surface protein. The only 
remaining claim construction issue on appeal is the 
proper interpretation of the term "cell." According to 
Cadus, the court erred by limiting "cell" to only eu- 
karyotic cells, as opposed to all cells, both eukaryotic 
and prokaryotic. SIBIA defends the district court's inter- 
pretation by pointing to certain passages in the written 
description that, it asserts, support the district court's 
narrower claim construction. See Comark Communica- 
tions, Inc. v. Harris Corp., 156 F.3d 1182, 1186, 48 
U.S.P.Q.2D(BNA) 1001, 1005 (Fed. Cir. 1998) (discuss- 
ing the "fine line" between reading a claim in light of the 
written description and reading a limitation into the 
claim from the written description). However, because 
we decide that the claim is obvious even under the dis- 
trict court's narrow construction of the term [**15] 
"cell," we need not decide whether the court erroneously 
imported the "eukaryotic" limitation into the claim, or 
simply interpreted the claim in light of the specification. 
Thus, we can proceed to the question of obviousness 
accepting the district court's construction of claim 1. 

[HN5] A patent claim is invalid "if the differences 
between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was 
made to a person having ordinary skill in the art." 35 
U.S.C. § 103(a) (1994). [HN6] While the ultimate con- 
clusion of obviousness is for the court to decide as a mat- 
ter of law, several factual inquiries underlie this determi- 
nation. See Graham v. John Deere Co.. 383 U.S. I, 17- 
18, 15 L Ed. 2d 545, 86 S Ct. 684 (1966). These inquir- 



ies include the scope and content of the prior art, the 
level of ordinary skill in the field of the invention, the 
differences between the claimed invention and the prior 
art, and any objective evidence of non-obviousness such 
as long-felt need, and commercial success. See id. [HN7] 
Because an issued patent is presumed valid, there must 
be [**16] clear and convincing evidence supporting the 
obviousness determination. See Kahn v. General Motors 
Corp., 135 F.3d 1472, 1480, 45 U.S.P.Q.2D (BNA) 1608, 
1614 (Fed. Cir. 1998). While the presentation at trial of a 
reference that was not before the examiner does not 
change the presumption of validity, the alleged in- 
fringer's burden [*1356] may be more easily carried 
because of this additional reference. See Applied Materi- 
als, Inc. v. Advanced Semiconductor Materials Am., Inc., 
98 FJd 1563, 1569, 40 U.S.P.Q.2D (BNA) 1481, 1485 
(Fed. Cir. 1996). 

On appeal, Cadus argues that the Stumpo reference 
alone, which was not before the PTO examiner, is suffi- 
cient to invalidate the patent under § 103, given the level 
of skill in the art at the time of the invention. [HN8] In 
appropriate circumstances, a single prior art reference 
can render a claim obvious. See, e.g., B.F. Goodrich Co. 
v. Aircraft Braking Sys. Corp., 72 FJd 1577, 1582, 37 
U.S.P.Q.2D (BNA) 1314, 1318 (Fed. Cir. 1996); In re 
OTarrell, 853 F.2d 894, 902, 7 U.S.P.Q. 2D (BNA) 1673, 
1680 (Fed. Cir. 1988). However, there must be a show- 
ing of a suggestion or motivation to modify the teachings 
of that reference to the claimed [**17] invention in or- 
der to support the obviousness conclusion. See B.F. 
Goodrich, 72 FJd at 1582, 37 U.S.P.Q.2D (BNA) at 
1318. This suggestion or motivation may be derived 
from the prior art reference itself, see OTarrell, 853 
F.2d at 902, 7 U.S.P.Q.2D (BNA) at 1680, from the 
knowledge of one of ordinary skill in the art, or from the 
nature of the problem to be solved. See Pro-Mold & Tool 
Co. v. Great Lakes Plastics, Inc., 75 FJd 1568, 1573, 37 
U.SP.Q.2D (BNA) 1626, 1630 (Fed. Cir. 1996); see also 
Motorola, Inc. v. Interdigital Tech. Corp., 121 FJd 
1461, 1472, 43 U.S.P.Q.2D (BNA) 1481, 1489 (Fed. Cir. 
1997) ("The suggestion to combine may come from the 
prior art, as filtered through the knowledge of one skilled 
in the art."). [HN9] Determining whether there is a sug- 
gestion or motivation to modify a prior art reference is 
one aspect of determining the scope and content of the 
prior art, a fact question subsidiary to the ultimate con- 
clusion of obviousness. See Tec-Air, Inc., 192 FJd at 
1359, 52 U.S.P.Q.2D (BNA) at 1298 (staling that the 
factual underpinnings of obviousness include whether a 
reference provides a motivation to combine its teachings 
with another). [**18] Because the jury returned a ver- 
dict in favor of SIBIA, we must presume that all factual 
disputes, such as the motivation to modify, were resolved 
in its favor. See Jurgens, 927 F.2d at 1557. 18 
U.S.P.Q.2D (BNA) at 1035. 
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The parties are in general agreement regarding the 
teachings of the Stumpo paper itself. Stumpo describes 
recombinant cells engineered to have both a heterologous 
cell surface receptor and a responsive reporter gene con- 
struct. These cells are identical to the recombinant cells 
used in the claimed methods. Stumpo describes using 
these cells in a transcription-based assay in order to de- 
tect cell surface receptor activation. According to the 
unrebutted testimony of Dr. Struhl, the Stumpo paper 
described a "straightforward functional assay" for ana- 
lyzing the response of a particular cell surface protein in 
the presence of a compound. However, these transcrip- 
tion-based assays use the compound insulin, which was 
known to interact with the surface receptors of Stumpo's 
recombinant cells. The purpose of these assays was not 
drug screening, but the characterization of certain aspects 
of the genetic material of the recombinant cell. Claim 1 
of the '629 patent, on the [**19] other hand, claims a 
method using recombinant cells identical to Stumpo's in 
transcription-based assays with compounds not previ- 
ously known to interact with the cell surface protein of 
the recombinant cell. The only difference between the 
experiments described in the Stumpo paper and claim 1 
is that in the Stumpo paper, the compounds are known to 
interact with the cell surface proteins, while in claim 1, 
they are not. Thus, we must presume that the jury deter- 
mined that there was no motivation to modify the 
Stumpo reference such that the cells described therein 
would be utilized with compounds that were not previ- 
ously known to interact with the cell surface proteins. 
See id. We hold that this key factual finding is not sup- 
ported by substantial evidence. 

As discussed above, the motivation to modify a ref- 
erence can come from the knowledge of those skilled in 
the art, from the prior art reference itself, or from the 
nature of the problem to be solved. See In re Rouffet, 149 
F.3d 1350, 1358, 47 [*1357] U.S.P.Q.2D (BNA) 1453, 
1458 (Fed. Or. 1998). The undisputed evidence indi- 
cates that there was a motivation to modify Stumpo. It 
was known in the art at the time of the invention that 
[**20] cells with heterologous cell surface proteins were 
ideal candidates for drug screening methods. The Lester 
review article describes the widespread use of such cells 
in the identification of new drugs: 

A new approach for a systematic pro- 
gram to develop more specific drugs has 
simultaneously occurred to several inves- 
tigators. This approach is based on the 
expression of excitability molecules 3 
from DNA clones in cells that readily 
support such expression and can readily 
be studied with the full range of modern 
physiological and pharmacological tech- 
niques. 



Lester, 241 Science at 1058. Lester goes on to describe 
that drug screening methods utilizing the expression of 
excitability molecules (i.e., cell surface receptors) can 
overcome the "highly empirical approach to the design of 
drugs" and the lack of functional assays for determining 
which compounds act on which cell surface receptors. Id. 
at 1062. These are the identical problems that were being 
addressed by the '629 patent. See '629 patent, col. 1, 11. 
36-44 ("The availability of rapid, effective means to 
identify compounds which interact with . . . cell surface- 
localized receptors would enable the rapid screening 
[**21] of a large number of compounds to identify those 
candidates suitable for further in-depth studies of thera- 
peutic applications."). Similarly, the prior art Dull patent 
(U.S. Patent No. 4,859,609) teaches a drug screening 
method using cells that had a cell surface receptor. Thus, 
the express teaching in the prior art was that cells having 
heterologous cell surface proteins, a characteristic found 
in the Stumpo cells, have been successfully used in drug 
screening methods and were, in fact, ideal candidates for 
such use. Additionally, the undisputed testimony was 
that Stumpo provided a "straightforward functional as- 
say" for determining the response of the heterologous 
cell surface protein when exposed to a compound. Given 
that the nature of the problem was the development of 
rapid and effective drug screening methods based on the 
response of a heterologous cell surface protein, these 
teachings provide the motivation to modify Stumpo. 

3 The "excitability molecules" referred to in 
Lester are identical to the "cell surface proteins" 
referred to in the '629 patent. 

[**22] In response to these teachings, SIBIA 
merely points out that the cells described in the Lester 
article and the Dull patent are not described as having 
reporter gene constructs like those used in the '629 patent 
and found in the Stumpo cells. SIBIA, however, is con- 
fusing obviousness with anticipation. It is true that these 
references do not contain an express teaching to use a 
cell identical to that taught by Stumpo in a drug screen- 
ing method. It is equally true that these references, par- 
ticularly Lester, teach that cells with heterologous cell 
surface receptors were known in the art to have been 
successfully used in drug screening methods and that the 
Stumpo cells have such heterologous cell surface recep- 
tors. SIBIA's response, that Lester does not mention cells 
that contain a reporter gene construct in addition to the 
heterologous cell surface receptor, is to no avail absent 
some evidence that this additional characteristic would 
have made such a cell a less attractive candidate for drug 
screening methods. See In re Curlew 27 F.3d 551, 553, 
31 U.S.PQ.2D (BNA) 1130, 1131 (Fed. Or. 1994) ("[A] 
reference will teach away if it suggests that the line of 
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development flowing [**23] from the reference's disclo- 
sures is unlikely to be productive of the result sought by 
the applicant."). SIBIA makes no allegation of a teaching 
away in Lester. To the contrary, the evidence is unrebut- 
ted that cells with reporter gene constructs were also 
known in the art to be useful in drug screening methods. 
See U.S. Patent No. 5,091,518 to Sucov. 4 [*1358] 
Thus, these undisputed teachings in the prior art, "as fil- 
tered through the knowledge of one skilled in the art," 
Motorola, 121 F.3d at 1472, 43 U.S.P.Q.2D (BNA) at 
1489, as well as the nature of the problem to be solved, 
provide a suggestion and motivation to use the Stumpo 
cells, which have heterologous cell surface receptors, in 
drug screening methods. 

4 Contrary to the suggestion in the dissenting 
opinion, Sucov is not being "combined" with 
Stumpo or Lester to achieve the obviousness con- 
clusion. Rather, Sucov is merely cited as an ex- 
ample showing that the use of cells with reporter 
gene constructs was known in the art to be useful 
in drug screening methods. 

[**24] SIBIA asserts that, regardless of these ex- 
press teachings supporting the suggestion to modify 
Stumpo, various trial testimony provides the substantial 
evidence on which the jury's implied finding of no moti- 
vation to modify can be supported. SIBIA relies heavily 
on the testimony of Drs. Wall, Struhl, and Blackshear. 
Dr. Wall testified that the Stumpo paper contained no 
mention of drug screening, and that the experiments de- 
scribed in that paper were directed to the characterization 
of the fos gene, not to a drug screening method. Wall 
also testified that the Stumpo paper would not immedi- 
ately lead one to "conduct drug screening." Similarly, Dr. 
Struhl testified that there was no indication that the re- 
searchers involved in the experiments described in 
Stumpo used the cells for drug screening. However, sim- 
ply pointing out that the Stumpo reference itself does not 
teach the modification is not substantial evidence of no 
motivation to modify, given the express teaching of the 
prior art. SIBIA's reliance on the testimony of Wall and 
Struhl ignores the possibility that the motivation to mod- 
ify Stumpo can be found outside the reference itself. See 
id. Thus, while Stumpo does not expressly [**25] sug- 
gest that the cells described therein could be used in drug 
screening methods, the knowledge of those skilled in the 
art, in particular as embodied in the Lester review article, 
suggests this modification. SIBIA also points to the tes- 
timony of Dr. Blackshear, the senior author of Stumpo, 
who testified that the Stumpo paper does not contain any 
reference to drug screening, and at the lime those ex- 
periments were conducted, "drug screening was not on 
our minds." However, this testimony, in itself does not 
provide substantial evidence in support of the jury's find- 
ing. At the time of these experiments, Blackshear was 



focused on the problem of determining the "fundamental 
biochemical mechanisms by which insulin worked." 
Blackshear's personal efforts were limited to a problem 
different than that addressed by the '629 patent. Thus, the 
testimony that he was not thinking about drug screening 
is irrelevant to the fundamental issue of whether the hy- 
pothetical person of ordinary skill in the art, when con- 
fronted with the problem of developing drug screening 
methods, would have been motivated to use the Stumpo 
cells in such methods. See Pro-Mold & Tool Co., 75 
F.3d at 1573, 37 U.S.P.Q.2D (BNA) at 1630 [**26] 
(discussing the importance of considering the problem to 
be solved in the obviousness determination); see also In 
re Rinehart, 531 F.2d 1048, 1054, 189 U.S.P.Q. (BNA) 
143, 149 (CCPA 1976) (same). 

Finally, SIBIA points to secondary considerations in 
support of the jury's verdict. In particular, SIBIA points 
to three licenses or sub-licenses of the '629 patent, all of 
which were part of larger licensing packages. However, 
the mere existence of these licenses is insufficient to 
overcome the conclusion of obviousness, as based on the 
express teachings in the prior art that would have moti- 
vated one of ordinary skill to modify Stumpo's cells to be 
used with unknown compounds. See Newell Cos. v. 
Kenney Mfg. Co., 864 F.2d 757, 769, 9 U.S.P.Q.2D 
(BNA) 1417, 1426 (Fed. Cir. 1988) (holding that [HN10] 
because the record established such a strong case of ob- 
viousness based on the teachings of the prior art, the fact 
that the product was successful does not overcome the 
conclusion of obviousness). Moreover, SIBIA has failed 
to point to any evidence establishing a nexus between the 
licensing activity and the merits of the claimed screening 
method. See [*1359J In re GPAC Inc., 57 F.3d 1573, 
1580, 35 U.S.P.Q.2D(BNA) 1116, 1121 (Fed. Cir. 1995) 
[**27] ("[HN1 1] For objective evidence to be accorded 
substantial weight, its proponent must establish a nexus 
between the evidence and the merits of the claimed in- 
vention."). Thus, SIBIA's reliance on secondary consid- 
erations in support of the jury verdict must fail. 

In sum, the undisputed teaching of the Stumpo paper 
leads one to within a hairsbreadth of anticipation of 
claim 1 of the '629 patent. The express teachings in the 
art provide the motivation and suggestion to modify 
Stumpo such that the recombinant cells described therein 
should be used with compounds not previously known to 
interact with them for purposes of ding screening. SI- 
BIA, the jury verdict winner, has failed to point to any 
substantial evidence to refute these express teachings, 
even under the deferential standard with which this court 
reviews jury verdicts. Thus, claim 1 must be invalidated 
on the basis of obviousness. 

C. Dependent Claims 
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In addition to finding claim 1 infringed and not inva- 
lid, the jury found dependent claims 2, 4-7, 9, 10, 12, and 
14 infringed and not invalid as well. However, in this 
appeal, SIBIA has failed to argue the validity of the de- 
pendent claims separately from the validity of claim 1. 
Thus, [**28] these claims do not stand on their own, 
and given our determination that claim 1 is invalid, the 
remaining dependent claims must fall as well. See 
Mehl/Biophile Int'I Corp. v. Milgraum, 192 FJd 1362, 
1367, 52 U.S.P.Q.2D (BNA) 1303, 1307 (Fed. Cir. 
1999); Gardner v. Tec Sys. Inc., 725 F.2d 1338, 1350, 
220 U.S.P.Q. (BNA) 777, 786 (Fed. Cir. 1984) (en banc) 
(holding that [HN12] dependent claims fall with the in- 
dependent claim on which they depend unless argued 
separately). 

CONCLUSION 

We conclude that the implicit finding by the jury 
that there was no suggestion or motivation to modify the 
Stumpo reference is unsupported by substantial evidence 
and the asserted claims are obvious as a matter of law. 
Therefore, the district court's denial of the Cadus's mo- 
tion for JMOL on the issue of invalidity must be 

REVERSED. 

COSTS 

Each party shall bear its own costs. 
DISSENT BY: MAYER 

DISSENT 

MAYER, Chief Judge, dissenting. 

Today, the court overrides a jury verdict of in- 
fringement based on a tenuous obviousness analysis. It 
recognizes that the Stumpo paper only refers to the use 
of known substances and presumes that, to find in- 
fringement, the jury must have implicitly found that 
[**29] there was no motivation in Stumpo to utilize the 
disclosed cells with compounds not previously known to 
interact with the cell surface proteins. Based on the state 
of knowledge in the art that cells with heterologous cell 
surface proteins were ideal candidates for drug screening 
methods, the court then concludes that the jury's implicit 
finding is not supported by substantial evidence. 

In reality, the court relies on the combination of 
Stumpo, Lester, and Sucov to establish that the use of 
heterologous cells with reporter gene constructs was 
known in the art to be useful in drug screening methods. 
Stumpo discloses cells identical to the '629 paient 
claims, but does not mention their use to test unknown 
compounds as possible drugs. Lester describes the utility 
of heterologous cell surface proteins for drug testing, but 
does not mention cells with reporter gene constructs. 



which are central to the method of testing of the '629 
claims. Sucov was not even argued at trial, where Cadus 
argued that either Stumpo or Chen renders the '629 pat- 
ent obvious. This analysis is inconsistent with the court's 
stated conclusion that the '629 patent is obvious over the 
Stumpo reference alone in view [**30] of the prior art as 
argued by Cadus. It fails to recognize that the '629 patent 
includes only method claims; Sibia disclaimed all claims 
[* 1 3601 to the cells themselves when Stumpo was 
brought to its attention. 

The court is making an end-run around the require- 
ment that there must be a motivation to modify the refer- 
ence along the path taken by the '629 patent. See Kolmes 
v. World Fibers Corp., 107 FJd 1534, 1541, 41 
U.S.P.Q.2D (BNA) 1829, 1833 (Fed. Cir. 1997) (Inven- 
tion was not obvious where there was no suggestion or 
motivation to modify teaching of reference.). It combines 
a series of references not specifically argued to the jury 
to conclude that no reasonable jury could possibly find 
the absence of motivation in the prior art to modify the 
Stumpo paper to render the '629 patent obvious. Without 
citing any motivation to modify in any of the series of 
references, the court improperly concludes that it would 
have been unreasonable for the jury to find as a matter of 
fact that there was no such motivation. See Tec Air, Inc. 
v. Denso Mfg. Michigan, Inc., 192 FJd 1353, 1359, 52 
U.S.P.Q.2D (BNA) 1294, 1297-98 (Fed. Cir. 1999) 
(Whether a reference provides a motivation to [**31] 
combine its teachings with other references is a question 
of fact underlying the legal determination of nonobvi- 
ousness that we assume the jury resolved in favor of the 
verdict winner and leave undisturbed if it is supported by 
substantial evidence.). 

The district court properly rejected Cadus' motion 
for judgment as a matter of law, holding that there was 
substantial evidence to support a verdict of nonobvious- 
ness because the '629 patent was a "combination of fac- 
tors that was not apparent to a person of ordinary skill in 
the art." The trial court found additional support for the 
jury's verdict in evidence of secondary considerations of 
long-felt need and commercial success of the '629 patent. 
These are factual underpinnings of the legal conclusion 
of nonobviousness that the jury presumptively resolved 
in favor of Sibia because substantial evidence supported 
them. See id., 52 U.S.P.Q.2D (BNA) at 1298. 

This court improperly rejects this substantial evi- 
dence. It opens the door for accused infringers to string 
together a series of references, which collectively contain 
the elements of an apparatus (here T the cell with a het- 
erologous cell surface protein and reporter gene con- 
struct) |**32] and various suggestions for the use of 
those separate references. It then would allow an infer- 
ence of motivation to modify a single reference to render 
obvious a method claim for utilizing the apparatus. All 
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this is in violation of the well-settled mandate requiring a 
motivation to alter a single reference or to combine mul- 
tiple references to render the claims of a patent obvious. 
See, e.g., id. at 1359, 52 U.S.P.Q.2D (BNA) at J 298 (mo- 
tivation to combine multiple references); B.F. Goodrich 
v. Aircraft Braking Sys. Corp., 72 FJd 1577, 1582, 37 
U.S.P.Q.2D (BNA) 1314, 1318 (Fed. Or. 1996) (motiva- 
tion to modify a single reference); Grain Processing 
Corp. v. American Maize-Products Co., 840 F.2d 902, 
907, 5 U.S.P.Q.2D (BNA) 1788, 1792 (Fed. Cir. 1988) 
("Care must be taken to avoid hindsight reconstruction 



by using 'the patent in suit as a guide through the maze of 
prior art references, combining the right references in the 
right way so as to achieve the result of the claims in 
suit.'") (internal citation omitted); In re Fine, 837 F.2d 
1071, 1075, 5 U.S.P.Q.2D (BNA) 1596, 1600 (Fed. Cir. 
1988) ("One cannot use hindsight reconstruction to pick 
and choose [**33] among isolated disclosures in the 
prior art to deprecate the claimed invention."). The court 
has substituted itself for the jury, re weighed the evi- 
dence, and combined references that were not before the 
jury. I would sustain the jury's verdict. 
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LEXSEE 391 F.3D 1195 
IN RE DANIEL S. FULTON and JAMES HUANG 
04-1267 

UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT 
391 FJd 1195; 2004 U.S. App. LEXIS 24815; 73 U.S.P.Q.2D (BNA) 1141 



December 2, 2004, Decided 



PRIOR HISTORY: Appealed from: United 

States Patent and Trademark Office Board of Patent Ap- 
peals and Interferences. (Serial No. 09/122,198). 

DISPOSITION: Affirmed. 

CASE SUMMARY: 



PROCEDURAL POSTURE: Appellant patent appli- 
cants sought review of a decision of the United States 
Patent and Trademark Office Board of Patent Appeals 
and Interferences, which affirmed a hearing examiner's 
rejection of their application for a utility patent for a shoe 
sole with increased traction on grounds that the invention 
would have been obvious under 35 U.S.C.S. § 103(a). 

OVERVIEW: The claim limitations were that (1) the 
shoe perimeter was mostly open, (2) the projected sur- 
faces were hexagonal, and (3) the hexagons had a facing 
orientation. The Board found that prior art suggested a 
combination of the open perimeter with the hexagonal 
surface and facing orientation. The court affirmed. The 
Board's findings were supported by substantial evidence. 
Under § 103(a), when a patent rejection depended on a 
combination of prior art references, some teaching or 
motivation to combine the references was required. 
However, a particular combination did not have to be the 
preferred one. The Board's secondary findings supported 
a primary finding that the prior art suggested the desir- 
ability of this combination. The Board properly found 
that prior art references taught away from the combina- 
tion. Mere disclosure of alternative designs did not teach 
away. Prior art disclosed a number of alternative shoe 
sole designs, but did not teach that hexagonal projections 
in a facing orientation were undesirable. The Board's 
findings encompassed the use of a facing orientation. 
The Board's analysis contained sufficient comparative 
reasoning and provided a factual basis for review. 



OUTCOME: The court affirmed the decision. 
LexisNexis(R) Headnotes 



Patent Law > Nonobviousness > Elements & Tests > 
Claimed Invention as a Whole 

Patent Law > Nonobviousness > Elements & Tests > 
Ordinary Skill Standard 

Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

[HN1] See 35 U.S.C.S. § 103(a). 



Patent Law > Inequitable Conduct > Effect, Materiality 
& Scienter > General Overview 

Patent Law > Nonobviousness > Elements & Tests > 
Ordinary Skill Standard 

Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

[HN2] Obviousness is a question of law based on under- 
lying findings of fact. The United States Patent and 
Trademark Office Board of Patent Appeals and Interfer- 
ences' factual findings are upheld unless they are unsup- 
ported by substantial evidence. Substantial evidence is 
such relevant evidence as a reasonable mind might ac- 
cept as adequate to support a conclusion. What the prior 
art teaches, whether it teaches away from the claimed 
invention, and whether it motivates a combination of 
teachings from different references are questions of fact. 
Other factual findings related to obviousness may in- 
clude (1) the scope and content of the prior art; (2) the 
level of ordinary skill in the prior art; (3) the differences 
between the claimed invention and the prior art: and (4) 
objective evidence of nonobviousness. 



Patent Law > Claims & Specifications > Enablement 
Requirement > General Overview 
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Patent Law > Inequitable Conduct > Effect, Materiality 
& Scienter > General Overview 

Patent Law > Nonobviousness > Elements & Tests > 
Teaching Away From Invention 

[HN3] When a patent rejection depends on a combina- 
tion of prior art references, there must be some teaching, 
suggestion, or motivation to combine the references. 
Stated another way, the prior art as a whole must "sug- 
gest the desirability" of the combination. Trade-offs of- 
ten concern what is feasible, not what is, on balance, 
desirable. Motivation to combine requires the latter. The 
source of the teaching, suggestion, or motivation may be 
"the nature of the problem," "the teachings of the perti- 
nent references," or "the ordinary knowledge of those 
skilled in the art." 



Patent Law > Nonobviousness > Elements & Tests > 
Claimed Invention as a Whole 

Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

Patent Law > Nonobviousness > Evidence & Procedure 
> General Overview 

[HN4] Case law does not require that a particular combi- 
nation must be the preferred, or the most desirable, com- 
bination described in the prior art in order to provide 
motivation for the current invention. The question is 
whether there is something in the prior art as a whole to 
suggest the desirability, and thus the obviousness, of 
making the combination, not whether there is something 
in the prior art as a whole to suggest that the combination 
is the most desirable combination available. 



Patent Law > Nonobviousness > Elements & Tests > 
Teaching Away From Invention 

Patent Law > Nonobviousness > Evidence & Procedure 
> General Overview 

[HN5] As long as some motivation or suggestion to 
combine the references is provided by the prior art taken 
as a whole, the law does not require that the references 
be combined for the reasons contemplated by the inven- 
tor. 

COUNSEL: Garth E. Janke, Birdwell & Janke, of Port- 
land, Oregon, for appellants. 

John M. Whealan ; Solicitor, United Stales Patent and 
Trademark Office, of Arlington, Virginia, for the Direc- 
tor of the United States Patent and Trademark Office. 
With him on the brief were W. Asa Hutchinson III, At- 
torney-Advisor, and William LaMarca, Associate Solici- 
tor. 



JUDGES: Before MICHEL, RADER, and GAJARSA, 
Circuit Judges. 

OPINION BY: MICHEL 

OPINION 

1*1 196] MICHEL, Circuit Judge. 

Appellants Daniel Fulton and James Huang appeal 
from the decision of the U.S. Patent and Trademark Of- 
fice, Board of Patent Appeals and Interferences 
("Board"), affirming the examiner's rejection of appel- 
lants' application for a utility patent on grounds that the 
invention claimed would have been obvious under 35 
U.S.C § 103(a). The appeal was submitted for decision 
without oral argument on November 5, 2004. Because 
the Board's finding that the prior art suggested the desir- 
ability of the combination of shoe sole limitations 
claimed in appellants' patent application was supported 
[**2] by substantial evidence, we affirm. 

Background 

On July 24, 1997, appellants filed application num- 
ber 09/122,198 (the '"198 application") for a utility pat- 
ent directed to a shoe sole with increased traction. Claim 
1, the only independent claim at issue, reads: 

An improved shoe sole for increasing 
the resistance to slip on a contact surface, 
the sole comprising a bottom surface and 
defining a perimeter bounding a forefoot 
portion corresponding to the forefoot of 
the shoe and a heel portion corresponding 
to the heel of the shoe, [*1197] wherein 
the sole extends generally along a fore-aft 
axis running from said heel portion to said 
forefoot portion, the sole further compris- 
ing a substantially regular tiling array of 
projections projecting from said bottom 
surface, said projections terminating in 
hexagonal shaped projected surfaces 
spaced from said bottom surface in a di- 
rection for making contact with the con- 
tact surface, said projections being ori- 
ented so that opposite edges of said pro- 
jected surfaces face generally in the di- 
rections of said fore-aft axis, said pro- 
jected surfaces being substantially fiat and 
parallel to the bottom surface to maximize 
the area of contact with [**3] the contact 
surface, said projections being spaced 
from one another to define substantially 
continuous channels therebetween for 
conducting liquid, said channels being 
open over at least most of said perimeter, 
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said forefoot portion and said heel por- 
tion of the sole. 

'198 application, at 7 (emphases added). 

Three limitations of this claim are at issue, namely 
the limitations that: (A) the perimeter of the shoe is 
mostly open, (B) the projected surfaces, also called studs, 
are hexagonal in shape, and (C) the hexagonal shapes be 
oriented so that opposite edges of the hexagon "face gen- 
erally in the directions of said fore-aft axis." Id. A figure 
from the '198 application is reproduced below, with non- 
substantive modifications for simplicity of presentation. 

Prior art related to the '198 application includes U.S. 
Patent No. 3.793,750 ("Bowerman"), U.S. Design Patent 
No. 281462 ("Pope"), U.S. Design Patent No. 263645 
("Mastrantuone"), and United Kingdom Patent No. 
513,375 ("Davies"). Figures from these patents are re- 
produced below. 

As can be seen in the figures, the orientation of the 
projected surfaces in these figures is different. In this 
opinion, we will refer [**4] to the orientation in the '198 
application, Bowerman, and Pope as a "facing" orienta- 
tion because the front edge of each hexagonal projected 
surface faces forward and the orientation in Mastran- 
tuone and Davies as a "pointing" orientation. 

GET DRAWING SHEET 1 OF 1 

GET DRAWING SHEET 2 OF 2 

GET DRAWING SHEET 1 OF 3 

[*1 198] The examiner rejected the '198 application, 
inter alia, on obviousness grounds by considering Pope 
in light of Bowerman and Davies, and appellants ap- 
pealed this rejection to the Board. In its decision, the 
Board reversed the examiner's ground for rejection, sup- 
plied an alternative ground for rejection, and remanded. 
After [*1 199] the Board entered its decision, appellants 
filed a request for rehearing. The panel held this motion 
for rehearing in abeyance while the examiner considered 
the application on remand. After reopening prosecution, 
the examiner rejected the '198 application for reasons 
identical to those offered by the Board in its first deci- 
sion. 

Appellants again appealed the examiner's rejection. 
In its decision, the Board "vacated the rejection of claim 
1 set forth in the earlier decision in favor of the identical 
rejection later entered by the examiner." Ex parte Fulton, 
2003 Pat. App. LEXIS 88, No. 2003-0536, slip op. at 4 
(Bd. |**5] Pat. App. & Int. Sept. II, 2003). The Board 
vacated the rejection in order to alleviate the confusion 
caused by the appellant in concurrently pursuing a re- 
quest for a rehearing of the Board's first decision and a 



new appeal from the final rejection of the '198 applica- 
tion after remand. The Board credited the arguments in 
both actions. The Board then proceeded to affirm the 
rejection but under a different line of reasoning. The 
Board stated: 

In the present case, the combined teach- 
ings of Bowerman and Pope would have 
suggested the shoe sole recited in claim 1 
to a person having ordinary skill in the art. 
As indicated above, Bowerman's shoe 
sole responds to all of the limitations in 
the claim except for those relating to the 
hexagonal shaped projected surfaces. 
While not specifically mentioning hex- 
agonal shaped projected surfaces, Bow- 
erman clearly suggests that cylindrical 
polygon shaped studs or projections other 
than those expressly described (square, 
rectangular or triangular) may be em- 
ployed to provide sharp edges which bite 
into artificial turf for good traction. Pope 
establishes that shoe soles having studs 
embodying projected surfaces hexagon- 
ally shaped and oriented as recited [**6] 
in claim 1 are conventional. Given these 
disclosures, a person having ordinary skill 
in the art would have readily appreciated 
Pope's known hexagonal shaped project- 
ing surfaces as being particularly well 
suited for implementing Bowerman's de- 
sire for projections having a plurality of 
sharp edges adapted to bite into artificial 
turf to obtain good traction. This apprecia- 
tion would have furnished the artisan with 
ample suggestion or motivation to com- 
bine Bowerman and Pope in the manner 
proposed so as to arrive at the subject 
matter recited in claim 1. 



2003 Pat. App. LEXIS 88, *6-7. After appellants' request 
for a rehearing was denied, they appealed to this court, 
which has jurisdiction under 28 U.S.C. § 1295(a)(4)(A). 

Discussion 
I 

[HN1] "A patent may not be obtained ... if the dif- 
ferences between the subject matter sought to be pat- 
ented and the prior art are such that the subject matter as 
a whole would have been obvious at the time the inven- 
tion was made to a person having ordinary skill in the art 
to which said subject matter pertains." 35 U.S.C. § 
103(a). 



391 F.3d 1 195, *; 2004 U.S. App. LEXIS 24815, **; 
73 U.S.P.Q.2D (BNA) 1141 



Page 4 



[HN2] Obviousness is a "question of law based on 
underlying findings of fact." In re Gartside, 203 F.3d 
1305, 1316 (Fed. Cir. 2000). [**7] The Board's factual 
findings are upheld unless they are unsupported by sub- 
stantial evidence. Id. Substantial evidence is "such rele- 
vant evidence as a reasonable mind might accept as ade- 
quate to support a conclusion." Consol. Edison Co. v. 
NLRB, 305 US. 197, 229-30, 83 L Ed. 126, 59 S. Ct. 
206(1938). What the prior art teaches, whether it teaches 
away from the claimed invention, and whether it moti- 
vates a combination of teachings from different refer- 
ences are questions of [*1200] fact. Id. ; In re Berg, 320 
F.3d 1310, 1312 (Fed. Cir. 2003). Other factual findings 
related to obviousness may include "(1) the scope and 
content of the prior art; (2) the level of ordinary skill in 
the prior art; (3) the differences between the claimed 
invention and the prior art; and (4) objective evidence of 
nonobviousness." In re Dembiciak, 175 F.3d 994, 998 
(Fed. Cir. 1999), abrogated on other grounds in In re 
Gartside, 203 F.3d 1305 (Fed. Cir. 2000) (abrogating the 
holding in In re Dembiczak that the Board's findings of 
fact are reviewed for clear error); see also Graham v. 
John Deere Co., 383 U.S. I, 17-18, 15 L. Ed. 2d 545, 86 
S. Ct. 684 (1966). [**8] 

[HN3] "When a rejection depends on a combination 
of prior art references, there must be some teaching, sug- 
gestion, or motivation to combine the references." In re 
Rouffet, 149 F.3d 1350, 1355 (Fed. Cir. 1998). Stated 
another way, the prior art as a whole must "suggest the 
desirability" of the combination. In re Beattie, 974 F.2d 
1309, 1311 (Fed. Cir. 1992) (internal quotation omitted); 
Winner Int'I Royalty Corp. v. Wang, 202 F.3d 1340 (Fed. 
Cir. 2000) ("Trade-offs often concern what is feasible, 
not what is, on balance, desirable. Motivation to com- 
bine requires the latter." (emphasis added)). The source 
of the leaching, suggestion, or motivation may be "the 
nature of the problem," "the teachings of the pertinent 
references," or "the ordinary knowledge of those skilled 
in the art." In re Rouffet, 149 F.3d at 1355. 

II. 

As quoted above, the Board found that the prior art 
as a whole suggested or motivated a combination of the 
open perimeter and orientation of Bowerman with the 
hexagonal surface and orientation of Pope. Appellants 
raise a number of arguments as to why this finding is not 
supported by substantial [**9] evidence. 

Appellants first argue that the Board's finding of a 
motivation to combine lacks substantial evidence be- 
cause the Board failed to demonstrate that the character- 
istics disclosed in Pope, hexagonal surfaces in a facing 
orientation, are preferred over other alternatives dis- 
closed in the prior art. This argument fails because our 
[HN4] case law does not require that a particular combi- 



nation must be the preferred, or the most desirable, com- 
bination described in the prior art in order to provide 
motivation for the current invention. "The question is 
whether there is something in the prior art as a whole to 
suggest the desirability, and thus the obviousness, of 
making the combination," not whether there is something 
in the prior art as a whole to suggest that the combination 
is the most desirable combination available. See In re 
Beattie, 974 F.2d at 1311 (internal quotation omitted; 
emphasis added). A case on point is In re Gurley, 27 
F.3d 551, 552-53 (Fed. Cir. 1994), in which we upheld 
the Board's decision to reject, on obviousness grounds, 
the claims of a patent application directed to one of two 
alternative resins disclosed in a prior art [**10] refer- 
ence, even though the reference described the resin 
claimed by Gurley as "inferior." Far from requiring that a 
disclosed combination be preferred in the prior art in 
order to be motivating, this court has held that "[a] 
known or obvious composition does not become pat- 
entable simply because it has been described as some- 
what inferior to some other product for the same use" 
and the reference "teaches that epoxy is usable and has 
been used for Gurley's purpose." Id. Thus, a finding that 
the prior art as a whole suggests the desirability of a par- 
ticular combination need not be supported by a finding 
that the prior art suggests that the combination claimed 
by the patent applicant is the preferred, or most desirable, 
combination. 

[*1201] In this case, the Board found that "Bow- 
erman clearly suggests that cylindrical polygon shaped 
studs or projections other than those expressly described 
(square, rectangular, or triangular) may be employed to 
provide sharp edges which bite into artificial turf for 
good traction." Ex parte Fulton, 2003 Pat. App. LEXIS 
88 at *7. Bowerman thus provides a motivation to com- 
bine its teachings with other prior art references that dis- 
close cylindrical polygon shapes other [**I1] than 
squares, triangles, and rectangles. The Board also found 
that Pope discloses a shoe sole with hexagonal surfaces, 
which is a cylindrical polygon-shaped surface, and a 
facing orientation. Finally, the Board found that no other 
prior art references taught away from the combination of 
Bowerman and Pope that it adopted. These secondary 
findings are sufficient to support a primary finding that 
the prior art as a whole suggests the desirability of the 
combination of Bowerman and Pope described by the 
Board. 

Appellants disagree with the Board's finding that no 
prior art references taught away from the combination of 
Bowerman and Pope adopted by the Board. Appellants 
quote language from In re Gurley that "[a] reference may 
be said to teach away when a person of ordinary skill, 
upon reading the reference, would be discouraged from 
following the path set out in the reference, or would be 
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led in a direction divergent from the path that was taken 
by the applicant." 27 FJd at 553. Appellants argue that 
"the prior art disclosed alternatives to each of the claimed 
elements A [the perimeter], B [the shape of the surface], 
and C [the orientation of the surface]. Choosing [**12] 
one alternative necessarily means rejecting the other, i.e., 
following a path that is 'in a divergent direction from the 
path taken by the'" applicant. This interpretation of our 
case law fails. The prior art's mere disclosure of more 
than one alternative does not constitute a teaching away 
from any of these alternatives because such disclosure 
does not criticize, discredit, or otherwise discourage the 
solution claimed in the '198 application. Indeed, in the 
case cited by appellants, In re Gurley, we held that the 
invention claimed in the patent application was unpat- 
entable based primarily on a prior art reference that dis- 
closed two alternatives, one of which was the claimed 
alternative. Accordingly, mere disclosure of alternative 
designs does not teach away. 

Here, the design patents in the prior art disclose a 
number of alternative shoe sole designs but do not teach 
that hexagonal projections in a facing orientation are 
undesirable and, therefore, do not teach away. Further- 
more, Davies communicates in its specification that its 
claimed invention, which includes hexagonal surfaces in 
a pointing orientation, has "a non-skid characteristic ef- 
fective in all directions relative to [**13] its use." U.K. 
Patent No. 513,375 (accepted Oct. 11, 1939) at 2, 11. 19- 
20. But Davies does not teach that hexagons in a facing 
orientation would be ineffective. Accordingly, we find 
unpersuasive appellants' arguments that the prior art 
teaches away from hexagonal surfaces in a facing orien- 
tation. 

Appellants next contend that the Board's finding 
lacks substantial evidence because it does not show a 
teaching in the prior art directed to the importance of 
aligning the cylindrical polygonal studs in a facing orien- 
tation. In their patent application, appellants assert that 
"this general orientation [a facing orientation] of the sur- 
faces 36 has been found optimal for slip resistance in the 
sole of a shoe, in which there is a predetermined, usual or 
ordinary direction of travel." (Emphasis added.) Appel- 
lants' argument is unpersuasive from a legal standpoint 
because it again relies on the mistaken premise that the 
1 202] prior art must teach that a particular combina- 
tion is preferred, or "optimal," for the combination to be 
obvious. Furthermore, as we emphasized in In re Beattie, 
[HN5] "as long as some motivation or suggestion to 
combine the references is provided by the prior an taken 
as [**I4] a whole, the law does not require that the ref- 
erences be combined for the reasons contemplated by the 
inventor." 974 F.2cl at 1 3 12. Accordingly, this argument 
is unpersuasive because the Board need not have found 



the combination of Bowerman and Pope to be desirable 
for the reason stated in the '198 application. 

This argument also fails on the facts of this case be- 
cause the Board's findings are sufficiently broad to en- 
compass appellants' idea of using a facing orientation 
because the predominant direction of travel is forward. 
The Board's finding that other cylindrical polygon shapes 
"may be employed to provide sharp edges which bite 
into artificial turf for good traction" suggests the impor- 
tance of orientation because "bite" comes primarily from 
the front and back edges of the contact surface of a 
multi -sided stud being oriented so that the front edge 
faces the direction of travel and the back edge is directly 
opposite, as disclosed in Bowerman. See Bowerman, col. 
2, 11. 55-60, figs. 2, 4. Indeed, in a discussion of "bite," 
Bowerman refers to Figures 2 and 4 of its specification, 
which depict a facing orientation. Id. Bite may also arise 
from the other edges of [**15] the contact surface, as 
well as edges formed by the intersection of the sides of 
the stud. 

The Board also found that "a person having ordinary 
skill in the art would have readily appreciated Pope's 
known hexagonal shaped projecting surfaces as being 
particularly well suited for implementing Bowerman's 
desire for projections having a plurality of sharp edges 
adapted to bite into artificial turf to obtain good traction." 
Ex parte Fulton, 2003 Pat. App. LEXIS 88 at *7. Rea- 
sons why a hexagonal surface would be well-suited for 
obtaining good traction include the fact that the greater 
number of edges in a hexagon over a square provide bite 
in more directions. Further, although the Board's finding 
could perhaps have been clearer, it encompasses appel- 
lants' claim that a facing orientation is desirable because 
it provides bite in the forward direction. The Board's 
finding states that a person of ordinary skill of the art 
would have recognized that hexagonal surfaces as in 
Pope are "particularly well suited" to provide bite. Id. By 
referring to Pope, which has a facing orientation, rather 
than patents in the examination record that disclosed a 
pointing orientation, the Board's finding recognizes 
[**16] the importance of a facing orientation and, there- 
fore, also the importance of providing "bite" in the for- 
ward direction. 

Appellants finally contend that the Board did not 
properly weigh the prior art as required by In re Young, 
927 F.2d 588 (Fed. Cir. 199 1 h and did not provide suffi- 
cient reasoning for its rejection of these references as 
required by In re Lee, 277 FJd 1338 (Fed. Cir. 2002). 
Although the Board's analysis is short, the Board's deci- 
sion is not so lacking in comparative reasoning that it 
fails under In re Young or In re Lee. The Board clearly 
considered the prior art cited by appellants and provided 
a factual basis upon which we can affirm its decision. 
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III. 

The Board sustained the examiner's rejection of the 
dependent claims of the '198 application because "appel- 
lants have not challenged such with any reasonable 
specificity, thereby allowing these claims to stand or fall 
with parent claim 1." Ex parte Fulton, 2003 Pat. App. 
LEXIS 88 at *9. In its briefing before this court, appel- 
lants have also not raised [*1203] any arguments re- 
lated solely to the dependent claims. Accordingly, be- 
cause we affirm the Board's decision as to claim 1 of the 
[**17] '198 application, we also affirm the Board's deci- 
sion as to the dependent claims. 



Conclusion 

In sum, the Board found that the prior art as a whole 
suggested or motivated a combination of the open pe- 
rimeter of Bowerman with the hexagonal surface and 
facing orientation of Pope. Because this finding was sup- 
ported by substantial evidence, we affirm the Board's 
rejection of the claims of the '198 application. 

AFFIRMED 
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LEXSEE 492 F.3D 1350 

TAKEDA CHEMICAL INDUSTRIES, LTD. and TAKEDA PHARMACEUTI- 
CALS NORTH AMERICA, INC., Plaintiffs-Appellees, v. ALPHAPHARM PTY., 
LTD. and GENPHARM, INC., Defendants-Appellants. 

06-1329 

UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT 
492 F.3d 1350; 2007 U.S. App. LEXIS 15349; 83 U.S.P.Q.2D (SNA) 1169 



June 28, 2007, Decided 



SUBSEQUENT HISTORY: Later proceeding at Ta- 
keda Chem. Indus, v. Ranbaxy Labs., Ltd., 2007 U.S. 
App. LEXIS 15883 (Fed. Cir., June 28, 2007) 
US Supreme Court certiorari denied by Alphapharm Pty 
v. Takeda Chem. Indus., 2008 U.S. LEXIS 3015 (U.S., 
Mar. 31, 2008) 

PRIOR HISTORY: [**i] 

Appealed from: United States District Court for the 
Southern District of New York Judge Denise Cote. 
Takeda Client. Indus, v. My Ian Labs., Inc., 417 F. Supp. 
2d 341, 2006 U.S. Dist. LEXIS 6710 (S.D.N.Y., 2006) 

DISPOSITION: AFFIRMED. 

CASE SUMMARY: 



effects, while other compounds were more promising at 
the time of invention. The court of appeals concluded 
that the district court did not err in determining that the 
claimed compounds would not have been obvious in 
light of the prior art, and that the patent had not been 
shown to be invalid. The trial also did not err in holding 
that the generic manufacturer failed to establish a prima 
facie case of obviousness. Because the district court's 
conclusions were not clearly erroneous and were sup- 
ported by the record evidence, there was no basis to dis- 
turb them. 

OUTCOME: The judgment of the district court was 
affirmed. 

LexisNexis(R) Headnotes 



PROCEDURAL POSTURE: Defendant, the manufac- 
turer of a generic version of pioglitazone, a compound 
successful in anti-diabetic treatment, appealed from a 
holding of the United States District Court for the South- 
ern District of New York that the generic manufacturer 
failed to prove by clear and convincing evidence that the 
patent claims asserted by plaintiff patent holder were 
invalid as obvious under 35 U.S.C.S. § 103, at the time 
the invention was made. 

OVERVIEW: The generic manufacturer filed an abbre- 
viated new drug application seeking U.S. Food and Drug 
Administration approval to market its generic product 
under 21 U.S.C.S. § 355(j) et seq. The district court re- 
jected the obviousness argument, because the closest 
prior art compound exhibited negative properties that 
would have directed one of ordinary skill in the art away 
from the compound that was eventually patented as the 
lead compound for anti-diabetic treatment. The most 
similarly structured compounds exhibited negative side 



Patent Law > Nonobviousness > General Overview 
[HN1] An invention is not patentable, inter alia, if the 
differences between the subject matter sought to be pat- 
ented and the prior art are such that the subject mailer as 
a whole would have been obvious at the time the inven- 
tion was made to a person having ordinary skill in the 
art. 35 U.S.C.S. § 103(a). 



Patent Law > Infringement Actions > Defenses > Pat- 
ent Invalidity > Validity Presumption 
[HN2] Because a patent is presumed to be valid under 35 
U.S.C.S. § 282, the evidentiary burden to show facts 
supporting a conclusion of invalidity, which rests on the 
accused infringer, is one of clear and convincing evi- 
dence. Whether an invention would have been obvious 
under 35 U.S.C.S. § 103 is a question of law, reviewed 
de novo, based upon underlying factual questions which 
are reviewed for clear error following a bench trial. 
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Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

[HN3] The factors that control an obviousness inquiry 
are: (1) the scope and content of the prior art; (2) the 
differences between the prior art and the claims; (3) the 
level of ordinary skill in the pertinent art; and (4) objec- 
tive evidence of nonobviousness. 



Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

[HN4] Structural similarity between claimed and prior 
art subject matter, which is proven by combining refer- 
ences or otherwise where the prior art gives reason or 
motivation to make the claimed compositions, creates a 
prima facie case of obviousness. In addition to structural 
similarity between the compounds, a prima facie case of 
obviousness also requires a showing of adequate support 
in the prior art for the change in structure. 

Patent Law > Nonobviousness > Evidence & Procedure 
> Prima Facie Obviousness 

[HN5] Normally a prima facie case of obviousness is 
based upon structural similarity, that is, an established 
structural relationship between a prior art compound and 
the claimed compound. That is so because close or estab- 
lished structural relationships may provide the requisite 
motivation or suggestion to modify known compounds to 
obtain new compounds. 

Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

[HN6] A known compound may suggest its homolog, 
analog, or isomer because such compounds often have 
similar properties, and therefore chemists of ordinary 
skill would ordinarily contemplate making them to try to 
obtain compounds with improved properties. To find a 
prima facie case of unpatentability in such instances, a 
showing that the prior art would have suggested making 
the specific molecular modifications necessary to 
achieve the claimed invention was also required. 

Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

[HN7] Courts follow the standard statutory formulation 
under 35 U.S.C.S. § 103, which is whether the claimed 
subject matter would have been obvious at the time the 
invention was made. 



Patent Law > Nonobviousness > Elements & Tests > 
Predictability 

[HN8] When there is a design need or market pressure to 
solve a problem, and there are a finite number of identi- 
fied, predictable solutions, a person of ordinary skill has 
good reason to pursue the known options within his or 
her technical grasp. 

Patent Law > Nonobviousness > Evidence & Procedure 

> Presumptions & Proof 

[HN9] One who claims a compound, per se, which is 
structurally similar to a prior art compound, must rebut 
the presumed expectation that the structurally similar 
compounds have similar properties. 

Patent Law > Nonobviousness > Evidence & Procedure 

> Prima Facie Obviousness 

[HN10] Generalization should be avoided insofar as spe- 
cific chemical structures are alleged to be prima facie 
obvious one from the other. 



Patent Law > Nonobviousness > Elements & Tests > 
Ordinary Skill Standard 

[HN1 1] A person of ordinary skill is a hypothetical per- 
son who is presumed to be aware of all the pertinent 
prior art. 

COUNSEL: David G. Conlin, Edwards Angell Palmer 
& Dodge LLP, of Boston, Massachusetts, argued for 
plaintiffs-appellees. With him on the brief were Barbara 
L. Moore, Kathleen B. Carr, and Adam P. Samansky; 
and Anthony J. Viola, of New York, New York. Of 
counsel on the brief was Mark Chao. Takeda Pharmaceu- 
ticals North America, Inc., of Lincolnshire, Illinois. 

Kevin F. Muiphy, Frommer Lawrence & Haug LLP, of 
New York, New York, argued for defendants-appellants. 
With him on the brief were Edgar H. Haug and Jeffrey 
A. Hovden. 

JUDGES: Before LOURIE, BRYSON, and DYK, Cir- 
cuit Judges. Opinion for the court filed by Circuit Judge 
LOURIE. Concurring opinion filed by Circuit Judge 
DYK. DYK, Circuit Judge, concurring. 

OPINION BY: LOURIE 

OPINION 

[*1352] LOURIE, Circuit Judge. 

Alphapharm Pty., Ltd. and Genpharm, Inc. (collec- 
tively "Alphapharrrf ) appeal from the decision of the 
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United States District Court for the Southern District of 
New York, following a bench trial, that U.S. Patent 
4,687,777 was not shown to be invalid under 35 U.S.C. § 
103. Takeda Cfiem. Indus., Ltd. v. Mylan Labs., 417 F. 
Supp. 2d 341 (S.D.N.Y. 2006). Because we conclude 
[**2] that the district court did not err in determining that 
the claimed compounds would not have been obvious in 
light of the prior art, and hence that the patent has not 
been shown to be invalid, we affirm. 

BACKGROUND 

Diabetes is a disease that is characterized by the 
body's inability to regulate blood sugar. It is generally 
caused by inadequate levels of insulin--a hormone pro- 
duced in the pancreas. Insulin allows blood sugar or glu- 
cose, which is derived from food, to enter into the body's 
cells and be converted into energy. There are two types 
of diabetes, known as Type 1 and Type 2. In Type 1 dia- 
betes, the pancreas fails to produce insulin, and individu- 
als suffering from this type of diabetes must regularly 
receive insulin from an external source. In contrast, Type 
2 diabetic individuals produce insulin. However, then- 
bodies are unable to effectively use the insulin that is 
produced. This is also referred to as insulin resistance. 
As a result, glucose is unable to enter the cells, thereby 
depriving the body of its main source of energy. Type 2 
diabetes is the most common form of diabetes-affecting 
over 90% of diabetic individuals. 

In the 1990s, a class of drugs known as thiazolidin- 
ediones [**3] ("TZDs") was introduced on the market as 
a treatment for Type 2 diabetes. Takeda Chemical Indus- 
tries, Ltd., and Takeda Pharmaceuticals North America, 
Inc. (collectively "Takeda") first invented certain TZDs 
in the 1970s. Takeda's research revealed that TZDs acted 
as insulin sensitizers, i.e., compounds that ameliorate 
insulin resistance. Although the function of TZDs was 
not completely understood, TZDs appeared to lower 
blood glucose levels by binding to a molecule in the nu- 
cleus of the cell known as PPAR-gamma, which acti- 
vates insulin receptors and stimulates the production of 
glucose transporters. Takeda, 417 F. Supp. 2d at 348-49. 
The transporters then travel to the cellular surface and 
enable glucose to enter the cell from the bloodstream. Id. 

Takeda developed the drug ACTOS (R), which is 
used to control blood sugar in patients who suffer from 
Type 2 diabetes. ACTOS (R) has enjoyed substantial 
commercial success since its launch in 1999. By [*1353] 
2003, it held 47% of the TZD market, and gross sales for 
that year exceeded S 1.7 billion. Id. at 386. The active 
ingredient in ACTOS (R) is the TZD compound pioglita- 
zone, a compound claimed in the patent in suit. 

Takeda owns U.S. Patent 4,687,777 [**4] (the "777 
patent") entitled "Thiazolidinedione Derivatives, Useful 
As Antidiabetic Agents." The patent is directed to "com- 



pounds which can be practically used as antidiabetic 
agents having a broad safety margin between pharmacol- 
ogical effect and toxicity or unfavorable side reactions." 
'777 patent col.l 11.34-37. The asserted claims are claims 
1, 2, and 5. Claim 1 claims a genus of compounds. Claim 
5 claims pharmaceutical compositions containing that 
genus of compounds. Those claims read as follows: 

1 . A compound of the formula: 

[SEE DIAGRAM IN ORIGINAL] 

or a pharmacologically acceptable 
salt thereof. 

5. An antidiabetic composition which 
consists essentially of a compound of the 
formula: 

[SEE DIAGRAM IN ORIGINAL] 

or a pharmacologically acceptable 
salt thereof, in association with a pharma- 
cologically acceptable carrier, excipient or 
diluent. 



Id., claims 1 & 5. 

For purposes of this appeal, the critical portion of 
the compound structure is the left moiety of the mole- 
cule, namely, the ethyl -substituted pyridyl ring. 1 That 
chemical structure, which has an ethyl substituent 
(C[2]H[5]) pictorial ly drawn to the center of the pyridyl 
ring, indicates that the structure covers four possible 
compounds, [**5] viz., compounds with an ethyl sub- 
stituent located at the four available positions on the 
pyridyl ring. Takeda, 417 F. Supp. 2d at 360. The for- 
mula includes the 3 -ethyl compound, 4-ethyl compound, 
5-ethyl compound (pioglitazone), and 6-ethyl compound. 

[*1354] Claim 2 of the 777 patent covers the sin- 
gle compound pioglitazone. That claim, which depends 
from claim L reads: 

2. A compound as claimed in claim L 
wherein the compound is 5-4-[2-(5-ethyl- 
2-pyridyl)ethoxy]benzyl-2 s 4- 
thiazolidinedione. 



777 patent, claim 2. Pioglitazone is referred to as the 5- 
ethyl compound because the ethyl substituent is attached 
to the 5-position on the pyridyl ring. That portion of the 
compound is depicted as: 

[SEE DIAGRAM IN ORIGINAL] 
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1 Pyridine is a "six-membered carbon- 
containing ring with one carbon replaced by a ni- 
trogen.'' Takeda, 417 F. Supp. 2d at 351. 

Alphapharm, a generic drug manufacturer, filed an 
Abbreviated New Drug Application ("AND A") pursuant 
to the Hatch-Waxman Act seeking U.S. Food and Drug 
Administration ("FDA") approval under 21 U.S.C. § 
355(j) et seq. to manufacture and sell a generic version of 
pioglitazone. Alphapharm filed a Paragraph IV certifica- 
tion with its ANDA pursuant to § 505(j)(2)(B)(ii), [**6] 
asserting that the 777 patent is invalid as obvious under 
35 U.S.C. § 103. In response, Takeda sued Alphapharm, 
along with three other generic drug manufacturers who 
also sought FDA approval to market generic pioglita- 
zone, alleging that the defendants have infringed or will 
infringe the 777 patent. 

On January 17, 2006, the district court commenced a 
bench trial solely on the issues of validity and enforce- 
ability of the 777 patent. Alphapharm advanced its inva- 
lidity argument, asserting that the claimed compounds 
would have been obvious at the time of the alleged in- 
vention. Alphapharm's obviousness contention rested 
entirely on a prior art TZD compound that is referenced 
in Table 1 of the 777 patent as compound b. The left 
moiety of compound b consists of a pyridyl ring with a 
methyl (CH[3]) group attached to the 6-position of the 
ring. That portion of its chemical structure is illustrated 
as follows: 

[SEE DIAGRAM IN ORIGINAL] 

Alphapharm asserted that the claimed compounds 
would have been obvious over compound b. 

The district court found that Alphapharm failed to 
prove by clear and convincing evidence that the asserted 
claims were invalid as obvious under 35 U.S.C. § 103. 
The court first [**7] concluded that there was no moti- 
vation in the prior art to select compound b as the lead 
compound for antidiabetic research, and that the prior art 
taught away from its use. As such, the court concluded 
that Alphapharm failed to make a prima facie case of 
obviousness. The court continued its analysis and found 
that even if Alphapharm succeeded in making a prima 
facie showing, Takeda would still prevail because any 
prima facie case of obviousness was rebutted by the un- 
expected results of pioglilazone's nontoxicity. The court 
then rendered judgment in favor of Takeda. The district 
court also held that the 777 patent had not been procured 
though inequitable conduct. That decision has been sepa- 
rately appealed and has been affirmed in a decision is- 
sued today. 

Alphapharm timely appealed. We have jurisdiction 
pursuant to 28 U.S.C. § 1295(a)(1), 

DISCUSSION 



A. Standard of Review 

In this appeal, we are presented with one issue, 
namely, whether the asserted [*1355] claims of the 777 
patent would have been obvious under 35 U.S.C. § 103 
at the time the invention was made. [HN1] An invention 
is not patentable, inter alia, "if the differences between 
the subject matter sought to be patented and the prior art 
are [**8] such that the subject matter as a whole would 
have been obvious at the time the invention was made to 
a person having ordinary skill in the art." 35 U.S.C. § 
103(a). [HN2] Because a patent is presumed to be valid, 
35 U.S.C. § 282, the evidentiary burden to show facts 
supporting a conclusion of invalidity, which rests on the 
accused infringer, is one of clear and convincing evi- 
dence. AK Steel Corp. v. Sollac & Ugine, 344 F.3d 1234, 
1238-39 (Fed. Cir. 2003). Whether an invention would 
have been obvious under 35 U.S.C. § 103 is a "question 
of law, reviewed de novo, based upon underlying factual 
questions which are reviewed for clear error following a 
bench trial." Alza Corp. v. Mylan Labs., Inc., 464 FJd 
1286, 1289 (Fed. Cir. 2006). 

B. Obviousness 

Alphapharm raises three main arguments in support 
of its contention that the claims would have been obvi- 
ous. First, Alphapharm asserts that the district court mis- 
applied the law, particularly the law governing obvious- 
ness in the context of structurally similar chemical com- 
pounds. According to Alphapharm, the record estab- 
lished that compound b was the most effective antidia- 
betic compound in the prior art, and thus the court erred 
by failing to apply [**9] a presumption that one of ordi- 
nary skill in the art would have been motivated to make 
the claimed compounds. Alphapharm asserts that such a 
conclusion is mandated by our case law, including our en 
banc decision in In re Dillon, 919 F.2d 688 (Fed. Cir. 
1990). Second, Alphapharm argues that the court erred in 
determining the scope and content of the prior art, in 
particular, whether to include the prosecution history of 
the prior 779 patent. Lastly, Alphapharm assigns error to 
numerous legal and factual determinations and certain 
evidentiary rulings that the court made during the course 
of the trial. 

Takeda responds that the district court correctly de- 
termined that Alphapharm failed to prove by clear and 
convincing evidence that the asserted claims are invalid 
as obvious. Takeda contends that there was overwhelm- 
ing evidence presented at trial to support the court's con- 
clusion that no motivation existed in the prior art for one 
of ordinary skill in the art to select compound b as a lead 
compound, and even if there was, that the unexpected 
results of pioglitazone's improved toxicity would have 
rebutted any prima facie showing of obviousness. Ta- 
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keda further argues that all of Alphapharm's [**10] re- 
maining challenges to the district court's legal and factual 
rulings are simply without merit. 

We agree with Takeda that the district court did not 
err in concluding that the asserted claims of the 777 pat- 
ent would not have been obvious. The Supreme Court 
recently addressed the issue of obviousness in KSR In- 
ternational Co. v. Teleflex Inc., 127 S. Ct. 1727, 167 L 
Ed. 2d 705 (2007). The Court stated that[HN3] the Gra- 
ham v. John Deere Co. of Kansas City, 383 U.S. 1, 86 S. 
Ct. 684, 15 L Ed. 2d 545 (1966), factors still control an 
obviousness inquiry. Those factors are: 1) "the scope and 
content of the prior art"; 2) the "differences between the 
prior art and the claims"; 3) "the level of ordinary skill in 
the pertinent art"; and 4) objective evidence of nonobvi- 
ousness. KSR, 127 S. Ct. at 1734 (quoting Graham, 383 
U.S. at 17-18). 

In a thorough and well-reasoned opinion, albeit ren- 
dered before KSR was decided [*1356] by the Supreme 
Court, the district court made extensive findings of fact 
and conclusions of law as to the four Graham factors. 
Alphapharm's arguments challenge the court's determina- 
tions with respect to certain of these factors, which we 
now address. 

/. Differences Between the Prior Art and the Claims 

a. Selection of Compound b as Lead [**11] Com- 
pound 

Alphapharm's first argument challenges the court's 
determination with regard to the "differences between the 
prior art and the claims." Alphapharm contends that the 
court erred as a matter of law in holding that the ethyl- 
substituted TZDs were nonobvious in light of the closest 
prior art compound, compound b, by misapplying the 
law relating to obviousness of chemical compounds. 

We disagree. Our case law concerning prima facie 
obviousness of structurally similar compounds is well- 
established. We have held that [HN4] "structural similar- 
ity between claimed and prior art subject matter, proved 
by combining references or otherwise, where the prior art 
gives reason or motivation to make the claimed composi- 
tions, creates a prima facie case of obviousness." Dillon, 
919 F.2d at 692. In addition to structural similarity be- 
tween the compounds, a prima facie case of obviousness 
also requires a showing of "adequate support in the prior 
art" for the change in structure. /// re Grabiak, 769 F.2d 
729, 731-32 (Fed. Cir. 1985). 

We elaborated on this requirement in the case of In 
re Deuel, 51 F.3d 1552, 1558 (Fed. Cir. 1995), where we 
staled that[HN5] "[n]ormally a prima facie case of obvi- 
ousness is based [**12] upon structural similarity, i.e., 
an established structural relationship between a prior art 
compound and the claimed compound." That is so be- 



cause close or established "[structural relationships may 
provide the requisite motivation or suggestion to modify 
known compounds to obtain new compounds." Id. [HN6] 
A known compound may suggest its homolog, analog, or 
isomer because such compounds "often have similar 
properties and therefore chemists of ordinary skill would 
ordinarily contemplate making them to try to obtain 
compounds with improved properties." Id. We clarified, 
however, that in order to find a prima facie case of un- 
patentability in such instances, a showing that the "prior 
art would have suggested making the specific molecular 
modifications necessary to achieve the claimed inven- 
tion" was also required. Id. (citing In re Jones, 958 F.2d 
347 (Fed. Cir. 1992): Dillon, 919 F.2d 688: Grabiak, 
769 F.2d 729: In re Lalu, 747 F.2d 703 (Fed. Cir. 
1984)). 

That test for prima facie obviousness for chemical 
compounds is consistent with the legal principles enunci- 
ated in KSR. 2 While the KSR Court rejected a rigid ap- 
plication of the teaching, suggestion, or motivation 
("TSM") test in an obviousness [**13] inquiry, the 
Court acknowledged the importance of identifying "a 
reason that would have prompted a person of ordinary 
skill in the relevant field to combine [*1357] the ele- 
ments in the way the claimed new invention does" in an 
obviousness determination. KSR, 127 S. Ct. at 1731. 
Moreover, the Court indicated that there is "no necessary 
inconsistency between the idea underlying the TSM test 
and the Graham analysis." Id. As long as the test is not 
applied as a "rigid and mandatory" formula, that test can 
provide "helpful insight" to an obviousness inquiry. Id. 
Thus, in cases involving new chemical compounds, it 
remains necessary to identify some reason that would 
have led a chemist to modify a known compound in a 
particular manner to establish prima facie obviousness of 
a new claimed compound. 

2 We note that the Supreme Court in its KSR 
opinion referred to the issue as whether claimed 
subject matter "was"' or "was not" obvious. Since 
35 U.S.C. § 103 uses the language "would have 
been obvious." and the Supreme Court in KSR 
did consider the particular time at which obvi- 
ousness is determined, we consider that[HN7] 
the Court did not in KSR reject the standard statu- 
tory formulation of the inquiry whether [**14] 
the claimed subject matter "would have been ob- 
vious at the time the invention was made." 35 
U.S.C. §103. Hence, we will continue to use the 
statutory "would have been" language. 

We agree with Takeda and the district court that Al- 
phapharm failed to make that showing here. Alphapharm 
argues that the prior art would have led one of ordinary 
skill in the art to select compound b as a lead compound. 
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By "lead compound," we understand Alphapharm to re- 
fer to a compound in the prior art that would be most 
promising to modify in order to improve upon its 
antidiabetic activity and obtain a compound with better 
activity. 3 Upon selecting that compound for antidiabetic 
research, Alphapharm asserts that one of ordinary skill in 
the art would have made two obvious chemical changes: 
first, homologation, i.e., replacing the methyl group with 
an ethyl group, which would have resulted in a 6-ethyl 
compound; and second, "ring-walking," or moving the 
ethyl substituent to another position on the ring, the 5- 
position, thereby leading to the discovery of pioglita- 
zone. Thus, Alphapharm's obviousness argument clearly 
depends on a preliminary finding that one of ordinary 
skill in the art would have selected [**15] compound b 
as a lead compound. 

3 The parties do not dispute that compound b 
was the closest prior art compound. Thus, the le- 
gal question is whether or not the claimed subject 
matter would have been obvious over that com- 
pound. We will, however, use Alphapharm's ter- 
minology of "lead compound" in this opinion, de- 
ciding the appeal as it has been argued. 

The district court found, however, that one of ordi- 
nary skill in the art would not have selected compound b 
as the lead compound. In reaching its determination, the 
court first considered Takeda's U.S. Parent 4,287,200 
(the '"200 patent"), which was issued on September 1, 
1981, and its prosecution history. The court found that 
the 700 patent "discloses hundreds of millions of TZD 
compounds." 4 Takeda, 417 F. Supp. 2d at 378. The pat- 
ent specifically identified fifty-four compounds, includ- 
ing compound b, that were synthesized according to the 
procedures described in the patent, but did not disclose 
experimental data or test results for any of those com- 
pounds. The prosecution history, however, disclosed test 
results for nine specific compounds, including compound 
b. That information was provided to the examiner in re- 
sponse to a rejection in [**16] order to show that the 
claimed compounds of the '200 patent were superior to 
the known compounds that were disclosed in a cited ref- 
erence. The court, however, found nothing in the '200 
patent, or in its file history, to suggest to one of ordinary 
skill in the art that those nine compounds, out of the 
hundreds of millions of compounds covered by the pat- 
ent application, were the best performing compounds as 
antidiabetics, and hence targets for modification to seek 
improved properties. Id. at 375. 

4 Three divisional applications derive from the 
'200 patent. Those applications matured into U.S. 
Patent 4,340,605, U.S. Patent 4.438J4L and 
U.S. Patent No. 4,444,779 (the "779 Patent"). 
The 779 patent is of particular relevance in this 



appeal and is discussed below. Takeda, 417 F. 
Supp. 2d at 378. 

[*1358] The court next considered an article that 
was published the following year in 1982 by T. Sodha et 
al. entitled "Studies on Antidiabetic Agents. II. Synthesis 
of 5-[4-( 1 -Methy Icyc lohexylmet hoxy)- 

benzyl]thiazolidine-2,4-dione (ADD-3878) and Its De- 
rivatives" ("Sodha IT). The Sodha 11 reference disclosed 
data relating to hypoglycemic activity and plasma 
triglyceride lowering activity for 101 TZD compounds. 
[**17] Those compounds did not include pioglitazone, 
but included compound b. Significantly, Sodha II identi- 
fied three specific compounds that were deemed most 
favorable in terms of toxicity and activity. Notably, 
compound b was not identified as one of the three most 
favorable compounds. On the contrary, compound b. was 
singled out as causing "considerable increases in body 
weight and brown fat weight." 

The court also considered Takeda's 779 patent. That 
patent covers a subset of compounds originally included 
in the '200 patent application, namely, TZD compounds 
"where the pyridyl or thiazolyl groups may be substi- 
tuted." Id. at 353. The broadest claim of the 779 patent 
covers over one million compounds. Id. at 378. Com- 
pound b was specifically claimed in claim 4 of the pat- 
ent. The court noted that a preliminary amendment in the 
prosecution history of the patent contained a statement 
that "the compounds in which these heterocyclic rings 
are substituted have become important, especially [com- 
pound b]." Id. 

Based on the prior art as a whole, however, the court 
found that a person of ordinary skill in the art would not 
have selected compound b as a lead compound for 
antidiabetic treatment. Although [**18] the prosecution 
history of the 779 patent included the statement that 
characterized compound b as "especially important," the 
court found that any suggestion to select compound b 
was essentially negated by the disclosure of the Sodha II 
reference. The court reasoned that one of ordinary skill 
in the art would not have chosen compound b, notwith- 
standing the statement in the 779 patent prosecution 
history, "given the more exhaustive and reliable scien- 
tific analysis presented by Sodha IT, which taught away 
from compound b, and the evidence from all of the TZD 
patents that Takeda filed contemporaneously with the 
779 [pjatent showing that there were many promising, 
broad avenues for further research." Id. at 380. 

The court found that the three compounds that the 
Sodha II reference identified as "most favorable" and 
"valuable for the treatment of maturity-onset diabetes," 
not compound b, would have served as the best "starting 
point for further investigation" to a person of ordinary 
skill in the art. Id. at 376. Because diabetes is a chronic 
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disease and thus would require long term treatment, the 
court reasoned that researchers would have been dis- 
suaded from selecting a lead compound that [**19] ex- 
hibited negative effects, such as toxicity, or other adverse 
side effects, especially one that causes "considerable 
increases in body weight and brown fat weight." Id. at 
376-77. Thus, the court determined that the prior art did 
not suggest to one of ordinary skill in the art that com- 
pound b would be the best candidate as the lead com- 
pound for antidiabetic research. 

Admissions from Alphapharm witnesses further but- 
tressed the court's conclusion. Dr. Rosenberg, head of 
Alphapharm's intellectual property department, testified 
as a 30(b)(6) witness on behalf of Alphapharm. In dis- 
cussing Sodha II, Dr. Rosenberg admitted that there was 
nothing in [*1359] the article that would recommend 
that a person of ordinary skill in the art choose com- 
pound b over other compounds in the article that had the 
same efficacy rating. Dr. Rosenberg, acknowledging that 
compound b had the negative side effects of increased 
body weight and brown fat, also admitted that a com- 
pound with such side effects would "presumably not" be 
a suitable candidate compound for treatment of Type II 
diabetes. Alphapharm's expert, Dr. Mosberg, concurred 
in that view at his deposition when he admitted that a 
medicinal chemist would find [**20] such side effects 
"undesirable." 

Moreover, another Alphapharm 30(b)(6) witness, 
Barry Spencer, testified at his deposition that in review- 
ing the prior art, one of ordinary skill in the art would 
have chosen three compounds in Sodha II as lead com- 
pounds for research, not solely compound b. In addition, 
Takeda's witness, Dr. Morton, testified that at the time 
Sodha II was published, it was known that obesity con- 
tributed to insulin resistance and Type 2 diabetes. Thus, 
one of ordinary skill in the art would have concluded that 
Sodha II taught away from pyridyl compounds because it 
associated adverse side effects with compound b. 

We do not accept Alphapharm's assertion that KSR, 
as well as another case recently decided by this court, 
Pfizer, Inc. v. Apotex, Inc., 480 F.3d 1348 (Fed Or. 
2007), mandates reversal. Relying on KSR, Alphapharm 
argues that the claimed compounds would have been 
obvious because the prior art compound fell within "the 
objective reach of the claim," and the evidence demon- 
strated that using the techniques of homologation and 
ring-walking would have been "obvious to try." Addi- 
tionally, Alphapharm argues that our holding in Pfizer, 
where we found obvious certain claims [**21] covering 
a particular acid-addition salt, directly supports its posi- 
tion. 

We disagree. The KSR Court recognized that[HN8] 
"[w]hen there is a design need or market pressure to 



solve a problem and there are a finite number of identi- 
fied, predictable solutions, a person of ordinary skill has 
good reason to pursue the known options within his or 
her technical grasp." KSR, 127 S. Ct. at 1732. In such 
circumstances, "the fact that a combination was obvious 
to try might show that it was obvious under § 103." Id. 
That is not the case here. Rather than identify predictable 
solutions for antidiabetic treatment, the prior art dis- 
closed a broad selection of compounds any one of which 
could have been selected as a lead compound for further 
investigation. Significantly, the closest prior art com- 
pound (compound b, the 6-methyl) exhibited negative 
properties that would have directed one of ordinary skill 
in the art away from that compound. Thus, this case fails 
to present the type of situation contemplated by the Court 
when it stated that an invention may be deemed obvious 
if it was "obvious to try." The evidence showed that it 
was not obvious to try. 

Similarly, Alphapharm's reliance on Pfizer fares no 
better. [**22] In Pfizer, we held that certain claims cov- 
ering the besylate salt of amlodipine would have been 
obvious. The prior art included a reference, referred to as 
the Berge reference, that disclosed a genus of pharma- 
ceutical ly acceptable anions that could be used to form 
pharmaceutically acceptable acid addition salts, as well 
as other publications that disclosed the chemical charac- 
teristics of the besylate salt. Pfizer, 480 F.3d at 1363. 
Noting that our conclusion was based on the "particular- 
ized facts of this case," we found that the prior art pro- 
vided [*1360] "ample motivation to narrow the genus 
of 53 pharmaceutically-acceptable anions disclosed by 
Berge to a few, including benzene sulphonate." Id. at 
1363. 1367. Here, the court found nothing in the prior art 
to narrow the possibilities of a lead compound to com- 
pound b. In contrast, the court found that one of ordinary 
skill in the art would have chosen one of the many com- 
pounds disclosed in Sodha II, of which there were over 
ninety, that "did not disclose the existence of toxicity or 
side effects, and to engage in research to increase the 
efficacy and confirm the absence of toxicity of those 
compounds, rather than to choose as a starting point 
[**23] a compound with identified adverse effects." 
Thus, Pfizer does not control this case. 

Based on the record before us, we conclude that the 
district court's fact-findings were not clearly erroneous 
and were supported by evidence in the record. Moreover, 
we reject the assertion that the court failed to correctly 
apply the law relating to prima facie obviousness of 
chemical compounds. Because Alphapharm's obvious- 
ness argument rested entirely on the court making a pre- 
liminary finding that the prior art would have led to the 
selection of compound b as the lead compound, and Al- 
phapharm failed to prove that assertion, the court did not 
commit reversible error by failing to apply a presumption 
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of motivation. We thus conclude that the court did not err 
in holding that Alphapharm failed to establish a prima 
facie case of obviousness. See Eli Lilly <& Co. v. Zenith 
Goldline Pharms., 471 F.3d 1369 (Fed. Cir. 2006) (af- 
firming the district court's finding of nonobviousness 
upon concluding, in part, that the prior art compound 
would not have been chosen as a lead compound). 

b. Choice of the Claimed Compounds 

Even if Alphapharm had established that preliminary 
finding, and we have concluded that it did [**24] not, 
the record demonstrates that Alphapharm' s obviousness 
argument fails on a second ground. The district court 
found nothing in the prior art to suggest making the spe- 
cific molecular modifications to compound b that are 
necessary to achieve the claimed compounds. In reaching 
that conclusion, the court first found that the process of 
modifying lead compounds was not routine at the time of 
the invention. Takeda, 417 F. Supp. 2d at 380. Dr. Mos- 
berg opined that the steps of homologation and ring- 
walking were "routine steps in the drug optimization 
process," but the court found that testimony unavailing in 
light of the contrary, more credible, testimony offered by 
Takeda's experts. Id. at 381. In addition, the court relied 
on Dr. Rosenberg's admission that a person of ordinary 
skill in the art would "look at a host of substituents, such 
as chlorides, halides and others, not just methyls" in 
modifying the pyridyl ring. Id. 

Pioglitazone differs from compound b in two re- 
spects, and one would have to both homologate the 
methyl group of compound b and move the resulting 
ethyl group to the 5-position on the pyridyl ring in order 
to obtain pioglitazone. With regard to homologation, the 
court [**25] found nothing in the prior art to provide a 
reasonable expectation that adding a methyl group to 
compound b would reduce or eliminate its toxicity. 
Based on the test results of the numerous compounds 
disclosed in Sodha II, the court concluded that "homolo- 
gation had no tendency to decrease unwanted side ef- 
fects" and thus researchers would have been inclined "to 
focus research efforts elsewhere." Id. at 383. Indeed, 
several other compounds exhibited similar or better po- 
tency than compound b, and one compound in particular, 
compound 99, that had no identified problems differed 
significantly [*1361] from compound b in structure. Id. 
at 376 «.5/. Moreover, Dr. Mosberg agreed with Ta- 
keda's expert, Dr. Danishefsky, that the biological activi- 
ties of various substituents were "unpredictable" based 
on the disclosure of Sodha II. Id. at 384-85. The court 
also found nothing in the '200 and 779 patents to suggest 
to one of ordinary skill in the art that homologation 
would bring about a reasonable expectation of success. 

As for ring-walking, the court found that there was 
no reasonable expectation in the art that changing the 



positions of a substituent on a pyridyl ring would result 
in beneficial changes. [**26] Dr. Mosberg opined that 
the process of ring- walking was "known" to Takeda, but 
the court found that testimony inapt as it failed to support 
a reasonable expectation to one of ordinary skill in the 
art that performing that chemical change would cause a 
compound to be more efficacious or less toxic. Id. at 
382. Moreover, Dr. Mosberg relied on the efficacy data 
of phenyl compounds in Sodha II, but the court found 
those data insufficient to show that the same effects 
would occur in pyridyl compounds. 

Alphapharm relies on In re Wilder, 563 F.2d 457 
(CCPA 1977), for the proposition that differences in a 
chemical compound's properties, resulting from a small 
change made to the molecule, are reasonably expected to 
vary by degree and thus are insufficient to rebut a prima 
facie case of obviousness. In Wilder, our predecessor 
court affirmed the Board's holding that a claimed com- 
pound, which was discovered to be useful as a rubber 
antidegradant and was also shown to be nontoxic to hu- 
man skin, would have been obvious in light of its ho- 
molog and isomer that were disclosed in the prior art. 
The evidence showed that the homolog was similarly 
nontoxic to the human skin, whereas the isomer was 
toxic. [**27] The court held that [HN9] "one who 
claims a compound, per se, which is structurally similar 
to a prior art compound must rebut the presumed expec- 
tation that the structurally similar compounds have simi- 
lar properties." Id. at 460. While recognizing that the 
difference between the isomer's toxicity and the non tox- 
icity of the homolog and claimed compound "indicate[d] 
some degree of unpredictability," the court found that the 
appellant failed to "point out a single actual difference in 
properties between the claimed compound and the homo- 
logue," and thus failed to rebut the presumption. Wilder, 
563 F.2d at 460. 

We would note that since our Wilder decision, we 
have cautioned "that [HN10] generalization should be 
avoided insofar as specific chemical structures are al- 
leged to be prima facie obvious one from the other," 
Grabiak, 769 F.2d at 731. In addition to this caution, the 
facts of the present case differ significantly from the 
facts of Wilder. Here, the court found that pioglitazone 
exhibited unexpectedly superior properties over the prior 
art compound b. Takeda, 417 F. Supp. 2d at 385. The 
court considered a report entitled "Preliminary Studies 
on Toxicological Effects of Ciglitazone-Related Com- 
pounds [**28] in the Rats" that was presented in Febru- 
ary 1984 by Dr. Takeshi Fujita, then-Chief Scientist of 
Takeda's Biology Research Lab and co-inventor of the 
777 patent. That report contained results of preliminary 
toxicity studies that involved selected compounds, in- 
cluding pioglitazone and compound b. Compound b was 
shown to be "toxic to the liver, heart and erythrocytes. 
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among other things," whereas pioglitazone was "com- 
paratively potent" and "showed no statistically signifi- 
cant toxicity." Id. at 356-57. During the following 
months, Takeda performed [*1362] additional toxicity 
studies on fifty compounds that had been already synthe- 
sized and researched by Takeda, including pioglitazone. 
The compounds were tested for potency and toxicity. 
The results were presented in another report by Fujita 
entitled "Pharmacological and Toxicological Studies of 
Ciglitazone and Its Analogues." Pioglitazone was shown 
to be the only compound that exhibited no toxicity, al- 
though many of the other compounds were found to be 
more potent. Id. at 358. 

Thus, the court found that there was no reasonable 
expectation that pioglitazone would possess the desirable 
property of nontoxicity, particularly in light of the toxic- 
ity [**29] of compound b. The court's characterization 
of pioglitazone's unexpected results is not clearly errone- 
ous. As such, Wilder does not aid Alphapharm because, 
unlike the homolog and claimed compound in Wilder 
that shared similar properties, pioglitazone was shown to 
differ significantly from compound b, of which it was 
not a homolog, in terms of toxicity. Consequently, Ta- 
keda rebutted any presumed expectation that compound 
b and pioglitazone would share similar properties. 

Alphapharm also points to a statement Takeda made 
during the prosecution of the 779 patent as evidence that 
there was a reasonable expectation that making changes 
to the pyridyl region of compound b would lead to "bet- 
ter toxicity than the prior art." During prosecution of the 
779 patent, in response to an enablement rejection, Ta- 
keda stated that "there should be no reason in the instant 
case for the Examiner to doubt that the claimed com- 
pounds having the specified substituent would function 
as a hypolipidemic and hypoglycemic agent as specified 
in the instant disclosure." That statement, however, indi- 
cates only that changes to the left moiety of a lead com- 
pound would create compounds with the same properties 
as the [**30] compounds of the prior art; it does not 
represent that lower toxicity would result. And even if 
the statement did so represent, it does not refer to any 
specific substituent at any specific position of TZD's left 
moiety as particularly promising. As the court correctly 
noted, the compounds disclosed in the 779 patent in- 
cluded a variety of substituents, including lower alkyls, 
halogens, and hydroxyl groups, attached to a pyridyl or 
thiazolyl group. As discussed supra, the district court 
found that the claims encompassed over one million 
compounds. Thus, we disagree with Alphapharm that 
that statement provided a reasonable expectation to one 
of ordinary skill in the art that performing the specific 
steps of replacing the methyl group of the 6-methyl com- 
pound with an ethyl group, and moving that substituent 
to the 5 -position of the ring, would have provided a 



broad safety margin, particularly in light of the district 
court's substantiated findings to the contrary. 

We thus conclude that Alphapharm's challenges fail 
to identify grounds for reversible error. The court prop- 
erly considered the teachings of the prior art and made 
credibility determinations regarding the witnesses at trial. 
[**31] We do not see any error in the district court's de- 
termination that one of ordinary skill in the art would not 
have been prompted to modify compound b, using the 
steps of homologation and ring -walking, to synthesize 
the claimed compounds. Because the court's conclusions 
are not clearly erroneous and are supported by the record 
evidence, we find no basis to disturb them. 

The court properly concluded that Alphapharm did 
not make out a prima facie case of obviousness because 
Alphapharm [*1363] failed to adduce evidence that 
compound b would have been selected as the lead com- 
pound and, even if that preliminary showing had been 
made, it failed to show that there existed a reason, based 
on what was known at the time of the invention, to per- 
form the chemical modifications necessary to achieve the 
claimed compounds. 

In light of our conclusion that Alphapharm failed to 
prove that the claimed compounds would have been 
prima facie obvious, we need not consider any objective 
indicia of nonobviousness. 5 

5 The concurrence, while agreeing that the ques- 
tion of the "overbreadth" of claims 1 and 5 has 
been waived, states further that the 6-ethyl com- 
pound, which is within the scope of claims 1 and 
5, has not been [**32] shown to possess unex- 
pected results sufficient to overcome a prima fa- 
cie case of obviousness, and hence claims 1 and 5 
are likely invalid as obvious. Since waiver is suf- 
ficient to answer the point being raised, no further 
comment need be made concerning its substance. 

2. Scope and Content of the Prior Art 

Alphapharm also assigns error to the district court's 
determination regarding the scope and content of the 
prior art. Alphapharm asserts that the court excluded the 
prosecution history of the 779 patent from the scope of 
the prior art after wrongly concluding that it was not ac- 
cessible to the public. Takeda responds that the court 
clearly considered the 779 patent prosecution history, 
which was admitted into evidence on the first day of tes- 
timony. Takeda urges that the court's consideration of the 
prosecution history is apparent based on its extensive 
analysis of the 779 patent and the file history that ap- 
pears in the court's opinion. 

We agree with Takeda that the district court did not 
err in its consideration of the scope of the prior art. As 
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discussed above, the court considered the prosecution 
history, and even expressly considered one of the key 
statements in the prosecution [**33] history upon which 
Alphapharm relies in support of its position that com- 
pound b would have been chosen as the lead compound. 
Takeda, 417 F. Supp. 2d at 378. In considering the 
prosecution history of the 779 patent, the court noted 
that Takeda filed a preliminary amendment on March 15, 
1983, in which its prosecuting attorney stated that "the 
compounds in which these heterocyclic rings are substi- 
tuted have become important, especially [the 6-methyl 
compound]." Id. The court rejected Alphapharm's asser- 
tion that that statement supported the conclusion that 
compound b would have been selected as a lead com- 
pound. Rather, the court found that viewing the prior art 
as a whole, the prior art showed "that Takeda was ac- 
tively conducting research in many directions, and had 
not narrowed its focus to compound b." Id. at 379. Thus, 
while the district court may have incorrectly implied that 
prosecution histories are not accessible to the public, see 
id. at n.59, see also Custom Accessories, Inc. v. Jeffrey- 
Allan Indus., 807 F.2d 955 (Fed., Or. 1986) ([HN11] 
"[t]he person of ordinary skill is a hypothetical person 
who is presumed to be aware of all the pertinent prior 
art"), the court nonetheless considered [**34] the prose- 
cution history of the 779 patent in its obviousness analy- 
sis and accorded proper weight to the statements con- 
tained therein. Thus, any error committed by the court in 
this regard was harmless error. 

We have considered Alphapharm's remaining argu- 
ments and find none that warrant reversal of the district 
court's decision. 

[*1364] CONCLUSION 

We affirm the district court's determination that 
claims 1,2, and 5 of the 777 patent have not been shown 
to have been obvious and hence invalid. 

AFFIRMED 
CONCUR BY: DYK 

CONCUR 

DYK, Circuit Judge, concurring. 

I join the opinion of the court insofar as it upholds 
the district court judgment based on a determination that 
a claim to pioglitazone (the 5-ethyl compound) would be 
non -obvious over the prior art. The problem is that only 
one of the three claims involved here— claim 2 -is limited 
to pioglitazone. In my view, the breadth of the other two 



claims, claims 1 and 5 of U.S. Patent No. 4,867,777 
("777 patent" )~\Nh\ch are also referenced in the judg- 
ment-renders them likely invalid. 

All of the compounds claimed in claims I, 2 and 5 
were included in generic claims in the prior art U.S. Pat- 
ent No. 4,287,200 ("'200 patent"). Unfortunately our law 
concerning when a species [**35] is patentable over a 
genus claimed in the prior art is less than clear. It is, of 
course, well established that a claim to a genus does not 
necessarily render invalid a later claim to a species 
within that genus. See Eli Lilly <& Co. v. Bd. of Regents of 
Univ. of Wash., 334 F.3d 1264, 1270 (Fed. Cir. 2003). In 
my view a species should be patentable over a genus 
claimed in the prior art only if unexpected results have 
been established. Our case law recognizes the vital im- 
portance of a finding of unexpected results, both in this 
context and in the closely related context where a prior 
art patent discloses a numerical range and the patentee 
seeks to claim a subset of that range. See Application of 
Petering, 301 F.2d676, 683, 49 C.CP.A. 993, 1962 Dec. 
Convn'r Pat. 232 (C.CP.A. 1962) (species found pat- 
entable when genus claimed in prior art because unex- 
pected properties of the species were shown); see also 
Pfizer, Inc. v. Apotex, Inc., 480 F.3d 1348, 1371 (Fed. 
Cir. 2007) (relying on lack of unexpected results in de- 
termining that species claim was obvious in view of prior 
art genus claim); /// re Woodruff, 919 F.2d 1575, 1578 
(Fed. Cir. 1990) (when applicant claims a subset of a 
range disclosed in a prior art patent, the applicant [**36] 
must generally show that "the claimed range achieves 
unexpected results relative to the prior art range."). 

While the 5-ethyl compound (pioglitazone) is within 
the scope of the 700 patent, there is clear evidence, as 
the majority correctly finds, of unexpected results re- 
garding that compound, and therefore its validity is not 
in question on this ground. However, at oral argument 
the patentee admitted that the prior art '200 patent also 
generically covers the 6-ethyl compound, which is within 
the scope of claims 1 and 5 of the '777 patent, and admit- 
ted that there is no evidence of unexpected results for the 
6-ethyl compound. Under such circumstances, I believe 
that the 6-ethyl is likely obvious, and consequently 
claims 1 and 5 are likely invalid for obviousness. How- 
ever, the argument as to the overbreadth of claims 1 and 
5 has been waived, because it was not raised in the open- 
ing brief. In any event, as a practical matter, the judg- 
ment finding that the appellants' filing of the ANDA for 
pioglitazone is an infringement and barring the making 
of pioglitazone is supported by the finding that claim 2 
standing alone is not invalid and is infringed. 
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November 12, 2003, Decided 



SUBSEQUENT HISTORY: Rehearing denied by 
CFMT, Inc. \>. Yieldup fall Corp., 2003 US. App. LEXIS 
26684 (Fed. Cir., Dec. 9, 2003) 

PRIOR HISTORY: Appealed from: United 
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Roderick R. McKelvie. 

CFMT, Inc. v. Yieldup Int'l Corp., 144 F. Supp. 2d 305, 
2001 U.S. Dist. LEXIS 7593 (D. Dei, 2001) 

CASE SUMMARY: 



erred in finding that the applicants' statements were ma- 
terial misrepresentations. The statements were not inac- 
curate and the materiality of the undisclosed subject mat- 
ter was low, so there was little basis for inferring intent. 
The district court clearly erred in finding in inequitable 
conduct in prosecuting the patents. 

OUTCOME: The appellate court reversed and vacated 
the judgment and remanded for reconsideration. 

LexisNexis(R) Head notes 



PROCEDURAL POSTURE: Plaintiff patent holders 
sued defendant competitors for patent infringement un- 
der 35 U.S.CS. § 271. The competitors denied infring- 
ing, claiming invalidity for nonenablement and unen- 
forceability for inequitable conduct, and moved for 
summary judgment. The patent holder moved for sum- 
mary judgment of enablement. After trial, the United 
States District Court for the District of Delaware held for 
the competitors. The patent holder appealed. 

OVERVIEW: The patents covered a semiconductor 
wafer cleaning system. The district court based its none- 
nablement judgment on: (1) lack of utility or inopera- 
bility and (2) undue experimentation needed to carry out 
the invention. The court held that the district court erred 
in requiring that the patent disclosures enable a single 
embodiment. In essence, this set the 35 U.S.CS. § 112 
enablement bar too high. The lengthy experiments did 
not show nonenablement because the inventors under- 
took that work to satisfy commercial requirements, not to 
show enablement. While the record did not appear to 
present a genuine issue of material fact about whether a 
person of ordinary skill in the art could achieve any level 
of cleaning with the claimed invention without undue 
experimentation, this court remanded for reconsideration 
of that question. Moreover, the district court also clearly 



Civil Procedure > Summary Judgment > Appellate Re- 
view > Standards of Review 

[HN1] A federal circuit court reviews without deference 
a district court's grant of summary judgment. 



Civil Procedure > Summary Judgment > Burdens of 
Production & Proof > General Overview 
Civil Procedure > Summary Judgment > Standards > 
General Overview 

[HN2] A court considering summary judgment must 
view the evidence presented through the prism of the 
substantive evidentiary burden. The court must also draw 
all reasonable inferences in favor of the nonmovant. 



Civil Procedure > Appeals > Standards of Review > De 
Novo Review 

Patent Law > Infringement Actions > Claim Interpreta- 
tion > General Overview 

[HN3] An appellate court reviews patent claim construc- 
tion without deference. 
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Civil Procedure > Appeals > Standards of Review > De 
Novo Review 

Patent Law > Claims & Specifications > Enablement 
Requirement > Proof 

[HN4] On a claim of patent infringement, enablement is 
a question of law with factual underpinnings; the appel- 
late court reviews the ultimate legal conclusion without 
deference. 



Civil Procedure > Appeals > Standards of Review > 
Clearly Erroneous Review 

Patent Law > Inequitable Conduct > Effect, Materiality 
& Scienter > Fact & Law Issues 

Patent Law > Jurisdiction & Review > Standards of 
Review > Abuse of Discretion 

[HN5] In the context of a patent infringement claim, the 
appellate court reviews a determination of inequitable 
conduct for abuse of discretion and reviews the underly- 
ing factual issues of materiality and intent for clear error. 

Patent Law > Claims & Specifications > Enablement 
Requirement > Standards & Tests 
Patent Law> Inequitable Conduct > General Overview 
[HN6] Enablement does not require an inventor to meet 
lofty standards for success in the commercial market- 
place. Title 35 does not require that a patent disclosure 
enable one of ordinary skill in the art to make and use a 
perfected, commercially viable embodiment absent a 
claim limitation to that effect. Title 35 requires only that 
the inventor enable one of skill in the art to make and use 
the full scope of the claimed invention. Thus, when an 
invention claims a general system to improve the clean- 
ing process for semiconductor wafers, the disclosure 
enables that invention by showing improvements in the 
overall system. The enablement requirement is met if the 
description enables any mode of making and using the 
claimed invention. Of course, if a patent claimed a sys- 
tem that achieved cleanliness up to a specified numerical 
particle-free range, then enablement would require dis- 
closure of a method that enables one of ordinary skill to 
achieve that range without undue experimentation. Thus, 
the level of disclosure necessary to satisfy 35 U.S.C.S. § 
112 varies according to the scope of the claimed inven- 
tion. 



close data on how to mass-produce the invented product. 
The law requires that patents disclose inventions, not 
mass-production data, and that patents enable the prac- 
tice of inventions, not the organization and operation of 
factories. 



Patent Law > Claims & Specifications > Enablement 
Requirement > Standards & Tests 
Patent Law > Jurisdiction & Review > Subject Matter 
Jurisdiction > Appeals 

[HN8] On a patent infringement claim, the United States 
Court of Appeals for the Federal Circuit gauges enable- 
ment at the date of the filing, not in light of later devel- 
opments. 

Patent Law > Claims & Specifications > Enablement 
Requirement > General Overview 
Patent Law > Utility Requirement > Proof of Utility 
[HN9] The United States Court of Appeals for the Fed- 
eral Circuit has recognized the relationship between the 
enablement requirement of 35 U.S.C.S. §112 and the 
utility requirement of 35 U.S.C.S. § 101. If the claims in 
an application fail to meet the utility requirement be- 
cause the invention is inoperative, they also fail to meet 
the enablement requirement because a person skilled in 
the art cannot practice the invention. 



Patent Law > Claims & Specifications > Enablement 
Requirement > General Overview 
Patent Law > Utility Requirement > Proof of Utility 
[HN10] An inoperable invention is not enabled. 

Patent Law > Claims & Specifications > Enablement 
Requirement > General Overview 
Patent Law > Subject Matter > Products > Machines 
Patent Law > Utility Requirement > Proof of Utility 
[HN11] The inoperability standard for utility applies 
primarily to claims with impossible limitations. More- 
over, where a patent discloses several alternative combi- 
nations of methods (as most systems claims will), the 
party asserting inoperability must show that all disclosed 
alternatives are inoperative or not enabled. 



Patent Law > Claims & Specifications > Enablement 
Requirement > Scope 

Patent Law > Claims & Specifications > Enablement 
Requirement > Standards & Tests 
Patent Law> Inequitable Conduct > General Overview 
[HN7] Patents are not production documents, and noth- 
ing in the patent law requires that a patentee must dis- 



Patent Law > Claims & Specifications > Enablement 
Requirement > General Overview 
[HN12] Improvement and selection inventions are ubiq- 
uitous in patent law; such developments do not alone cast 
doubt on enablement of the original invention. In gen- 
eral, few patented inventions are an immediate commer- 
cial success. Rather, most inventions require further de- 
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velopment to achieve commercial success. Thus, addi- 
tional inventive work does not alone show nonenable- 
ment. 



Patent Law > Claims & Specifications > Theory of In- 
vention 

Patent Law > Nonobviousness > Elements & Tests > 
Manner of Conception 

Patent Law > Statutory Bars > Experimental Use > 
Elements 

[HN13] Patent acquisition does not require any threshold 
level of effort or ingenuity. 35 U.S.C.S. § 103(a), Pat- 
entability shall not be negatived by the manner in which 
the invention was made. 35 U.S.C.S. § 103. It is immate- 
rial whether the invention resulted from long toil and 
experimentation or from a flash of genius. The path that 
leads an inventor to the invention is expressly made ir- 
relevant to patentability by statute. Thus, an improve- 
ment patent alone is not conclusive evidence of undue 
experimentation. 

Evidence > Procedural Considerations > Burdens of 
Proof > Clear & Convincing Proof 
Patent Law> Inequitable Conduct > Burdens of Proof 
Patent Law > Inequitable Conduct > Effect, Materiality 
& Scienter > Elements 

[HN14] Inequitable conduct requires proof that a patent 
applicant did not disclose material information to the 
Patent and Trademark Office with intent to deceive. 
More specifically, inequitable conduct includes affirma- 
tive misrepresentation of a material fact, failure to dis- 
close material information, or submission of false mate- 
rial information, coupled with an intent to deceive. These 
elements must be shown with clear and convincing evi- 
dence. Under the pre- 1992 standard for materiality stan- 
dard, information is material if there is a substantial like- 
lihood that a reasonable examiner would consider it im- 
portant in deciding whether to allow the application to 
issue as a patent. 

Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

[HN15] Obviousness requires a suggestion of all limita- 
tions in a claim. 



Patent Law > Inequitable Conduct > General Overview 
Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

Patent Law > Nonobviousness > Evidence & Procedure 
> Prima Facie Obviousness 



[HN16] A patent applicant cannot prove unexpected re- 
sults with attorney argument and bare statements without 
objective evidentiary support. It is well settled that unex- 
pected results must be established by factual evidence. 
Mere argument or conclusory statements do not suffice. 
During patent prosecution, an applicant may submit ob- 
jective factual evidence to the Patent and Trademark 
Office in the form of patents, technical literature, and 
declarations under 37 C.F.R. § 1.132 (2003) submitting 
expert testimony and, at times, test data. 

Patent Law > Inequitable Conduct > Burdens of Proof 
[HN17] A district court may infer intent to deceive the 
Patent and Trademark Office. However, even gross neg- 
ligence does not alone suffice to establish intent. Instead, 
the involved conduct, viewed in light of all the evidence, 
including evidence indicative of good faith, must indi- 
cate sufficient culpability to require a finding of intent to 
deceive. 

COUNSEL: Henrik D. Parker, Woodcock Washburn 
LLP, of Philadelphia, Pennsylvania, argued for plaintiffs- 
appellants. With him on the brief were Barbara L. 
Mullin, Richard B. LeBlanc, and David N. Farsiou. Of 
counsel on the brief was Fred T. Magaziner, Dechert 
LLP, of Philadelphia, Pennsylvania. 

L. Gene Spears, Baker Botts L.L.P., of Houston, Texas, 
argued for defendant-appellee. With him on the brief was 
David G. Wille, Baker Botts, L.L.P., of Dallas, Texas. 

JUDGES: Before RADER, Circuit Judge, FRIEDMAN, 
Senior Circuit Judge, and LINN, Circuit Judge. 

OPINION BY: RADER 

OPINION 

[*1334] RADER, Circuit Judge. 

On summary judgment, the United States District 
Court for the District of Delaware determined that 
CFMT, Inc.'s U.S. Patent No. 4,778,532 (the '532 patent) 
and U.S. Patent No. 4,917,123 (the '123 patent) are inva- 
lid, CFMT, Inc. v. YieldUp Int'l Corp., 92 F. Supp. 2d 
359 (D. Dei 2000), and, after a bench trial, unenforce- 
able, CFMT, Inc. v. YieldUp Int'l Corp., 144 F. Supp. 2d 
305 (D. Dei 2001). Because the district court erred in 
applying both the enablement and [**2] inequitable 
conduct requirements, this court reverses-in-part, va- 
cates-in-part, and remands. 

[*I335] I. 

The '532 and 725 patents cover a system for clean- 
ing semiconductor wafers. The process for manufactur- 
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ing semiconductor wafers must keep them as free as pos- 
sible from contamination to prevent defects in semicon- 
ductors. To keep the wafers clean, conventional proc- 
esses sequentially immerse the wafers in various liquids 
in an open environment. This bathing procedure exposes 
the wafers to airborne contaminants and also exposes 
workers to hazardous chemicals. 

The '532 and 123 patents claim improvements in 
these open cleaning systems. Specifically, the '532 and 
725 patents claim a system that is closed to the outside 
environment and requires no human handling. Instead 
the wafers remain at all times in a closed container that 
sequentially introduces different chemicals to clean the 
wafers. Because the 123 patent is a divisional of the '532 
patent, the two patents have identical disclosures. The 
parent '532 patent contains method claims only. Inde- 
pendent claims 1 and 55 are representative (emphases 
added): 

1. An enclosed, full flow method for the 
cleaning of semiconductor wafers [**3] 
comprising positioning said wafers in a 
vessel, closing said vessel to the environ- 
ment, and flowing process fluids sequen- 
tially and continuously past said wafers in 
said vessel, including the steps of 

(a) contacting said wafers with at 
least one cleaning fluid to remove con- 
taminants from said wafers; 

(b) removing said cleaning fluid from 
said wafers with a rinsing fluid; and 

(c) removing said rinsing fluid from 
said wafers with a drying fluid; 

whereby the processing does not re- 
quirement [sic] movement or operator 
handling of said wafers between said 
steps: and maintaining the vessel contain- 
ing said wafers hydraulically full during 
each process step. 

55. An enclosed, full flow method for 
the treatment of semiconductor wafers 
comprising positioning said wafers in a 
vessel, closing said vessel to the environ- 
ment, and flowing process fluids in se- 
quential steps continuously past said wa- 
fers in said vessel, including the step of 
reacting the surface of said wafers with at 
least one chemical reagent, whereby the 
processing does not require movement or 
handling of said wafers between said 
steps and maintaining the vessel contain- 



ing said wafers hydraulically full during 
each [**4J process step. 



The divisional 123 patent contains corresponding 
apparatus claims. Independent claims 1 and 20 are repre- 
sentative (emphases added): 

1. Apparatus for wet processing of 
semiconductor wafers comprising: 

(a) vessel means for supporting said 
wafers in a closed circulation process 
stream wherein process fluids may se- 
quentially flow past said wafers, said ves- 
sel being hydraulically full with process 
fluid when said process fluids flow past 
said wafers; 

(b) means for supplying at least one 
cleaning fluid to said process stream for 
removing contaminants from said wafers, 
and means for withdrawing said cleaning 
fluid from said process stream; 

(c) means for supplying a rinsing 
fluid to said process stream for removing 
other fluids from said wafers, means for 
minimizing gas/liquid interfaces in said 
rinsing fluid and means for withdrawing 
said rinsing fluid from said process 
stream; and 

[*1336] (d) means for supplying a 
drying fluid to said process stream for re- 
moving other fluids from said wafers and 
means for withdrawing said drying fluid 
from said process stream. 

20. Apparatus for wet processing of 
semiconductor wafers comprising: 

(a) vessel means for supporting [**5] 
said wafers in a closed circulation process 
stream wherein process fluids may se- 
quentially flow past said wafers and 

(b) means for supplying at least one 
chemical reagent to said process stream 
for reacting with portions of said wafers, 
said process stream being positioned 
within said vessel means such that said 
vessel means is hydraulically full with 
process fluid. 



The record in this case shows that the inventors in- 
stalled for Texas Instruments (TI) a machine that per- 
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formed the claimed method. At first the apparatus did not 
meet this customer's standards for wafer cleanliness. The 
inventors adjusted the apparatus and experimented for 
months before meeting the customer's standards. In fact, 
the inventors obtained a third patent claiming the im- 
provements in their initial apparatus. 

CFMT and CFM Technologies, Inc. 1 (collectively 
CFMT) sued YieldUp International Corp. (YieldUp) for 
infringement of the '532 and 123 patents. In turn, 
YieldUp denied infringing and asserted that the patents 
were invalid as nonenabled and were unenforceable for 
inequitable conduct before the United States Patent and 
Trademark Office (PTO). YieldUp moved for summary 
judgment that the patents were invalid [**6] for lack of 
enablement. CFMT filed a cross-motion for summary 
judgment that the patents were enabled. 

1 CFM Technologies, Inc. assigned the patents 
to holding company CFMT, Inc., which in turn 
granted CFM Technologies, Inc. an exclusive li- 
cense. 

YieldUp based its nonenablement argument on prob- 
lems CFMT faced in setting up a commercial embodi- 
ment of the invention, the "beta tool Full Flow" machine. 
As noted before, CFMT had installed the Full Flow ma- 
chine at a TI site. In its first runs, the machine did not 
meet TI's cleanliness standards. After months of experi- 
ments, the inventors identified the problem in a drying 
step and solved it. Concurrently, a patent application that 
led to the '532 patent was pending before the PTO. 
While prosecuting the application, CFMT submitted a 
list of advantages of the invention to the PTO, but did 
not tell the PTO of the problems at TI. The examiner 
allowed the case and the '532 patent issued. As also 
noted, the inventors eventually filed a patent application 
on the improvement [**7] that solved the problem. That 
application matured into U.S. Patent No. 4,91 J ,76 1 (the 
'761 patent). 

On April 5, 2000, the district court granted 
YieldUp's motion for summary judgment that the '532 
and 123 patents were invalid for nonenablement. The 
district court construed the claims of the '532 patent as 
limited by the preamble terms "cleaning" and "treat- 
ment," which the district court construed to mean remov- 
ing contaminants from the wafer surface. CFMT, Inc., 92 
F. Supp. 2d at 371-72. Similarly, the district court con- 
strued the claims of the 123 patent as limited by the pre- 
amble term "wet processing," which the district court 
construed to mean the same as "cleaning." Id. at 374. 
The district court stated thai the specification "must en- 
able one skilled in the an to clean semiconductor wafers 
using the Full Flow system." Id. at 377. The district court 
found that "the Full Flow system that was based [*1337] 
on the '532 and 123 patents could not clean" wafers, that 



the "inventors experimented with the Full Flow system 
for more than six months," and "that the solution to the 
problem eventually resulted in the 761 patent demon- 
strates that [**8] the experimentation required . . . was 
not routine." Id. 

The district court further conducted a bench trial to 
determine whether CFMT committed inequitable con- 
duct in prosecuting the application that matured into the 
'523 patent. On June 6, 2001, the district court entered 
judgment that the '532 and 123 patents are unenforce- 
able due to inequitable conduct before the PTO. The dis- 
trict court relied on two events during prosecution of the 
application leading to the parent '532 patent. First, 
CMFT did not report to the PTO the initial TI test results 
(the TI data). The court concluded that the data was ma- 
terial because "a reasonable examiner would have con- 
sidered data rebutting [the invention's] advantages in 
deciding whether to allow" the patents. CFMT, Inc., 144 
F. Supp. 2d at 317. Second, during prosecution, the ap- 
plicants traversed an obviousness rejection and stated 
eleven advantages of the invention. The district court 
found that the undisclosed TI data contradicted these 
laudatory statements. Because it considered the TI data 
highly material, the district court inferred that CMFT 
intended to deceive the PTO. 

The district court then entered final judgment [**9] 
that the claims of the '532 and 123 patents were invalid 
and unenforceable. CFMT appealed to this court, which 
has jurisdiction under 28 U.S.C. § 1295(a)( 1 ) (2000). 

II. 

[HN1] This court reviews without deference a dis- 
trict court's grant of summary judgment. Pitney Bowes, 
Inc. v. Hewlett-Packard Co., 182 FJd 1298, 1309 (Fed. 
Cir. 1999). [HN2] A court considering summary judg- 
ment must "view the evidence presented through the 
prism of the substantive evidentiary burden." Anderson 
v. Libem Lobby, Inc., 477 U.S. 242, 245, 91 L. Ed. 2d 
202, 106 S. Ct. 2505 (1986). The court must also draw all 
reasonable inferences in favor of the nonmovant. Id. at 
255. 

[HN3] This court also reviews claim construction 
without deference. Cybor Corp. v. FAS Techs., Inc., 138 
FJd 1448, 1454 (Fed. Cir. 1998) (en banc). [HN4] En- 
ablement is a question of law with factual underpinnings; 
this court reviews the ultimate legal conclusion without 
deference. Plant Genetic Sys., N.V. v. DeKalb Genetics 
Corp., 315 FJd 1335, 1339 (Fed. Cir. 2003). [HNS] 
This court reviews a determination of inequitable con- 
duct for abuse of discretion and reviews the underlying 
factual 1**10] issues of materiality and intent for clear 
error. Bristol-Mxers Squibb Co. v. Rhone-Poulenc Rorer, 
Inc., 326 FJd 1226, 1234 (Fed. Cir. 2003). 
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A. Nonenablement 

The district court based its nonenablement judgment 
on two grounds: (1) lack of utility or inoperability and 
(2) undue experimentation needed to carry out the inven- 
tion. The district court first construed each of the pream- 
ble terms "cleaning," "treatment," and "wet processing" 
as requiring "removal of contaminants." Based on that 
construction, the district court concluded that "the claims 
of the '532 and 123 patents must enable one skilled in 
the art to clean semiconductor wafers using the Full Flow 
system." The district court considered that "the first wa- 
fers processed with the Full Flow system appeared clean 
to the naked eye" but looked "filthy" viewed using laser 
scanning. The district court concluded that the TI data 
showed that the claimed system did not remove particles 
until the inventors developed the [*1338] improvements 
leading to the 716 patent. The district court found that 
"the Full Flow system that was based on the '532 and 
123 patents could not clean semiconductor wafers." The 
district court considered [**11] that the inventors ex- 
perimented "for more than six months" making "hun- 
dreds of modifications." The district court concluded that 
the "fact that the solution to the problem eventually re- 
sulted in the 761 patent demonstrates that the experi- 
mentation required to enable the '532 and 123 patents 
was not routine." 

The parties do not challenge the district court's con- 
struction of the preamble terms "cleaning," "treatment," 
and "wet processing" as a limitation requiring "removal 
of contaminants." The parties also do not dispute that the 
record shows CFMTs initial efforts to build the claimed 
apparatus and to carry out the individual steps of the 
claimed method required undue experimentation. In- 
stead, this case asks this court to examine whether these 
claims required a specific level of contaminant removal 
that the disclosure did not enable. Further, this court 
must consider whether the improvements in the 7 1 6 pat- 
ent show that the '532 and 123 patents did not enable the 
scope of those claimed inventions. 

At the outset, the district court erred in requiring that 
the patent disclosures enable a single embodiment, the 
Full Flow system, to meet TI's commercial standards. In 
essence, the [**12] district court set the enablement bar 
too high. [HN6] Enablement does not require an inventor 
to meet lofty standards for success in the commercial 
marketplace. Title 35 does not require that a patent dis- 
closure enable one of ordinary skill in the art to make 
and use a perfected, commercially viable embodiment 
absent a claim limitation to that effect. 

Title 35 requires only that the inventor enable one of 
skill in the art to make and use the full scope of the 
claimed invention. Thus ? when an invention claims a 



general system to improve the cleaning process for semi- 
conductor wafers, the disclosure enables that invention 
by showing improvements in the overall system. See, 
e.g., Engel Indus., Inc. v. Lockformer Co., 946 F.2d 
1528, 1533 (Fed. Cir. 199 1) ("The enablement require- 
ment is met if the description enables any mode of mak- 
ing and using the claimed invention."). Of course, if a 
patent claimed a system that achieved cleanliness up to a 
specified numerical particle-free range, then enablement 
would require disclosure of a method that enables one of 
ordinary skill to achieve that range without undue ex- 
perimentation. Thus, the level of disclosure necessary to 
satisfy [**13] section 1 12 of title 35 varies according to 
the scope of the claimed invention. Dure! Corp. v. Os- 
ram Sylvania Inc., 256 F.3d 1298, 1306-07 (Fed. Cir. 
2001); In re Wright, 999 F.2d 1557, 1 561 (Fed. Cir. 
1993); In re Wands, 858 F.2d 731, 737 (Fed. Cir. 1988). 

The claims of the '532 and 123 patents state no 
standard of cleaning. As the district court correctly 
found, "cleaning" in the context of this invention means 
generally removing contaminants from the wafer surface. 
Absent some standard for cleanliness in the claims, this 
court proceeds to examine the record for a showing that 
the disclosures of the CFMT patents would enable a per- 
son of skill in the art to make and use a system or appara- 
tus to achieve any level of contaminant removal without 
undue experimentation. See Engel Indus., 946 F.2d at 
1533. 

The record contains evidence that the inventors' pro- 
totype removed grease stains. The inventors testified that 
before setting up the TI apparatus, they verified by naked 
eye that a prototype of the invention removed penciled 
grease marks. This record evidence is probative of 
whether 1 339] the "removal of contaminants" [**14] 
limitation is enabled. This court also notes that the record 
contains no evidence that a person of ordinary skill 
would have to undertake undue experimentation to build 
a similar prototype and carry out the claimed method to 
remove the contaminants — in this instance, grease 
marks. 

The lengthy experiments at TI do not show none- 
nablement because the inventors undertook that work to 
satisfy TI's particular commercial requirements, not to 
show enablement of the scope of the claimed inventions. 
[HN7] "Patents are not production documents, and noth- 
ing in the patent law requires that a patentee must dis- 
close data on how to mass-produce the invented product. 
. . . The law requires that patents disclose inventions, not 
mass-production data ; and that patents enable the prac- 
tice of inventions, not the organization and operation of 
factories." Christian son v. Colt Indus. Operating Corp., 
822 F.2d 1544, 1562 (Fed. Cir. 1987). Reliance on the 
TI data alone also betrays another error, namely that this 
[HN8] court gauges enablement at the date of the filing. 
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not in light of later developments. In re Wright, 999 F.2d 
1557, 1563 n.8 (Fed. Cir. 1993). 

The district court essentially [**15] concluded that 
the invention claimed in the patents at issue simply did 
not work, that is, could not clean wafers, and therefore it 
would require undue experimentation to carry out the 
invention. See 35 U.S.C. § 101 (2000). [HN9] This court 
has recognized the relationship between the enablement 
requirement of § 1 12 and the utility requirement of § 
101. See, e.g., In re Swartz, 232 F3d 862, 863 (Fed. Cir. 
2000) ("If the claims in an application fail to meet the 
utility requirement because the invention is inoperative, 
they also fail to meet the enablement requirement be- 
cause a person skilled in the art cannot practice the in- 
vention"); EMI Group N. Am., Inc. v. Cypress Semicon- 
ductor Corp., 268 F.3d 1342, 1348 (Fed. Cir. 2001). In 
this case, however, the district court similarly set the 
standard for utility too high for this invention. While the 
district court's major premise is correct that [HN10] an 
inoperable invention is not enabled, the district court 
erred in its minor premise that the claimed invention is 
inoperable and lacks utility. 

[HN1 1] The inoperability standard for utility applies 
primarily to claims with impossible limitations. [**16] 
See, e.g., Process Control Corp. v. HydReclaim Corp., 
190 F.3d 1350, 1359 (Fed. Cir. 1999) (claims found in- 
operable because they require violating the principle of 
conservation of mass); Newman v. Quigg, 877 F.2d 1575 
(Fed. Cir. 1989) (claims to a perpetual motion machine 
ruled inoperable). Moreover, where a patent discloses 
several alternative combinations of methods (as most 
systems claims will), the party asserting inoperability 
must show that all disclosed alternatives are inoperative 
or not enabled. EMI Group, 268 F.3d at 1349. The '532 
and 123 patents do not claim an impossible result or an 
inoperative invention. 

Because the preamble term "cleaning" means only 
"removal of contaminants," not removal of all contami- 
nants or removal of contaminants according to the TI 
commercial standard, the inventor shows utility and en- 
ables the invention by disclosing "removal of contami- 
nants." Even if the single Full Flow embodiment does 
not achieve complete cleaning, that alone would not ren- 
der the invention inoperative. See Moleculon Research 
Corp. v. CBS, Inc.. 793 F.2d 1261, 1269 (claims had 
utility despite only a partial description of [**17] how to 
reach the claimed goal of "restoring a preselected pat- 
tern" in a puzzle: it sufficed to describe a general ap- 
proach to solving the puzzle): EMI Group, 268 F.3d at 
1349. Nor would it render the claims invalid as none- 
nabled. [-1340] See Engel Indus., 946 F.2d at 1533. In 
this case, with its specific claims and invention, the 
specification needed to teach one of ordinary skill to 
make and use a system or apparatus that removes any 



contaminants. In sum, any meaningful "cleaning" would 
satisfy the claimed goal of "cleaning of semiconductor 
wafers." 

The district court's second ground for nonenable- 
ment invoked the 761 improvement patent as evidence 
that the inventors engaged in undue experimentation to 
"clean" semiconductor wafers. The district court rea- 
soned that the inventor had not enabled the '532 and 725 
patents because only the further invention of the 761 
improvement patent sufficed to meet TFs commercial 
standard. 

[HN12] Improvement and selection inventions are 
ubiquitous in patent law; such developments do not alone 
cast doubt on enablement of the original invention. See 
Hormone Research Found., Inc. v. Genentech, Inc., 904 
F.2d 1558, 1568 (Fed. Cir. 1990) [**18] (citing /// re 
Hogan, 559 F.2d 595 (CCPA 1977)). In general, few 
patented inventions are an immediate commercial suc- 
cess. Rather, most inventions require further develop- 
ment to achieve commercial success. Thus, additional 
inventive work does not alone show nonenablement. 

Moreover, the district court's reasoning presumes in- 
correctly that development of an improvement patent, the 
761 in this case, implies extensive experimentation. To 
the contrary, [HN13] patent acquisition does not require 
any threshold level of effort or ingenuity. See 35 U.S.C. 
§ 103(a) (2000) ("Patentability shall not be negatived by 
the manner in which the invention was made."); 35 
U.S.C. § 103 Revision Notes and Legislative Reports, 
1952 Notes ("It is immaterial whether [the invention] 
resulted from long toil and experimentation or from a 
flash of genius."); Life Techs., Inc. v. Clontech Labs., 
Inc., 224~F.3d 1320, 1325 (Fed. Cir. 2000) (stating that 
"the path that leads an inventor to the invention is ex- 
pressly made irrelevant to patentability by statute"). 
Thus, the 761 improvement patent alone is not conclu- 
sive evidence of undue [**19] experimentation. 

Because the district court misapplied the law of en- 
ablement in concluding that the claims of the '532 and 
'123 patents are invalid, this court vacates that part of the 
decision. While the record at this stage does not appear 
to present a genuine issue of material fact about whether 
a person of ordinary skill in the art could achieve any 
level of cleaning with the claimed invention without un- 
due experimentation, this court remands for the district 
court to reconsider that question. The district court may 
decide, under the correct legal standard, whether to grant 
CFMT's cross-motion for summary judgment of enable- 
ment or whether to proceed to trial on that issue. 

B. Inequitable Conduct 

[HNI4] Inequitable conduct requires proof that a 
patent applicant did not disclose material information to 
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the PTO with intent to deceive. Kingsdown Med. Con- 
sultants, Ltd. v. Hollister Inc., 863 F.2d 867, 872 (Fed. 
Cir. 1988). More specifically, "inequitable conduct in- 
cludes affirmative misrepresentation of a material fact, 
failure to disclose material information, or submission of 
false material information, coupled with an intent to de- 
ceive." Molins PLC v. Textron, Inc., 48 F.3d 1 1 72, 1178 
(Fed. Cir. 1995). [**20] These elements must be shown 
with clear and convincing evidence. Id. The district court 
applied the pre- 1992 standard for materiality, because 
the relevant acts took place before 1992. Under that 
standard, information is material if "there is a substantial 
likelihood that a reasonable examiner would consider it 
important in deciding whether to allow the application to 
issue as a patent." See Molins, 48 F.3d at 1179 n.8. 

[*1341] The district court concluded that CFMT 
committed inequitable conduct in its comments about the 
advantages of the invention during prosecution of the 
'532 patent to overcome a rejection for obviousness and 
in its failure to disclose the TI data. The district court 
inferred intent based on the inventors' knowledge of the 
materiality of the comments and omissions. 

1 . Misrepresentations to the PTO 

The district court found that the applicants, in trav- 
ersing an obviousness rejection during prosecution be- 
fore the PTO, misrepresented the invention by stating its 
advantages without disclosing the TI data. The state- 
ments at issue appear in an amendment filed in Decem- 
ber 1988 (emphases added): 

The new and/or unexpected results and 
advantages [**21] achieved by the pres- 
ently claimed invention include: 

1 . reduction of contamination by air- 
borne particles; 

2. reduction of contamination from 
human or robotic operators: 

3. good heat transfer between proc- 
ess chemicals and wafers; 

4. uniform exposure of the wafers to 
reagent chemicals at uniform concentra- 
tions for precisely limited periods of lime; 

5. reduction of hazards to personnel 
by minimizing exposure to chemicals; 

6. minimizing stagnant conditions 
and avoiding filming effects: and 

7. providing a mechanically simple 
process and apparatus which allow for 
easy operation and cleaning while mini- 



mizing the possibility [sic] contaminant 
build-ups in the apparatus. 

Still further advantages are provided 
by preferred embodiments of the present 
invention, including: 

1. the reduction of quantities of haz- 
ardous process fluids used due to recircu- 
lation of the process fluids; 

2. the ability to provide quality dry- 
ing fluids to displace the residual rinsing 
fluid; 

3. the ability to provide a high- 
quality rinsing fluid having both low sus- 
pended solids and low dissolved impuri- 
ties; and 

4. the ability to provide high flow 
rates of rinsing fluid to rinse the wafers 
and precisely [**22] dilute concentrated 
chemical reagents. 

The net effect of all the above advan- 
tages is to reduce the risk of introducing 
contaminants while simultaneously im- 
proving the yield of non-defective semi- 
conductor devices. 



The district court found that an examiner would 
have considered the TI data important because it rebuts 
those stated advantages. The district court focused on the 
final sentence quoted above, treating it as a "summary of 
the advantages distinguishing the Full Flow system from 
the Aigo tool" and interpreting "contaminants" to include 
all undesirable materials mentioned in the enumerated 
advantages. The district court concluded that "the inven- 
tors' statements in response to the obviousness rejection 
were inaccurate and constituted a misrepresentation." 

The district court clearly erred in finding that the 
applicants' statements were material misrepresentations. 
In the first place, the statements were not inaccurate. As 
recognized by the examiner in the Notice of Allowance, 
the invention advances the ail by closing the system for 
cleaning semiconductor wafers. A closed system pro- 
vides the inherent advantage of less contamination by 
airborne particles. 

The final [**23] sentence of the applicants' advan- 
tages advocacy refers to reducing contaminants as de- 
scribed in the enumerated examples. Moreover, the only 
specific contaminants in those examples are airborne 
particles (the only mention of "particles") ["1342] and 
contaminants from human or robotic operators. Thus, the 
advantages advocacy recited only the natural, expected 
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results of a closed system. The final quoted sentence at 
most overemphasizes the benefits of the invention. This 
advocacy does not rise to the level of misrepresentation. 

The district court also clearly erred in finding that 
the examiner relied on the applicants' advantages advo- 
cacy. To the contrary, the examiner, in supplying reasons 
for allowance, stated only that the art of record does not 
teach a closed, hydraulic system as claimed. Thus, the 
examiner concluded that no combination of the prior art, 
even if supported by a motivation to combine, would 
disclose all the limitations of the claims. In other words, 
the examiner detected, in light of all limitations of the 
claims, no obviousness. See In re Gulack, 703 F.2d 
1381, 1385 n.9 (Fed. Cir. 1983); In re Royka, 490 F2d 
981, 985 (CCPA 1974) [HN15] (obviousness [**24] 
requires a suggestion of all limitations in a claim). There- 
fore the examiner did not appear to resort to considera- 
tion of secondary considerations, such as the unexpected 
results and advantages in the quoted statements, to sur- 
mount the obviousness objection. In sum, the advantages 
advocacy was not as highly material as the district court 
seemed to think. 

[HN16] An applicant cannot prove unexpected re- 
sults with attorney argument and bare statements without 
objective evidentiary support. See In re Lindner, 457 
F.2d 506, 508, 59 C.C.P.A. 920 (CCPA 1972); In re 
Geisler, 116 F.3d 1465 (Fed. Cir. 1997) ("attorney ar- 
gument [is] not the kind of factual evidence that is re- 
quired to rebut a prima facie case of obviousness"); In re 
Soni, 54 F.3d 746, 750 (Fed. Cir. 1995) ("It is well set- 
tled that unexpected results must be established by fac- 
tual evidence. Mere argument or conclusory statements . 
. . [do] not suffice." (quoting In re De Blauwe, 736 F.2d 
699, 705 (Fed. Cir. 1984)). During prosecution, an appli- 
cant may submit objective factual evidence to the PTO in 
the form of patents, technical literature, and declarations 
under 37 C.F.R. § J. 132 [**25] (2003) submitting expert 
testimony and, at times, test data. The advantages advo- 
cacy in this case does not fit any of these categories and 
was unaccompanied by and not asserted to be supported 
by any factual evidence. Therefore, a reasonable exam- 
iner would not have found it important in deciding 
whether to allow the application. Instead, the examiner 
expressly stated the grounds for allowance, namely that 
the art of record does not teach a closed, hydraulic sys- 
tem as claimed. 

In sum, the district court clearly erred in finding that 
the applicants' statements to the PTO were misrepresen- 



tations and in finding that those statements were highly 
material to the examiner's actions. 

2. Failure to disclose the TI data 

The district court also concluded that CFMT 
breached the duty of candor because it did not disclose 
the TI data to the PTO. The district court considered the 
TI data material to enablement. 

As already noted, the TI data was temporally and 
substantively of very marginal relevance to enablement 
of the claims as filed. As noted, the TI data reflects a 
commercial, not a statutory, standard for enablement. 
The district court therefore clearly erred in concluding 
that the TI data [**26] was highly material. 

3. Intent 

This court recognizes that [HN17] a district court 
may infer intent to deceive the PTO. However, even 
gross negligence does not alone suffice to establish in- 
tent. Kingsdown Med. Consultants, Ltd. v. Hollister Inc., 
863 F.2d 867, 876 (Fed. Cir. 1988). Instead, "the in- 
volved conduct, viewed in light of all the evidence, in- 
cluding [*1343] evidence indicative of good faith, must 
indicate sufficient culpability to require a finding of in- 
tent to deceive." Id. 

This court discerns no evidence that CFMT intended 
to deceive the PTO. As explained above, the materiality 
of the undisclosed subject matter is low. Therefore, the 
trial court had little basis for inferring intent. The district 
court clearly erred in finding that the applicants inten- 
tionally withheld material information and therefore 
abused its discretion in concluding that the applicants 
engaged in inequitable conduct in prosecuting the patents 
at issue. 

Accordingly, this court reverses the district court's 
decision on inequitable conduct. 

CONCLUSION 

The district court erred in granting summary judg- 
ment that the patents at issue do not meet the enablement 
requirement of 35 U.S.C. § 112 [**27] and in ruling 
after trial that the patents are unenforceable due to ineq- 
uitable conduct before the PTO. This court therefore 
reverses-in-part, vacates-in-part, and remands. 

COSTS 

Each party shall bear its own costs. 

RE VERSED-IN-PART, VA CA TED- IN- PA RT, and 
REMANDED 
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LEXSEE 490 F.2D 981 

IN THE MATTER OF THE APPLICATION OF STEPHEN F. ROYKA AND 

ROBERT G. MARTIN 

Patent Appeal No. 9092 

UNITED STATES COURT OF CUSTOMS AND PATENT APPEALS 

490 F.2d 981 ; 1974 CCPA LEXIS 200; 180 U.S.P.Q. (BNA) 580 

February 7, 1974, Decided. 



PRIOR HISTORY: Serial No. 648,701 . 

CASE SUMMARY: 



PROCEDURAL POSTURE: Appellants sought review 
of a decision of the U.S. Patent Office Board of Appeals 
that affirmed the rejection of appellants' patent claims for 
a printed matter self-testing system as obvious under 35 
U.S.C.S. § ]03 and anticipated under 35 U.S.C.S. § 102. 

OVERVIEW: Appellants designed an answer sheet for 
use in self-testing that featured a response area having 
legible, confusing information in erasable printing im- 
posed over answers in permanent printing. The claims 
were rejected as anticipated by prior art under 35 
U.S.C.S. § J 02 and as obvious under 35 U.S.C.S. § 103. 
The court reversed, finding that the superimposed print- 
ing in appellant's response was legible and imparted in- 
formation, which was not the case in the prior references. 
Therefore, the court held that a finding of anticipation 
was not warranted, as the claimed invention was not dis- 
closed in the prior art. The court also noted that printed 
matter could constitute structural limitations upon which 
patentability could be predicated. The court found that 
the claims were not obvious for the same reasons they 
were not anticipated by prior art. 

OUTCOME: The court reversed the Board's decision 
that rejected appellants' claims as obvious and antici- 
pated. The court held that appellants' invention was suf- 
ficiently distinguished from prior art that it was neither 
anticipated by it nor obvious in light of it. 

LexisNexis(R) Head notes 



Patent Law > Anticipation & Novelty > General Over- 
view 

Patent Law > Jurisdiction & Review > Subject Matter 
Jurisdiction > Appeals 

[HN1] To support an anticipation rejection, all elements 
of the claim must be found in the reference. 



Patent Law > Claims & Specifications > General Over- 
view 

Patent Law > Jurisdiction & Review > Subject Matter 
Jurisdiction > Appeals 

Patent Law > U.S. Patent & Trademark Office Pro- 
ceedings > General Overview 

[HN2] Claims are not to be read in a vacuum and while it 
is true they are to be given the broadest reasonable inter- 
pretation during prosecution, their terms still have to be 
given the meaning called for by the specification of 
which they form a part. 



Patent Law > Anticipation & Novelty > Elements 
Patent Law > Inequitable Conduct > Effect, Materiality 
& Scienter > General Overview 

Patent Law > Jurisdiction & Review > Subject Matter 
Jurisdiction > Appeals 

[HN3] Anticipation requires a finding that the claimed 
invention be disclosed by prior art. 



Patent Law > Jurisdiction & Review > Subject Matter 
Jurisdiction > Appeals 

Patent Law > Subject Matter > Products > General 
Overview 

Patent Law > U.S. Patent & Trademark Office Pro- 
ceedings > General Overview 

[HN4] Printed matter may very well constitute structural 
limitations upon which patentability can be predicated. 
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OPINION BY: RICH 

OPINION 

[*981] RICH, Judge. 

This appeal is from the decision of the Patent Office 
Board of Appeals affirming the examiner's rejection of 
claims 28 and 30-36 of application serial No. 648,701, 
filed June 26, 1967, entitled "Responsive Answer Sys- 
tem." We reverse. 

The Invention 

The appealed claims are directed to a device in the 
nature of an answer sheet for use in self-instruction and 
testing. The answer sheet may be associated with ques- 
tions or separate therefrom, the essential features of the 
invention are that there are printed on the answer sheet in 
"response areas" meaningful information in permanent 
printing and confusing information in printing which can 
be removed, as by an eraser, both being legible so that a 
student, seeing a choice of answers to a question, must 
make a selection. Having made a selection, he then ap- 
plies as eraser to the selected response area and some of 
the information will be readily removed. What remains 
advises him of the correctness or otherwise of his an- 
swer. The following figures from the drawings are illus- 
trative: 

[Graphic omitted. See illustration in original.] 

Fig. 1A shows two response areas [**2] to a given 
question before any removing action [*982] by the stu- 
dent has taken place and Fig. IB shows the permanent 
information remaining in each after erasure of the re- 
movable information. Of course, if the student makes an 
initial choice of area A, showing up "YES" or some other 
indication of a correct answer, he will not need to pro- 
ceed further and erase the B area. In a modified form of 
the invention, a wrong selection, plus erasure, may ex- 
pose, instead of or in addition to a statement that the an- 
swer is wrong, a number or other reference to further 
material which is to be studied. 

A preferred method of printing the permanent mean- 
ingful information and the removable confusing informa- 
tion is by that type of xerography in which a fusible toner 
is used, the permanence of the printing depending on the 
extent to which the toner image is "fixed" or fused by 
heat. By successive printings of the two kinds of infor- 
mation with fixing to different degrees, one image can be 
made permanent and the other made subject to easy re- 
moval both images retaining such similarity of appear- 
ance that the user of the answer sheet cannot tell them 
apart. 

Claim 28 is the principal claim, all (**3] others be- 
ing dependent thereon, and reads as follows: 



28. A device for selectively indicating information 
comprising 

a support having response areas for presenting in- 
formation for selection, 

permanent printing indicative of meaningful infor- 
mation permanently fixed to said support within a re- 
sponse area, and 

removable printing indicative of confusing informa- 
tion removably fixed to said support within a response 
area, 

said meaningful and confusing information being 
substantially legible even when said permanent and re- 
movable printing are fixed over one another on said sup- 
port, 

said permanent and removable printing being sub- 
stantially similar such that an observer cannot determine 
which information is permanent and which is removable 

whereby the information within a response area is 
selected by attempting to remove the printing therein 
with the failure to remove printing identifying meaning- 
ful information. 

Claims 30-36 add limitations which need not be 
considered except for noting that claims 33 and 34 alone 
specify the use of a xerographic toner, for which reason 
they were rejected on a different ground from the other 
claims. 

The Rejection 

The following references [**4] were relied on: 

[SEE TABLE IN ORIGINAL] 

Claims 28, 30, 31, and 32 were rejected as antici- 
pated under 35 USC 102 by Bernstein; claims 28, 31, 32, 
35, and 36 were rejected as anticipated under § 102 by 
Reid: and claims 33 and 34 were rejected under 35 USC 
103 for obviousness, on either Bernstein or Reid in view 
of Lein. These were the examiner's rejections and the 
board affirmed them, adhering to its decision on recon- 
sideration. 

Bernstein discloses an answer sheet in which primed 
information representing a response is "temporarily con- 
cealed from the observer" and he discloses a number of 
different ways of effectively concealing the response. 
His specification states: 

The objects of the invention are accomplished by 
utilizing the hiding media to confuse the participant and 
to render the response and the hiding media indistin- 
guishable and thus conceal the presence, absence, nature 
or position of the response from the participant. This 
may be effectuated by careful attention being paid to a 
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number of factors including the design, [*983] color 
and position of the hiding or confusing media. 

Fig. 1 of Bernstein's drawings illustrates some of his 
concealing means: 

[**5] [Graphic omitted. See illustration in origi- 
nal.] 

The following is the written description: 

Referring now to the drawing, FIG. 1 illustrates 
some of the many optically confusing patterns which 
may be positioned between the printed structure to be 
concealed and the point of observation. Column 11 
shows the information which is to be concealed. This 
information is repeated in columns 12 through 16 but in 
each case is concealed by a pattern in accordance with 
the present invention. Column 12 utilizes a pattern com- 
prising an alphabetical maze in both line and half tone 
screen. Column 13 utilizes a pattern comprising an ab- 
sorbing field having a plurality of irregular dot-like inter- 
stices. Column 14 utilizes a pattern comprising a maze 
of plus signs combined with dots. Columns 15 and 15 
illustrate irregular and non-repetitious patterns. Bern- 
stein says that if at least 50% of the response is actually 
covered by the opaque portions of the confusion pattern, 
complete concealment is obtained. He also says that 
added means of concealment may be used, such as scor- 
ing and embossing and perforating the paper in order to 
scatter the light or let it shine through. 

Reid is entitled [**6] "Transformation Picture and 
Print." The invention is said to be useful for advertise- 
ments, Christmas cards, birthday cards, valentines, and 
the like and as a source of amusement and instruction for 
children. It consists of a picture or print, part of which is 
pennanently printed and part of which is removable from 
the paper on which it is printed. For the latter various 
soluble undercoatings or inks are described. If the pic- 
ture is washed with a solvent, which may be water, the 
removable part disappears and the pictorial and/or typo- 
graphic matter changes. The invention is illustrated by a 
typical nineteenth century temperance propaganda piece 
depicting the evils of drink. In the finished picture there 
are three scenes from left to right: Scene 1, the innocent 
child leads her father home from the pub; Scene 2, Father 
sits slumped in the kitchen chain with his bottle beside 
him, the family wash hanging above his head, this pic- 
ture being entitled "The Effects of Drink"; Scene 3, 
Mother stands in front of a sign reading "Pawn Shop." 
Across the bottom of the picture is a legend which says 
"Wash the above and see what water will do." Fig. II 
shows the result of washing with water: Scene 1**7] 1, a 
handsome young man and his happy daughter stroll on 
the street; Scene 2, Father sits erect in a well-appointed 
room at a cloth -cove red table, apparently having a cup of 
tea, obviously a gentleman; Scene 3, Mother beams from 



the sideline and the Pawn Shop sign has vanished. Two 
new subscriptions appear and the words "The" and 
"Drink" have disappeared, the resultant being a new pic- 
ture title reading "The Beneficial Effects of Temper- 
ance." "The Beneficial" and "Temperance" were covered 
by some soluble opaque in the original picture. No doubt 
the overall effect is instruction. Perhaps there was 
amusement in bringing about the transformation. 

Lein relates to xerography and is relied on only for 
its disclosure of the removability of partially fused toner 
and the permanence of fully fused toner. 

OPINION 

As to the § 102 anticipation rejections, it will suffice 
to consider independent claim 28. If it is not fully met 
by Reid [*984] or Bernstein, neither are the more lim- 
ited dependent claims. It is elementary that [HN1] to 
support an anticipation rejection, all elements of the 
claim must be found in the reference. We do not find 
claim 28 anticipated by Bernstein because, as [**8] we 
read the claim, it requires the display of legible meaning- 
ful and legible confusing information simultaneously, 
between which the user of the device may make a selec- 
tion before he undertakes to remove any of the informa- 
tion from the response area selected by him. The ele- 
ment we find most clearly missing, contrary to the rea- 
soning of the examiner and the board, is the legible con- 
fusing information. The Patent Office proposes to read 
this limitation on Bernstein's confusion patterns which 
are nothing but meaningless obscuring screens, convey- 
ing no information and providing the user with no basis 
for making a selection, as called for by claim 28. In ap- 
pellants' device the legible confusing information - i.e., 
the wrong answers - are legible in the sense that they can 
be read as intelligible words, not merely a jumble of type 
serving to obscure the words of the wrong answers. 

Appellants were fully aware of Bernstein and dis- 
cussed its disclosures in their specification, distinguish- 
ing from this and other prior art, saying, in part: 

The inventive concept hereof confuses not by physi- 
cal blocking as taught by the prior art, but by compound- 
ing, associating (including disarranging) [**9] perma- 
nent information with confusing information, usually at 
least some of which is similar in character to the perma- 
nent information as to render it impossible to tell which 
is permanent and which is removable confusing informa- 
tion. In the invention, generally no attempt is made to 
designedly physically cover the permanent information, 
but to confuse it beyond interpretation by the presenta- 
tion of extraneous removable, confusing informa- 
tion.[HN2] 

Claims are not to be read in a vacuum and while it is 
true they are to be given the broadest reasonable interpre- 
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tation during prosecution, their terms still have to be 
given the meaning called for by the specification of 
which they form a part. We cannot read the terms "legi- 
ble" and "information" on Bernstein's confusion patterns, 
as did the examiner and the board. They are not "legi- 
ble," as appellants use the term, and they convey no in- 
formation. 

As to anticipation by Reid, we find neither appel- 
lants' basic concept nor the substance of claim 28 to be 
disclosed. Apparently the solicitor could find little to 
support the rejection in Reid for all he says in his brief - 
so far as claim 28 is concerned - is: 

Reid discloses a sheet which may [**10] be used 
for instruction and which may have a removable design 
partly covering a fixed design * * *. Therefore, the dis- 
closure of the reference encompasses the arrangement 
wherein a removable design covers a fixed design with 
both designs being substantially legible. 

But claim 28 does not call for an arrangement 
wherein a removable design covers a fixed design. It 
calls for response areas, which Reid does not have, con- 
taining meaningful information in permanent printing 
together with removable printing conveying confusing 
information, both legible at the same time, between 
which a "selection" can be made. The only choice of- 
fered to the user by Reid is to follow the instruction to 
wash the whole visible picture with water or other sol- 
vent, thus removing the over-printing, to discover what 
the permanent picture is. The Patent Office attempt to 
read claim 28 on this reference is a tour de force. We 
hold that Reid does not anticipate for failure to meet the 
limitations of claim 28 to "response areas," to the presen- 
tation of two categories of information (meaningful- 
permanent and removable-confusing) within such areas, 
and the possibility of selection. [HN3] Anticipation re- 
quires a finding [**11] that the claimed invention be 
disclosed. It is not enough to say that appellants' inven- 
tion and the reference are [*985] both usable for in- 
struction and both consist of permanent and removable 
printings on paper, as did the solicitor. 

The dependent claims rejected with claim 28, as an- 
ticipated under § 102, are not anticipated since claim 28 
is not anticipated. Some of them merely add features 
which are disclosed by the references and some do 



not.Insofar as they do not, they further negative anticipa- 
tion. The examiner recognized this fact as to claims 33 
and 34, which are limited to xerography, and therefore 
did not reject them under § 102. Similarly, he did not 
reject claim 30 on Reid or claims 35 and 36 on Bern- 
stein. We find that claims 35 and 36 contain limitations 
which additionally distinguish from Reid. We have al- 
ready noted that Reid has no "response areas" as required 
by claim 28 and so Reid does not disclose the structure 
of claim 35 which additionally requires both the correct 
and incorrect answers to appear within the same response 
area. 

As to claim 36, the examiner said it "is merely a 
printed matter variation of the design of the reference," 
Reid. This [**12] is not a valid reason for rejection. 
[HN4] Printed matter may very well constitute structural 
limitations upon which patentability can be predicated. 
We have commented on this matter in In re Jones, 54 
CCPA 1218, 373 F.2d 1007, 153 USPQ 77 (1967); and 
In re Miller, 57 CCPA 809, 418 F.2d 1392, 164 USPQ 
46 (1969), and will not repeat ourselves. The limitations 
of claim 36 are not remotely suggested by Reid. 

There remains the § 103 rejection of claims 33 and 
34. Do they, taken together with all of the limitations of 
claim 28 from which they depend, define obvious subject 
matter? The difference between claim 28 and these two 
dependent claims is that they add the limitations to xe- 
rography. If Bernstein and Reid showed the claimed in- 
vention except for xerography, the addition of the Lein 
reference would make the subject matter of the claims 
obvious. But that is not the situation here. Adding the 
knowledge of xerographic technology to Bernstein or 
Reid still does not make the invention of claims 33 and 
34 obvious for the same reasons we have given above in 
discussing anticipation. The essence of appellants' inven- 
tion, as set forth in claim 28, is still missing notwith- 
standing the addition [**13] of the Lein reference and 
we see nothing in the combinations of references which 
would have made the invention obvious to one of ordi- 
nary skill in the art at the time it was made. We will, 
therefore, reverse this rejection. 

The decision of the board is reversed. 

REVERSED 
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LEXSEE 51 F.3D 1552 

IN RE THOMAS F. DEUEL, YUE-SHENG LI, NED R. SIEGEL and PETER G. 

MILNER 

94-1202 

UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT 
51 F.3d 1552; 1995 U.S. App. LEXIS 6200; 34 U.S.P.Q.2D (BNA) 1210 



March 28, 1995, Decided 



PRIOR HISTORY: [**1] Appealed from: U.S. Pat- 
ent and Trademark Office Board of Patent Appeals and 
Interferences. (Serial No. 07/542,232). 

DISPOSITION: REVERSED 

CASE SUMMARY: 



PROCEDURAL POSTURE: Applicants appealed from 
a decision of the United States Patent and Trademark 
Office Board of Patent Appeals and Interferences that 
affirmed a rejection of applicants' patent application for a 
process of isolating and making DNA molecules. 

OVERVIEW: Applicants sought a patent for their proc- 
ess of isolating and manufacturing specific DNA mole- 
cules. The examiner rejected their application, and the 
Board of Patent Appeals (Board) affirmed. Applicants 
appealed, and the court reversed. The court held the 
Board erred by rejecting the application under the obvi- 
ousness standard at 35 U.S.C.S. § J03. The court agreed 
with applicants that the Board mistakenly found that the 
prior art suggested isolating and making the molecules 
specified in the application and thus were obvious. 
Rather, the prior art did not disclose the specified mole- 
cules; it would have been highly unlikely for one of or- 
dinary skill and art in the field to achieve, based on 
common teaching, what was achieved by applicants. The 
fact that there was some similarity in the structure of 
applicant's molecules and those disclosed by prior art did 
not render applicants' molecules obvious. 

OUTCOME: The decision was reversed on the grounds 
that the Board of Patent Appeals erred by finding appli- 
cants' process obvious. Prior art did not disclose the 
molecules described in applicants' patent application. 



Civil Procedure > Appeals > Standards of Review > De 
Novo Review 

Patent Law > Nonobviousness > Evidence & Procedure 
> Fact & Law Issues 

Patent Law > U.S. Patent & Trademark Office Pro- 
ceedings > General Overview 

[HN1] Obviousness is a question of law, which the ap- 
peals court reviews de novo, though factual findings un- 
derlying the Board of Patent Appeals' obviousness de- 
termination are reviewed for clear error. 



Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

[HN2] The examiner bears the burden of establishing a 
prima facie case of obviousness. 

Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

[HN3] Only if the examiner meets his burden of estab- 
lishing a prima facie case of obviousness does the burden 
of coming forward with rebuttal argument or evidence 
shift to the applicant. 

Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

Patent Law > U.S. Patent & Trademark Office Pro- 
ceedings > Appeals 

[HN4] When the references cited by the examiner fail to 
establish a prima facie case of obviousness, the rejection 
is improper and will be overturned. 



LexisNexis(R) Head notes 
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Patent Law > Nonobviousness > Elements & Tests > 
Ordinary Skill Standard 

Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

Patent Law> Nonobviousness > Evidence & Procedure 
> Prima Facie Obviousness 

[HN5] Normally a prima facie case of obviousness is 
based upon structural similarity, i.e., an established struc- 
tural relationship between a prior art compound and the 
claimed compound. 

Patent Law > Anticipation & Novelty > General Over- 
view 

Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

Patent Law > Subject Matter > Processes > General 
Overview 

[HN6] Structural similarity between claimed and prior 
art subject matter, where the prior art gives reason or 
motivation to make the claimed compositions, creates a 
prima facie case of obviousness. 

Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

Patent Law > Subject Matter > Processes > General 
Overview 

[HN7] A broad genus does not necessarily render obvi- 
ous each compound within its scope. 

Patent Law > Anticipation & Novelty > General Over- 
view 

Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

Patent Law > Subject Matter > Processes > General 
Overview 

[HN8] The existence of a general method of isolating 
cDNA or DNA molecules is essentially irrelevant to the 
question whether the specific molecules themselves 
would have been obvious, in the absence of other prior 
art that suggests the claimed DNAs. 

Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

Patent Law > Subject Matter > Processes > General 
Overview 

[HN9] The fact that one can conceive a genera! process 
in advance for preparing an undefined compound does 
not mean that a claimed specific compound was pre- 
cisely envisioned and therefore obvious. 



COUNSEL: G. Harley Blosser, Senniger, Powers, 
Leavitt & Roedel, of St. Louis, Missouri, argued for ap- 
pellants. With him on the brief was Donald G. Leavitt. 

Donald S. Chisum, Morrison & Foerster, of Seattle, 
Washington, argued for Amicus Curiae, The Biotechnol- 
ogy Industry Association and The Bay Area Bioscience 
Center. With him on the brief were Debra A. Shetka, 
Morrison & Forester, of Palo Alto, California and Robert 
P. Blackburn, of Emeryville, California. 

Teddy S. Gron, Acting Associate Solicitor, of Arlington, 
Virginia, argued for appellee. With him on the brief was 
Albin F. Drost, Acting Solicitor. Nancy J. Linck, Office 
of the Solicitor, of Arlington, Virginia, represented ap- 
pellee. 

JUDGES: Before ARCHER, Chief Judge, NIES and 
LOURIE, Circuit Judges. 

OPINION BY: LOURIE 

OPINION 

[*1553] LOURIE, Circuit Judge. 

Thomas F. Deuel, Yue-Sheng Li, Ned R. Siegel, and 
Peter G. Milner (collectively "Deuel") appeal from the 
November 30, 1993 decision of the U.S. Patent and 
Trademark Office Board of Patent Appeals and Interfer- 
ences affirming the examiner's final rejection of [**2] 
claims 4-7 of application Serial No. 07/542,232, entitled 
"Heparin-Binding [* 1 554] Growth Factor," as unpat- 
entable on the ground of obviousness under 35 U.S.C. § 
103 (1988). Ex parte Deuel, 33 USPQld 1445 (Bd. Pat. 
App. Int. 1993). Because the Board erred in concluding 
that Deuel's claims 5 and 7 directed to specific cDNA 
molecules would have been obvious in light of the ap- 
plied references, and no other basis exists in the record to 
support the rejection with respect to claims 4 and 6 gen- 
erically covering all possible DNA molecules coding for 
the disclosed proteins, we reverse. 

BACKGROUND 

The claimed invention relates to isolated and puri- 
fied DNA and cDNA molecules encoding heparin- 
binding growth factors ("HBGFs"). 1 HBGFs are proteins 
that stimulate mitogenic activity (cell division) and thus 
facilitate the repair or replacement of damaged or dis- 
eased tissue. DNA (deoxyribonucleic acid) is a generic 
term which encompasses an enormous number of com- 
plex macromolecules made up of nucleotide units. DNAs 
consist of four different nucleotides containing the ni- 
trogenous bases adenine, guanine, cytosine, and thymine. 
A sequential grouping of three such nucleotides (a 
"codon") codes for [**3] one amino acid. A DNA's se- 
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quence of codons thus determines the sequence of amino 
acids assembled during protein synthesis. Since there are 
64 possible codons, but only 20 natural amino acids, 
most amino acids are coded for by more than one codon. 
This is referred to as the "redundancy" or "degeneracy" 
of the genetic code. 

1 For a more extensive discussion of recombi- 
nant DNA technology, see In re O'Farrell, 853 
F.2d 894, 895-99, 7 USPQ2d 1673, 1674-77 
(Fed. Cir. 1988): Amgen Inc. v. Chugai Pharma- 
ceutical Co., 927 F.2d 1200, 18 USPQ2d 1016 
(Fed. Cir.), cert, denied, 502 U.S. 856 (1991). 

DNA functions as a blueprint of an organism's ge- 
netic information. It is the major component of genes, 
which are located on chromosomes in the cell nucleus. 
Only a small part of chromosomal DNA encodes func- 
tional proteins. 



Messenger ribonucleic acid ("mRNA") is a similar 
molecule that is made or transcribed from DNA as part 
of the process of protein synthesis. Complementary DNA 
("cDNA") is a complementary copy ("clone") [**4] of 
mRNA, made in the laboratory by reverse transcription 
of mRNA. Like mRNA, cDNA contains only the pro- 
tein-encoding regions of DNA. Thus, once a cDNA's 
nucleotide sequence is known, the amino acid sequence 
of the protein for which it codes may be predicted using 
the genetic code relationship between codons and amino 
acids. The reverse is not true, however, due to the degen- 
eracy of the code. Many other DNAs may code for a 
particular protein. The functional relationships between 
DNA, mRNA, cDNA, and a protein may conveniently be 
expressed as follows: 



genomic | 


DNA 


mRNA 


protein 




cDNA 


other DNAs 



Collections ("libraries") of DNA and cDNA mole- 
cules derived from various species may be constructed in 
the laboratory or obtained from commercial sources. 
Complementary DNA libraries contain a mixture of 
cDNA clones reverse-transcribed from the mRNAs 
found in a specific tissue source. Complementary DNA 
libraries are tissue-specific because proteins and their 
corresponding mRNAs are only made ("expressed") in 
specific tissues, depending upon the protein. Genomic 
DNA ("gDNA") libraries, by contrast, theoretically con- 
tain all of a species' chromosomal DNA. The molecules 
present in cDNA and DNA libraries may be [**5] of 
unknown function and chemical structure, and [*1555] 
the proteins which they encode may be unknown. How- 
ever, one may attempt to retrieve molecules of interest 
from cDNA or gDNA libraries by screening such librar- 
ies with a gene probe, which is a synthetic radiolabeled 
nucleic acid sequence designed to bond ("hybridize") 
with a target complementary base sequence. Such "gene 
cloning" techniques thus exploit the fact that the bases in 
DNA always hybridize in complementary pairs: adenine 
bonds with thymine and guanine bonds with cytosine. A 
gene probe for potentially isolating DNA or cDNA en- 
coding a protein may be designed once the proteins 
amino acid sequence, or a portion thereof, is known. 

As disclosed in Deuel's patent application, Deuel 
isolated and purified HBGF from bovine uterine tissue, 
found that it exhibited mitogenic activity, and deter- 
mined the first 25 amino acids of the protein's N-terminal 



sequence. 2 Deuel then isolated a cDNA molecule encod- 
ing bovine uterine HBGF by screening a bovine uterine 
cDNA library with an oligonucleotide probe designed 
using the experimentally determined N-lerminal se- 
quence of the HBGF. Deuel purified and sequenced the 
cDNA molecule, which was [**6] found to consist of a 
sequence of 1196 nucleotide base pairs. From the 
cDNA's nucleotide sequence, Deuel then predicted the 
complete amino acid sequence of bovine uterine HBGF 
disclosed in Deuel's application. 

2 Deuel determined that the N-terminal se- 
quence of bovine uterus HBGF is Gly-Lys-Lys- 
Glu-Lys-Pro-Glu-Lys-Lys-Val-Lys-Lys-Ser-Asp- 
Cys-Gly-Glu-Trp-Gln-Trp-Ser-Val-Cys-Val-Pro. 

Deuel also isolated a cDNA molecule encoding hu- 
man placental HBGF by screening a human placental 
cDNA library using the isolated bovine uterine cDNA 
clone as a probe. Deuel purified and sequenced the hu- 
man placental cDNA clone, which was found to consist 
of a sequence of 961 nucleotide base pairs. From the 
nucleotide sequence of the cDNA molecule encoding 
human placental HBGF, Deuel predicted the complete 
amino acid sequence of human placental HBGF dis- 
closed in Deuel's application. The predicted human pla- 
cental and bovine uterine HBGFs each have 168 amino 
acids and calculated molecular weights of 18.9 kD. Of 
the 168 amino acids present [**7] in the two HBGFs 
discovered by Deuel, 163 are identical. Deuel's applica- 
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tion does not describe the chemical structure of, or state 
how to isolate and purify, any DNA or cDNA molecule 
except the disclosed human placental and bovine uterine 
cDNAs, which are the subject of claims 5 and 7. 

Claims 4-7 on appeal are all independent claims and 
read, in relevant part, as follows: 

4. A purified and isolated DNA sequence consisting 
of a sequence encoding human heparin binding growth 
factor of 168 amino acids having the following amino 
acid sequence: 

Met Gin Ala . . . [remainder of 168 amino acid se- 
quence]. 

5. The purified and isolated cDNA of human hepa- 
rin-binding growth factor having the following nucleo- 
tide sequence: 

GTCAAAGGCA . . . [remainder of 961 nucleotide 
sequence]. 

6. A purified and isolated DNA sequence consisting 
of a sequence encoding bovine heparin binding growth 
factor of 168 amino acids having the following amino 
acid sequence: 

Met Gin Thr . . . [remainder of 168 amino acid se- 
quence]. 

7. The purified and isolated cDNA of bovine hepa- 
rin - 

binding growth factor having the fol- 
lowing nucleotide sequence: 

GAGTGGAGAG . . . [remainder of 1196 nucleotide 
[**8] sequence]. 

Claims 4 and 6 generically encompass all iso- 
lated/purified DNA sequences (natural and synthetic) 
encoding human and bovine HBGFs, despite the fact that 
Deuel's application does not describe the chemical struc- 
ture of, or tell how to obtain, any DNA or cDNA except 
the two disclosed cDNA molecules. Because of the re- 
dundancy of the genetic code, claims 4 and 6 each en- 
compass an enormous number of DNA molecules, in- 
cluding the isolated/purified chromosomal DNAs encod- 
ing the human and bovine proteins. Claims 5 and 7, on 
the other hand, are directed to the specifically disclosed 
cDNA molecules encoding human and bovine HBGFs, 
respectively. 

During prosecution, the examiner rejected claims 4- 
7 under 35 U.S.C. § 103 as unpatentable over the com- 
bined teachings of Bohlen 3 [*I556] and Maniatis. J The 
Bohlen reference discloses a group of protein growth 
factors designated as heparin-binding brain mitogens 



("HBBMs") useful in treating burns and promoting the 
formation, maintenance, and repair of tissue, particularly 
neural tissue. Bohlen isolated three such HBBMs from 
human and bovine brain tissue. These proteins have re- 
spective molecular weights of 15 kD, 16 kD, and 18 kD. 
Bohlen determined [**9] the first 19 amino acids of the 
proteins' N-terminal sequences, which were found to be 
identical for human and bovine HBBMs. 5 Bohlen 
teaches that HBBMs are brain-specific, and suggests that 
the proteins may be homologous between species. The 
reference provides no teachings concerning DNA or 
cDNA coding for HBBMs. 

3 European Patent Application No. 0326075, 
naming Peter Bohlen as inventor, published Au- 
gust 2, 1989. 

4 Maniatis et al., Molecular Cloning: A Labora- 
tory Manual, "Screening Bacteriophage [lambda] 
Libraries for Specific DNA Sequences by Re- 
combination in Escherichia coli" Cold Spring 
Harbor Laboratory, New York, 1982, pp. 353- 
361. 

5 Bohlen's disclosed N-terminal sequence for 
human and bovine HBBMs is Gly-Lys-Lys-Glu- 
Lys-Pro-Glu-Lys-Lys-Val-Lys-Lys-Ser-Asp-Cys- 
Gly-Glu-Trp-Gln. This sequence matches the first 
19 amino acids of Deuel's disclosed N-terminal 
sequence. 

Maniatis describes a method of isolating DNAs or 
cDNAs by screening a DNA or cDNA library with a 
gene probe. The reference [**10] outlines a general 
technique for cloning a gene; it does not describe how to 
isolate a particular DNA or cDNA molecule. Maniatis 
does not discuss certain steps necessary to isolate a target 
cDNA, e.g., selecting a tissue-specific cDNA library 
containing a target cDNA and designing an oligonucleo- 
tide probe that will hybridize with the target cDNA. 

The examiner asserted that, given Bohlen's disclo- 
sure of a heparin-binding protein and its N-terminal se- 
quence and Maniatis's gene cloning method, it would 
have been prima facie obvious to one of ordinary skill in 
the art at the time of the invention to clone a gene for 
HBGF. 6 According to the examiner, Bohlen's published 
N-terminal sequence would have motivated a person of 
ordinary skill in the art to clone such a gene because 
cloning the gene would allow recombinant production of 
HBGF, a useful protein. The examiner reasoned that a 
person of ordinary skill in the an could have designed a 
gene probe based on Bohlen's disclosed N-terminal se- 
quence, then screened a DNA library in accordance with 
Maniatis's gene cloning method to isolate a gene encod- 
ing an HBGF. The examiner did not distinguish between 
claims 4 and 6 generically 1] directed to all DNA 
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sequences encoding human and bovine HBGFs and 
claims 5 and 7 reciting particular cDNAs. 

6 The examiner and the Board apparently used 
the term "gene" to refer both to natural (chromo- 
somal) DNA and synthetic cDNA. We will use 
the several terms as appropriate. 

In reply, Deuel argued, inter alia, that Bohlen 
teaches away from the claimed cDNA molecules because 
Bohlen suggests that HBBMs are brain-specific and, 
thus, a person of ordinary skill in the art would not have 
tried to isolate corresponding cDNA clones from human 
placental and bovine uterine cDNA libraries. The exam- 
iner made the rejection final, however, asserting that 

the starting materials are not relevant in 
this case, because it was well known in 
the art at the time the invention was made 
that proteins, especially the general class 
of heparin binding proteins, are highly 
homologous between species and tissue 
type. It would have been entirely obvious 
to attempt to isolate a known protein from 
different tissue types and [**12] even dif- 
ferent species. 

No prior art was cited to support the proposition that it 
would have been obvious to screen human placental and 
bovine uterine cDNA libraries for the claimed cDNA 
clones. Presumably, the examiner was relying on Boh- 
len's suggestion that HBBMs may be homologous be- 
tween species, although the examiner did not explain 
how homology between species suggests homology be- 
tween tissue types. 

The Board affirmed the examiner's final rejection. In 
its opening remarks, the Board noted that it is "constantly 
advised by the [*1557] patent examiners, who are 
highly skilled in this art, that cloning procedures are rou- 
tine in the art." According to the Board, "the examiners 
urge that when the sequence of a protein is placed into 
the public domain, the gene is also placed into the public 
domain because of the routine nature of cloning tech- 
niques." Addressing the rejection at issue, the Board de- 
termined that Bohlen's disclosure of the existence and 
isolation of HBBM, a functional protein, would also ad- 
vise a person of ordinary skill in the art that a gene exists 
encoding HBBM. The Board found that a person of ordi- 
nary skill in the art would have been motivated to isolate 
such [**13] a gene because the protein has useful mito- 
genic properties, and isolating the gene for HBBM would 
permit large quantities of the protein to be produced for 
study and possible commercial use. Like the examiner, 
the Board asserted, without explanation, that HBBMs are 



the same as HBGFs and that the genes encoding these 
proteins are identical. The Board concluded that "the 
Bohlen reference would have suggested to those of ordi- 
nary skill in this art that they should make the gene, and 
the Maniatis reference would have taught a technique for 
'making' the gene with a reasonable expectation of suc- 
cess." Responding to Deuel's argument that the claimed 
cDNA clones were isolated from human placental and 
bovine uterine cDNA libraries, whereas the combined 
teachings of Bohlen and Maniatis would only have sug- 
gested screening a brain tissue cDNA library, the Board 
stated that "the claims before us are directed to the prod- 
uct and not the method of isolation. Appellants have not 
shown that the claimed DNA was not present in and 
could not have been readily isolated from the brain tissue 
utilized by Bohlen." Deuel now appeals. 7 

7 Deuel is supported in its appeal by an amicus 
curiae brief submitted by the Biotechnology In- 
dustry Organization and the Bay Area Science 
Center. Amici urge that, contrary to controlling 
precedent, the PTO has unlawfully adopted a per 
se rule that a gene is prima facie obvious when at 
least part of the amino acid sequence of the pro- 
tein encoded by the gene is known in the prior 
art. 

[**14] DISCUSSION 

[HN1] Obviousness is a question of law, which we 
review de novo, though factual findings underlying the 
Board's obviousness determination are reviewed for clear 
error, In re Vaeck, 947 F. 2d 488, 493, 20 USPQ2d J 438, 
1442 (Fed. Or. 1991); In re Woodruff, 919 F2d 1575, 
1577, 16 USPQ2d 1934, 1935 (Fed. Cir. 1990). [HN2] 
The examiner bears the burden of establishing a prima 
facie case of obviousness. In re Rijckaert, 9 F.3d 1531, 
1532, 28 USPQ2d 1955, 1956 (Fed. Cir. 1993): In re 
Oetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 
(Fed. Cir. 1992). [HN3] Only if this burden is met does 
the burden of coming forward with rebuttal argument or 
evidence shift to the applicant. Rijckaert, 9 F.3d at 
1532, 28 USPQ2d at 1956. [HN4] When the references 
cited by the examiner fail to establish a prima facie case 
of obviousness, the rejection is improper and will be 
overturned. //; re Fine, 837 F.2d 107 J, 1074, 5 USPQ2d 
1596, 1598 (Fed. Cir. 1988). 

On appeal. Deuel challenges the Board's determina- 
tion that the applied references establish a prima facie 
case of obviousness. In response, the PTO maintains that 
the claimed invention would have been prima facie ob- 
vious [**I5] over the combined teachings of Bohlen and 
Maniatis. Thus, the appeal raises the important question 
whether the combination of a prior art reference leaching 
a method of gene cloning, together with a reference dis- 
closing a partial amino acid sequence of a protein, may 
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render DNA and cDNA molecules encoding the protein 
prima facie obvious under § 103. 

Deuel argues that the PTO failed to follow the 
proper legal standard in determining that the claimed 
cDNA molecules would have been prima facie obvious 
despite the lack of structurally similar compounds in the 
prior art. Deuel argues that the PTO has not cited a refer- 
ence teaching cDNA molecules, but instead has improp- 
erly rejected the claims based on the alleged obviousness 
of a method of making the molecules. We agree. 

Because Deuel claims new chemical entities in 
structural terms, a prima facie case of unpatentability 
requires that the teachings of the prior art suggest the 
claimed compounds to a person of ordinary skill in the 
art. [*1558] [HN5] Normally a prima facie case of ob- 
viousness is based upon structural similarity, i.e., an es- 
tablished structural relationship between a prior art com- 
pound and the claimed compound. [**16] Structural 
relationships may provide the requisite motivation or 
suggestion to modify known compounds to obtain new 
compounds. For example, a prior art compound may 
suggest its homologs because homologs often have simi- 
lar properties and therefore chemists of ordinary skill 
would ordinarily contemplate making them to try to ob- 
tain compounds with improved properties. Similarly, a 
known compound may suggest its analogs or isomers, 
either geometric isomers (cis v. trans) or position isomers 
(e.g., ortho v. para). 

In all of these cases, however, the prior art teaches a 
specific, structurally-definable compound and the ques- 
tion becomes whether the prior art would have suggested 
making the specific molecular modifications necessary to 
achieve the claimed invention. See In re Jones, 958 F.2d 
347, 351, 21 USPQ2d 1941, 1944 (Fed. Cir. 1992); In re 
Dillon, 919 F.2d68S, 692, 16 USPQ2d 1897, 1901 (Fed. 
Cir. 1990) (en banc) [HN6] ("structural similarity be- 
tween claimed and prior ail subject matter, . . . where the 
prior art gives reason or motivation to make the claimed 
compositions, creates a prima facie case of obvious- 
ness"), cert, denied, 500 U.S. 904, 114 L. Ed. 2d 77, 1 II 
S. Ct. 1682 (1991): In re Grabiak [**17] , 769 F.2d 729, 
731-32, 226 USPQ 870, 872 (Fed. Cir. 1985) ("In the 
case before us there must be adequate support in the 
prior an for the [prior art] ester/[claimed] thioester 
change in structure, in order to complete the PTO's prima 
facie case and shift the burden of going forward to the 
applicant."); In re Lain, 747 F.2d 703^705, 223 USPQ 
1257, 1258 (Fed. Cir. 1984) ("The prior ail must provide 
one of ordinary skill in the art the motivation to make the 
proposed molecular modifications needed to arrive at the 
claimed compound."). 

Here, the prior an does not disclose any relevant 
cDNA molecules, let alone close relatives of the specific, 



structurally-defined cDNA molecules of claims 5 and 7 
that might render them obvious. Maniatis suggests an 
allegedly obvious process for trying to isolate cDNA 
molecules, but that, as we will indicate below, does not 
fill the gap regarding the subject matter of claims 5 and 
7. Further, while the general idea of the claimed mole- 
cules, their function, and their general chemical nature 
may have been obvious from Bohlen's teachings, and the 
knowledge that some gene existed may have been clear, 
the precise cDNA molecules of claims 5 and [**18] 7 
would not have been obvious over the Bohlen reference 
because Bohlen teaches proteins, not the claimed or 
closely related cDNA molecules. The redundancy of the 
genetic code precluded contemplation of or focus on the 
specific cDNA molecules of claims 5 and 7. Thus, one 
could not have conceived the subject matter of claims 5 
and 7 based on the teachings in the cited prior art be- 
cause, until the claimed molecules were actually isolated 
and purified, it would have been highly unlikely for one 
of ordinary skill in the art to contemplate what was ulti- 
mately obtained. What cannot be contemplated or con- 
ceived cannot be obvious. 

The PTO's theory that one might have been moti- 
vated to try to do what Deuel in fact accomplished 
amounts to speculation and an impermissible hindsight 
reconstruction of the claimed invention. It also ignores 
the fact that claims 5 and 7 are limited to specific com- 
pounds, and any motivation that existed was a general 
one, to try to obtain a gene that was yet undefined and 
may have constituted many forms. A general motivation 
to search for some gene that exists does not necessarily 
make obvious a specifically-defined gene that is subse- 
quently obtained as a result [**19] of that search. More 
is needed and it is not found here. 

The genetic code relationship between proteins and 
nucleic acids does not overcome the deficiencies of the 
cited references. A prior ail disclosure of the amino acid 
sequence of a protein does not necessarily render particu- 
lar DNA molecules encoding the protein obvious be- 
cause the redundancy of the genetic code permits one to 
hypothesize an enormous number of DNA sequences 
coding for the protein. No particular one of these DNAs 
can be obvious unless there is something in the prior art 
to lead to the particular DNA and indicate that it should 
be [*1559] prepared. We recently held in /// re Baird, 
16 F.3d 380, 29 USPQ2d 1550 (Fed. Cir. 1994), that 
[HN7] a broad genus does not necessarily render obvious 
each compound within its scope. Similarly, knowledge of 
a protein does not give one a conception of a particular 
DNA encoding it. Thus, a fortiori, Bohlen's disclosure of 
the N-termina! portion of a protein, which the PTO urges 
is the same as HBGF, would not have suggested the par- 
ticular cDNA molecules defined by claims 5 and 7. This 
is so even though one skilled in the art knew that some 
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DNA, albeit not in purified and isolated form, [**20] 
did exist. The compounds of claims 5 and 7 are specific 
compounds not suggested by the prior art. A different 
result might pertain, however, if there were prior art, e.g., 
a protein of sufficiently small size and simplicity, so that 
lacking redundancy, each possible DNA would be obvi- 
ous over the protein. See In re Petering, 49 C.C.P.A. 993, 
301 F.2d 676 (CCPA J 962) (prior art reference disclos- 
ing limited genus of 20 compounds rendered every spe- 
cies within the genus unpatentable). That is not the case 
here. 

The PTO's focus on known methods for potentially 
isolating the claimed DNA molecules is also misplaced 
because the claims at issue define compounds, not meth- 
ods. See In re Bell, 991 F.2d 781, 785, 26 USPQ2d 1529, 
1532 (Fed. Cir. 1993). In Bell, the PTO asserted a rejec- 
tion based upon the combination of a primary reference 
disclosing a protein (and its complete amino acid se- 
quence) with a secondary reference describing a general 
method of gene cloning. We reversed the rejection, hold- 
ing in part that "the PTO's focus on Bell's method is mis- 
placed. Bell does not claim a method. Bell claims com- 
positions, and the issue is the obviousness of the claimed 
compositions, not of the method [**21] by which they 
are made." Id. 

We today reaffirm the principle, stated in Bell, that 
[HN8] the existence of a general method of isolating 
cDNA or DNA molecules is essentially irrelevant to the 
question whether the specific molecules themselves 
would have been obvious, in the absence of other prior 
art that suggests the claimed DNAs. A prior art disclo- 
sure of a process reciting a particular compound or ob- 
vious variant thereof as a product of the process is, of 
course, another matter, raising issues of anticipation un- 
der 35 U.S.C. § 102 as well as obviousness under § 103. 
Moreover, where there is prior art that suggests a 
claimed compound, the existence, or lack thereof of an 
enabling process for making that compound is surely a 
factor in any patentability determination. See In re 
Brown, 51 CCPA. 1254, 329 F.2d 1006, 141 USPQ 
245 (CCPA 1964) (reversing rejection for lack of an ena- 
bling method of making the claimed compound). There 
must, however, still be prior art that suggests the claimed 
compound in order for a prima facie case of obviousness 
to be made out; as we have already indicated, that prior 
art was lacking here with respect to claims 5 and 7. Thus, 
even if, as the examiner [**22] staled, the existence of 
genera] cloning techniques, coupled with knowledge of a 
protein's structure, might have provided motivation to 
prepare a cDNA or made it obvious to prepare a cDNA, 
that does not necessarily make obvious a particular 
claimed cDNA. "Obvious to try" has long been held not 
to constitute obviousness. /// re OTarrell, 853 F.2d 894, 
903, 7 USP02d 1673, 1680-81 (Fed. Cir. 1988). A gen- 



eral incentive does not make obvious a particular result, 
nor does the existence of techniques by which those ef- 
forts can be carried out. Thus, Maniatis's teachings, even 
in combination with Bohlen, fail to suggest the claimed 
invention. 

The PTO argues that a compound may be defined by 
its process of preparation and therefore that a conceived 
process for making or isolating it provides a definition 
for it and can render it obvious. It cites Amgen Inc. v. 
Chugai Pharmaceutical Co., 927 F.2d 1200, 18 USPQ2d 
1016 (Fed. Cir.), cert, denied, 502 U.S. 856 (1991), for 
that proposition. We disagree. [HN9] The fact that one 
can conceive a general process in advance for preparing 
an undefined compound does not mean that a claimed 
specific compound was precisely envisioned [**23] and 
therefore obvious. A substance may indeed be defined by 
its process of preparation. That occurs, however, when it 
has already been prepared by that process and one there- 
fore knows that the result of that process is the stated 
compound. The process is part of the definition of the 
compound. [*1560] But that is not possible in advance, 
especially when the hypothetical process is only a gen- 
eral one. Thus, a conceived method of preparing some 
undefined DNA does not define it with the precision 
necessary to render it obvious over the protein it en- 
codes. We did not state otherwise in Amgen. See Amgen, 
927 F.2d at 1206-9, 18 USPQ2d at 1021-23 (iso- 
lated/purified human gene held nonobvious; no concep- 
tion of gene without envisioning its precise identity de- 
spite conception of general process of preparation). 

We conclude that, because the applied references do 
not teach or suggest the claimed cDNA molecules, the 
final rejection of claims 5 and 7 must be reversed. See 
also Bell, 991 F.2d at 784-85, 26 USPQ2d at 1531-32 
(human DNA sequences encoding IGF proteins nonob- 
vious over asserted combination of references showing 
gene cloning method and complete amino acid sequences 
of IGFs). 

Claims [**24] 4 and 6 are of a different scope than 
claims 5 and 7. As is conceded by Deuel, they generi- 
cally encompass all DNA sequences encoding human 
and bovine HBGFs. Written in such a result-oriented 
form, claims 4 and 6 are thus tantamount to the general 
idea of all genes encoding the protein, all solutions to the 
problem. Such an idea might have been obvious from the 
complete amino acid sequence of the protein, coupled 
with knowledge of the genetic code, because this infor- 
mation may have enabled a person of ordinary skill in 
the art to envision the idea of and, perhaps with the aid 
of a computer, even identify all members of the claimed 
genus. The Bohlen reference, however, only discloses a 
partial amino acid sequence, and thus it appears that, 
based on the above analysis, the claimed genus would 
not have been obvious over this prior art disclosure. We 
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will therefore also reverse the final rejection of claims 4 
and 6 because neither the Board nor the patent examiner 
articulated any separate reasons for holding these claims 
unpatentable apart from the grounds discussed above. 

One further matter requires comment. Because 
Deuel's patent application does not describe how to ob- 
tain any DNA [**25] except the disclosed cDNA mole- 
cules, claims 4 and 6 may be considered to be inade- 
quately supported by the disclosure of the application. 
See generally Amgen Inc. v. Chugai Pharmaceutical Co., 
927 F.2d 1200, 1212-14, 18 USPQ2d 1016, 1026-28 
(Fed. Cir.) (generic DNA sequence claims held invalid 
under 35 U.S.C. § 112, first paragraph), cert, denied, 502 
U.S. 856 (1991); In re Fisher, 57 C.C.PA. 1099, 427 
F.2d 833, 839, 166 USPQ 18, 24 (CCPA 1970) (Section 
112 "requires that the scope of the claims must bear a 



reasonable correlation to the scope of enablement pro- 
vided by the specification to persons of ordinary skill in 
the art."). As this issue is not before us, however, we will 
not address whether claims 4 and 6 satisfy the enable- 
ment requirement of § 112, first paragraph, but will leave 
to the PTO the question whether any further rejection is 
appropriate. 

We have considered the PTO's remaining arguments 
and find them not persuasive. 

CONCLUSION 

The Board's decision affirming the final rejection of 
claims 4-7 is reversed. 

REVERSED 
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PRIOR HISTORY: [**1] Appeal from: U.S. Patent 
& Trademark Office, Board of Patent Appeals & Inter- 
ferences 

DISPOSITION: REVERSED. 
CASE SUMMARY: 



Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

[HN1] Generalization is to be avoided insofar as specific 
structures are alleged to be prima facie obvious one from 
the other. 



PROCEDURAL POSTURE: Claimant inventors ap 
pealed from a decision of the Patent and Trademark Of- 
fice Board of Patent Appeals and Interferences sustaining 
the rejection of an invention as unpatentable under 35 
U.S.C.S. § 103. 

OVERVIEW: Claimant inventors filed a patent applica- 
tion for a novel salt. The Patent and Trademark Office 
(PTO) Board of Patent Appeals and Interferences upheld 
the examiner's rejection of claimant's invention as unpat- 
entable under 35 U.S.C.S. § 103 for obviousness. The 
PTO found that the claimed salt of dicamba and the salt 
of dicamba specifically disclosed by prior art were 
closely related in structure, and that based upon the ex- 
pectation that compounds similar in structure would have 
similar properties 5 a prima facie case of obviousness had 
arisen. On appeal, the court reversed, holding that the 
PTO had not established a prima facie case of obvious- 
ness, and thus did not shift to claimants the burden of 
coming forward with evidence of non-obviousness. The 
court found that the two salts were not so closely related 
in structure as to render claimants' salt prima facie obvi- 
ous in view of the prior art. 

OUTCOME: The court reversed, concluding that the 
Patent and Trademark Office had not made a prima facie 
case of obviousness. 



Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

Patent Law > Nonobviousness > Evidence & Procedure 

> Prima Facie Obviousness 

[HN2] Every case, particularly those raising the issue of 
obviousness under 35 U.S.C.S. § 103, must necessarily 
be decided upon its own facts. 

Patent Imw > Nonobviousness > Elements & Tests > 
Ordinary Skill Standard 

Patent Law > Nonobviousness > Elements & Tests > 
Prior Art 

Patent Law > Nonobviousness > Evidence & Procedure 

> Prima Facie Obviousness 

[HN3] Before the Patent and Trademark Office may 
combine the disclosures of two or more prior art refer- 
ences in order to establish prima facie obviousness, there 
must be some suggestion for doing so, found either in the 
references themselves or in the knowledge generally 
available to one of ordinary skill in the art. 

Patent Imw > Claims & Specifications > Enablement 
Requirement > General Overview 
Patent Law > Inequitable Conduct > General Overview 
Patent Law > Nonobviousness > Evidence & Procedure 

> General Overview 
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[HN4] In order to make a prima facie case of obvious- 
ness, the prior art must provide one of ordinary skill in 
the art the motivation to make the proposed modifica- 
tions needed to arrive at the claimed invention. 

COUNSEL: Melvyn M. Kassenoff, Sandoz Corporation 
Patent & Trademark Dept., of East Hanover, New Jersey, 
argued for appellant. With him on the brief were Gerald 
D. Sharkin and Richard E. Vila. Also on the brief was 
Joanne M. Giesser, of Palo Alto, California. 

Harris A. Pitlock, Associate Solicitor, of Arlington, Vir- 
ginia, argued for appellee. With him on the brief was 
Fred E. McKelvey, Solicitor. Of counsel was Richard E. 
Schafer, Patent & Trademark Office. 

JUDGES: Before RICH, ARCHER, and CLEVENGER, 
Circuit Judges. 

OPINION BY: RICH 

OPINION 

[*348] RICH, Circuit Judge. 

Rita S. Jones et al. (collectively Jones) appeal from 
the April 15, 1991 decision of the Patent and Trademark 
Office (PTO) Board of Patent Appeals and Interferences 



(Board), Appeal No. 90-1920. sustaining the rejection of 
claim 1, the only claim of application Ser. No. 
07/099,279, titled "The 2-(2'-Aminoethoxy)Ethanol Salt 
of Dicamba," as unpatentable under 35 USC 103. We 
conclude that the PTO has not presented a prima facie 
case of obviousness, and therefore reverse. 

The Invention 

The claimed invention is a novel salt of 2-methoxy- 
3,6-dichlorobenzoic acid, [**2] which acid is com- 
monly referred to as "dicamba. " A known herbicide, 
dicamba has typically been sold in the form of its known 
dimethylamine salt. 

The sole claim of the application on appeal reads: 

1. The 2-(2'-aminoethoxy)ethanol salt of dicamba. 

The claimed salt has the following structure: 

[SEE STRUCTURE ILLUSTRATION IN ORIGI- 
NAL] 

[*349] The Rejection 

Claim 1 stands rejected as obvious in view of the 
combined teachings of the following references: 



Richter 


U.S. Patent No. 3,013,054 


Dec. 12, 1961 


Moyle et al. 


U.S. Patent No. 3,056,669 


Oct. 2, 1962 


Balassa 


U.S. Patent No. 3,725,031 


Apr. 3, 1973 


Zorayan et al. 


88 Chem. Abstracts No. 52300j 


1978 : 


Wideman 


86 Chem. Abstracts No. 437 1 1 a 


1977 



Richter, which all agree is the closest prior art, dis- 
closes dicamba in free acid, ester, and salt forms, for use 
as a herbicide. Among the salt forms disclosed are sub- 
stituted ammonium salts, a genus which admittedly en- 
compasses the claimed salt. Richter does not specifically 
disclose the claimed 2-(2'-arninoethoxy)ethanol salt, 
however. Most notably, Richter discloses (emphasis and 
bracketed word ours): 

Compositions in which X is substituted ammonium 
are amine salts of 2-methoxy-3,6-dichlorobenzoic [**3] 
acid [dicamba] and are prepared by the addition of the 
free acid to various amines. Typical amines which can be 
used to prepare such amine salts are dimethylamine, 
trimethylamine, triethylamine, diethanolamine, trietha- 
nolarnine, isopropylamine, morpholine, and the like. Tiie 
resulting products are, respectively the dimethylamino, 
trimethylamino, triethylamino, diethanolamino, trietha- 



nolamino, isopropylamino, and morpholino salts of 2- 
mefhoxy-3,6-dichlorobenzoic acid. 

Zorayan teaches the amine 

(H[2]N(CH[2]CH[2]0)[2]H) used to make the claimed 
salt, as well as the use of that amine in the preparation of 
surfactants for shampoos, bath preparations, and emulsi- 
fiers. 

Wideman also teaches the amine disclosed in Zora- 
yan. 

The content of the remaining references is unneces- 
sary to our decision. 

The Board upheld the examiner's rejection of claim 
1 as obvious, finding that the claimed 2-(2'- 
aminoethoxy)ethanol salt of dicamba and the dietha- 
nolamine salt of dicamba specifically disclosed by Rich- 
ter were 'closely related in structure," and that based 
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upon the expectation that "compounds similar in struc- 
ture will have similar properties,*' a prima facie case of 
obviousness had arisen. The Board [**4] found that 
Jones' rebuttal evidence (Rule 132 declarations and data 
reported in the specification) failed to "compare the 
claimed subject matter with the closest prior art," and 
accordingly did not serve to rebut the prima facie case. 
This appeal followed. 

Analysis 

The Solicitor contends that the claimed salt falls 
within the genus of substituted amine salts of dicamba 
disclosed by Richter, and that, like Richter's genus, the 
claimed compound has herbicidal activity. Thus, the So- 
licitor urges, under the circumstances of this case, (1) the 
genus/species relationship and (2) the common utility of 
the claimed and prior art compounds support the Board's 
holding of prima facie obviousness. Moreover, the So- 
licitor adds, although the claimed compound is neither a 
homolog nor a position isomer of those salts specifically 
disclosed in Richter, it is structurally similar thereto, 
particularly the diethanolamino salt noted by the Board. 

The question of "structural similarity" in chemical 
patent cases has generated a body of patent law unto it- 
self. 1 Particular types [*350] or categories of structural 
similarity without more have, in past cases, given rise to 
prima facie obviousness; [**5] see, e.g., In re Dillon, 
919 F.2d 688, 692-94, 16 USPQ2d 1897, 1900-02 (Fed. 
Cir 1990) (tri-orthoesters and tetra-orthoesters), cert, 
denied, U.S. , 111 S. Ct. 1682 (1991): In re May, 574 
F.2d 1082, 197 USPQ 601 (CCPA 1978) (stereoisom- 
ers); In re Wilder, 563 F.2d 457, 195 USPQ 426 (CCPA 
1977) (adjacent homologs and structural isomers); In re 
Hoch, 57 C.C.P.A. 1292,428 F.2d 1341, 166 USPQ 406 
(CCPA 1970) (acid and ethyl ester). However, none of 
these types of structural similarity are involved here. And 
in any event, this court has previously stated that [HN1] 
generalization is to be avoided insofar as specific struc- 
tures are alleged to be prima facie obvious one from the 
other. In re Grabiak, 769 F.2d 729, 731, 226 USPQ 870, 
872 (Fed. Cir. 1985). 

1 See generally Helmuth A. Wegner, "Prima 
Facie Obviousness of Chemical Compounds." 6 
Am. Par. L Assoc. Q. J. 271 (1978). 

[**6] On the basis of the record before us, we can- 
not sustain the Board's conclusion that the claimed salt 
and the diethanolamino salt disclosed by Richter are so 
"closely related in structure" as to render the former 
prima facie obvious in view of the latter. The claimed 
salt is a primary amine with an ether linkage. The dietha- 
nolamino salt disclosed by Richter is a secondary amine, 
without an ether linkage: 



[SEE ILLUSTRATION IN ORIGINAL] 

In addition, the only substituted ammonium salt of 
dicamba expressly disclosed by Richter having an ether 
linkage is the morpholino salt, which is cyclic in struc- 
ture: 

[SEE STRUCTURE ILLUSTRATION IN ORIGI- 
NAL] 

The claimed salt is, plainly, acyclic; i.e., linear. 
Lastly, while the isopropylamino salt disclosed by Rich- 
ter is a primary amine, as is the claimed salt, its iso- 
structure is quite different: 

[SEE STRUCTURE ILLUSTRATION IN ORIGI- 
NAL] 

The lack of close similarity of structure is not ne- 
gated by the fact that the claimed salt is a member of 
Richter's broadly disclosed genus of substituted ammo- 
nium salts of dicamba. The Solicitor contends that "the 
relative size of the genus disclosed by the prior art would 
not appear to be a controlling [**7] factor in determin- 
ing whether a prima facie case of obviousness exists for 
a species encompassed within the described genus," cit- 
ing Merck & Co. v. Biocraft Labs., Inc., 874 F.2d 804, 
806-09, 10 USPQ2d 1843, 1845-48 (Fed. Cir.), cert, de- 
nied, 493 U.S. 975, 110 S. Ct. 498, 107 L. Ed. 2d 502, 
110 S. Ct. 498 (1989). We decline to extract from Merck 
the rule that the Solicitor appears to suggest-that regard- 
less of how broad, a disclosure of a chemical genus ren- 
ders obvious any species that happens to fall within it. In 
Merck, at issue on appeal was whether claims to a com- 
position of two diuretics, amiloride and hydrochlorothi- 
azide, present in a particular "medically synergistic" 
weight ratio, would have been obvious in view of a spe- 
cific prior art disclosure of amiloride in combination 
with hydrochlorothiazide, one of 1200 such combina- 
tions disclosed in the prior art reference. Id. at 806, 10 
USPQ2d at 1845. Based on the facts before it, including 
evidence at trial that the experimentation needed to ar- 
rive at the claimed dosage was "nothing more than rou- 
tine," id. at 809, 10 USPQ2d at 1847, [**8] the court 
held that the claimed invention would have been obvi- 
ous. In contrast, though Richter discloses the potentially 
infinite genus of "substituted ammonium salts" of 
dicamba, and lists several such salts, the salt claimed 
here is not specifically disclosed. Nor, as we have ex- 
plained above, is the claimed salt sufficiently similar in 
structure to those specifically disclosed in Richter as to 
render it prima facie obvious. [HN2] Every case, particu- 
larly those raising the issue of obviousness under section 
103, must necessarily be decided upon its own facts. 

[*351] The Solicitor points out that, given the 
breadth of forms of dicamba (free acid, ester, or salt) 
disclosed by Richter as having herbicidal utility, one of 
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ordinary skill in the art would appreciate that the 
dicamba group has significance with respect to imparting 
herbicidal activity to dicamba compounds. Thus, the 
Solicitor contends, one skilled in the art would have been 
motivated to use, with dicamba, substituted ammonium 
salts made from a known amine, such as the amine dis- 
closed by Zorayan and Wideman, and would have ex- 
pected such a salt to have herbicidal activity. [HN3] Be- 
fore the PTO may combine the disclosures of two or 
more [**9] prior art references in order to establish 
prima facie obviousness, there must be some suggestion 
for doing so, found either in the references themselves or 
in the knowledge generally available to one of ordinary 
skill in the artT In re Fine, 837 F.2d 1071, 1074, 5 
USPQ2d 1596, 1598-99 (Fed. Cir. 1988). We see no 
such suggestion in Zorayan, which is directed to sham- 
poo additives, nor in Wideman, which teaches that the 
amine used to make the claimed compound is a byprod- 
uct of the production of morpholine. Nor does the broad 
disclosure of Richter fill the gap, for the reasons dis- 
cussed above. 

Conspicuously missing from this record is any evi- 
dence, other than the PTO's speculation (if it be called 



evidence) that one of ordinary skill in the herbicidal art 
would have been motivated to make the modifications of 
the prior art salts necessary to arrive at the claimed 2-(2'- 
aminoethoxy)ethanol salt. See Grabiak, 769 F.2d at 731- 
32, 226 USPQ at 872 ("In the case before us there must 
be adequate support in the prior art for the [prior art] 
ester/[claimed] thioester change in structure, in order to 
complete the PTO's prima [**10] facie case and shift 
the burden of going forward to the applicant/'); In re 
Lalu, 747 F.2d 703, 705, 223 USPQ 1257, 1258 (Fed. 
Cir. 1984) [HN4] ("The prior art must provide one of 
ordinary skill in the art the motivation to make the pro- 
posed molecular modifications needed to arrive at the 
claimed compound.") 

Conclusion 

We conclude that the PTO did not establish a prima 
facie case of obviousness, and thus did not shift to Jones 
the burden of coming forward with unexpected results or 
other objective evidence of non -obviousness. Accord- 
ingly, the decision of the Board is 

REVERSED. 
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LEXSEE919F.2D688 



IN re DIANE M.DILLON 



No. 88-1245 



UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT 
919 F.2d 688; 1990 U.S. App. LEXIS 19768; 16 U.S.P.Q3D (BNA) 1897 



November 9, 1990, Decided 



PRIOR HISTORY: [**1] Appealed from: United 
States Patent & Trademark Office Board of Patent Ap- 
peals and Interferences. 

CASE SUMMARY: 



PROCEDURAL POSTURE: Petitioner appealed the 
judgment of the United States Patent and Trademark 
Office Board of Patent Appeals and Interferences reject- 
ing certain claims in a patent application. 

OVERVIEW: Petitioner's patent application described 
and claimed her discovery that the inclusion of certain 
tetra-orthoester compounds in hydrocarbon fuel would 
reduce the emission of solid particulates during combus- 
tion of fuel. The Board of Patent Appeals and Interfer- 
ences rejected her patent application, holding all the 
claims to be unpatentable on the ground of obviousness 
under 35 U.S.C.S. § 103. On appeal, the court held that 
properties had to be considered in the overall evaluation 
of obviousness and the lack of any disclosure of useful 
properties for a prior art compound might indicate a lack 
of motivation to make related compounds, thereby pre- 
cluding a prima facie case. But, it was not correct that 
similarity of structure and a suggestion of the activity of 
an applicant's compounds in the prior art were necessary 
before a prima facie case was established. 

OUTCOME: The court affirmed the judgment of the 
Board of Patent Appeals and Interferences rejecting cer- 
tain claims in petitioner's patent application because peti- 
tioner failed to overcome the presumption of obvious- 
ness. 

LexisNexis(R) Headnotes 



Patent Law > Claims & Specifications > Claim Lan- 
guage > Representative Claims 

Patent Law > U.S. Patent & Trademark Office Pro- 
ceedings > Appeals 

Patent Law > U.S. Patent & Trademark Office Pro- 
ceedings > Interferences > Patentability & Priority De- 
terminations 

[HN1] It is not the practice of the appellate court to re- 
view claims that an applicant has not separately argued at 
the Board of Patent Appeals and Interferences level, be- 
cause, inter alia, the appellate court lacks the benefit of 
the Board's reasoned decision on the separate patentabil- 
ity of those claims. 

Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

[HN2] A prima facie case of obviousness is not deemed 
made unless both (1) the new compound or composition 
is structurally similar to the reference compound or com- 
position and (2) there is some suggestion or expectation 
in the prior art that the new compound or composition 
will have the same or a similar utility as that discovered 
by the applicant. 

Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

[HN3] Structural similarity between claimed and prior 
art subject matter, proved by combining references or 
otherwise, where the prior art gives reason or motivation 
to make the claimed compositions, creates a prima facie 
case of obviousness, and that the burden (and opportu- 
nity) then falls on an applicant to rebut that prima facie 
case. Such rebuttal or argument can consist of a compari- 
son of test data showing that the claimed compositions 
possess unexpectedly improved properties or properties 
that the prior art does not have that the prior art is so 
deficient that there is no motivation to make what might 
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otherwise appear to be obvious changes or any other 
argument or presentation of evidence that is pertinent. 

Patent Law > Inequitable Conduct > General Overview 
Patent Imw > Nonobviousness > Evidence & Procedure 
> Prima Facie Obviousness 
Patent Law > Ownership > Patents as Property 
[HN4] All evidence of the properties of claimed compo- 
sitions and prior art must be considered in determining 
the ultimate question of patentability, but it is also clear 
that the discovery that a claimed composition possesses a 
property not disclosed for the prior art subject matter, 
does not by itself defeat a prima facie case. Each situa- 
tion must be considered on its own facts, but it is not 
necessary in order to establish a prima facie case of ob- 
viousness that both a structural similarity between a 
claimed and prior art compound (or a key component of 
a composition) be shown and that there be a suggestion 
in or expectation from the prior art that the claimed com- 
pound or composition will have the same or a similar 
utility as one newly discovered by applicant. To the ex- 
tent that In re Wright, 848 F. 2d 1554, suggests or holds 
to the contrary, it is overruled. 

Patent Law > Nonobviousness > Elements <& Tests > 
General Overview 

[HN5] The statement that a prima facie obviousness re- 
jection is not supported if no reference shows or suggests 
the newly-discovered properties and results of a claimed 
structure is not the law. 



Patent Law > Anticipation & Novelty > General Over- 
view 

Patent Imw > Inequitable Conduct > Effect, Materiality 
& Scienter > General Overview 

[HN6] The determination that a reference is from a 
nonanalogous art is two -fold. First, a court decides if the 
reference is within the field of the inventor's endeavor. If 
it is not, a court proceeds to determine whether the refer- 
ence is reasonably pertinent to the particular problem 
with which the inventor was involved. 



Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

[HN7] Even substitution of an unobvious starting mate- 
rial into an old process does not necessarily result in an 
unobvious process. 

Patent Law > Nonobviousness > Elements & Tests > 
General Overview 



[HN8] The established practice of rejecting closely- 
related compounds as prima facie obvious has been 
qualified by the rule that a presumption is not created 
when the reference compound is so lacking in any utility 
that there is no motivation to make close relatives. 



Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

[HN9] Properties are relevant to the creation of a prima 
facie case in the sense of affecting the motivation of a 
researcher to make compounds closely related to or sug- 
gested by a prior art compound, but it is not required, as 
stated in the dissent that the prior art disclose or suggest 
the properties newly-discovered by an applicant in order 
for there to be a prima facie case of obviousness. 

COUNSEL: James H. Laughlin, Jr., Benoit, Smith & 
Laughlin, of Arlington, Virginia, argued for Appellant. 
With him on the brief was Gregory F. Wirzbicki, Unocal 
Corporation, Brea, California, of Counsel. 

Fred E. McKelvey, Solicitor, Office of the Solicitor, of 
Arlington, Virginia, argued for Appellee. With him on 
the brief were Richard E. Schafer, Associate Solicitor 
and Joseph F. Nakamura. 

Allen S. Melser and Linda J. Shapiro, Mason, Fenwick & 
Lawrence, of Washington, District of Colubmia, were on 
the brief for Amicus Curiae Chemical Manufacturers 
Association. 

William S. Thompson, President, American Intellectual 
Property Law Association, of Arlington, Virginia, was 
on the brief for Amicus Curiae American Intellectual 
Property Law Association. With him on the brief were 
Donald R. Dunner, Herbert H. Mintz, and Thomas L. 
Irving, Finnegan, Henderson, Farabow, Garrett & Dun- 
ner, of Washington, District of Columbia Also on the 
brief was Harold C. Wegner, Wegner & Bret Schneider, 
of Washington, District of Columbia, of Counsel. 

Professor Irving Kay ton, of Washington, District of Co- 
lumbia, [**2] was on the brief for Amicus Curiae Pro- 
fessor Irving Kayton. 

Robert A. Chittum, President, Rochester Patent Law As- 
sociation, of Rochester, New York, was on the brief for 
Amicus Curiae Rochester Patent Law Association. 

JUDGES: Nies, Chief Judge, Rich, Circuit Judge, 
Cowen, Senior Circuit Judge, Markey, ' Newman, 
Archer, Mayer, Michel, Plager, Lourie. Clevenger, and 
Rader, Circuit Judges. Archer, Circuit Judge, with 
whom Markey and Michel, Circuit Judges, join, joining- 
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in-parl. Newman, Circuit Judge, with whom Cowen, 
Senior Circuit Judge, and Mayer, Circuit Judge, join, 
dissenting. 

* Circuit Judge Markey vacated the position of 
Chief Judge on June 27, 1990. 

OPINION BY: LOURIE 

OPINION 

[*690] LOURIE, Circuit Judge 

Diane M. Dillon, assignor to Union Oil Company of 
California, appeals the November 25, 1987, decision of 
the Board of Patent Appeals and Interferences (Board) of 
the United States Patent and Trademark Office (PTO), 
Appeal No. 87-0944, rejecting claims 2-14, 16-22, and 
24-37, all the remaining claims of patent application Se- 
rial No. 671,570 entitled "Hydrocarbon Fuel Composi- 
tion." We affirm the rejection of all of the claims. 1 

I A panel of this court heard this appeal and re- 
versed the Board on December 29, 1989. 892 
R2d 1554, 13 USPQ2d 1337. The PTO peti- 
tioned for rehearing and suggested rehearing in 
banc on February 12, 1990. Rehearing in banc 
was ordered on May 21, 1990, and the judgment 
which was entered on December 29. 1989, was 
vacated, the accompanying opinion being with- 
drawn. 

[**3] Hie Invention 

Dillon's patent application describes and claims her 
discovery that the inclusion of certain tetra-orthoester 
compounds in hydrocarbon fuel compositions will re- 
duce the emission of solid particulates (*>., soot) during 
combustion of the fuel. In this appeal Dillon asserts the 
patentability of claims to hydrocarbon fuel compositions 
containing these tetra-orthoesters, and to the method of 
reducing particulate emissions during combustion by 
combining these esters with the fuel before combustion. 

Claim 2 is the broadest composition claim: 

2. A composition comprising: a hydro- 
carbon fuel; and a sufficient amount of at 
least one orthoester so as to reduce the 
paniculate emissions from the combustion 
of the hydrocarbon fuel, wherein the or- 
thoester is of the formula: 

[SEE ILLUSTRATION IN ORIGI- 
NAL] 

wherein R[5], R[6], R[7] 5 and R[8], 
are the same or different monovalent or- 



ganic radical comprising 1 to about 20 
carbon atoms. 



The broadest method claim is claim 24: 

24. A method of reducing the particu- 
late emissions from the combustion of a 
hydrocarbon fuel comprising combusting 
a mixture of the hydrocarbon fuel and a 
sufficient [**4] amount of at least [*691]. 
one orthoester so as to reduce the particu- 
late emissions, wherein the orthoester is 
of the formula: 

[SEE ILLUSTRATION IN ORIGI- 
NAL] 

wherein R[5], R[6], R[7] 5 and R[8], 
are the same or different monovalent or- 
ganic radical comprising 1 to about 20 
carbon atoms. 



The other claims contain additional limitations and 
thus are narrower in scope. 

The tetra-orthoesters are a known class of chemical 
compounds. It is undisputed that their combination with 
hydrocarbon fuel, for any purpose, is not shown in the 
prior art, and that their use to reduce particulate emis- 
sions from combustion of hydrocarbon fuel is not shown 
or suggested in the prior art. 

Hie Rejection 

The Board held all of the claims to be unpatentable 
on the ground of obviousness, 35 U.S.C. § 103, in view 
of certain primary and secondary references. As primary 
references the Board relied on two Sweeney U.S. patents, 
4,390,417 ( *417) and 4,395,267 ( '267). Sweeney '417 
describes hydrocarbon fuel compositions containing 
specified chemical compounds, v/s., ketals, acetals, and 
tri-orthoesters, 2 used for "dewatering" the fuels, particu- 
larly [**5] diesel oil. Sweeney '267 describes three- 
component compositions of hydrocarbon fuels heavier 
than gasoline, immiscible alcohols, and tri-orthoesters, 
wherein the tri-orthoesters serve as cosol vents to prevent 
phase separation between fuel and alcohol. The Board 
explicitly found that the Sweeney patents do not teach 
the use of the tetra-orthoesters recited in appellant's 
claims. 

2 Tri-orthoesters have three -OR groups bonded 
to a central carbon atom, and the fourth carbon 
bond is to hydrogen or a hydrocarbon group (-R); 
they are represented as C(R)(OR)[3]. Tetra- 
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orthoesters have four -OR groups bonded to a 
central carbon atom, and are represented as 
C(OR)[4]; see Dillon's claims, supra. 

The Board cited Elliott U.S. Patent 3,903,006 and 
certain other patents, including Howk U.S. Patent 
2,840,613, as secondary references. Elliott describes tri- 
orthoesters and tetra-orthoesters for use as water scaven- 
gers in hydraulic (non -hydrocarbon) fluids. The Board 
stated that the Elliott reference shows equivalence [**6] 
between tetra-orthoesters and tri -orthoesters, and that "it 
is clear from the combined teachings of these references. 
. . that. [Dillon's tetra-orthoesters] would operate to re- 
move water from non-aqueous liquids by the same 
mechanism as the orthoesters of Sweeney." 

The Board stated that there was a "reasonable expec- 
tation" that the tri- and tetra-orthoester fuel compositions 
would have similar properties, based on "close structural 
and chemical similarity" between the tri- and tetra- 
orthoesters and the fact that both the prior art and Dillon 
use these compounds as "fuel additives." The Commis- 
sioner argues on appeal that the claimed compositions 
and method "would have been prima facie obvious from 
combined teachings of the references." On this reason- 
ing, the Board held that unless Dillon showed some un- 
expected advantage or superiority of her claimed tetra- 
orthoester fuel compositions as compared with tri- 
orthoester fuel compositions, Dillon's new compositions 
as well as her claimed method of reducing particulate 
emissions are unpatentable for obviousness. It found that 
no such showing was made. 

The Issue 

The issue before this court is whether the Board 
erred in rejecting [**7] as obvious under 35 U.S.C § 
103 claims to Dillon's new compositions and to the new 
method of reducing particulate emissions, when the addi- 
tives in the new compositions are structurally similar to 
additives in known compositions, having a different use, 
but the new method of reducing particulate emissions is 
neither taught nor suggested by the prior art. 

[*692] The Broad Composition Claims 

Claim 2, the broadest composition claim, comprises 
a hydrocarbon fuel and an amount of tetra-orthoester 
sufficient to reduce the particulate emissions from the 
combustion of the hydrocarbon fuel. The other composi- 
tion claims contain various limitations including a mini- 
mum amount of emission reduction to be achieved 
(claim 3), percentages of ester in the fuel (claims 4, 5, 
16, 20, 21), use of different esters (claims 6-10, 17-19), 
use of different fuels (claims 11-14, 22), and the re- 
quirement that the composition be essentially free of 
alcohol (claims 36, 37). 



The Board stated in its opinion that, to the extent 
that appellant had not chosen to separately argue the pat- 
entability of the appealed claims, "they stand or fall to- 
gether," citing In re Kaslow, 707 F.2d 1366, 1376, 217 
U.S.P.Q. (BNA ) 1089, 1096 (Fed. Cir. 1983). [**8] We 
agree with the Board except as noted briefly below. 
[HN1] It is not the practice of this court to review claims 
that an applicant has not separately argued at the Board 
level, because, inter alia, we lack the benefit of the 
Board's reasoned decision on the separate patentability of 
those claims. Id. at 1376, 217 U.S.P.Q. (BNA) at 1096: 
In re Herbert, 59 C.CP.A. 1091, 461 F.2d 1390, 1391, 
174 U.S.P.Q. (BNA) 259, 260 (CCPA 1972). We will 
therefore review only the merits of the composition 
claims, as did the Board. 

The Board found that the claims to compositions of 
a hydrocarbon fuel and a tetra-orthoester were prima 
facie obvious over Sweeney '417 and '267 in view of 
Elliott and Howk. We agree. Appellant argues that none 
of these references discloses or suggests the new use 
which she has discovered. That is, of course, true, but the 
composition claims are not limited to this new use; i.e., 
they are not physically or structurally distinguishable 
over the prior art compositions except with respect to the 
orthoester component. We believe that the [**9] PTO 
has established, through its combination of references, 
that there is a sufficiently close relationship between the 
tri-orthoesters and tetra-orthoesters (see the cited Elliott 
and Howk references) in the fuel oil art to create an ex- 
pectation that hydrocarbon fuel compositions containing 
the tetr a -esters would have similar properties, including 
water scavenging, to like compositions containing the tri- 
esters, and to provide the motivation to make such new 
compositions. Howk teaches use of both tri- and tetra- 
orthoesters in a similar type of chemical reaction. Elliott 
teaches their equivalence for a particular practical use. 

Our case law well establishes that such a fact situa- 
tion gives rise to a prima facie case of obviousness. See 
In re Sherry, 566 F.2d 81, 85, 195 USPQ 753, 755-56 
(CCPA 1977): In re Albrecht, 514 F.2d 1385, 1388, 185 
USPQ 590, 593 (CCPA 1975): In re Mutch, 59 C.CP.A. 
1277, 464 F.2d 1051, 1054, 175 U.S.P.Q. (BNA) 89, 91 
(CCPA 1972): In re Hoch, 57 C.CP.A. 1292, 428 F.2d 
1341, 1343, 166 U.S.P.Q. (BNA) 406, 409 (CCPA 1970). 

Appellant cites //* re Wright, 848 F.2d 1216, 1219, 6 
USPQ2d 1959, 1961 (Fed. Cir. 1988), [**10] for the 
proposition that a prima facie case of obviousness re- 
quires that the prior art suggest the claimed composi- 
tions' properties and the problem the applicant attempts 
to solve. The earlier panel opinion in this case, In re Dil- 
lon, 892 F.2d 1554, 13 USPQ2d 1337 (now withdrawn), 
in fact stated "a [HN2] prima facie case of obviousness is 
not deemed made unless both (1) the new compound or 
composition is structurally similar to the reference com- 
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pound or composition and (2) there is some suggestion or 
expectation in the prior art that the new compound or 
composition will have the same or a similar utility as 
that discovered by the applicant " Id. at 1560, 13 
USPQld at 1341 (emphasis added). 

This court, in reconsidering this case in banc, reaf- 
firms that [HN3] structural similarity between claimed 
and prior art subject matter, proved by combining refer- 
ences or otherwise, where the prior art gives reason or 
motivation to make the claimed compositions, creates 
a prima facie case of obviousness, and that the 
burden (and opportunity) then falls on an applicant to 
rebut that prima facie case. Such rebuttal or argument 
can consist of a comparison of test data showing that (he 
claimed compositions possess unexpectedly improved 
properties or properties that the prior art does [*693] 
not have ( In re Albrecht, 514 F.2d 1389, 1396, 185 
USPQ 585, 590 (CCPA 1975): March, 464 F.2d at 1056, 
175 USPQ at 92), that the prior art is so deficient that 
there is no motivation to make what might otherwise 
appear to be obvious changes ( Albrecht, 514 F.2d at 
1396, 185 USPQ at 590: In re Stemniski, 58 C.CP.A. 
1410, 444 F.2d 581, 170 USPQ 343 (CCPA 1971): In re 
Ruschig, 52 CCPA. 1238, 343 F.2d 965, 145 USPQ 
274 (CCPA 1965)), or any other argument or presenta- 
tion of evidence that is pertinent. [HN4] There is no 
question that all evidence of the properties of the claimed 
compositions and the prior art must be considered in 
determining the ultimate question of patentability, [**12] 
but it is also clear that the discovery that a claimed com- 
position possesses a property not disclosed for the prior 
art subject matter, does not by itself defeat a prima facie 
case. Shett\>, 566 F2d at 86, 195 USPQ at 756. Each 
situation must be considered on its own facts, but it is not 
necessary in order to establish a prima facie case of ob- 
viousness that both a structural similarity between a 
claimed and prior art compound (or a key component of 
a composition) be shown and that there be a suggestion 
in or expectation from the prior art that the claimed 
compound or composition will have the same or a similar 
utility as one newly discovered by applicant. To the ex- 
tent that Wright suggests or holds to the contrary, it is 
hereby overruled. [HN5] In particular, the statement that 
a prima facie obviousness rejection is not supported if no 
reference shows or suggests the newly-discovered prop- 
erties and results of a claimed structure is not the law. 3 

3 The earlier, now- withdrawn Dillon opinion, 
this opinion, and the dissent cite and rely on cases 
involving claims to chemical compounds, 
whereas this case involves compositions. The 
reason for this reliance is that, in this case, the 
principal difference between the claimed and 
prior art compositions is the difference between 
chemical compounds, viz., tri-orthoesters and 



tetra-orthoesters. Cases dealing with chemical 
compounds are therefore directly analogous here 
and, in view of the history of this case and its in 
banc status, we will make much comment on 
these cases in this opinion. We do not, however, 
intend to imply that in all cases involving claimed 
compositions, structural obviousness between in- 
volved chemical compounds necessarily makes 
the claimed compositions prima facie obvious. 

[**13] Under the facts we have here, as described 
above, we have concluded that a prima facie case has 
been established. The art provided the motivation to 
make the claimed compositions in the expectation that 
they would have similar properties. Appellant had the 
opportunity to rebut the prima facie case. She did not 
present any showing of data to the effect that her compo- 
sitions had properties not possessed by the prior art com- 
positions or that they possessed them to an unexpectedly 
greater degree. She attempted to refute the significance 
of the teachings of the prior art references. She did not 
succeed and we do not believe the PTO was in error in 
its decision. 

Appellant points out that none of the references re- 
lates to the problem she confronted, citing /// re Wright, 
and that the combination of references is based on hind- 
sight. It is clear, however, that appellant's claims have to 
be considered as she has drafted them, i.e., as composi- 
tions consisting of a fuel and a tetra-orthoester, and that 
Sweeney '417 and '267 describe the combination of a 
liquid fuel with a related compound, a tri-orthoester. 
While Sweeney does not suggest appellant's use, her 
composition claims [**14] are not limited to that use; 4 
the claims merely recite compositions analogous to those 
in the Sweeney patents, and appellant has made no show- 
ing overcoming the prima facie presumption of similar 
properties for those analogous compositions. The men- 
tion in the appealed claims that the amount of orthoester 
must be sufficient to reduce particulate emissions is not a 
distinguishing limitation of the claims, unless that 
amount is different [*694] from the prior art and critical 
to the use of the claimed composition. See In re Reni, 57 
CCPA. 557, 419 F.2d 922, 925, 164 USPQ 245, 247 
(CCPA 1970). That is not the case here. The amount of 
ester recited in the dependent claims can be from 0.05- 
49%, a very broad range; a preferred range is.05-9% ; 
compared with a percentage in Sweeney '417 approxi- 
mately equimolar to the amounts of water in the fuel 
which the ester is intended to remove (.01 -5%). 

4 The dissent misinterprets this comment as in- 
dicating that claims to new compounds and com- 
positions must contain a limitation to a specific 
use, and states that past cases have rejected this 
proposition. Our comment only points out that 
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the composition claims on appeal are not struc- 
turally or physically distinguishable from the 
prior art compositions by virtue of the recitation 
of their newly-discovered use. 

[**15] Appellant attacks the Elliott patent as non- 
analogous art, being in the field of hydraulic fluids rather 
than fuel combustion. We agree with the PTO that the 
field of relevant prior art need not be drawn so narrowly. 
As this court stated in In re Deminski, 796 F.2d 436, 442, 
230 USPQ 313, 315 (Fed. Cir. 1986) (quoting In re 
Wood, 599 F.2d 1032, 1036, 202 USPQ 171, 174 (CCPA 
1979)): 

[HN6] the determination that a refer- 
ence is from a no n analogous art is there- 
fore two- fold. First, we decide if the ref- 
erence is within the field of the inventor's 
endeavor. If it is not, we proceed to de- 
termine whether the reference is reasona- 
bly pertinent to the particular problem 
with which the inventor was involved. 



Following that test, one concerned with the field of fuel 
oils clearly is chargeable with knowledge of Sweeney 
'417, which discloses fuel compositions with tri- 
orthoesters for dewatering purposes, and chargeable with 
knowledge of other references to tri-orthoesters, includ- 
ing for use as dewatering agents for fluids, albeit other 
fluids. These references [**16] are "within the field of 
the inventor's endeavor." Moreover, the statement of 
equivalency between tri- and tetra-orthoesters in Elliott is 
not challenged. We therefore conclude that Elliott is not 
excludable from consideration as non -analogous art. It is 
evidence that supports the Board's holding that the prior 
art makes the claimed compositions obvious, a conclu- 
sion that appellant did not overcome. 

Appellant urges that the Board erred in not consider- 
ing the unexpected results produced by her invention and 
in not considering the claimed invention as a whole. The 
Board found, on the other hand, that no showing was 
made of unexpected results for the claimed compositions 
compared with the compositions of Sweeney. We agree. 
Clearly, in determining patentability the Board was obli- 
gated to consider all the evidence of the properties of the 
claimed invention as a whole, compared with those of 
the prior art. However, after the PTO made a showing 
that the prior art compositions suggested the claimed 
compositions, the burden was on the applicant to over- 
come the presumption of obviousness that was created, 
and that was not done. For example, she produced no 
evidence that her compositions possessed [**17] proper- 
ties not possessed by the prior art compositions. Nor did 
she show that the prior art compositions and use were so 



lacking in significance that there was no motivation for 
others to make obvious variants. There was no attempt to 
argue the relative importance of the claimed composi- 
tions compared with (he prior art. See In re May, 574 
F.2d 1082, 1092-95, 197 USPQ 601, 609-11 (CCPA 
1978). 

Appellant's patent application in fact included data 
showing that the prior art compositions containing tri- 
orthoesters had equivalent activity in reducing particulate 
emissions (she apparently was once claiming such com- 
positions with either tri-orthoesters or tetra-orthoesters). 
She asserts that the examiner used her own showing of 
equivalence against her in violation of the rule of In re 
Ruff, 45 CC.P.A. 1037, 256 F.2d 590, 596, 118 USPQ 
340, 346 (CCPA 1958). While we caution against such a 
practice, it is clear to us that references by the PTO to the 
comparative data in the patent application were not em- 
ployed as evidence of equivalence between the tri- and 
tetra-orthoesters; the PTO was simply pointing out that 
the applicant did not or apparently could [**18] not 
make a showing of superiority for the claimed tetra-ester 
compositions over the prior art tri-ester compositions. 

Other Claims 

As indicated above, the Board held that it would not 
consider the appealed claims separately, [*695] since 
appellant did not. Nonetheless, appellant, in her brief 
before the Board, did refer generally to claims directed to 
fuels essentially free of alcohol (Brief at 32, J. App. at 
122), and the Board, in its decision, did respond, stating 
that no objective evidence was presented to establish any 
different or unexpected results from limiting the amount 
of alcohol to less than 1%, In re Dillon, No. 87-0944, 
slip op. at 9-10 (Bd. Pat. App. & Int. Nov. 25, 1987). We 
agree. Moreover, Sweeney '417 describes compositions 
which also contain less than 1% alcohol, so there is no 
real distinction in the claims over the prior art. 

Appellant also argued in her brief to the Board that 
she "must contest" the examiners position concerning 
claims limited, to no more than 5 or 9 volume percent 
added orthoester, mentioning claims 16-21 and 27-31. 
The Board did not expressly deal with these claims, but it 
is clear to us that, since these limits do not result [**19] 
in an amount of ester different from that disclosed to 
remove water in Sweeney '417, and no criticality is 
shown for these limitations, the subject matter of these 
claims has not been shown to have been nonobvious. 

Regarding the method claims, the Commissioner 
urges affirmance, citing /// re Durden, 763 F.2d 1406, 
226 USPQ 359 (Fed. Cir. 1985), for the proposition that 
[HN7] even "substitution of an unobvious starting mate- 
rial into an old process does not necessarily result in an 
unobvious process." The PTO has, as the Commissioner 
urges here, applied Durden regularly to claims to proc- 
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esses of making and processes of using, on the ground 
that the type of step involved in the claimed process is 
not novel. 5 

5 See M. A. Lit man, Obvious Process Rejec- 
tions Under 35 USC 103, 71 JPTOS 775 (1989); 
H. C. Wegner, Much Ado About Durden, 71 
JPTOS 785 (1989). 

We make no judgment [**20] as to the patentability 
of claims that Dillon might have made and properly ar- 
gued to a method directed to the novel aspects of her 
invention, except to question the lack of logic in a claim 
to a method of reducing particulate emissions by com- 
busting. Suffice it to say that we do not regard Durden as 
authority to reject as obvious every method claim read- 
ing on an old ry>pe of process, such as mixing, reacting, 
reducing, etc. The materials used in a claimed process as 
well as the result obtained therefrom, must be considered 
along with the specific nature of the process, and the fact 
that new or old, obvious or nonobvious, materials are 
used or result from the process are only factors to be 
considered, rather than conclusive indicators of the obvi- 
ousness or nonobviousness of a claimed process. When 
any applicant properly presents and argues suitable 
method claims, they should be examined in light of all 
these relevant factors, free from any presumed control- 
ling effect of Durden. Durden did not hold that all meth- 
ods involving old process steps are obvious; the court in 
that case concluded that the particularly claimed process 
was obvious; it refused to adopt an unvarying [**21] 
rule that the fact that nonobvious starting materials and 
nonobvious products are involved ipso facto makes the 
process nonobvious. Such an invariant rule always lead- 
ing to the opposite conclusion is also not the law. Thus, 
we reject the Commissioner's argument that we affirm 
the rejection of the method claims under the precedent of 
Durden. 

However, appellant did not argue in her brief the 
separate patentability of her method claims. The state- 
ment in her brief to the Board that "the invention "as a 
whole' includes the property of the claimed compositions 
- which property is taken advantage of in the method 
claims" (Brief at 22, J. App. at 112) is not such a sepa- 
rate argument, since it implies more an added argument 
for the patentability of the composition claims than an 
argument that, even if the claimed compositions are 
found to have been obvious, the claimed methods were 
nonobvious for particularly stated reasons. Moreover, no 
such reasons were particularly stated by Dillon. We will 
therefore not analyze these claims separately and affirm 
the Board's rejection on that basis. 

[*696I The Dissent 



The strong assertions by the dissent and its treatment 
of some [**22] of the case law impel us to make the 
following comments: 

The dissent argues that our decision is "contrary to 
the weight and direction of . . . precedent, as embodied in 
over three decades of decision"; that we are resurrecting 
the "Hass-Henze" Doctrine, which was "discarded thirty 
years ago"; and that our holding today "changes what 
must be proved in order to patent a new chemical com- 
pound and composition and its new use. and thus 
changes what is patentable." We have done none of the 
above. 

What we have done is to decide the case before us 
on the basis of long-established principles which had 
provided a stable understanding of the chemical patent 
law until the issuance of the original panel opinion in this 
case which we have now vacated. Our intent is to restore 
the law to its state existing before that panel opinion. 

The length of the dissent and the number of cases it 
discusses may convey the impression that the weight of 
past jurisprudence is contrary to our holding today. That 
is not the case. The cited cases are simply not controlling 
on the facts of the present case or they are not contrary. 
Many do not deal with the requirements of a prima facie 
case. Some involve [**23] process claims, not com- 
pound or composition claims. Others are not pertinent for 
other reasons. 

In brief, the cases establish that if an examiner con- 
siders that he has found prior art close enough to the 
claimed invention to give one skilled in the relevant 
chemical art the motivation to make close relatives (ho- 
mologs, analogs, isomers, etc.) of the prior art com- 
pound^), then there arises what has been called a pre- 
sumption of obviousness or a prima facie case of obvi- 
ousness. In re Heme, 37 C.C.PA. 1009, 181 F.2d 196, 
85 USPQ 261 (CCPA 1950): In re Hass, 31 CCPA. 
895, 141 R2d 122, 127, 130, 60 USPQ 544, 548, 552 
(CCPA 1944). The burden then shifts to the applicant, 
who then can present arguments and/or data to show that 
what appears to be obvious, is not in fact that, when the 
invention is looked at as a whole. In re Papesch, 50 
C.C.PA. 1084, 315 F.2d 381, 137 USPQ 43 (CCPA 
1963). The cases of Hass and Heme established the rule 
that, unless an applicant showed that the prior art com- 
pound lacked the property or advantage asserted for the 
claimed compound, the presumption of unpatentability 
was not overcome. 

[**24] Exactly what facts constituted a prima facie 
case varied from case to case, but it was not the law that, 
where an applicant asserted that an invention possessed 
properties not known to be possessed by the prior art, no 
prima facie case was established unless the reference 
also showed the novel activity. There are cases, cited in 
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l he dissent, in which a prima facie case was not estab- 
lished based on lack of structural similarity. See In re 
Grabiak. 769 F.2d 729, 732, 226 USPQ 870, 872 (Fed. 
Cir. 1985): In re Taborsky, 502 F.2d 775, 780-81, 183 
USPQ 50, 55 (CCPA 1974). Some of the cited cases also 
contained language suggesting that the fact that the 
claimed and the prior art compounds possessed the same 
activity were added factors in the establishment of the 
prima facie case. E.g., In re Zeidler, 682 F.2d 961, 966, 
215 USPQ 490, 494 (CCPA 1982): In re Grunwell, 609 
F.2d 486, 491, 203 USPQ 1055, 1058 (CCPA 1979); In 
re Payne, 606 F.2d 303, 314, 203 USPQ 245, 255 
(CCPA 1979): In re Swan Wood, 582 F.2d 638, 641, 199 
USPQ 137, 139 (CCPA 1978): In re Lamberti, 545 F.2d 
747, 751. 192 USPQ 278, 281 (CCPA 1976): [**25] In 
reSusi, 58 C.CP.A. 1074, 440 F.2d442, 445, 169 USPQ 
423, 426 (CCPA 1971). Those cases did not say, how- 
ever, as the dissent asserts, that, in the absence of the 
similarity of activities, there would have been no prima 
facie case. 

For example, the dissent quotes a statement in Gra- 
biak that "when chemical compounds have 'very close" 
structural similarities and similar utilities, without more a 
prima facie case may be made/' 769 F.2d at 731, 226 
USPQ at 871. That case does not state, as implied by the 
dissent, that without the similarity of utilities, there 
would not have been a prima facie case. A conclusion 
based on one set of facts does [*697] not necessarily 
rule out a similar conclusion with slightly different facts. 

One case cited by the dissent as "rejecting the PTO's 
interpretation of Heme as establishing a 'legal presump- 
tion' of obviousness" was In re Mills, 47 C.CP.A. 1185, 
281 F.2d 218, 126 USPQ 513 (CCPA 1960). All that 
case decided, however, was that a one-carbon member of 
a homologous series is too far from the prior art disclo- 
sure of 8 to 12 members to justify the presumption. Id. 
[**26] at 223-24, 126 USPQ at 517-18. 

We will not review all the cases cited in the dissent, 
but Stemniski is an important case, for it overruled Heme 
and In re Riden, 50 C.CP.A. 1411, 318 F.2d 761, 138 
USPQ 112 (CCPA 1963) (a case similar to Heme), "to 
the extent that [they] are inconsistent with the views ex- 
pressed herein." 444 F.2d at 587, 170 USPQ at 348. The 
views that were expressed therein were that: 

where the prior art reference neither dis- 
closes nor suggests a utility for certain de- 
scribed compounds, why should it be said 
that a reference makes obvious to one of 
ordinary skill in the art an isomer, ho- 
molog or analog or related structure, when 
that mythical, but intensely practical, per- 
son knows of no "practical" reason to 



make the reference compounds, much less 
any structurally related compounds? 



Id. at 586. 170 USPQ at 347. Thus, Stemniski, [HN8] 
rather than destroying the established practice of reject- 
ing closely-related compounds as prima facie obvious, 
qualified it by holding that a presumption is not created 
[**27] when the reference compound is so lacking in 
any utility that there is no motivation to make close rela- 
tives. 

Albrecht followed this line of thinking when it held 
that the prior art compound so irritated the skin that it 
could not be regarded as useful and therefore did not 
create a motivation to make related compounds. 514 
F.2d at 1392, 1395-96. 185 USPQ at 587, 590. 

[HN9] Properties, therefore, are relevant to the crea- 
tion of a prima facie case in the sense of affecting the 
motivation of a researcher to make compounds closely 
related to or suggested by a prior art compound, but it is 
not required, as stated in the dissent, that the prior art 
disclose or suggest the properties newly-discovered by 
an applicant in order for there to be a prima facie case of 
obviousness. 

The dissent cites the seminal case of Papesch, sug- 
gesting that it rejected the principle that we now "adopt," 
thereby implying that we are weakening Papesch. We 
are doing nothing of the sort. Papesch indeed stated that 
a compound and all of its properties are inseparable and 
must be considered [**28] in the determination of obvi- 
ousness. We heartily agree and intend not to retreat from 
Papesch one inch. Papesch, however, did not deal with 
the requirements for establishing a prima facie case, but 
whether the examiner had to consider the properties of an 
invention at all, when there was a presumption of obvi- 
ousness. 315 F.2d at 391, 137 USPQ at 51. The refer- 
ence disclosed a lower homolog of the claimed com- 
pounds, so it was clear that impliedly a prima facie case 
existed: the question was whether, under those circum- 
stances, the biological data were admissible at all. The 
court ruled that they were, id. at 391, 137 USPQ at 51, 
and we agree with that result. The dissent quotes the 
brief passage at the end of the Papesch opinion to the 
effect that the prior art must "at least to a degree" dis- 
close the applicants desired property, id. at 392, 137 
USPQ at 52, but this brief mention was not cenual to the 
decision in that case and did not refer to the requirements 
of a prima facie case. Papesch is irrelevant to the ques- 
tion of the requirements for a prima facie case, which is 
the question we have here. 
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The dissent refers to a number [**29] of cases, in- 
cluding in re Lunsford, 53 CCPA. 986, 357 F.2d 380, 
148 USPQ 716 (CCPA 1966), stating that the court had 
rejected the Patent Office's position of "structures only." 
That case must be understood in the context of the re- 
fusal of the examiner to consider any showing of im- 
proved properties, not in the context of a discussion 
whether a prima facie case was created. The compounds 
were conceded to be sufficiently close to the prior art 
that, without a showing [*698] of a significant differ- 
ence in properties, they would have been obvious. Id, at 
381, 148 USPQ at 717. 

The dissent asserts that the Shetty case "diverged 
from the weight of [the court's] precedent" in holding 
that a prima facie case was made based on similarities of 
structure. The court, in that opinion, accepted the prima 
facie case and concluded that "appellant had offered no 
evidence of unobviousness, as by showing an actual dif- 
ference in properties." 566 F.2d at 86, 195 USPQ at 756 
(citing Hoch). The opinion does not suggest that the 
court was diverging from the weight of precedent. 

The dissent mentions positions advanced by the 
Commissioner, [**30] including citing the In re Mod, 
56 CC.PA. 104 7, 408 F.2d 1055, ^161 USPQ 281 
(CCPA 1969) and In re de Montmollin, 52 CC.PA. 
1287, 344 F.2d 976, 145 USPQ 416 (CCPA 1965) deci- 
sions. We do not, however, in today's decision necessar- 
ily adopt any positions of the Commissioner other than 
those stated in our opinion and note that neither Mod nor 
de Montmollin dealt with the requirements of a prima 
facie case. They concerned the question whether the ex- 
istence of a new property for claimed compounds in ad- 
dition to a property common to both the claimed and 
related prior art compounds rendered the claimed com- 
pounds unobvious. We are not faced with that question 
today. 

Other cases, e.g., In re Gyurik, 596 F.2d 1012, 1018, 
201 USPQ 552. 557-58 (CCPA 1979) ("no common- 
properties presumption rises from the mere occurrence of 
a claimed compound at an intermediate point in a con- 
ventional reaction yielding a specifically named prior art 
compound"), have qualified the original rule of the Hass- 
Henze cases, but it is clear that they have not enunciated 
a rule that, in order to make a prima facie case of obvi- 
ousness, the examiner [**31] must show that the prior 
art suggests a new property discovered by applicant. In 
not accepting that principle today, as urged in the dissent, 
we are therefore not retreating from the recent trend of 
case law development or changing the law. 

Another example of the lack of direct pertinence of a 
case quoted in the dissent is May, which the dissent cites 
as an example of the consistent line of decisions to the 
effect that "both structure and properties must be sug- 



gested in the prior art before a prima facie case of obvi- 
ousness was deemed made." This case does not state that 
both structure and properties "must" be suggested. The 
claimed and prior art compositions were both disclosed 
as having analgesic activity; it was conceded that a prima 
facie case was made out, but the court concluded that 
applicants had rebutted the presumed expectation that 
structurally similar compounds have similar properties 
with a showing of an actual unexpected difference of 
properties between the claimed compound and the prior 
art. 574 F.2d at 1095, 197 USPQ at 611. The applicant 
in that case thus made a showing that Dillon did not 
make in this case. 

Properties must be considered [**32] in the overall 
evaluation of obviousness, and the lack of any disclosure 
of useful properties for a prior art compound may indi- 
cate a lack of motivation to make related compounds, 
thereby precluding a prima facie case, but it is not cor- 
rect that similarity of structure and a suggestion of the 
activity of an applicant's compounds in the prior art are 
necessary before a prima facie case is established. 

Conclusion 

We affirm the Board's decision rejecting claims 2- 
14, 16-22, and 24-37. 

AFFIRMED. 
CONCUR BY: ARCHER (In Part) 
CONCUR 

ARCHER, Circuit Judge, with whom MARKEY and 
MICHEL, Circuit Judges, join, joining-in-part. 

I join the majority opinion except to note that the 
comments on In re Burden, 763 F.2d 1406. 226 USPQ 
359 (Fed. Cir. 1985), are unnecessary to the decision of 
this case. The method claims were not rejected by the 
Board on the basis of that case and, in fact, were not 
separately considered by the Board. Until a rejection of a 
method claim based on Durden is appealed to this court 
and the issue fully briefed, it is premature to consider the 
scope and effect of [*699] Durden. Accordingly, I do 
not join this part of the majority [**33] opinion. 

DISSENT BY: NEWMAN 

DISSENT 

NEWMAN, Circuit Judge, with whom COWEN, 
Senior Circuit Judge, and MAYER, Circuit Judge, join, 
dissenting. 

The court today resolves certain disparities in the ex- 
tensive body of precedent on the question of obviousness 
of new chemical compounds and compositions. How- 
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ever, these disparities are resolved in a way that is con- 
trary to the weight and direction of this precedent, as 
embodied in over three decades of decision. The court 
departs from its considered development of the law gov- 
erning patentability of new chemical compounds and 
compositions, and reinstates a rule of "structural obvi- 
ousness". In so ruling the court not only rejects the 
weight of precedent, but also ens in the application of 35 
U.S\C §§ 101, 102, and 103. 

The majority's holding that prima facie obviousness 
of new chemical compounds and compositions is deter- 
mined based only on structural similarity to prior art 
compounds and compositions having a known use 1 is 
reminiscent of the "Hass-Henze Doctrine" of earlier 
days. This doctrine was discarded thirty years ago, and 
although it resurfaced on occasion, its original sweep 
was superseded by many years of [**34] judicial analy- 
sis. Review of this analysis shows the courts' evolving 
understanding of the characteristics of chemical inven- 
tions, particularly the inseparability of chemical proper- 
ties and chemical structure, and the legal consequences 
of this scientific fact. 

1 The court allows one exception, as I shall dis- 
cuss. 

Judicial decisions over the past three decades estab- 
lished the general rule that the determination of prima 
facie obviousness of new chemical compounds and com- 
positions and their uses can not be based on chemical 
structure alone, but must also include consideration of all 
their properties, including those discovered by the appli- 
cant. This rule had important procedural and substantive 
consequences during patent examination, for it deter- 
mined the kind of evidence and proof that was required 
of a patent applicant. The ruling of this in banc court 
changes what must be proved in order to patent a new 
chemical compound or composition, and thus changes 
what is patentable. 

The body of precedent establishing the burdens of 
modern patent examination was developed in judicial 
decisions applying the 1952 Patent Act. As I shall dis- 
cuss in greater detail, when patent examination showed 
that the prior art suggested the inventor's [**35] new 
chemical structure and the inventor's newly discovered 
properly and use, a prima facie case of obviousness of 
the new chemical compound or composition and its use 
was deemed made. 

The inventor could, of course, argue that the differ- 
ences from the prior art were such that a prima facie case 
was not made. And the inventor could rebut the prima 
facie case of obviousness, by showing some unexpected 
difference in structure or properties and use, not apparent 
from the teachings of the prior art. Such rebuttal was 



generally presented in the form of comparative experi- 
mental data, whereby the inventor demonstrated that the 
properties of his or her new chemical compound or com- 
position achieved some unobvious or unexpected result 
or advantage, as compared with the actual properties of 
the prior art structure. This rebuttal often required the 
inventor to go beyond the general teachings in the prior 
art, and prove that the prior art compound did not, in 
fact, possess the specific property and advantage of the 
new compound or composition. Such proofs were in- 
variably required when the prior art suggested the gen- 
eral properly and use discovered by the applicant. Many 
dozens of decisions [**36] of the CCPA and this court 
illustrate this procedure, and the variety of factual cir- 
cumstances in which it has been invoked. 

In accordance with the court's in banc holding, 2 a 
new chemical compound or composition [*700] is not 
patentable even when the prior art does not suggest that 
the new chemical compound or composition would have 
the applicant's newly discovered property and use, unless 
the applicant makes the same showing that is required 
when the prior art does suggest the applicant's new prop- 
erty and use. 

2 The majority holds that a prima facie case of 
obviousness is made whenever the structure of 
the applicant's new compound or composition (or 
mechanical device) is "obvious" from that shown 
in the prior art, independent of whether the prior 
art suggests or makes obvious the applicant's 
newly discovered property and use. The majority 
allows an exception for situations where the prior 
art gives no "reason or motivation to make the 
claimed invention", and duly makes clear that this 
means motivation to make the new compound or 
composition for the prior art use, not for the ap- 
plicant's newly discovered use. This exception 
comes into play only when the prior art structure 
has no known utility; and a few such situations 
are reported, e.g. In re Stemniski, 58 C.CP.A. 
1410, 444 F.2d 581, 170 USPQ 343 (CCPA 
1971 ) (prior art compounds used only as interme- 
diates), and //; re Aibrecht, 514 F.2d 1389, 185 
USPQ 585 (CCPA 1975) (no practical utility). 
Thus, according to the majority, when the prior 
art chemical compound or composition has no 
known use, the prior art provides no "reason or 
motivation" to make a structurally similar new 
compound or composition; and in such case the 
prior art would not make a prima facie case of 
obviousness based on structural similarity alone. 

While 1 welcome any reduction in the sweep 
of the court's holding, this exception is of trivial 
impact. In most cases the prior art compound or 
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composition has some known use; and thus for 
most cases the majority's "motivation" test would 
be met based solely on similarity of structure. 
This is an important change of law. While the 
holdings of the prior law were not entirely consis- 
tent -- see the various CCPA opinions discussed 
post ~ this in banc court now establishes the rule 
that will control all cases in the future. 

[**37] The applicant is thus required to show "un- 
expected" properties and results, whether or not the prior 
art provides an expectation or suggestion of the proper- 
ties and results disclosed in the patent application. And 
unless the applicant proves that the prior art structure 
does not actually possess the same unobvious property 
that the applicant discovered for the new structure, the 
court holds today that the new chemical compound or 
composition is not patentable. This is an incorrect appli- 
cation of the patent statute, and a rejection of the wisdom 
of precedent. Therefore, respectfully, I dissent. 

I 

THE LAW 
A 

The In Banc Issue 

Diane M. Dillon appeals the decision of the PTO 
Board of Patent Appeals and Interferences, which had 
rejected all of Dillon's claims on the basis that "The 
claimed subject matter would have been prima facie ob- 
vious from the combined teachings of the references." 
The Commissioner, asking the court to choose between 
divergent decisions of the CCPA, stated the PTO posi- 
tion that prima facie obviousness should be based on 
chemical structure alone: 

If the prior art suggests an inventor's 
compound or composition per se, that 
compound [**38] or composition would 
be prima facie obvious, regardless of the 
properties disclosed in the inventor's ap- 
plication. 

Commissioner's brief at 24. 

The majority of the in banc court adopts the Com- 
missioner's position, expressly rejecting the panel's posi- 
tion that the properties and use discovered by the appli- 
cant must be considered in connection with determina- 
tion of the prima facie case under section 103, thereby 
overruling all prior decisions that so held. 3 

3 It is the role of the in banc court to resolve "a 
precedent-setting question of exceptional impor- 
tance", Fed. Cir. R. 35(a), and not simply to sec- 



ond-guess the panel on the facts of a particular 
case. 

I would hold that determination of whether a prima 
facie case of obviousness has been made requires con- 
sideration of the similarities and differences as to struc- 
ture and properties and utility, between the applicant's 
new compounds or compositions and those shown in the 
prior art. The Graham [v. John Deere Co., 383 U.S. 1, 86 
S. Cl 684, 15 L. Ed. 2d 545, 148 USPQ 459 (1966)] 
[**39] factors can not be ignored in determination of the 
prima facie case under 35 [*701] U.S.C. § 103. 4 As 
illustrated in precedent, pertinent considerations in de- 
termination of whether a prima facie case is made in- 
clude the closeness of the prior art subject matter to the 
field of the invention, the motivation or suggestion in the 
prior art to combine the reference teachings, the problem 
that the inventor was trying to solve, the nature of the 
inventor's improvement as compared with the prior art, 
and a variety of other criteria as may arise in a particular 
case; all with respect to the invention as a whole, and 
decided from the viewpoint of a person of ordinary skill 
in the field of the invention. 

4 35 U.S.C. § 103. A patent may not be obtained 
... if the differences between the subject matter 
sought to be patented and the prior art are such 
that the subject matter as a whole would have 
been obvious at the time the invention was made 
to a person having ordinary skill in the art to 
which said subject matter pertains. . . . 

[**40] Of course not all these aspects will loom 
large in every case, but when present they must be con- 
sidered. They are as pertinent to determination of the 
prima facie case as they are to the determination that is 
made after rebuttal evidence is adduced by the applicant. 
Structure alone, without consideration of the applicant's 
newly discovered properties, is an incomplete focus for 
consideration of these factors. 

B 

Hie Prima Facie Case 

The prima facie case, as used in patent examination, 
means not only that the evidence of the prior art reasona- 
bly allows the examiner's conclusion of unpatentability, 
but also that the prior art compels such a conclusion as a 
matter of law, if the applicant produces no evidence to 
rebut it. Black's Law Dictionary, 1071 (5th Ed. 1979); In 
re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 
(Fed. Cir. 1984). See the discussion in In re Mills, 47 
CCPA. 1185, 281 F.2d218, 222 & n.2, 126 USPQ 513, 
516 & n.2 (CCPA I960), of the "presumption of unpat- 
entability" based on prior art, a judicial usage before the 
term "prima facie case" appeared in CCPA and board 
decisions. 
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Patentability is determined, [**41] in the first in- 
stance, by examination of the patent application in the 
PTO. The prior art is searched by the patent examiner, 
who determines whether a prima facie case of unpat- 
entability is made based on what was known in the prior 
art. Piasecki, supra. The prima facie rejection may be 
challenged by the applicant on grounds such as that the 
rejection is insufficiently supported, or incorrect, or 
based on illogical reasoning; or, if a prima facie case is 
made, evidence may be adduced in rebuttal. In re Heldt, 
58 C.C.P.A. 701, 433 F.2d 808, 811, 167 USPQ 676, 678 
(CCPA 1970). The prima facie case is not "set in con- 
crete", and upon the submission of rebuttal evidence the 
determination of obviousness vet non is made on the 
entire record. In re Rinehart, 531 F.2d 1048, 1052, 189 
USPQ 143, 147 (CCPA 1976). 

The initial determination by the patent examiner is 
critical to further proceedings, for the presence or ab- 
sence of a prima facie case of obviousness controls the 
need for the applicant to adduce rebuttal evidence of 
unobviousness. The procedure serves to clearly allocate 
the burdens of going forward and [**42] of persuasion 
as between the examiner and the applicant. In re John- 
son, 747 F.2d 1456, 1460, 223 USPQ 1260, 1263 (Fed. 
Cir. 1984). It determines what the applicant must prove, 
and the kind of evidence the applicant must provide. 
Thus it determines what is patentable under the statute. 

While many judicial decisions turn on the question 
of adequacy of the rebuttal evidence, the concern of the 
in banc court today is the issue of the prima facie case. 
For when, as here, no rebuttal evidence is presented, de- 
termination of the prima facie case is decision of the 
question of patentability. 

As illustrated in Dillons case, the question of 
whether there is a prima facie case of obviousness con- 
trols whether Dillon is required to prove that her newly 
discovered property of particulate (soot) reduction during 
combustion is not actually possessed by the prior art 
composition, when the prior [*702] art composition was 
not known or suggested to have this properly. Dillon did 
not so prove, and the Commissioner urges that since Dil- 
lon's specification itself discloses that the prior art com- 
position does possess this newly discovered property, the 
prima facie [**43] case based on structural similarity 
was not rebutted. 

Heretofore, the courts generally recognized a con- 
trolling distinction between the two principal types of 
factual situations that arise when a patent applicant's new 
chemical compound or composition has a structure that 
is "similar" to chemical structures shown in the prior art: 
(I) those where the prior art suggests, at least in general 
terms, that the new chemical compound or composition 
will have the applicant's newly discovered property and 



use; and (2) those where it does not. These factual situa- 
tions have had different consequences with respect to 
whether a prima facie case of obviousness was made. 
The difference turned on whether or not the structure and 
properties and use of a new chemical compound or com- 
position were suggested in the prior art. The distinction 
determined whether the applicant was required to come 
forward with rebuttal evidence, which often was in the 
form of new technological information not known to the 
prior art, in order to establish an "unexpected" difference 
between the properties discovered by the applicant and 
those actually possessed by the prior art structure. 

This distinction brought [**44] a consistent applica- 
tion of the law of 35 U.S.C. § 103 to the examination of 
chemical inventions, for it established the framework 
wherein the law was applied to the facts of each case. 
The court today rejects this distinction, holding in banc 
that it suffices to show prima facie obviousness when- 
ever the prior art describes a similar chemical structure, 
provided only that the prior art gives some "reason or 
motivation" to make the claimed chemical structure, "re- 
gardless of the properties disclosed in the inventor's ap- 
plication", in the Commissioner's words. This position is 
contrary to the weight and direction of precedent, as I 
shall illustrate, and is contrary to the statutory impera- 
tives of Title 35. 5 

5 The majority's insistence that it is merely rein- 
staling the status quo ante can not be, of course, 
for the in banc holding that the applicant's newly 
discovered properties and use are not considered 
in determining prima facie obviousness under 
section 103 (unless the prior art structure itself 
has no known use), such that the applicant must 
now prove that the prior art structure does not 
possess the newly discovered property and use, 
forecloses reliance on contrary precedent. 

[**45] C 

Precedent 

It is critical to an effective patent system that there 
be consistent law. consistently applied, despite the great 
diversity of technologies that the patent system must 
serve. The law that is applied in determining whether a 
prima facie case of obviousness is made, as to new 
chemical compounds and compositions and their uses, 
has evolved from analysis of many different factual 
situations. The large number of decisions on this issue, of 
this court and the CCPA, produced a rich body of prece- 
dent. 

The following outline of precedent is chronological, 
and has its roots in cases decided before enactment of the 
1952 Patent Act. 
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For a while, during an earlier period of modern 
chemistry, "structural obviousness" alone was deemed to 
create a presumption of unpatentability. Leading deci- 
sions were In re Hass, 31 CCPA. 895, 141 F.2d 122, 
127, 130, 60 USPQ 544, 548, 552 (CCPA 1944) and In 
re Heme, 37 CCPA. 1009, 181 F.2d 196, 85 USPQ 
261 (CCPA 1950). In these decisions the CCPA held that 
there was a presumption of obviousness based solely on 
the close similarity of structure of chemical homologs, 6 
regardless of the new property [**46] and use that the 
applicant discovered. Thus a new compound, if a ho- 
molog of a known compound, was not patentable unless 
the applicant [*703] overcame this presumption by 
showing that there was in fact a significant and unex- 
pected difference in the actual properties 7 of the new 
compound as compared with the actual, albeit unknown 
to the prior art, properties of the known homolog: 

The burden is on the applicant to rebut 
that presumption by a showing that the 
claimed compound possesses unobvious 
or unexpected beneficial properties not 
actually possessed by the prior art homo- 
logue. 



Heme, 181 F.2d at 201, 85 USPQ at 265 (emphases in 
original). This difference in properties was required to be 
shown to exist, whether or not the prior art suggested the 
property and utility discovered by the inventor for the 
new compound, and whether or not there was any reason 
to expect the prior art compound to have that property or 
utility. The court held: 

It is immaterial that the prior art homo- 
logue may not be recognized or known to 
be useful for the same purposes or to pos- 
sess the same properties as the claimed 
compound. 

[**47] Id. (emphasis in original). 

6 A homolog is a chemical compound that dif- 
fers from another compound only by one or more 
methylene groups. An "adjacent" homolog differs 
by precisely one methylene group. Heme, 181 
F.2dat 200, 85 USPQ at 264. 
1 As used in these decisions "property" and 
"utility" refer to the utilitarian property that com- 
plies with 35 U.S.C § 10L and not to physical or 
chemical parameters not pertinent to patentabil- 
ity. In re Krazinski, 52 CCPA. 1447, 347 F.2d 



656, 659, 146 USPQ 25, 28 (CCPA 1965) ("a 
'utility' is really a manifestation of a 'property'"). 

The courts soon expressed dissatisfaction with this 
rule. See the discussion, and cases cited, in In re Mills, 
47 CCPA. 1185, 281 F.2d 218, 126 USPQ 513 (CCPA 
1960). In Mills the CCPA limited the Heme presumption 
to adjacent homologs, and rejected the PTO's interpreta- 
tion of Heme as establishing a "legal presumption" of 
obviousness. [**48] The court held that homology alone 
does not create an inference of unpatentability or shift 
the burden of persuasion, but is simply a fact "which 
must be considered with all other relevant facts before 
arriving at the conclusion of 'obviousness' specified in 35 
U.S.C^§ 103." Id, 281 F.2dat 224, 126 USPQ at 518. 

Throughout the 1960's, and thereafter, the CCPA 
stressed that properties as well as structure were material 
to the patentability of new chemicals, and must be con- 
sidered. The case of //; re Papesch, 50 CCPA. 1084, 
315 F.2d 381, 137 USPQ 43 (CCPA 1963) is often cited 
for its statement that "a chemical compound and all of its 
properties are inseparable". Id. at 391, 137 USPQ at 51. 
See Papesch for citation of a number of decisions of the 
CCPA and other courts after Heme, illustrating judicial 
understanding that chemical structure is not severable 
from chemical (including biochemical) properties in pat- 
entability determinations; for it is the properties that de- 
termine the utility that is requisite to patentability. 

The Papesch court rejected the principle that this 
court now adopts, for in [**49] Papesch the court held 
that the prior art must disclose "at least to a degree" the 
applicant's desired property and utility. The court said: 

The other factor of importance ... is 
that the prior art disclosure was not 
merely of a structurally similar compound 
but also, at least to a degree, of the same 
desired property relied on for the pat- 
entability of the new compound. Such an 
"other factor" must of course be consid- 
ered because it bears on the obviousness 
of the compound, which is, realistically 
and legally, a composite of both structure 
and properties. 

Id. at 392, 137 USPQ at 52 (emphasis in original;. The 
majority today disposes of this passage, long the bulwark 
of chemical practice, as "a brief mention", and "irrele- 
vant" to the prima facie case. This passage has been rein- 
forced myriad times after its appearance in Papesch, and 
has been a foundation of the prima facie case in exami- 
nation of chemical patent applications for obviousness in 
terms of section 103. 
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Although the CCPA and the Patent Office at the 
time of Papesch did not general 1)' use the terminology 
"prima facie case", the CCPA's holding that a compound 
is "realistically [**50] and legally, a composite of both 
structure and properties", underlies the requirement that 
both structure and properties be considered. Papesch and 
its [*704] extensive progeny establish that the prior art 
disclosure should be "at least to a degree, of the same 
desired property", id., even for a homolog. 8 Absent such 
disclosure, the presumption of unpatentability did not 
arise. 9 This requirement, that both structure and proper- 
ties be considered, simply continued when the terminol- 
ogy of the prima facie case was adopted to describe a 
legally sufficient case of obviousness under section 103. 

8 Dillon's tetra-orthoester is not a homolog of 
the tri-orthoester. Nor is it an isomer. The major- 
ity opinion simply describes the tri-orthoester and 
tetra-orthoester structures as having "a suffi- 
ciently close relationship", without the precision 
of past decisions. 

9 In Dillon's case such disclosure was absent. It 
is undisputed that Dillon's property of soot- 
reduction during combustion was not disclosed 
for the prior art compositions. 

[**5l] In /// re De Lajarte, 52 C.C.P.A. 826, 337 
F.2d 870, 143 USPQ 256 (CCPA 1964) the same princi- 
ple was applied to a new composition. The CCPA held 
that similarity of chemical composition alone did not 
place on the applicant the obligation of proving that the 
prior art composition did not possess the applicant's 
newly discovered property and utility: 

In the total absence of evidence in the 
record to indicate that the amber glass 
disclosed by Lyle would be expected to 
have desirable electrical insulating prop- 
erties, we can find no justification for 
placing the burden on applicant to con- 
duct experiments to determine the insulat- 
ing properties of the colored glass dis- 
closed by Lyle. 



Id. at 874, 143 USPQ at 259. As in the modern usage of 
the prima facie case, the court held that the prior art must 
suggest both similar structure and property before the 
burden shifted to the applicant to prove unexpected dif- 
ferences. De Lajarte's claims were to a novel glass com- 
position having. insula ting properties. The prior art (Lyle) 
reference showed a glass composition having what the 
examiner called "very slight differences" in structure. 



and the [**52] properties of amber color and durability. 

The court said: 

If one were making a colorless glass 
free of carbon and sulfur, there would be 
little reason for using the Lyle formula 
since it was primarily designed to enhance 
color stability. In the absence of any 
showing why it would be obvious to mod- 
ify Lyle's glass, a "103 rejection" must be 
reversed. 



Id. at 875, 143 USPQ at 259. 

In In re Ruschig, 52 C.C.P.A. 1238, 343 F.2d 965, 
145 USPQ 274 (CCPA 1965) the court again observed 
that the invention "indeed, is a 'conjunction of utility and 
product', though claimed as new compounds found to 
have the desired biological effect". (Emphasis in origi- 
nal.) The court criticized the PTO position that "the ex- 
aminer and the board thought the compounds, looked 
upon as mere chemical formulae, would have been obvi- 
ous". Id at 973, 145 USPQ at 281. The court stated: 

On the obviousness issue, the vague 
"basket" disclosure of possible uses in the 
French and Swedish patents and the 
equally vague disclosure of the Martin 
patent are unimportant. What is important 
is the fact that the utility discovered by the 
appellants is not disclosed [**53] in the 
prior art. 

Id. at 977, 145 USPQ at 285 (emphasis in original). 10 

10 In Ruschig the court discussed the Commis- 
sioner's position that claims to compounds that 
are structurally similar to known compounds 
should "define" the newly discovered property on 
which patentability was based. The CCPA re- 
jected such limitation, stating that "valuable in- 
ventions should be given protection of value in 
the real world of business and the courts". 343 
F.2d at 979, 145 USPQ at 286. 

The majority of the court today, remarking 
that "the composition claims are not limited to 
[Dillon's] new use", hints that the result might be 
different if they were. Ruschig and other cases 
consistently rejected the proposition that claims 
to new compounds and compositions must con- 
tain a limitation to a specific use. Any change in 
this long-established practice requires careful 
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thought. The majority also holds that Dillon's 
claim recitation of "a sufficient amount of [or- 
thoester] to reduce the particulate emissions" is 
ineffective as a use limitation, adding uncertainty 
to claim draftsmanship. 

[**54] That the utility discovered by the applicant 
must be at least suggested in the prior art, in order to 
establish prima facie unpatentability [*705] of new 
compounds and compositions that are structurally similar 
to known chemicals, is the common thread that lies most 
of the decisions of the CCPA and the Federal Circuit. I 
do not attempt to include all of the cases that illustrate 
this point. I do, however, include representative cases of 
divergent holding, and those that appear to be relied on 
by the majority. 

For example, the Commissioner cites In re de 
Montmollin, 52 CCPA. 1287, 344 F.2d976, 145 USPQ 
416 (CCPA 1965) as supporting authority. In de Mont- 
mollin the claimed invention was a new compound, de- 
scribed by the applicant as useful for dyeing wool and 
cotton. The reference showed structurally similar com- 
pounds useful for dyeing wool. The court concluded that 
the additional ability of de M on tmoll ill's claimed com- 
pound to dye cotton was not "sufficient to render the 
subject matter as a whole unobvious". Id. at 979, 145 
USPQ at 417-18. This case simply illustrates determina- 
tion of obviousness by comparing the structures and 
properties taught [**55] in the prior art with those dis- 
closed by the applicant, and bringing judgment to bear 
on "the subject matter as a whole." Id, It does not support 
the position that a prima facie case under section 103 is 
made on structural similarity, regardless of the appli- 
cant's newly discovered property and use. 

The principle that both structure and properties must 
be considered in connection with the prima facie case 
was directly treated in In re Rosselet, 52 CCPA. 1533, 
347 F.2d 847, 146 USPQ 183 (CCPA 1965), where the 
court held that "gross similarity" of chemical structure 
and the same area of pharmacological activity consti- 
tuted a prima facie case of obviousness: 

We agree with appellant's admonitions 
against deciding questions of chemical 
obviousness on the basis of structure 
alone, whether by means of a "mechanis- 
tic overlay" or otherwise. However, we 
think appellants have failed to present 
adequate evidence to overcome a prima 
facie showing of obviousness by reason of 
the admitted "gross structural similarities" 
of the art compounds, coupled with the 
fact those compounds are shown to have 
utility in the same area of pharmacologi- 
cal [**56] activity. 



Id. at 850, 146 USPQ at 185 (emphases in original). 

Other decisions during this period illustrate varying 
judicial emphases, depending on the facts. When the 
compounds were quite closely related in chemical struc- 
ture, as in the homologs and analogs of /// re Riden, 50 
CCPA. 1411, 318 F.2d 761, 138 USPQ 112 (CCPA 
1963), or the position isomers of In re Mehta, 52 
CCPA. 1615, 347 F.2d 859, 146 USPQ 284 (CCPA 
1965), the court gave greater evidentiary weight to the 
structural similarities than when the structures were less 
directly comparable. However, the court regularly ad- 
monished that: 

A compound is not, however, merely a 
structural formula; its properties as part of 
the whole must be considered. 



Id. at 864, 146 USPQ at 287. 

In In re Lunsford, 53 CCPA. 986, 357 F.2d 380, 
148 USPQ 716 (CCPA 1966) the court listed eight recent 
decisions in which it had rejected the Patent Office's po- 
sition of "comparison of structures only": 

Just how one finds the compounds "ob- 
vious" in the first instance, the examiner 
does not say, but apparently he envisions 
a comparison of structures [**57] only. 
That such an approach is not sanctioned 
by this court, although concededly the law 
was less well defined in June 1961, the 
date of the Examiner's Answer, can be 
seen, e.g., in In re Krazinski, [52 CCPA. 
1447], 347 F.2d 656, 146 USPQ 25 
[(CCPA 1965)]; In re Ruschig, [52 
CCPA. 1238], 343 F.2d 965, 145 USPQ 
274 [(CCPA 1965)]; /// re Ward, [51 
CCPA. 1132], 329 F.2d 1021, 141 
USPQ 227 [(CCPA 1964)]: In re 
Lunsford, [51 CCPA. 1000], 327 F.2d 
526,140 USPQ 425 [(CCPA 1964)]; /// re 
Riden, Jr., (50 CCPA. 1411], 318 F.2d 
761, 138 USPQ 112 [(CCPA 1963)]; In re 
Papesch, [50 CCPA. 1084], 315 F.2d 
381, 137 USPQ 43 [(CCPA 1963)]; /;/ re 
Petering, [49 CCPA. 993], 301 F.2d 
676, 133 USPQ 275 [(CCPA 1962)]; /// re 
Lambooy, [49 CCPA. 985], 300 F.2d 
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950, [*706] 133 USPQ 270 [(CCPA 
1962)]. 



Id. at 3S2 n.2, 148 USPQ at 718 n.2 (emphasis in origi- 
nal). The court reiterated: 

The discovered activities or properties 
are part of the things claimed, the com- 
pounds. . . . We, like [**58] the Patent 
Office, are required by the clear wording 
of section 103 to regard it as a relevant 
portion of the invention "as a whole." 

Id. at 384, 148 USPQ at 720 (emphasis in original). 

In a companion case, In re Lunsford, 53 C.C.P.A. 
1011 357 F.2d 385, 148 USPQ 721 (CCPA 1966), the 
court again stressed that determination of obviousness 
must be based on both structure and properties. The court 
quoted the Patent Office position, in the examiners 
words: 

The argument that the "subject matter as 
a whole" under 35 U.S.C. 103 includes the 
compound and its utility is considered to 
be without merit. 



Id. at 391, 148 USPQ at 725. The court once more firmly 

rejected that position: 

It is reasonably clear that the examiner 
considered only the difference in struc- 
tures between the claimed compounds and 
the prior art compounds. 

Appellant was entitled to have differ- 
ences between the claimed invention, the 
subject matter as a whole, and the prior 
art references of record evaluated. 



Id. (emphases in original). Referring to 35 U.S.C. § 103, 

the court wrote: [**59] 

It is not believed that [a person of ordi- 
nary skill in the art] would consider only 
the structures of the compounds[.] 

Id. (emphasis in original). 

These judicial analyses, written before the terminol- 
ogy of the prima facie case became routine in patent ex- 



amination, nonetheless placed the burden on the exam- 
iner to come forward with prior art sufficient to support 
any purported suggestion of the applicant's properties: 

Moreover, as a matter of law under 35 
U.S.C. 103, the examiner must substanti- 
ate his "suspicions" on the basis of facts 
drawn from proper prior art. The issue to 
be resolved requires more than "suspi- 
cions;" it requires facts. 

Id. (footnote omitted, emphasis in original). 

The CCPA put "structural obviousness" in perspec- 
tive when, again receiving this argument from the Com- 
missioner, the court commented on the large numbers of 
yet-unmade compounds that would be "structurally obvi- 
ous" to a chemist: 

The solicitor has reargued in his brief 
the question of the obviousness of chlor- 
propamide to a chemist as a compound, 
that is, what we sometimes refer to as its 
"structural obviousness. [**60] " This is 
not a matter of dispute. We think appel- 
lant would concede that all 1,237,464 
compounds he claims to be within the 
Ruschig et al. disclosure or the 38,556 
compounds he claims to be within the 
broadest patent claim, are structurally ob- 
vious. 



In re McLamore, 54 C.C.P.A. 1544, 379 F.2d 985, 989, 
154 USPQ 114, 117 (CCPA 1967). Indeed, few of to- 
day's new chemicals have such imaginative structure that 
structurally similar compounds are not to be found in the 
prior art. 11 Nonetheless, the reasoning rejected in 
McLamore appeared two years later in the CCPA deci- 
sion In re Mod. 

1 1 In 1980 the Supreme Court noted that over 
4,848,000 compounds had been listed by the 
Chemical Abstracts Service. Dawson Chemical 
Co. v. Rohm & Haas Co.. 448 U.S. 176, 221 n.2 3, 
100 S. Ct. 2601, 65 L. Ed. 2d 696, 206 USPQ 
385, 407 n.23 (1980). In 1990 the ten millionth 
specific compound had been entered in the regis- 
ter. Chemical <& Engineering News, February 26, 
1990, p. 30. This count is of characterized com- 
pounds, and does not include theoretical permuta- 
tions and combinations such as those calculated 
in McLamore. 
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[**61] In re Mod. 56 CC.PA. 1041, 408 F.2d 
1055, 161 USPQ 281 (CCPA 1969) was described by the 
Commissioner as "on all fours" with Dillon's facts. Mod's 
new compounds were adjacent homologs and isomers of 
known compounds that were described in the prior art as 
insecticides. Mod's compounds had "antimicrobial activ- 
ity against a variety of micro-organisms such as bacteria, 
yeas?, and molds". Id. at 1055, 161 USPQ at 282. The 
court held Mod's compounds unpatentable [*707] for 
obviousness, referring to the close similarities of struc- 
ture and remarking that Mod "did not deny" that his new 
compounds had insecticidal activity. The court in Mod 
did not discuss a "prima facie case", but stated that it was 
not sufficient for patentability that the antimicrobial ac- 
tivity of Mod's new compounds was unknown to the 
prior art. Id. at 1057, 161 USPQ at 283. In a decision 
analogous to the majority's holding today, the CCPA 
held that because Mod's new compounds would have 
been obvious for the prior art use as insecticides, they 
were unpatentable despite Mod's discovery of a "signifi- 
cant" new property. Id. 

Mod has often been [**62] distinguished. See, e.g., 
In re Albrecht, 514 F.2d 1389, 185 USPQ 585 (CCPA 
1975), wherein the court directly contradicted Mod, as 
follows: 

We are of the opinion that a novel 
chemical compound can be nonobvious to 
one having ordinary skill in (he art not- 
withstanding that it may possess a known 
property in common with a known struc- 
turally similar compound. 



property. The absence of the term "prima facie 
case" from the Mod opinion does not distinguish 
it from the majority's holding today. A conclusion 
of obviousness must be legally sufficient under 
the statute, and for both Mod and Dillon the 
courts hold that on similar facts this conclusion is 
compelled as a matter of law. 

[**63] Continuing the chronological review: In /// 
re Jones, 56 CCPA. 1293, 412 F.2d 241, 162 USPQ 
224 (CCPA 1969) the court upheld the rejection of com- 
position claims to a blend of polypropylene and an asbes- 
tos filler as prima facie obvious, for the reason that "the 
prior art suggests the combination generally for the pri- 
mary purpose {i.e., improved structural rigidity) for 
which it was made." Id. at 244, 162 USPQ at 226. Com- 
parative data were properly required, for both structure 
and properties were suggested in the prior art. 

The procedural and substantive rigor of the prima 
facie case in patent examination is again illustrated in In 
re Godron, 57 CCPA. 1289, 428 F2d 854, 166 USPQ 
327 (CCPA 1970), wherein the court held that since a 
prima facie case of obviousness was not made as to a 
new glass composition having new and unobvious prop- 
erties, it was unnecessary for the applicant to prove 
whether the prior art composition had the same property 
(the ability to wet graphite) as the applicant's composi- 
tion: 

We agree that it is improper to require 
comparative evidence where a reference is 
devoid of any suggestion of [**64] the 
claimed invention. 



Id. at 1395-96. 185 USPQ at 590 (emphasis in original). 
With rare exceptions Mod has not been followed; until 
today. 12 

12 The facts in Mod are indeed on all fours with 
the facts now before us. In Mod the court held 
that the apparently shared property of insecticidal 
activity sufficed to make Mod's new (but struc- 
turally similar) compounds unpatentable for ob- 
viousness, despite Mod's discovery that his new 
compounds had the new property of antimicrobial 
activity. In Dillon's case the court holds that the 
presumptively shared property of water seques- 
tration suffices to make Dillon's new (but struc- 
turally similar) compositions unpatentable for 
obviousness, despite Dillon's discovery that her 
new compositions have the new property of soot 
reduction. In neither case did the prior art suggest 
or make obvious the applicant's newly discovered 



Id. at 855, 166 USPQ at 329. 

This procedure was similarly applied to chemical 
process claims. For example, in //; re Freed, 57 CCPA. 
1089, 425 F2d 785, 165 USPQ 570 (CCPA 1970) the 
claimed invention was a single-step process for produc- 
ing calcium pantothenate. The CCPA held that the exam- 
iner had failed to support a prima facie case, since the 
prior art disclosed only a two-step process. Since a prima 
facie case was not made, the court held that it was un- 
necessary to show unexpected results. Id. at 788 & n.5, 
165 USPQ at 572 & n.5. See also, e.g.. In re Alul. 468 
F.2d 939, 943, 175 USPQ 700, 703-04 (CCPA 1972) 
(since prima facie case not established, no need to con- 
sider contentions of unobvious results). 

In In re Kudenia. 57 CCPA. 1078. 426 F.2d 385, 
165 USPQ 575 (CCPA 1970) the board held that a 
claimed carbamate compound, having utility as an insec- 
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ticide, was prima facie obvious in view of structurally 
similar known carbamates described in the prior art as 
useful as insecticides. The court held that the applicant's 
showing [*708] of superior results demonstrated [**65] 
unobviousness, in view of the entirety of the relevant 
teachings of the prior art and the absence of anything "on 
which to base a prediction of the comparative insecti- 
cidal activities" of these carbamate compounds. Id. at 
390, 165 USPQ at 579. 

In In re Hoch, 57 C.C.P.A. 1292, 428 F.2d 1341, 
166 USPQ 406 (CCPA 1970) the reference described a 
known compound and its use for "treatment of plant dis- 
eases"; the court held that a prima facie case of obvious- 
ness was made as to the applicant's structurally similar 
compound disclosed to be useful as a herbicide, stating: 

On the face of it, "treatment of plant 
diseases" could mean usefulness in con- 
trolling plant-infesting organisms. . . . We 
are thus not persuaded that herbicidal 
properties are "contraindicated" by the 
[prior art] patent. 



Id. at 1343, 166 USPQ at 408-09. Hoch simply illus- 
trates the court's consideration of the closeness of the 
chemical structures (the only difference was between an 
acid and its ethyl ester) and the court's stated uncertainty 
about the relationship of the properties shown in the prior 
art and those disclosed by the applicant, in deciding 
[**66] whet her a prima facie case was made. 

The classical reasoning of the prima facie case is 
again illustrated for composition claims in In re Susi, 58 
C.C.P.A. 1074, 440 F.2d 442, 169 USPQ 423 (CCPA 
197 1). A composition comprising a polymer and a stabi- 
lizer was held prima facie obvious because a similar 
combination was suggested in the prior art for the same 
purpose, and Susi's stabilizer compounds were similar in 
structure to known compounds having the known prop- 
erty of stabilizing similar polymers. Id. at 444, 169 
USPQ at 425. Thus a showing of unobvious results was 
properly required, for both structure and properties of the 
new composition were suggested in the prior art. 13 

13 There is extensive precedent relating to 
chemical compositions as well as chemical com- 
pounds; see the sampling herein. The statement 
by the majority that its in banc holding does not 
"necessarily" apply to "all cases" of chemical 
compositions will not add clarity and stability to 
the law. The court's holding today must be fol- 
lowed by patent examiners and patent applicants, 



and while I dissent from it, it is essential that in- 
ventors and examiners, producing and processing 
150,000 new patent applications annually, know 
the law and practice that will control patentabil- 
ity. 

[**67] Another routine illustration of the prima fa- 
cie case based on similarity of both structure and proper- 
ties, between the prior art and the claimed compound, is 
seen in In re Ackermann, 58 C.C.P.A. 1405, 444 F.2d 
1172, 170 USPQ 340 (CCPA 1971). The board had re- 
jected claims to an optical brightening agent as prima 
facie obvious from references describing structurally 
similar compounds having pronounced fluorescence and 
optical brightening properties. The CCPA agreed that a 
prima facie case had been made, since the "references 
also suggest that the art would expect the class of com- 
pounds as a whole to possess the general property of 
optical fluorescence"; but the court reversed on the ques- 
tion of sufficiency of the rebuttal evidence. Id. at 1176, 
170 USPQ at 342-43. 

In In re Stemniski, 58 C.C.P.A. 1410, 444 F.2d 581, 
170 USPQ 343 (CCPA 1971) the court again held that 
similarity of structure alone was insufficient for prima 
facie unpatentability. The claimed new compounds were 
analogs of known diaryl-tin compounds, and the known 
compounds were described as having no established util- 
ity, although utilities were suggested by the [**68] 
court. The court observed that the prior art provided no 
motivation to make the claimed compounds for appli- 
cant's purpose, although "one of ordinary skill would 
suppose the properties or potential uses of the two groups 
of compounds would be similar." Id. at 585, 170 USPQ 
at 347. 14 

14 As pointed out at n.2, supra, the facts illus- 
trated in Stemniski, where the prior art com- 
pounds assertedly had no known use, are the only 
circumstance wherein the majority allows that 
structural similarities alone do not make a prima 
facie case of obviousness under section 103. 
While a chemical compound may be of solely 
theoretical interest, it is hard to imagine a compo- 
sition (or a mechanical device) with no known 
use; thus this exception has scant practical sig- 
nificance with respect to compositions and me- 
chanical devices. 

[*709] The Stemniski court remarked on "this 
court's failure to render consistent precedent" on the is- 
sue of structural obviousness, id. at 585, 170 USPQ at 
347, stating that [**69] 

Heme, its predecessors and its progeny 
have met with their share of criticism over 
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the years, both in this court, in other 
courts, and elsewhere. 

Id. at 587, 170 USPQ at 348 (footnote omitted). The 
court confronted the Commissioner's argument on the 
sufficiency of structural similarity alone, and held: 
To the extent that Heme and Riden are 
inconsistent with the views expressed 
herein, they no longer will be followed, 
and are overruled. 



Id. at 587, 170 USPQ at 348. 

In In re March, 59 CCPA. 1277, 464 F.2d 1051, 
175 USPQ 89 (CCPA 1972) the claims were directed to 
new polymer compositions described as having certain 
properties of toughness. A prima facie case was deemed 
made based on similar properties of toughness described 
for similar polymer compositions in the prior art; and 
was held rebutted based on evidence of improved weld 
line toughness. Id. at 1056, 175 USPQ at 92. Although 
the majority today cites March as supporting authority 
for "structural obviousness", the court in March distin- 
guished Mod and de Montmollin, and reaffirmed reliance 
on Papesch. March is remote from [**70] a holding of 
prima facie obviousness based on structural similarity 
alone. 

In In re Freeman, 474 F.2d 1318, 177 USPQ 139 
(CCPA 1973) the court again distinguished Mod and de 
Montmollin, which had again been cited by the Commis- 
sioner for the position that structural similarity alone 
suffices to support a prima facie case of obviousness. 
The court stated: 

We have recently pointed out that the 
rule derived from Mod and de Montmollin 
by the Patent Office is not supported by 
those cases. 



Id. at 1322, 177 USPQ at 142. The court discussed the 
principle of the prima facie case as applied to section 
103, explaining that if the evidence of obviousness of the 
claimed subject matter 

is strong enough to establish a prima fa- 
cie case, i.e., one which would prevail in 
the absence of rebuttal evidence, we must 
go on to examine the evidence of non- 
obviousness before the legal conclusion 
called for by section 103 can be reached. 



Id. The court stressed the need to consider all the evi- 
dence. 

The claimed invention in In re Mochel, 470 F.2d 
638, 176 USPQ 194 (CCPA 1972) was [**71] sodium 
glass compositions containing magnesium oxide, a com- 
ponent known for use in lithium glass compositions. The 
court held: 

No suggestion appears in the record of a 
purpose for including MgO in sodium 
glasses and no teaching of identical ef- 
fects of secondary components in sodium 
and lithium glasses. We do not consider it 
"fair to assume" [quoting the examiner] 
such identity. We cannot, therefore, sus- 
tain the finding of prima facie obvious- 
ness. 



Id. at 641 176 USPQ at 196. 

In In re Cescon, 474 F.2d 1331, 177 USPQ 264 
(CCPA 1973) the court reversed the rejection of com- 
pound claims, where the board had relied on known 
methods of making the compounds as evidence of obvi- 
ousness, and the examiner had "totally disregarded" the 
showings of improved properties. The court stated: 

It has long been our position that a 
compound and its properties are insepara- 
ble and that no property can be ignored in 
determining patentability over the prior 
art. 



Id. at 1334, 177 USPQ at 266. The court found that the 
prior art did not suggest a relationship between the 
change in chemical structure and the applicants [**72] 
phototropic properties. The court stated that it was insuf- 
ficient that this type of chemical modification was 
known: 

Nothing in the prior art suggests any re- 
lationship between ortho substitution in 
the 2-phenyl ring [the structural difference 
from the prior art] and the properties 
[*710] disclosed and illustrated in appel- 
lant's specification. 
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Id, at 1334. 177 USPQ at 266-67. The court quoted with 
approval the following statement from In re Larsen, 49 
C.CP.A. 71L 292 F.2d 531, 533, 130 USPQ 209, 210 
(CCPA 1961), cert, denied, 370 U.S. 936, 8 L. Ed. 2d 
806, 82 S. Cl 1580 (1962): 

Since there was nothing to indicate that 
the compounds, when made, would have 
these properties, it was not obvious to 
make the compounds. In such a case the 
allowance of claims to the compounds 
must depend on the proposition that it was 
unobvious to conceive the idea of produc- 
ing them, within the meaning of Title 35 
U.S.C., Section 103. 



tivation to make the proposed molecular modifications 
needed to arrive at appellant's claimed fluoro-substituted 
compounds." Id. at 780-81, 183 USPQ at 55. The court 
held that it was not necessary for the applicant to com- 
pare actual properties of the new and the prior art com- 
pounds: 

Since we hold that the prior art of record 
fails to establish that the fluoro- 
substituted compounds recited in appel- 
lant's claims are prima facie obvious, it is 
unnecessary to consider any comparative 
evidence with respect to the properties of 
these compounds. 



Cescon, 474 F.2d at 1334, 177 USPQ at 266. 

These cases illustrate the CCPA's continuing rejec- 
tion of the "structural obviousness" [**73] theme, on the 
rationale that unless there was a reason or motivation 
shown in the prior art to make the particular structural 
change that the applicant made, in order to achieve the 
properties that the applicant was seeking, "it was not 
obvious to make the compounds." Id. As the court ex- 
plained, the "idea" of new compounds is not separable 
from the properties that were sought by the inventor 
when making the compounds. Structure and properties 
are essential components of "the invention as a whole", 
in the words of section 103. 

In /// re Taborsky, 502 F.2d 775, 183 USPQ 50 
(CCPA 1974) the prior art described a large number of 
isomers and analogs of the applicant's compounds. Ta- 
borsky's products were "halogen" compounds, discov- 
ered to be useful as selective piscicides against brown 
bullhead fish and as larvicides to control sea lampreys. 
The prior art compounds were described as controlling 
gastropods and snails. The Tabor sty decision illustrates 
the care with which the court compared, compound by 
compound, the applicant's and the prior art's disclosure 
of structures and properties. As to the applicant's chlo- 
rine, bromine, and iodine analogs, the court remarked 
[**74] that it was unnecessary to pass on the issue of 
whether a prima facie case were made by the prior art's 
disclosure of related compounds containing these three 
halogens, because such case, if made, had been over- 
come by evidence of the comparative effectiveness of 
these compounds as larvicides to control sea lampreys. 
Id. at 781, 183 USPQ at 55. As to the fluorine analogs, 
the Taborsky court held that the board's holding of prima 
facie obviousness "because of structural similarity to the 
cited prior an" could not stand, since there was "no mo- 



ld. at 781, 183 USPQ at 55. 1**15] 

Only when the prima facie case was established by 
the prior art was the applicant required to develop com- 
parative evidence. It is as much an obligation to avoid 
imposing unnecessary burdens on the applicant, and on 
the Patent Office, as it is to assure compliance with the 
law. See, e.g.. In re Seigneurin, 474 F.2d 1020, 1023, 
177 USPQ 257, 259 (CCPA 1973) (since no prima facie 
case of obviousness was made for a catalyst component 
of a chemical process, "that concludes the matter"); In re 
Fischer, 484 F.2d 961, 963-64, 179 USPQ 304, 306 
(CCPA 1973) (no prima facie case, therefore no need to 
show unexpected results of claimed method). While the 
CCPA did not always decline to consider such evidence 
when it was already of record, the principle underlying 
orderly patent examination is that the burden in the first 
instance is on the examiner to establish that the claimed 
invention is prima facie unpatentable based on the prior 
art. 

The no-utility exception that is recognized in the 
majority opinion is seen in the [*71 1] following case. In 
In re Albrecht. 514 F.2d 1389, 185 USPQ 585 (CCPA 
1975) (Albrecht \) [**76] the prior art compounds were 
described as anesthetics that had the disadvantage of 
being skin irritants and therefore were not of practical 
use. Albrecht's new compounds were antiviral agents. 
The claims were rejected as prima facie obvious based 
on similarity of structure: in the examiner's words: 

Where such closely structurally related 
compounds are concerned, actual unex- 
pected differences in properties are re- 
quired to overcome a prima facie case of 
obviousness. Even though the present 
compounds may exhibit an unexpected 
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property as anti-virals, they are obvious as 
anesthetics. 



Id. at 1392, 185 USPQ at 587 (emphasis in original). The 
Commissioner argued that Albrecht must prove that his 
new compounds were not anesthetics. The court dis- 
agreed, holding that the properties shown in the prior art 
did not provide the "necessary impetus" to make 
Albrecht's compounds, id, at 1396. 185 USPQ at 590. 
The court also reaffirmed that properties must always be 
considered: 

This court has several times recently 
expressed its position on the role of the 
properties of chemical compounds in as- 
sessing their obviousness under § 103. 
[**77] See In re Taborskv, 502 F.2d 775, 
183 USPQ 50 (CCPA 1974): In re Blon- 
del 499 F.2d 13J 1. 182 USPQ 294 
(CCPA 1974): see further In re Mutch, 
[59 CCPA. 1277], 464 F.2d 1051, 175 
USPQ 89 (CCPA 1972): In re Lintner, 
[59 C.CP.A. 1004], 458 F.2d 1013, 173 
USPQ 560 (CCPA 1972). 



Id. at 1394, 185 USPQ at 588-89. The court observed 
that Albrecht's newly discovered antiviral property is 
"totally dissimilar" to the properties disclosed for the 
prior art compounds, and is "not to be ignored": 

A newly discovered activity of a 
claimed novel compound which bears no 
material relationship to the activity dis- 
closed for the prior art analogs is further 
evidence, not to be ignored, of the nonob- 
viousness of the claimed invention. 

id. at 1396. 185 USPQ at 590. The court reversed the 
rejection. 

In /// re Albrecht, 514 F.2d 1385, 185 USPQ 590 
(CCPA 1975), decided the same day, the court held, as to 
other related compounds, that a prima facie case was 
made based on structural similarity to the compounds of 
the same prior art reference as in Albrecht I. The court 
disposed [**78] of the Commissioner's position that the 
applicant should have provided comparative data with 
the anesthetic property of the prior art compounds, as 
follows: 

There seems to be little doubt that the 
Patent and Trademark Office would not 
have entertained such a comparison if ini- 



tiated by appellants because they have no 
support in their specification for use of the 
claimed compounds as anesthetics. See /;/ 
re Davies, 475 F.2d 667, 177 USPQ 381 
(CCPA 1973). 



Id. at 1389, 185 USPQ at 593. The court correctly 
observed that comparative data, when required to rebut a 
prima facie case, should relate to the new properly and 
use discovered by the applicant, not an unrelated known 
use of the prior art products. 

In In re Lambertl 545 F.2d 747, 192 USPQ 278 
(CCPA 1976) certain new compounds having germicidal 
activity were rejected as prima facie obvious over struc- 
turally similar compounds described as biological toxi- 
cants, a use that the court found may include germicidal 
activity, although not necessarily, id at 750, 192 USPQ 
at 280. Rebuttal evidence was adduced and found insuf- 
ficient. The court concluded: [**79] 

In view of the foregoing, and consider- 
ing the claimed invention as a whole vis- 
a-vis the evidence produced by the PTO, 
which shows both a close structural simi- 
larity between the prior art compounds 
and the claimed compounds and a close 
similarity between the disclosed uses, we 
hold that appellants' invention would have 
been obvious to one of ordinary skill in 
the pertinent art. 



Id. at 751, 192 USPQ at 281 (emphasis added). 

The majority has cited In re Shetty, 566 F.2d 81, 195 
USPQ 753 (CCPA 1977). Shettys [*712] new com- 
pounds were homologs of known compounds that were 
described in the prior art as antiviral agents, whereas 
Shetty's compounds were discovered to have appetite- 
suppressant activity. Diverging from the weight of its 
precedent, the court held that a prima facie case was 
made based on the close similarities of chemical struc- 
ture. Since Shetty did not prove that there were actual 
differences in properties, the composition claims were 
not allowed. 

However, the Shetty court allowed the process 
claims (to the new use), 15 without requiring such proof. 
The court said, following precedent: 
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The [**80] Patent Office has failed to Academy of Sciences in that appellant has 

show a reasonable expectation, or some no prima facie showing of obviousness to 

predictability, that [a reference] com- rebut, 
pound would be an effective appetite sup- 
pressant if administered in the dosage dis- 
closed by [another reference]. 



Id. at 86, 195 USPQ at 756. In contrast, the majority 
today affirms the rejection of Dillon's claims, process 
and composition, although such "expectation" or "pre- 
dictability" was, without dispute, absent. 

15 A new use is claimed as a process, in accor- 
dance with 35 U.S.C. § 100(b): 

The term "process" means proc- 
ess, art or method, and includes a 
new use of a known process, ma- 
chine, manufacture, composition 
of matter, or material. 



Id. at 702 n.9, 200 USPQ at 719 n.9. 

Over the remaining years of the CCPA's existence 
its opinions were steadfast in requiring consideration of 
both structure and properties in determinations of prima 
facie obviousness. Precedent had ripened, as exceptions 
diminished. See Kotteakos v. United States, 328 U.S. 
750, 66 S. Ct. 1239, 90 L Ed. 1557 (1946), wherein the 
Supreme Court discusses how case by case determination 
on a variety of facts in time shows the direction of the 
law: 

For, as with all lines which must be 
drawn between positive and negative 
fields of law, the precise border may be 
indistinct, but case by case determination 
of particular points adds up in time to dis- 
cernible direction. 



Despite the occasional aberration illustrated by 
Sherry, the CCPA decisions became remarkably consis- 
tent in requiring that both structure and properties must 
be suggested in the prior art before a prima facie case of 
obviousness was deemed made, whether for composition 
claims or process [**8 1] claims. E.g., In re May, 574 
F.2d 1082, 197 USPQ 601 (CCPA 1978), wherein the 
prior art compounds were isomers of May's compounds, 
and showed the same analgesic activity. A prima facie 
case was conceded as to the composition and the process 
claims, and overcome by rebuttal evidence of the non- 
addictiveness of May's compounds, an attribute that was 
shown to be unpredictable. 

Similar reasoning was applied to claims to a new use 
of a known compound in, e.g.. In re Herschler, 591 F:2d 
693, 200 USPQ 711 (CCPA 1979), wherein the use of 
the known compound DM SO (dimethyl sulfoxide) to 
enhance steroid penetration through skin tissue was held 
by the board to be prima facie obvious from references 
showing DMSO in hair lotion preparations that may con- 
tain estrogenic hormones (steroids). The court reversed, 
holding that "the references do not provide any impetus 
to do what appellant has done". Id. at 702, 200 USPQ at 
718-19. In the absence of a prima facie case, appellants 
rebuttal evidence was unnecessary: 

We do not find it necessary to reach the 
question of the weight to be given the pa- 
pers presented to the New York [**82] 



328 U.S. at 761-62. 

Further illustrations of the direction established by 
precedent are, e.g., In re Swan Wood, 582 F. 2d 638, 641, 
199 USPQ 137, 139 (CCPA 1978): 

In view of the close structural similarity 
between the claimed compounds and [the 
prior art compound], and the fact that 
[**83] the latter is disclosed as possess- 
ing a nti -microbial activity, we believe that 
one skilled in the art would have been, 
prima facie, motivated to make the 
claimed [*713] compounds in the expec- 
tation that they, too, would possess antim- 
icrobial activity. 



In /// re Payne, 606 F.2d 303, 203 USPQ 245 (CCPA 

1979), the court stated: 

The similarity in structure and proper- 
ties between the prior art and claimed 
compounds is sufficiently close to support 
a prima facie case of obviousness. 
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Id. at 314, 203 USPQ at 255. The court explained: 
An obviousness rejection based on simi- 
larity in chemical structure and function 
entails the motivation of one skilled in the 
art to make a claimed compound in the 
expectation that compounds similar in 
structure will have similar properties. 



Id at 313, 203 USPQ at 254. 

In In re Grunwefl 609 F.2d 486, 203 USPQ J 055 
(CCPA 1979) the court held that a prima facie case of 
obviousness was made for certain new steroids, and not 
for others. For compounds where the structures differed 
from the prior art only in a methyl substituent, [**84] 
and the physiologic and psychologic properties were 
similar, a prima facie case was deemed made. Id. at 491, 
203 USPQ at 1059. Other Grunwell steroids were ethers, 
while the closest structures in the prior art were alcohols; 
in that case the court held that a prima facie case was not 
made, because the examiner had not shown why one 
skilled in the art would have replaced this hydroxyl 
group with an ether. Id. 

Similar reasoning was applied to process claims in 
In re Clemens, 622 F.2d 1029, 206 USPQ 289 (CCPA 
1980). Claims to the use of new polymeric exchange 
resins to remove corrosion products in a steam system 
were rejected as prima facie obvious from references 
describing structurally similar polymers used for the 
same purpose. However, the court found that the PTO 
did not make a prima facie case as to claim 8 because of 
temperature limitations not shown in the prior art. There- 
fore: 

Since the PTO had not made out a prima 
facie case of obviousness respecting claim 
8, evidence of comparative testing was 
unnecessary in rebuttal. 



Id. at 1036, 206 USPQ at 296. 

Again in In re Zeidler, 682 F.2d 961, 215 USPQ 490 
(CCPA 1982) [**85] a prima facie case was deemed 
made based on similarity of structure and of properties: 



similarity of the [reference] compounds 
and the teachings of [another reference], 
that use of a sulfonamide bridge . . . 
would have resulted in dyes possessing 
the same or only slightly different proper- 
ties from prior art dyes. 



Id. at 966, 215 USPQ at 494. The prima facie case was 
held rebutted as to one claimed dye compound, but not as 
to another. Id. 

The Federal Circuit did not stray from this prece- 
dent. 16 As summarized in In re Grabiak, 769 F.2d 729, 
731, 226 USPQ 870, 871 (Fed. Cir. 1985): 

When chemical compounds have "very 
close" structural similarities and similar 
utilities, without more a prima facie case 
may be made. 



The rule also continued to be applied to process (use) 
claims, as illustrated in In re Merck & Co., 800 F.2d 
1091, 231 USPQ 375 (Fed. Cir. 1986), wherein the court 
held (hat "close structural similarity and a similar use" of 
the applicant's known compound and the prior art com- 
pound [**86] made a prima facie case of obviousness of 
claims to the asserted new use. Id. at 1097, 231 USPQ at 
379. 

16 Although the majority states that it is "not re- 
treating from the recent trend of case law", the 
cases over the past thirteen years (since Shetry) 
do not support this view. The courts have gener- 
ally required that there be a suggestion in the 
prior art that would have made obvious not only 
the chemical structure but also the newly discov- 
ered property of a new chemical compound or 
composition, in order to make a prima facie case 
under section 103. 

In In re Geiger, 815 F.2d 686, 2 USPQ2d 1276 
(Fed. Cir. 1987) the Federal Circuit held that although 
the prior art disclosed the separate components of the 
claimed new compositions, for the same general use of 
treating cooling water systems, a prima facie case was 
not established "absent some teaching, suggestion or 
incentive supporting [*714] the combination". The 
court held that: 



One of ordinary skill would have had 
reason to expect, given the close structural 
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Because we [**87] reverse on the basis 
of failure to establish a prima facie case 
of obviousness, we need not reach the is- 
sue of the sufficiency of the showing of 
unexpected results. 



Id. at 688, 2 USPQ2d at 1278. 

In In re Chupp, 816 F. 2d 643, 2 USPQ2d 1437 (Fed. 
Cir. 1987) the applicant did not challenge the board's 
holding that a new compound useful as a herbicide was 
prima facie obvious in view of the prior art showing of 
an adjacent hornolog and other structurally similar com- 
pounds used as herbicides. However, the court found the 
rebuttal evidence of differences in selectivity sufficient 
to hold the composition claims allowable. Id, at 647, 2 
USPQ2dat 1440. 

In Chupp the court disposed of the Commissioner's 
policy argument that grant of the composition claims 
would prevent the public from using Chupp 's structurally 
obvious compound for the herbicidal uses shown in the 
prior art, with the remark that "the expectation that per- 
sons would want to use the compound to produce inferior 
results (or would want to fight lawsuits over such uses) is 
false." Id. at 64/ \ 2 USPQ2d at 1440. 

The Federal Circuit has [**88] not applied the stan- 
dard of prima facie obviousness that the majority today 
"reaffirms", but has consistently considered properties 
and use as well as structure. The only decision referred to 
by the majority is In re Wright, 848 F.2d 1216, 6 
USPQ2d 1959 (Fed. Cir. 1988), as if Wright stood alone 
in its requirement that the inventor's desired properties 
and use must be considered. Wright dealt with a me- 
chanical device, and is in the mainstream of this prece- 
dent. In Wright we said: 

The determination of whether a novel 
structure is or is not "obvious" requires 
cognizance of the properties of that struc- 
ture and the problem which it solves, 
viewed in light of the teachings of the 
prior art. 



Id. at 1219, 6 USPQ2d at 1361 (citations omitted). Not 
one of the myriad cases wherein the courts had required 
consideration of these factors is mentioned or disu'n- 
guished by the majority, although presumably all are 
now overruled. In this already-lengthy survey I have not 
included mechanical cases whose rationale is stated in 
the same terms as that of Wright. 17 Nonetheless the in 
banc court today overrules Wright [**89] , without ar- 



gument or briefing, and extends to mechanical devices 
the [*715] same theory of structural obviousness that 
the court now applies to chemicals, discarding the exten- 
sive precedent to the contrary. 

17 Wright claimed a new carpenter's level, hav- 
ing the new property and use of enhanced pitch 
measurement. Wright's new structure was a com- 
bination of elements that were in the prior art, but 
there was no suggestion in the prior art that this 
new combination might have the property and use 
discovered by Wright. The panel explained that it 
was unobvious to make this combination to solve 
the problem of increasing pitch measurement: a 
rationale appearing in dozens of decisions. See, 
e.g., Lindemann Maschinenfabrik GmbH v. 
American Hoist and Derrick Co., 730 F.2d 1452, 
1462, 221 USPQ 481, 488 (Fed. Cir. 1984) 
("Nothing in the references alone or together 
suggests the claimed invention as a solution to 
the problem of crushing rigidly massive scrap"); 
In re Benno, 768 F.2d 1340, 1347, 226 USPQ 
683, 687 (Fed Cir. 1985) ("[Benno] had to in- 
vent a solution to that problem. . . . Neither refer- 
ence hints at his solution"): Weather Engineering 
Corp. of America v. United States, 614 F.2d 281, 
287, 204 USPQ 41, 46-7 (Ct. CI. 1980) ("The 
near unanimous approach by the courts is that 'the 
prior art that is relevant in evaluating a claim of 
obviousness is defined by the nature of the prob- 
lem confronting the would-be inventor"'); In re 
Naber, 494 F.2d 1405, 1407, 181 USPQ 639, 641 
(CCPA 1974) ("even if one of ordinary skill in 
the art were moved to combine the references, 
there would be no recognition that the problem of 
combustible deposits had been solved"); /// re 
Aufhauser, 55 C.C.P.A. 1477, 399 F.2d 275, 281, 
158 USPQ 351, 355 (CCPA 1968) ("as in United 
States v. Adams, 383 U.S. 39, 86 S. Ct. 708, 15 L. 
Ed. 2d 572 (1966), what appellant had done was 
to observe an existing problem in the art which 
had not been solved by the prior art and then 
combine individually old concepts to solve that 
problem") (emphasis in original): In re Rother- 
mel, 47 C.C.P.A. 866, 276 F.2d 393, 125 USPQ 
328, 331 (CCPA I960) ("Where the invention for 
which a patent is sought solves a problem which 
persisted in the art, we must look to the problem 
as well as its solution if we are to properly ap- 
praise what was done and to evaluate it against 
what would be obvious to one having the ordi- 
nary skills of the art."): In re Rani, 46 C.C.P.A. 
976, 270 F.2d 810, SI3, 123 USPQ 349, 351 
(CCPA 1959) (the prior art did not teach "how to 
solve the problems" faced by the inventor). 



919 F.2d 688, *: 1990 U.S. App. LEXIS 19768, **; 
16U.S.P.Q.2D(BNA) 1897 



Page 25 



Many other decisions apply similar reason- 
ing, contrary to the majority's holding today. 

[**90] The Court stated in Thomas v. Washington 
Gas Light Co., 448 U.S. 261, 272. 100 S. Ct. 2647, 65 L 
Ed. 2d 757(1980): 

When rights have been created or modi- 
fied in reliance on established rules of 
law, the arguments against their change 
have special force. 



ject matter in public use or on sale. Not included is what 
is [**92] unknown, or knowledge that became known to 
the inventor through the inventor's own research: 

To rely on an equivalence known only to 
the applicant to establish obviousness is 
to assume that his disclosure is a part of 
the prior art. The mere statement of this 
proposition reveals its fallaciousness. 



At least, the majority should explain its reasoning for so 
far-reaching a change of law and practice, affecting pat- 
entability of mechanical devices as well as chemical 
compounds and compositions. 

D 

The Statute 

The court's in banc holding that similarity of chemi- 
cal (and mechanical) structure suffices for prima facie 
unpatentability under 35 U.S.C. § 103, even when the 
applicant's newly discovered properties and use are not 
suggested in the prior art, departs from the precepts of 
not only section 103, but also sections 101 and 102. The 
court today imposes the same rebuttal burden on the ap- 
plicant regardless of whether the prior art suggests the 
applicant's newly discovered properties. 

35 U.S.C. § 103 requires that obviousness be deter- 
mined in light of the prior art; section 102 fixes the limits 
of prior art; and section 101 requires [**91] utility as a 
condition of patentability. Giving consideration to the 
newly discovered properties and utility as well as the 
structure of a new chemical compound or composition 
(or a new device) implements the requirement of section 
103 that (he invention be viewed as a whole. Jones v. 
Hardy, 727 F.2d 1524, 1529, 220 USPQ 1021, 1025 
(Fed. Cir. 1984) ("Failure to consider the claimed inven- 
tion as a whole is an error of law"); /// re Kuehl, 475 
F.2d 658, 664-65, 177 USPQ 250, 255 (CCPA 1973) 
("The test under § 103 is whether in view of the prior art 
the invention as a whole would have been obvious at the 
time it was made"). As the court remarked in Lunsford, it 
is unlikely that a person of ordinary skill would consider 
only the structures, and not the properties, described in 
the prior art. 

The factual determination of the scope and content 
of the prior art, see Graham, 383 U.S. at 17, 148 USPQ 
at 467, is, of course, directed to prior art that meets the 
conditions of section 102. Section 102 describes prior art 
as what is published or otherwise known, including sub- 



In re Ruff, 45 CCPA. 1037, 256 F.2d 590, 598, 118 
USPQ 340, 347 (CCPA 1958) (emphasis in original). 
Indeed, this principle was recently modernized by Con- 
gress in 35 U.S.C. § 103, second paragraph (1984) (prior 
art does not include certain information of common 
ownership). When the prior art does not suggest that 
similar structures will have the property and use that the 
inventor discovered, such fact can not be used to support 
rejection of the claims, even when the inventor included 
such information in the patent application. 

35 U.S.C. § 101 requires that an invention be useful. 
The use of a chemical is the utilitarian property of that 
chemical. Since the essence of the prima facie case is 
that the holding of unpatentability is legally complete, 
the property and utility can not be ignored. Consideration 
[**93] of the utility of the claimed invention is as inte- 
gral to the examiner's determination of prima facie un- 
patentability as it is to the decision after any rebuttal evi- 
dence is submitted. 

The decisions I have discussed, and many others, il- 
lustrate the breadth of the court's exposure and the depth 
of the court's understanding, evolved over more than 
thirty years of application of these statutory principles. 
The weight of precedent, well exceeding the sampling I 
have reported, contradicts the majority's holding, and has 
established powerful legal principles that should not be 
discarded without sound [*716] reason. As discussed by 
the Supreme Court in Vasquez v. Hillety, 474 U.S. 254, 
265. 106 S. Ct. 617, 88 L Ed. 2d 598 (1986), 

stare decisis [is] the means by which we 
ensure that the law will not merely change 
erratically, but will develop in a princi- 
pled and intelligible fashion. That doc- 
trine permits society to presume that bed- 
rock principles are founded in the law 
rather than in the proclivities of individu- 
als. . . . 
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The law of prima facie obviousness had developed over 
a long history, knitting the common threads of many 
carefully [**94] considered cases, leading to unifying 
criteria, in the tradition of the common law. 

The court has made the wrong choice in reviving the 
Hass-Henze presumption of obviousness based on 
chemical structure without consideration of the obvious- 
ness of the applicant's new properties. This presumption 
was criticized, limited, and overruled, and has been su- 
perseded by judicial appreciation that a chemical "is, 
realistically and legally, a composite of both structure 
and properties", in the words of Papesch. 1 repeat the 
unifying criterion that for a new chemical compound or 
composition a prima facie case of obviousness is made 
when both (1) the new compound or composition is of 
closely related chemical structure to the prior art com- 
pound or composition, and (2) there is some suggestion 
or motivation arising in the prior art to make the new 
compound or composition in order to achieve the inven- 
tor's desired properties and utility. When these require- 
ments were met, appropriate evidentiary showings could 
rebut the prima facie case. Only an occasional exception 
among past decisions eliminated the second part of this 
unifying criterion, and required proof of actual differ- 
ences in [**95] properties when there was no suggestion 
in the prior art of the properties discovered by the inven- 
tor. Today the aberration becomes the law, reversing 
over thirty years of reasoned legal analysis. 

The court does not state what new statutory interpre- 
tation is invoked, what new policy or principle is served, 
by rejecting the reasoning of so many decisions. The 
Supreme Court has remarked that 

any detours from the straight path of 
stare decisis in our past have occurred for 
articulable reasons, and only when the 
Court has felt obliged "to bring its opin- 
ions into agreement with experience and 
with facts newly ascertained." 



duce the emission of solid particulates (i.e. soot) during 
combustion of [**96] the fuel. The tetra-orthoesters are 
a known class of chemical compound. It is undisputed 
that their combination with hydrocarbon fuels, for any 
purpose, is not described in the prior art; nor is their use 
to reduce particulate emissions from combustion of hy- 
drocarbon fuels. 

A 

Dillon's Appeal to the Board 

An applicant is required to appeal from all of the ex- 
aminer's rejections that the applicant wishes to contest. 
37 CF.R. § 1.191(c). Dillon did so, and appealed the 
rejection of claims 2-14, 16-22, and 24.-37. Of these, 
claims 24-35 were process (use) claims and the others 
were composition claims. The appealed rejections were 
directed to the process and composition claims together, 
and were described by the board as follows: 

1. Claims 24 through 37 under 35 
U.S.C. 112, second paragraph. 

2. Claims 2 through 14, 22 and 34 
through 37 under 35 U.S.C. 103 as unpat- 
entable over Sweeney '417 in view of 
Elliott. Howk, Kesslin, Speh. and Neves. 
[*717] 

3. Claims 16 through 22, 24 through 
33, 35, 36 and 37 under 35 U.S.C. 103 as 
unpatentable over Sweeney '267 or '417 in 
view of Elliott, Howk, [**97] Kesslin 
and Speh. 

Board op. at 2. In its decision the board wrote that com- 
position and method of use claims were at issue: 
The appealed subject matter relates to 
compositions comprising a hydrocarbon 
fuel and a particulate emissions suppress- 
ing amount of an organic orthoester, and a 
method of reducing particulate emissions 
by combusting such compositions. 



Vasquez, 474 U.S. at 266 (quoting Burnet v. Coronado 
Oil & Gas Co., 285 U.S. 393, 412. 52 S Ct. 443, 76 L 
Ed. SJ5 (1932) (Brandeis, J., dissenting)). When our 
court makes so dramatic a change of law, its ratio deci- 
dendi should be made known. 

II 

DILLON'S INVENTION 

Dillon's patent application discloses and claims her 
discovery that the inclusion of certain teua -orthoester 
compounds in hydrocarbon fuel compositions will re- 



Board op. at 1 . 

Dillon duly argued each ground of rejection, in ac- 
cordance with 37 CF.R. § 1.192, and the examiner re- 
sponded. The board reversed the examiner's rejection on 
section 112, for all the claims rejected on that ground, 
and affirmed the rejections on section 103, for all the 
claims rejected on that ground. Each ground encom- 
passed composition and process claims, without distinc- 
tion. (The board also discussed claims 13, 14, 34, 36, and 
37, as to aspects not here material.) 
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Analyzing all the claims with respect to section 103, 
the board did not distinguish among them. For example, 
the board stated that 

differences between appellant's and the 
prior art's motivation for adding a compo- 
nent to a composition will not alone ren- 
der the claimed composition, or process 
unobvious. 



[**98] Board op. at 7 (emphasis added). The board fur- 
ther stated, again as to all the claims, that 

The mere recitation of a newly discov- 
ered function inherently possessed by 
things and processes in the prior art does 
not cause claims drawn thereto to distin- 
guish over that prior art. 

Board op. at 8 (emphasis added). Throughout its opinion 
the board did not imply that its analysis was directed 
solely to the composition claims. Indeed, the board stated 
that 

the use of the orthoesters recited in the 
appealed claims (wherein R is -OR) as 
hydrocarbon fuel additives would clearly 
have been prima facie obvious from the 
teachings of the Sweeney patents alone 
and the close chemical and structural rela- 
tionship between Sweeney's and appel- 
lant's orthoesters[.] 

Board op. at 6 (emphasis added). The majority ens in its 
statement that the board "reviewed only the composition 
claims". The board considered and rejected all the 
claims, drawing no distinction as to the style of the 
claim. ,s 

18 The process claims were written in the style 
required by 35 U.S.C. § J 00(b), see n.15, supra. 
As explained in In re Moreton, 48 C.C.PA. 875. 
288 F.2d 708. 709, 129 USPQ 227, 228 (CCPA 
1961), "this mere matter of form (i.e., claiming a 
new use as a process] should have no effect on 
patentability". 

[**99] The rejection of all of the claims was ap- 
pealed to us. The Commissioner has not argued other- 
wise, and both sides briefed and argued all the claims. As 
stated in the Commissioners brief, the issue on appeal is 
whether "The claimed subject matter would have been 
prima facie obvious from the combined teachings of the 
references." Thus I must dissent from the court's affir- 
mance of the board's rejection of the process claims sim- 



ply because Dillon did not argue that the process claims 
are patentable even if the composition claims are not. 

B 

In re Durden 

Before this court, Dillon properly did not discuss 
points that had not been raised by the examiner or the 
board. Since there had been no reliance on the law of In 
re Durden, 763 F.2d 1406, 226 USPQ 359 (Fed. Cir. 
1985), and neither the examiner nor the board cited Dur- 
den, Dillon did not discuss the law of Durden. 

The Commissioner, in his answering brief before the 
Federal Circuit, argued for the first time that Durden 
provided additional authority for upholding the board's 
rejection of the process claims. The Commissioner stated 
that if the court decided to [ :{: 718] reverse the board's 
holding [**100] of unpatentability, the court should 
consider the effect of Durden. The panel, having re- 
versed the board's holding, thus considered Durden, as 
the Commissioner requested; the panel simply observed 
that Durden does not apply to "use" claims. 

However, the majority of this court, having affirmed 
the rejection of all the claims, has no basis lor review on 
additional authority. Thus I can not join the majority's 
opinion interpreting Durden, for it is, in the event, dic- 
tum. 

C 

Vie Merits 

Applying the guidance of precedent to Dillon's in- 
vention, the compositions are new, 19 and their property 
and use of reducing particulate emissions is not taught or 
suggested in the prior art. There is no objective teaching 
in the prior art that would have led one of ordinary skill 
to make this product in order to solve the problem that 
was confronting Dillon: to reduce soot from combustion 
of hydrocarbon fuels. There is no reasonable basis in the 
prior art for expecting that Dillon's new compositions 
would have the panic u late-reducing property that she 
discovered. As shown in Part I, ante, structure, properties 
and use must be considered in determining whether a 
prima [**101] facie case under section 103 has been 
made. 

19 If a compound or composition is known, for 
any use or no use, it is not patentable. 35 U.S.C. 
§ 102: Titanium Metals Corp. v. Banner, 778 
F.2d 775, 780, 227 USPQ 773, 777-78 (Fed. Cir. 
1985). 

The Sweeney references show the water- 
sequestration property of tri -orthoesters in hydrocarbon 
fuels, and the Elliott reference shows the water- 
sequestration property of tri- and tet ra -orthoesters in hy- 
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draulic fluids (which are not hydrocarbons and not fuels). 
There is no suggestion in the prior art that would have 
led one of ordinary skill to make Dillon's new composi- 
tions in the expectation thai they would reduce particu- 
late emissions from combustion. No reference suggests 
any relationship between the properties of water- 
sequestration and soot-reduction. All this is undisputed. 

Dillon raises the question of whether the Sweeney 
and Elliott references 20 are properly combinable, arguing 
that they are not in analogous arts. [**102] This ques- 
tion need not be decided, for even when combined these 
references offer no suggestion of the property of reduc- 
ing particulate emissions from combustion. In re Naber, 
494 F.2d 1405, 1407, 181 USPQ 639, 641 (CCPA 1974) 
("even if one of ordinary skill in the art were moved to 
combine the references, there would be no recognition 
that the problem of combustible deposits had been 
solved"). 

20 The Board held that all the references other 
than Sweeney and Elliott were "merely cumula- 
tive", and did not discuss the Howk reference, on 
which the majority apparently now relies. 

The board stated that it is inherent in Dillon's com- 
positions that they would reduce particulate emissions, 
that Dillon "merely recited a newly discovered function 
inherently possessed" by the prior art. Arguments based 
on "inherent" properties can not stand when there is no 
supporting teaching in the prior art. Inherency and obvi- 
ousness are distinct concepts. In re Spormann, 53 
CCPA. 1375, 363 F.2d 444, 448, 150 USPQ 449, 452 
(CCPA 1966): [**103] 

The inherency of an advantage and its 
obviousness are entirely different ques- 
tions. That which may be inherent is not 
necessarily known. Obviousness cannot 
be predicated on what is unknown. 



When the PTO asserts that there is an explicit or implicit 
teaching or suggestion in the prior art, the PTO must 
produce supporting references. In re Yates, 663 F.2d 
1054, 1057, 211 USPQ 1149, 1151 (CCPA 1981). 

The applicant's newly discovered properties must be 
considered in determining whether a prima facie case of 
unpatentability is made, along with all the other evi- 
dence. Neither structure nor properties can be ignored: 
they are essential to consideration of the invention as a 
whole. But Dillon's own discovery of the soot-reducing 
f*719] property of the tri-orthoester fuel composition is 
not evidence against her in determining whether the prior 



art makes a case of prima facie obviousness. In re 
Wertheim, 541 F.2d 257, 269, 191 USPQ 90, 102 (CCPA 
1976) (applicant's own disclosures can not be used to 
support a rejection of the claims "absent some admission 
that matter disclosed in the specification is in the prior 
art"); [**104] hi re Ruff, 256 F.2d at 598, IIS USPQ at 
347 ("The mere statement of this proposition reveals its 
fallaciousness"). 

The board cited In re Merck, 800 F.2d at 1097, 231 
USPQ at 379, in arguing that obviousness does not re- 
quire absolute predictability. Obviousness does, how- 
ever, require a sufficient relationship between the use 
taught in the reference and the use discovered by the 
applicant. In Merck the reference compound and the 
claim compound were both known to have psychotropic 
properties, supporting the holding of prima facie obvi- 
ousness of the claimed specific antidepressant use. Ap- 
plying this reasoning to Dillon's claims leads to the op- 
posite conclusion, for Dillon's use to reduce soot from 
combustion is not suggested by the known use of the 
prior art compositions to scavenge water. (Only "use" 
claims were present in Merck - again illustrating that the 
board, citing Merck against Dillon's claims, did not dis- 
tinguish between composition and use claims in its 
analysis of Dillon's invention.) 

In view of the complete absence of any suggestion 
in the prior art that Dillon's new compositions would 
have her newly discovered and unobvious [**105] prop- 
erty and use of soot reduction, I would reverse the rejec- 
tion of the composition and the use claims. 

The Commissioner raised the policy argument that 
Dillon is simply removing from the public an obvious 
variant of Sweeney's and Elliott's compositions, one that 
might be useful to scavenge water in fuels. In Ruschig 
the court had considered the argument, and remarked that 
the provision of adequate patent protection for the appli- 
cant's new compounds, not previously in existence and 
having a new and unobvious use, was favored over the 
"mere possibility that someone might wish to use some 
of them for some such [other] purpose". 343 F.2d at 
979, 145 USPQ at 286. See also, e.g., Chupp, 816 F.2d 
at 647, 2 USPQ2dat 1440, wherein the court expressed a 
similar view. This practical wisdom has been tested by 
long experience. It accords with judicial recognition that: 

Although there is a vast amount of 
knowledge about general relationships in 
the chemical arts, chemistry is still largely 
empirical, and there is often great diffi- 
culty in predicting precisely how a given 
compound will behave. 
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In re Cartoon, 599 F.2d 1021, 1026, 202 USPQ 165, 
170 (CCPA 1979). [**106] 

Granting Dillon a patent on her invention takes away 
nothing that the public already has; and the public re- 
ceives not only the knowledge of Dillon's discovery, for 
abandoned patent applications are maintained in secrecy, 
but Dillon is not deprived of an incentive to discover and 
to commercialize this new product for this new use. 21 

21 The majority remarks that Dillon made "no 
attempt to argue the relative importance" of soot 
reduction and water sequestration. This dramatic 
new criterion, although presented in the amicus 
brief of the American Intellectual Property Law 
Association, should not be approved by this in 
banc court without discussion. 

Conclusion 



Following the weight of precedent, I would hold that 
a prima facie case of obviousness of a new chemical 
compound or composition requires consideration of not 
only the chemical structure but also the newly discovered 
properties, in light of the teachings and' suggestions of 
the prior art. I would expressly reject the Commissioner's 
position [**107] that determination of the prima facie 
case is made regardless of the properties disclosed in the 
inventor's application. 

Since there is no suggestion in the prior art refer- 
ences, alone or in combination, of the paniculate- 
reducing property and use discovered by Dillon for her 
new compositions, a prima facie case of obviousness has 
not been made. Thus it is not necessary to patentability 
that Dillon establish [*720] that the prior art composi- 
tions do not possess the same soot-reduction property 
and use. I would reverse the board's rejection of claims 
2-14, 16-22, and 24-37, all of the claims before us on 
appeal. 
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LEXSEE 769 F.2D 729 
In re RAYMOND C. GRABIAK, et al. 
No. 84-1718 

UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT 
769 F.2d 729; 1985 U.S. App. LEXIS 15062; 226 U.S.P.Q. (BNA) 870 

August 9, 1985, Decided 



PRIOR HISTORY: [**1] Appealed from: U.S. Pat- 
ent & Trademark Office Board of Appeals. 

DISPOSITION: Reversed. 

CASE SUMMARY: 



PROCEDURAL POSTURE: Appellant challenged a 
decision of the Patent and Trademark Office Board of 
Appeals sustaining a rejection of its claims in its patent 
application. 

OVERVIEW: Appellant's patent application was re- 
jected by the Patent and Trademark Office as unpat- 
entable under 35 U.S.C.S. § 103. This conclusion was 
affirmed, and appellant challenged in federal court. In 
reversing, the federal court of appeals concluded that the 
Patent and Trademark Office had failed to establish a 
prima facie case of obviousness in the absence of ade- 
quate support in the prior art. Where no prima facie case 
of obviousness was established, the burden of proof did 
not shift to appellant. Reversal was thus warranted. 

OUTCOME: The decision of the Patent and Trademark 
Office Board of Appeals was reversed, as the Patent and 
Trademark Office had failed to establish a prima facie 
case of obviousness; thus, the burden of proof had not 
shifted to appellant. 

LexisNexis(R) Head notes 



Patent Imw > Nonobviousness > Elements & Tests > 
General Overview 

Patent Law > Utility Requirement > Chemical Com- 
pounds 

[HN1] When chemical compounds have "very close" 
structural similarities and similar utilities, without more, 



a prima facie case may be made. When such "close" 
structural similarity to prior art compounds is shown, the 
burden of coming forward shifts to the applicant, and 
evidence affirmatively supporting unobviousness is re- 
quired. 



Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

Patent Law > Utility Requirement > Chemical Com- 
pounds 

[HN2] The mere fact that it is possible to find two iso- 
lated disclosures that might be combined in such a way 
to produce a new compound does not necessarily render 
such production obvious unless the art also contains 
something to suggest the desirability of the proposed 
combination. 

COUNSEL: J. Timothy Keane, Monsanto Company, of 
St. Louis, Missouri, argued for Appellants. 

Fred W. Sherling, United States Patent & Trademark 
Office, of Arlington, Virginia, argued for Appellee. 
With him on the brief were Joseph F. Nakamura, Solici- 
tor, Joseph W. Dewhirst, Associate Solicitor, and Harris 
A. Pitlick, Associate Solicitor. 

JUDGES: Friedman, Nies, and Newman, Circuit Judges. 
OPINION BY: NEWMAN 

OPINION 

[*729] NEWMAN, Circuit Judge. 

Raymond C. Grabiak et al. appeal from the decision 
of the Patent and Trademark Office Board of Appeals 
sustaining the rejection of claims 1 through 34, all of the 
claims of patent application Serial No. 168,959, filed 
July 17, 1980 for "2-Chloro-4-Trifiuoromethyl Thiazole- 
carbothioic Acids Useful As Herbicidal Safeners", as 
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unpatentable under 35 U.S.C. § 103. We conclude that 
the PTO has not presented a prima facie case of unpat- 
entability, and on this basis we reverse the decision of 
the Board. 

The Invention 

The claimed invention relates to a class of chemical 
compounds having utility as herbicidal safeners. Safen- 
ers, [**2] sometimes called antidotes, are used to protect 
growing crops from damage that may be caused by the 
application of herbicides to control undesired plants. 
The claimed compounds, useful as safeners against acet- 
anilide herbicides, are certain thiazole thiocarboxylates 
[*730] as shown in Claim 1, the broadest claim: 

[SEE ILLUSTRATION IN ORIGINAL] 

1. A compound of the formula wherein R is CI- 
5alkyl, phenyl or benzyl. Other claims are directed to 
various species, to herbicidal mixtures containing these 
compounds, and to various methods of use of these com- 
pounds. Grabiak has not argued the claims separately, 
and we do not so consider them. 

The Rejection 

The claims stand rejected as obvious from Howe et 
al U.S. Patent No. 4,199,506. Also relied on are 
Bollinger U.S. Patent No. 4,317,310 and R. Conant & A. 
Blatt, The Chemistry of Organic Compounds 342-43 (3d 
ed. 1947), an organic chemistry textbook. 

Howe describes a family of chemical compounds 
having utility as safeners for acetanilide herbicides, con- 
sisting of thiazole caboxylic and thiazole carboxamide 
compounds of the general formula: 

[SEE ILLUSTRATION IN ORIGINAL] 

In the Howe disclosure [**3] R, R', n, and X, are 
broadly defined, the breadth of which is not pertinent to 
this issue. Very pertinent is the disclosure in Howe of 
the following specific compound: 

[SEE ILLUSTRATION IN ORIGINAL] 

This compound differs from those claimed by Gra- 
biak only by the presence in Grabiak of a sulfur atom 
instead of a particular oxygen atom in the ester moiety, a 
difference which the examiner asserted would have been, 
without more, obvious. 

The examiner cited the Bollinger reference as show- 
ing the interchangeability of oxygen and sulfur in com- 
pounds having safening properties. Bollinger shows, as 
safeners for thiocarbamate and acetanilide herbicides, a 
class of 2-imino derivatives of 1,3-oxathioles and 1,3- 
dithioles. The examiner pointed to the 1,3- 
oxathiole/dithiole ring fragment: 



[SEE ILLUSTRATION IN ORIGINAL] 

wherein Z is defined as either oxygen or sulfur, as 
support for the conclusion that it would have been obvi- 
ous to exchange a sulfur atom for an oxygen atom in the 
Howe compounds. The Board agreed. 

[*731] On reconsideration, the Board in a split de- 
cision affirmed the rejection, citing In re Fancher, 56 
CCPA. 1121, 410 R2d 813, Wru.S.P.Q. (BNA) 613 
(CCPA 1969) [**4] and In re Albrecht, 579 F.2d 92, 
198 U.S.P.Q. (BNA) 208 (CCPA 1978) for the proposi- 
tion that oxygen and sulfur are well known to be inter- 
changeable. To "reiterate that the close analogy between 
sulfur and oxygen isologs is well known," the Board re- 
ferred to Conant & Blatt's discussion of the general simi- 
larities between simple sulfur and oxygen compounds. 
One member of the Board dissented, stating his belief 
that the compounds disclosed in Bollinger are "too re- 
mote to those claimed" to suggest substitution of sulfur 
for oxygen at a particular place in the Howe compounds. 

Tlie Argument 

Grabiak presented no evidence that his safener com- 
pounds have unobvious properties as compared with 
Howe's safener compounds, and stated plainly that they 
do not. Grabiak's argument is, in sum, that (1) in the 
field of biological activity, it is not predictable whether 
chemical compounds that have an apparent structural 
similarity will also have similar biological properties; (2) 
biological properties cannot be predicted; they must be 
determined by experimentation; (3) therefore mere struc- 
tural similarity is inadequate to present a prima facie 
case of obviousness; and [**5] (4) more is required, 
such as suggestion in the prior art (a) that the structural 
modification should be made and (b) that the modified 
compound will exhibit the biological behavior of the 
prior art compound. 

Grabiak argues that Howe does not teach that one of 
the oxygens in the Howe carboxylate group could be 
replaced with sulfur to produce safeners for acetanilide 
herbicides, and that Bollinger and Conant & Blatt do not 
cure this deficiency because Bollinger is dealing with a 
quite different part of a quite different molecule, and the 
Conant & Blatt text refers only to simple structures and 
chemical, not biological, properties; and in any event that 
safening activity is, like all biological behavior, unpre- 
dictable. Grabiak asserts that the teachings of Howe with 
Bollinger and Conant & Blatt are insufficient to establish 
prima facie obviousness, in that there is no motive in the 
cited art to make the modification required to arrive at 
appellants' compounds. 

Analysis 
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[HN1] When chemical compounds have "very 
close" structural similarities and similar utilities, without 
more a [**6] prima facie case may be made. See for 
example/;! re Wilder, 563 F 2d 457, 195 U.S.P.Q. (BNA) 
426 (CCPA 1977) (adjacent homologues and structural 
isomers); In re May, 574 F.2d 1082, 197 U.S.P.Q. (BNA) 
601 (CCPA 1978) (steroisomers); In re Hoch, 57 
C.C.P.A. 1292, 428 F.2d 1341, 166 U.S.P.Q. (BNA) 406 
(CCPA 1970) (acid and ethyl ester). When such "close" 
structural similarity to prior art compounds is shown, in 
accordance with these precedents the burden of coming 
forward shifts to the applicant, and evidence affirma- 
tively supporting unobviousness is required. 

Analysis of those circumstances in which a prima 
facie case has or has not been made in view of the degree 
of structural similarity or dissimilarity, or the presence or 
absence of similar utility between the prior art compound 
and that of the applicant, has inspired generations of ap- 
plicants, courts, and scholars. Upon review of this his- 
tory, we have concluded that generalization should be 
avoided insofar as specific chemical structures are al- 
leged to be prima facie obvious one from the other. Al- 
though we do not accept Grabiak's argument that when 
biological [**7] activity is involved there can be no pre- 
sumption (i.e. no prima facie case) of obviousness, in the 
case before us there must be adequate [*732] support in 
the prior art for the ester/thioester change in structure, in 
order to complete the PTO's prima facie case and shift 
the burden of going forward to the applicant. 

The Bollinger teaching of various heterocyclic rings 
containing either two sulfur atoms or one oxygen and 
one sulfur atom, rings which are unlike any part of the 
Howe molecule, does not suggest the interchangeability 
of sulfur for oxygen in the ester moiety of the Howe 
molecule. (Crabiak also analyzes the Bollinger disclo- 
sure as showing "dramatic decreases in safener activity 
when replacing oxygen with sulfur".) Conant & Blatt's 
brief discussion that "simple sulfur compounds" have 
properties similar to simple oxygen compounds does not 
purport to apply to complex organic molecules. Nor do 
the Fancher and Albrecht cases remedy these deficien- 
cies, for in each of those cases the sulfur/oxygen inter- 
change was in a heterocyclic ring common to both the 
prior art compounds and the applicant's compounds. 

We repeat the statement of In re Bergel, 48 C.C.P.A. 
1102, 292 F.2d 955, 956-57, 130 U.S.P.Q. (BNA) 206, 
208 (CCPA 1961), [**8] that: 

[HN2] The mere fact that it is possible 
to find two isolated disclosures which 
might be combined in such a way to pro- 
duce a new compound does not necessar- 
ily render such production obvious unless 
the art also contains something to suggest 



the desirability of the proposed combina- 
tion. [Emphasis in original] 



The PTO cited no pertinent reference showing or sug- 
gesting to one of ordinary skill in the art the change of a 
thioester for an ester group. In the absence of such refer- 
ence, there is inadequate support for the PTO's position 
that this modification would prima facie have been obvi- 
ous. 

n. 

The Solicitor contends that the sulfur in Grabiak that 
replaced the oxygen in Howe occurs in a portion of the 
molecule that is not significant to safener activity, as 
further argument that Grabiak's compounds would have 
been obvious from Howe's compounds. To support this 
argument the Solicitor refers to the statement in Howe 
that the carboxylic moiety may include the acid and salts 
thereof, acid chlorides, amides, and esters. From this the 
Solicitor argues that the nature [**9] of this moiety 
"would not be expected to impart or contribute to the 
safening utility", and therefore that the replacement of 
Howe's ester with Grabiak's thioester would have been 
obvious. 

This argument is lacking in a critical element: ade- 
quate support in the prior art. Howe does not state that 
the carboxylic segment of his molecule is not significant 
to its biological properties, and no other support is in- 
voked. We appreciate that the PTO lacks the possibility 
of experimental verification of this theory: but absent an 
initial prima facie case, we do not think the burden of 
disproving this theory is shifted to Grabiak. Nor do we 
judicially accept a theory that appears to require the gen- 
eral assumption that sulfur is not significant to biological 
behavior. 

Grabiak argues further that the PTO's position that 
the identity of the carboxylic component is not material 
cannot apply here because safening activity can not be 
predicted from chemical structure. Grabiak asserts that 
the efficacy of any compound for safening depends on 
variables including the type of herbicide compound, the 
type of weed to be controlled, the type of crop to be pro- 
tected and the safener compound itself. [**10] Grabiak 
cites data from Howe which he states show that a "com- 
pound, which safens one herbicide used to control barn- 
yard grass in the presence of corn crop, is totally ineffec- 
tive to safen that same herbicide to control barnyard 
grass in the presence of rice." Grabiak also cites data 
from Bollinger to support Grabiak's position that "safen- 
ing activity even for closely similar homologues does not 
vary predictably." 
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[*733] In response, the Solicitor argues (hat it is 
not "necessarily true" that safening activity is not pre- 
dictable from the structure of the compound. Evidence 
for this statement is seen by the Solicitor in Grabiak's 
compounds themselves, which are admitted to have the 
same safening activity as those of Howe. However. Gra- 
biak's disclosure may not be used to fill the gaps in the 
prior art. If evidence of similar biological properties 
between -C(0)OR and -C(0)SR groups is to be relied 
upon, it must come from the prior art. The PTO pro- 
duced no such evidence. Instead, the Board held that "it 
is not inconceivable to substitute [sulfur for oxygen] to 
obtain compounds having the same expected properties." 
We agree that it is not inconceivable. The standard, 
however, [**11] is whether it would have been obvious 
in terms of section 103. 

In the absence of adequate support, we conclude that 
this argument does not perfect the PTO's prima facie 
case. 

III. 



We have considered the decisions on which the PTO 
relies. In /// re Payne, 606 F.2d 303, 203 U.S.P.Q. 
(BNA) 245 (CCPA 1979) there was prior art well sup- 
porting the PTO's prima facie case. In /// re Susi, 58 
C.C.P.A. 1074, 440 F.2d 442, 169 U.S.P.Q. (BNA) 423 
(CCPA 1971) the difference from the prior art compound 
was a hydroxyl group, a difference that the applicant 
conceded was "of little importance". In In re Doebel, 59 
C.C.P.A. 1079, 461 F.2d 823, 174 U.S.P.Q. (BNA) 158 
(CCPA 1972), the court stated that "the claimed com- 
pound is a homologue", and a prima facie case was held 
to have been made. None of these cases requires the 
result that a thioester derivative be deemed prima facie 
obvious from the corresponding ester in the absence of 
prior art on this point. 

Conclusion 

On the record before us, we conclude that the PTO 
did not establish a prima facie case of obviousness, and 
thus did not shift to Grabiak the burden [**12] of com- 
ing forward with evidence of unexpected results. 



REVERSED 
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LEXSEE 747 F.2D 703 
IN RE JEAN PIERRE LALU and LOUIS FOULLETIER 
No. 83-1358 

UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT 
747 E2d 703; 1984 U.S. App. LEXIS 15216; 223 U.S.P.Q. (BNA) 1257 

November 2, 1984 



PRIOR HISTORY: [**1] Appealed from: U.S. Pat- 
ent and Trademark Office Board of Appeals. 

CASE SUMMARY: 



PROCEDURAL POSTURE: Appellants sought review 
of an order of the United States Patent and Trademark 
Office Board of Appeals, which rejected appellants' pat- 
ent application for obviousness under 35 U.S.C.S. § 103. 

OVERVIEW: Appellants applied for a patent for an 
invention relating to a new compound. The United States 
Patent and Trademark Office Board of Appeals (board) 
affirmed a patent examiner's rejection of appellants' ap- 
plication based on structural obviousness under 35 
US.C.S. § 103. On appeal, the court reversed, since the 
board erred in its conclusion of prima facie obviousness. 
In determining whether a case of prima facie obvious- 
ness exists, it was necessary to determine whether the 
prior art teachings would appear to be sufficient to one of 
ordinary skill in the art to suggest making the claimed 
substitution or modification. The prior art must provide 
one of ordinary skill in the art the motivation to make the 
proposed molecular modifications needed to arrive at the 
claimed compound. The board failed to properly estab- 
lish that the claimed compounds would have been prima 
facie obvious. 

OUTCOME: The court reversed the rejection of appel- 
lants' patent application on grounds of obviousness, since 
the board failed to properly establish that the claimed 
compounds would have been prima facie obvious. 

LexisNexis(R) Headnotes 



Parent Law > i\onobviousness > Elements & Tests > 
G en era I Overvie w 



[HN1] In determining whether a case of prima facie ob- 
viousness exists, it is necessary to ascertain whether the 
prior art teachings would appear to be sufficient to one of 
ordinary skill in the art to suggest making the claimed 
substitution or other modification. The prior art must 
provide one of ordinary skill in the art the motivation to 
make the proposed molecular modifications needed to 
arrive at the claimed compound. 



Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

[HN2] How can there be obviousness of structure, or 
particularly of the subject matter as a whole, when no 
apparent purpose or result is to be achieved, no reason or 
motivation to be satisfied, upon modifying the reference 
compounds' structure? Where the prior art reference nei- 
ther discloses nor suggests a utility for certain described 
compounds, why should it be said that a reference makes 
obvious to one of ordinary skill in the art an isomer, ho- 
molog or analog of related structure, when that mythical, 
but intensely practical, person knows of no "practical" 
reason to make the reference compounds, much less any 
structurally related compounds? 



Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

[HN3] An element in determining obviousness of a new 
chemical compound is the motivation of one having or- 
dinary skill in the art to make it. The motivation is not 
abstract, but practical, and is always related to the prop- 
erties or uses one skilled in the art would expect the 
compound to have, if made. 



Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

[HN4] In obviousness rejections based on close similar- 
ity in chemical structure, the necessary motivation to 
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make a claimed compound, and thus the prima facie case 
of obviousness, rises from the expectation that com- 
pounds similar in structure will have similar properties. 
No common-properties presumption rises from the mere 
occurrence of a claimed compound at an intermediate 
point in a conventional reaction yielding a specifically 
named prior art compound. That an intermediate /end- 
product relationship exists between a claimed compound 
and a prior art compound does not alone create a com- 
mon-properties presumption. Absent that presumption or 
other evidence of motivation, it cannot be said that it 
would have been obvious to stop the process for synthe- 
sizing the disclosed end product and isolate the claimed 
intermediate. 



Patent Law > Nonobviousness > Elements & Tests > 
General Overview 

[HN5] The court always looks to the subject matter as a 
whole in determining whether the subject matter would 
have been obvious at the time the invention was made. 
Further, a relevant property of a compound cannot be 
ignored in the determination of non-obviousness. 

COUNSEL: Brian M. Poissant, of New York, New 
York, submitted for the Appellant. 

Clyde C. Metzger, of New York, New York, of Counsel. 

Joseph F. Nakamura, Solicitor, Jere W. Sears, Deputy 
Solicitor, and Henry W. Tarring, II, Associate Solicitor, 
of Arlington, Virginia, submitted for Appellee. 

JUDGES: Baldwin, Circuit Judge, Cowen, Senior Cir- 
cuit Judge, and Kashiwa, Circuit Judge. 

OPINION BY: BALDWIN 

OPINION 

[*703] BALDWIN, Circuit Judge. 

This appeal is from a decision of the United States 
Patent and Trademark Office Board of Appeals (board) 
affirming the rejection under 35 U.S.C. § 103 of claims 
13-22. all of the claims of appellants' application Serial 
No. 966,508, filed December 4, 1978, for "New Poly- 
fluorinated Sulphonic Acids And Their Derivatives'*. 
We reverse. 

The Invention 

The invention relates to perfluoroalkyl sulfonyl 
chlorides and bromides having the formula: 

C[n]F[2n+l](CH[2])[b]SO[2]Z 



wherein the perfluoroalkyl group C[n]F[2n+l] is de- 
fined by n being a number between 1 and 20, Z is a chlo- 
rine or bromine atom, and the bridging group (CH[2])[b] 
is defined by b being a number [**2] between 2 and 20. 

The claimed compounds are useful in the textile, 
leather, and paper industries. The compounds have util- 
ity as corrosion inhibiting agents, surface active agents, 
and leveling agents, and therefore can be incorporated 
into waxes, greases, varnishes, and paints to improve the 
spreading out and leveling of such viscous products. 

Claim 13, the only independent claim on appeal, is 
illustrative: 

13. A product having the formula 
C[n]F[2n+l](CH[2])[b] SO[2]Z wherein 
C[n]F [2n+l] represents a straight or 
branched perfluorinated hydrocarbon 
chain, n is a number between 1 and 20, b 
is a number [*704] between 2 and 20 
and Z is a chlorine or bromine atom. 



Claims 14-22 depend from claim 13 and further 
limit the parameters n, b, and Z which define the length 
of the perfluoroalkyl group, the length of the bridging 
group, and the nature of the Z halide group, i.e., a chlo- 
rine or bromine atom. 

The Prior Art 

The sole reference relied upon by the board is 
United States Patent No. 3,130,221 issued April 21, 
1964 to Oesterling. Oesterling discloses 1,1- 
dihydroperfluoroalkyl sulfonic acids having the formula: 

C[n]F[2n+l]CH[2] SO[3]H 

[**3] Wherein C[n]F[2n+l] is a lower perfluoroal- 
kyl group and the bridging group is a methylene (CH[2]) 
group. According to Oesterling, "The compounds of this 
invention include the 1,1-dihydroperfluoroalkyl acids 
containing from two to five carbon atoms; i.e., from one 
to four carbon atoms in the * * * [perfluoroalkyl] portion 
of the molecule." These compounds are strong acids and 
are used in reactions such as base neutralization, alkyla- 
tion catalysis, and metal cleaning. Additionally, the 
compounds are useful as high energy fuels such as liquid 
rocket propellants because of their relatively high ther- 
mal stability. Of the group of acids disclosed by Oester- 
ling, "the preferred compound for use as a high energy 
fuel is 1,1-dihydroperfluoroethylsulfonic acid 
[CF[3]CH[2]SO[3]H]. As the number of carbon atoms 
in the molecule increases, the thermal stability decreases 
and compounds containing above five carbon atoms are 
of little value as a fuel." 
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The claimed sulfonic acids are prepared in the refer- 
ence by chlorination of the corresponding bis (1,1- 
dihydroperfluoroalkyl) disulfides to form the correspond- 
ing 1,1-dihydroperfluoroalkyl sulfonyl chlorides, which 
are then hydrolyzed [**4] to produce the product 1,1- 
dihydroperfluoroalkyl sulfonic acids. The intermediate 
sulfonyl chlorides which are used to prepare the final 
product sulfonic acids have the formula: 
C[n]F[2n+l]CH[2]SO[2]Cl 

wherein C[n]F[2n+l] is also a lower perfluoroalkyl 
group and the bridging group is a methylene (CH[2]) 
group. Oesterling teaches that the hydrolysis may be 
carried out without isolation of the intermediate sulfonyl 
chloride, but it is preferable to hydrolyze isolated sul- 
fonyl chloride in order to obtain a purer sulfonic acid 
product. 

The Rejection 

The examiner rejected the claims based on structural 
obviousness because Oesterling teaches homologous 
compounds. The examiner said, "Oesterling discloses 
only one method of preparing the sulfonic acids which 
requires the use of the halide intermediate. One moti- 
vated to prepare the homologous acids would similarly 
be motivated to prepare the homologous acids halides." 
(emphasis in original). 

The board, in affirming the examiner's rejection, 
said the close structural similarity between the reference 
sulfonyl chloride compounds and the claimed com- 
pounds was sufficient to raise the presumption of obvi- 
ousness. [**5] The board said further: 

The fact that the reference teaches that 
the sulfonyl chloride compounds are use- 
ful as an intermediate or a starting com- 
pound for the production of a correspond- 
ing sulfonic acid as opposed to the appel- 
lants' disclosure that the claimed com- 
pounds have other utilities does not by it- 
self rebut the prima facie case of obvious- 
ness made out by the Examiner. * * * The 
case of In re Stemniski, 58 C.CP.A. 1410, 
444 F.2d 581, 170 U.S.P.Q. (BNA) 343 
(1971), is distinguishable since here Oest- 
erling discloses a utility (a starting mate- 
rial for making an acid) for the pertinent 
sulfonyl chlorides, whereas in Stemniski 
the reference disclosed no utility for the 
relevant compound. In view of the un- 
equivocal identification and isolation of 
the sulfonyl chloride by Oesterling and 
the specific utility taught for the com- 
pound, a starting material for the prepara- 
tion of a useful acid, the portions of the 



court's decision in In re Gyurik, 596 F.2d 
1012, 201 U.SP.Q. (BNA) 552 (CCPA 
[*705] 1979), relied upon by the appel- 
lants are not considered to dictate reversal 
of the Examiner's holding. 



OPINION 

Appellants argue that the acid taught by Oesterling 
[**6] is limited to a maximum of five carbon atoms and, 
therefore, there would be no motivation for one of ordi- 
nary skill to prepare an acid, or its predecessor sulfonyl 
chloride containing more than five carbon atoms. Ac- 
cordingly, appellants contend that since their compounds 
may contain up to forty carbon atoms, they are not struc- 
turally similar to the Oesterling intermediate sulfonyl 
chlorides. We disagree with appellants' contentions be- 
cause the Oesterling teachings regarding the five carbon 
atom limitation are related only to the use of the product 
acid as a high energy fuel. Oesterling discloses other 
uses for the disclosed sulfonic acids, such as in base neu- 
tralization, alkylation catalysis, and metal cleaning, to 
which the teachings of a five carbon atom limitation do 
not necessarily apply. Moreover, even if the compounds 
disclosed by Oesterling are limited to compounds con- 
taining two to five carbon atoms, the appellants' com- 
pounds contain as few as three carbon atoms. 

We are, however, persuaded that the board erred in 
its conclusion of prima facie obviousness. 

[HN1] In determining whether a case of prima facie 
obviousness exists, it is necessary to ascertain whether 
the prior [**7] art teachings would appear to be suffi- 
cient to one of ordinary skill in the art to suggest making 
the claimed substitution or other modification. In re Ta- 
borsty, 502 F.2d 775, 780, 183 U.SP.Q. (BNA) 50, 55 
(CCPA 1974). The prior art must provide one of ordinary 
skill in the art the motivation to make the proposed mo- 
lecular modifications needed to arrive at the claimed 
compound. In re Stemniski, 58 C.CP.A. 1410, 444 F.2d 
581, 586, 170 U.SP.Q. (BNA) 343, 347 (CCPA 1971), 
Taborsky, 502 F.2d at 781, 183 U.SP.Q. at 55, In re 
Murch, 59 C.CP.A. 1277, 464 F2d 1051, 175 U.S.P.Q. 
89 (1972), In re Fay, 52 C.CP.A. 1483, 347 F.2d 597, 
146 U.SP.Q. (BNA) 47 (1965). 

In Stemniski, the claimed compounds were rejected 
over structurally closely related compounds disclosed in 
prior art references. The references did not disclose or 
suggest any usefulness or significant properties, whereas 
the applicant disclosed a use for the claimed compounds 
in his application. 

In such a case the court reasoned that the requisite 
motivation to make the claimed compounds would not be 
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present. The court doubted whether a prima facie case of 
obviousness existed: 

[HN2] How can there [**8] be obvi- 
ousness of structure, or particularly of the 
subject matter as a whole, when no appar- 
ent purpose or result is to be achieved, no 
reason or motivation to be satisfied, upon 
modifying the reference compounds' 
structure? Where the prior art reference 
neither discloses nor suggests a utility for 
certain described compounds, why should 
it be said that a reference makes obvious 
to one of ordinary skill in the art an iso- 
mer, homolog or analog of related struc- 
ture, when that mythical, but intensely 
practical, person knows of no "practical" 
reason to make the reference compounds, 
much less any structurally related com- 
pounds? 



444 F.2d at 586, 170 U.S.P.Q. at 347. 

Appellants argue that since several utilities were 
disclosed for the compounds claimed, and Oesterling 
teaches no significant properties or utility for the dis- 
closed sulfonyl chlorides except as intermediates in the 
formation of the product sulfonic acids, the rejection of 
the instant claims is not proper in view of Stemniski. The 
Patent and Trademark Office (PTO) contends that Stem- 
niski is satisfied and the rejection is proper because Oest- 
erling discloses that the sulfonyl chlorides are used as 
intermediates [**9] or starting materials for producing 
useful acids. 

The PTO further argues that the disclosed utility for 
the Oesterling sulfonyl chlorides as an intermediate for 
producing useful acids is a usefulness conforming with 
statutory guidelines, but cites cases [*706] for support 
which are actually inapposite: Reiners v. Mehhretter, 43 
C.C.P.A. 1019, 236 F.2d 418, 421-22, ill U.S.P.Q. 
(BNA) 97, 100 (1956), an interference in which structural 
obviousness was not an issue, and In re Kirk, 54 
C.C.P.A. 1119, 376 F.2d 936, 943-44, 153 U.S.P.Q. 
(BNA) 266 (1967). a case dealing with appellants' disclo- 
sure of "how to use" the claimed compounds under 35 
US.C. §112. 

Other cases involving obviousness have dealt with 
the role of intermediates. In In re Gyurik, 596 F.2d 1012, 
201 U.S.P.Q. (BNA) 552 (CCPA 1979), the claimed thio 
compounds were rejected as prima facie obvious over a 
reference which generally disclosed such thio com- 
pounds as intermediates in the preparation of the corre- 



sponding sulfonyl compounds having the same general 
properties as those of the claimed compounds. The issue 
framed by the court was based solely upon the status of 
the claimed compounds as intermediates [**I0] in the 
production of end products specifically named in the 
prior art. 

In reversing the obviousness rejection the court said: 

[HN3] An element in determining obvi- 
ousness of a new chemical compound is 
the motivation of one having ordinary 
skill in the art to make it. The motivation 
is not abstract, but practical, and is always 
related to the properties or uses one 
skilled in the art would expect the com- 
pound to have, if made. In re Stemniski . 
. . . The present obviousness rejection 
cannot stand without some basis in the 
expected properties of the claimed com- 
pounds. 

[ITN4] In obviousness rejections 
based on close similarity in chemical 
structure, the necessary motivation to 
make a claimed compound, and thus the 
prima facie case of obviousness, rises 
from the expectation that compounds 
similar in structure will have similar 
properties. * * * No common-properties 
presumption rises from the mere occur- 
rence of a claimed compound at an inter- 
mediate point in a conventional reaction 
yielding a specifically named prior art 
compound. That an intermediate/end- 
product relationship exists between a 
claimed compound and a prior art com- 
pound does not alone create a common- 
properties presumption. [**11] Absent 
that presumption or other evidence of mo- 
tivation, it cannot be said that it would 
have been obvious to stop the process for 
synthesizing the disclosed end product 
and isolate the claimed intermediate. nl4 
[Citations omitted.] 

nI4 The mere ability of a compound 
to act as an intermediate toward the pro- 
duction of other compounds does not 
alone constitute the sort of "property'" that 
the cases on obviousness of chemical 
compounds contemplated. 



Id. at 1018, 201 U.S.P.Q. at 557-8. 
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The court explained footnote 14 of Gyurik in In re 
Magerlein, 602 F. 2d 366, 373 n.!5, 202 U.S.P.Q. 473, 
479 n. 15 (CCPA 1979): 

Our recent statement . . . should not be 
read out of context as suggesting that the 
capacity to react to produce another com- 
pound is not, ipso facto, a property. The 
statement is merely a recognition that 
there is no common-properties presump- 
tion or evidence of motivation to make the 
intermediate from the mere fact that an 
intermediate is in the chain of production 
of another compound. [Emphasis added.] 



Although Gyurik was not a case of obviousness 
based on structural similarity, and the facts of both Gyu- 
rik and Magerlein [**12] are different from those here, 
the dicta in those cases is helpful as a guide. 

The PTO places great emphasis on the label "use- 
ful", contending that because the Oesterling final product 
is "useful", the intermediate sulfonyl chlorides are also 
"useful". That there is no common-properties presump- 
tion accorded to an intermediate and the end product of 
the reaction involving that intermediate necessarily 
means that there is no presumption that an intermediate's 
utility would be the same as that of the end product. 
Even if an unspecified "usefulness" or utility were all 
Stemniski requires, such utility could not be imputed 
from the fact that the Oesterling final product is "useful". 
The use of such labels, however, is meaningless because 
[HN5] we always look to "the subject matter [*707] as 
a whole" in determining whether the subject matter 
"would have been obvious at the time the invention was 
made." Further, a relevant property of a compound can- 
not be ignored in the determination of non-obviousness. 
InrePapesch, 50C.C.P.A. 1084, 315 F.2d381, 391, 137 
U.S.P.Q. 43, 51 (1963). 



Ultimately our analysis of the obviousness or 
nonobviousness of appellants 1 claimed compounds 
[**13] requires inquiry as to whether there is anything 
in the Oesterling reference which would suggest the ex- 
pected properties of the claimed compounds or whether 
Oesterling discloses any utility for the intermediate sul- 
fonyl chlorides which would support an expectation that 
the claimed compounds would have similar properties. 

There is no disclosure that the Oesterling com- 
pounds would have any properties in common with those 
of appellants' compounds, as those properties of the for- 
mer relate to the use of the compounds for base neutrali- 
zation, catalysis, metal cleaning, and fuel. The mere fact 
that Oesterling's sulfonyl chlorides can be used as inter- 
mediates in the production of the corresponding sulfonic 
acids does not provide adequate motivation for one of 
ordinary skill in the art to stop the Oesterling synthesis 
and investigate the intermediate sulfonyl chlorides with 
an expectation of arriving at appellants' claimed sulfonyl 
halides for use as corrosion inhibiting agents, surface 
active agents, or leveling agents. 

Oesterling does not teach the isolation and investiga- 
tion of the intermediate sulfonyl chlorides, but rather 
discloses, as an optional step, the isolation and purifica- 
tion [**14] of the intermediate to obtain a purer sulfonic 
acid end product. The isolation and subsequent use of 
the intermediate sulfonyl chlorides in the production of 
the corresponding useful sulfonic acids is not motivation 
sufficient to support the structural obviousness rejection. 
The board has therefore failed to properly establish that 
the claimed compounds would have been prima facie 
obvious in view of Oesterling. 

The decision of the board affirming the rejection of 
claims 13-22 is reversed. 

REVERSED 
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Increased concentrations of tumor necrosis factor-a (TNF-a), interleukin (IL)-4, and IL-13 have been 
measured in bronchoalveolar lavage fluid (BALF) of patients with asthma following allergen provocation. 
In addition, these cytokines have also been reported to activate eosinophils in vitro. Although cytokine in- 
teractions have been postulated in the activation of eosinophils, the combined effects of cytokines on eo- 
sinophil activation remain poorly understood. Because activation of eosinophils has been regarded as a 
crucial event in the pathogenesis of asthmatic inflammation, we tested the hypothesis that IL-4 and IL- 1 3 
could enhance the effects of TNF-a on eosinophil activation. For this purpose, eosinophils from normal 
donors were purified and cultured in the presence of IL-4 or IL-13 and TNF-a. Eosinophil survival and 
surface expression of CD69 were assessed by flow cytometry. There was a concentration- and time-depen- 
dent upregulation in CD69 expression as well as eosinophil survival when eosinophils were incubated with 
IL-13, IL-4, or TNF-a. However, eosinophil viability and CD69 expression increased synergistically when 
eosinophils were incubated with IL-13 or IL-4 in the presence of TNF-a. This synergistic effect of IL-4 
and IL-1 3 on CD69 expression was not limited to TNF-a but was also observed with IL-5. Our study pro- 
vides evidence that IL-4 can activate eosinophils in a similar fashion as does IL-13. Furthermore, this 
study shows that the addition of IL-4 or IL-13 to TNF-a or IL-5 has synergistic effects on eosinophil acti- 
vation, suggesting that the combined effects of different cytokines present in BALF following allergen 
provocation can enhance eosinophil activation in vitro. Luttmann, W., T. Matthiesen, H. Matthys, and 
J. C. Virchow, Jr. 1909 Synergistic effects of interleukin- 4 or interleukin- 13 and tumor necrosis fac- 
tor-a on eosinophil activation in vitro. Am. J. Respir. Cell Mol. Biol. 2Q474-48Q 



Increased numbers of endobronchial eosinophils are a 
hallmark of bronchial asthma, and the concept that eosin- 
ophils play a crucial role in chronic asthmatic inflammation 
is generally accepted. Activation of eosinophils is therefore 
regarded as a crucial step in the initiation and maintenance 
of asthmatic inflammation as well as other diseases associ- 
ated with atopy. Eosinophil numbers have been correlated 
with airflow obstruction ( j) and bronchial hyperreactivity 
(3- The precise mechanisms regulating eosinophil activa- 
tion in vivo remain unclear. Following allergen provoca- 
tion in allergic asthma, an increase in eosinophils can be 
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observed in the bronchoalveolar lavage fluid (BALF), 
where eosinophil numbers correlate with activated T lym- 
phocytes and interleukin (IL)-5as well as granulocyte- 
macrophage colony-stimulating factor (GM-CSF) concen- 
trations (3- Accordingly, IL-5 and GM-CSF have been 
implicated in the regulation of eosinophil recruitment and 
activation (4-Q. However, a number of other cytokines 
can be measured in increased concentrations following al- 
lergen provocation. Accordingly, mean concentrations of 
1916pgihl of IL-4 83pg ihl of IL- 33 and 449pgjhl of 
tumor necrosis factor (TNF)hx have been measured in un- 
concentrated BALF 38h after allergen challenge C7) and 
might therefore contribute to the regulation of eosinophil 
activation and survival in vivo. Recently, it has been 
shown that eosinophil chemotaxis can be stimulated by 
IL-4 (9, and eosinophil survival and activation can be en- 
hanced by IL- B(9. Both cytokines also selectively induce 
vascular cell adhesion molecule (VCAM)- 1 expression on 
endothelial cells in \ntio ( D 1 J and may promote the anti- 
gen-induced, VCAM- Ltfery late antigen-4-dependent re- 
cruitment of eosinophils into tissue ( 19 . TNF-a represents 
another cytokine that has been shown to influence eosino- 
phil activation in vitro ( B- 19 . TNF-a that can also be 
measured in increased concentrations in the lungs of pa- 
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tients with intrinsic bronchial asthma ( T^, as well as in al- 
lergic asthma following allergen provocation (3, is se- 
creted by alveolar macrophages and mast cells, but also 
eosinophils ( B-2},and has multifunctional properties in- 
cluding the induction of cell adhesion molecule expression, 
including that of intercellular adhesion molecule (I CAM)- \ 
endothelial cell leukocyte adhesion molecule- land VCAM 
on endothelial cells (22-2$. 

On the basis of the observation of the in vivo genera- 
tion of multiple cytokines associated with activation of 
eosinophils in vitro, we compared the effects of IL-4 IL- 
13 and TNF-a on eosinophil activation in vitro. Further- 
more, we tested the hypothesis that IL-4or IL- Bin com- 
bination with TNF-a might augment eosinophil activation. 

Materials and Methods 
Reagents, Cytokines, and Antibodies 

Fercoll was obtained from Pharmacia (Uppsala, Sweden); 
phosphate -buffered saline (FBS) and RRV1I from Seromed 
(Berlin, Germany); fetal calf serum (PCS) from Gibco (Fais- 
ley; UK); rhIL-4 rhIL-5 rhIL- B and rhTNF-a from Bio- 
concept (Umkirch, Germany); L-glu tarn ine, penicillin, strep- 
tomycin, ethylenediaminetetraacetic acid (EDTA), and 
propidium iodide were purchased from Sgma (Deisenho- 
fen, Germany), phycoerythrin (FE) -conjugated anti-Leu 23 
(CD6t) from Becton -Dickinson (Heidelberg); FE-conju- 
gated anti-immunoglobulin 0g)G from Dako (Hamburg); 
CD Bmicrobeads and a magnetic cell separation system 
(MACS) from Mltenyi Biotec (Bergisch-Gladbach, Ger- 
many). 

Purification of Eosinophils 

Eosinophils were obtained from ID ml EDTA -blood of 
healthy donors. Cells were separated according to a modi- 
fied procedure initially described by Hansel and cowork- 
ers (29 . Shortly after this, blood was diluted I lwith FBS 
and 22-ml aliquots were overlayered onto a 23ml isotonic 
Ffercoll solution (density lGDgilil) in 3Dml tubes and 
centrifuged for 3Dmin at 1,000 X gand 4C. Differential 
cell counts were performed using Kimura stain. After cen- 
trifugation, the supernatant was removed and the mono- 
nuclear cells at the interface were aspirated. Erythrocytes 
and platelets were removed by hypotonic lysis (Q2% Nad 
for 3Ds).The granulocytes were washed twice in PBScon- 
taining 2% FCS. Eosinophils were separated by negative 
selection of neutrophils, using the MACS. The pellet was 
resuspended in lml FBS£%> FCS, the number of granulo- 
cytes was counted, and 5jjl1 of CD £>microbeads per 1 X 
Lfneutrophils were added. Cells and microbeads were in- 
cubated for 33min at 4C with occasional mixing. The cell 
suspension was added onto the top of the separation col- 
umn. Eosinophils were eluted with ice-cold FBS/2& FCS 
under magnetic influence. After separation, cells were 
washed twice in PBS/2& FCS. The purity of eosinophils 
was 9/%, with some contaminating of mononuclear cells, 
as assessed by Kimura staining. 

Ceil Culture 

Culture medium consisted of RRVD BOsupplemented with 
Ofo heat-inactivated FCS, 2mM L-glutamine, DDIU-ml 



penicillin, DOjig-ml streptomycin, and 2% Af-2-hydro- 
xyethylpiperazine-AT -ethane sulfonic acid (Hepes). Eo- 
sinophils (lx I^cellsihl) were cultured at 3TC in a 
humidified atmosphere with 5% COgeither in culture me- 
dium alone or in the presence of cytokines. Before im- 
munofluorescence labeling, the cells were washed twice in 
FBS£% FCS. 

Survival Assay 

Survival of cultured eosinophils was assessed with propid- 
ium iodide. Cells (5x JO?) were washed once in FBS/£% 
FCS and resuspended in Q}xl of a propidium iodide solu- 
tion (Q5p.giril dissolved in FBS). The relative proportion 
of viable to nonviable cells was determined by flow cytom- 
etry after analysis of at least 2G0Dcells. 

Flow Cytometric Analysis of CD69 
Cell Surface Antigen 

Expression of CD69on eosinophils was measured as fol- 
lows: 2D\x\ of cell suspension (5x D 1 cells) were incu- 
bated with Oixl of FE -conjugated CD€9and re-conju- 
gated anti-IgG, respectively, for 3Dmin on ice. The cells 
were then washed once in FBSy£% FCS and resuspended 
in DOfjLl of a propidium iodide solution (Q5 jig-ml in 
PBS). Flow cytometry was performed on at least 2G0D 
cells from each sample with a FACScan (Becton Dickin- 
son, Heidelberg, Germany). To include only viable cells in 
the analysis, propidium iodide-positive, nonviable cells were 
excluded by appropriate gating in a separate fluorescence 
channel (FL3- Furthermore, FE-conjugated anti-CD© 
antibodies were measured only on viable, propidium iodide 
negative cells (channel FL3 • Nonspecific fluorescence was 
determined by incubating cells with mouse IgG of the same 
isotype but with irrelevant antigen specificity. The specific 
mean fluorescence (SMF) for each population was deter- 
mined by subtracting the nonspecific fluorescence from the 
mean fluorescence measured with anti-CDG9antibody. 

Statistical Analysis 

Unless stated otherwise, the data in the text and figures 
are expressed as mean ± SEM. Comparisons between 
groups were performed using Wlcoxons signed -rank test 
for paired samples. Statistical significance was assumed at 
P< OC5 

Results 

Induction of CD 69 Expression on Eosinophils 
by IL-13and IL-4 

Wien purified eosinophils were labeled with anti-CD© 
antibody, expression of CD€9surface antigen was gener- 
ally not detectable. However, there was a low-level induc- 
tion of CDCSexpression when isolated blood eosinophils 
(5X E^cells-ml) were cultured for 6h (235± Q81SMF) 
in medium (Figure }. Incubation of purified eosinophils 
with increasing concentrations of lL-4or IL- B (between 
land DDngjnl) for 6h caused a concentration-depen- 
dent increase in CDG9 surface expression (Figure }. In 
contrast to the effects of IL-4 on CDfflexpression, which 
reached a maximum at Dng -ml, there was a linear increase 
in CD69 expression following incubation of eosinophils 
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with IL- Dover the dose range investigated. CDGQsurface 
expression increased after incubation of eosinophils with 
I tjand BDngihl IL- 13 to 5 1± 15 8CB± 181 and 
982± 2CBSMF, respectively. In comparison, lL-4used in 
the same concentrations increased the CD€9 surface ex- 
pression to 8 B± ZOX 898± 1G9 and 8S2± 1S8SMF, 
respectively (Figure {.The observed differences in CD© 
expression following incubation with IL-4and IL- Bwere 
consistendy significantly different when compared with 
unstimulated control cells (each P < QO$. 

The time-dependent kinetics of cytokine-induced CD© 
expression on eosinophils were studied in a separate set of 
experiments. For this purpose, eosinophils were incubated 
in the presence of Dngihl IL- Bor IL-4for 6and 24h, af- 
ter which CD09expression was analyzed. Following incu- 
bation with IL- 13 the SMF for the CD€9 expression in- 
creased to 68 ± 129after 6h and 4 B± 106SVF after 
24 h, which was significantly different from control cells 
(P < QO} . Smilar results were obtained following incuba- 
tion with IL-4 SMF for CD©reached 687± 124after 6h 
and 3S9± Q81after 24h (P < QGDlcompared with con- 
trol cells). In contrast, there was only a minor change in 
the CD© expression on control eosinophils incubated in 
medium alone ( 123± Q 35 SMF after 6h and 146± Q58 
SMF after 24h) (Figure 20 . 

Coincubation of TNF-a with IL-4 and IL- 13 

Compared with IL- Bor IL-4 the effects of Dngihl TNF-a 
on CD© expression were less pronounced (357 ± Q82 
SMF after 6h and 361 ± 1Q7SMF after 24h of incuba- 
tion), but were still significantly elevated compared with 
unstimulated control cells {P < QO} (Figure 20- hfow- 
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Figure I. Dose-response analysis of effect of IL- Band IL-4 on 
CD© expression on eosinophils. Isolated peripheral blood eo- 
sinophils were stimulated with Ito DOngjIil of either IL- Bor 
IL-4 CDG9expression was measured after 6h in culture. Data 
are given as SMF ± SEMobtained from nine independent exper- 
iments (P < OOlcompared with control). 



ever, when eosinophils were incubated in the presence of 
either IL-4 or IL- 13 with TNF-ct, a synergistic upregula- 
tion of CD69expression was observed . As shown in Figure 
^, CD09surface expression on eosinophils following in- 
cubation with Dnginl of TNF-a and Dngihl IL- Bin- 
creased to B21± 2 HSMFafter6h of incubation and re- 
mained at 968 ± 199 SMF after 24 h. Almost identical 
results for CDGDexpression were obtained when IL-4 ( D 
ngihl) was used ( 1384 ± 221 SMF after 6h incubation 
and D83± 237 SMF after 24 h). The observed differ- 
ences in CDG9 expression following coincubation of eo- 
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Figure Z Time-dependent expression of CD€9on eosinophils 
following incubation with IL-4or IL- Band TNF-a. or IL-5alone 
or with combinations of IL-4or IL- Band TNF-a (A ) or IL-5(#) 
for 6 and 24 h, respectively. Cells cultured in medium alone 
served as controls. Data are given as SMF ± SEMobtained from 
150-4) and 1 \(B) independent experiments (each P < QOJ). 
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sinophils with IL-4or IL- Bin combination with TNF-a 
consistently reached statistical significance when compared 
with CD69 expression measured after incubation with 
IL-4 IL- 13 or TNF-a alone (each P < QO } . 

In a separate set of experiments, the observed synergis- 
tic effects of IL-4or IL- Bwith TNF-a on CDfflexpres- 
sion were compared with those of IL-5 a potent activator 
of eosinophils. As shown in Figure 2b, incubation of eosin- 
ophils with IL-5alone increased CD69expression signifi- 
cantly over that of control cells (P < QO\ n = 1}. How- 
ever, there was a further, statistically significant increase 
in CD€9expression when IL-4or IL- Bwas added to IL-5 
(Figure 2), P < QO$. Figure 3displays representative his- 
tograms of the IL-4- and IL- B4nduced CD ©expression 
with or without TNF-a or IL-5 

The synergistic effects of IL-4 or IL- Band TNF-a on 
CD69expression were also demonstrated in a concentra- 
tion-dependent fashion when increasing concentrations of 
TNF-a ranging from O lto DDngiiil were added to either 



IL-4orIL- B(each Dngihl) (Figure 4 . CDffiexpression 
on cultured eosinophils increased from 163 ± 1 BSMF 
for cells incubated in medium alone to 586 ± 173SMF 
when cells were cultured in the presence of DOng jiil TNF-a 
(P < QCQ. In contrast, CD69 expression was markedly 
upregulated when cells were incubated with IL-4or IL- B 
(each Dngjril) ( D32 ± 184 SMF for IL-4 and 958 ± 
2 16SMF for IL- Q • This increase in CDffiexpression was 
dose-dependently enhanced to B88± 488SMF for IL-4 
and B73± 401SV1F for IL- Bwhen TNF-a ( DOng/hl) 
was added. This was statistically significant when compared 
with cells incubated with IL-4or IL- Balone (P < QC5 ex- 
cept for Q Ingihl TNF-a, where P = Q^ (Figure 4. 

Influence of TNF-a on IL- 13- and IL-4-enhanced 
Eosinophil Survival 

To substantiate further the activating effects of IL-4 or 
IL- Band TNF-a on cultured eosinophils, cell viability was 
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Figure 3 Enhancement of CD69 
expression following stimula- 
tion with cytokines. Isolated pe- 
ripheral blood eosinophils were 
incubated for 6h with either IL- 
4 IL- 13 TNF-a, or IL-5alone, 
or stimulated with IL-4or IL- B 
and TNF-a or IL-5 (each Dng/ 
ml). CD69expression was mea- 
sured by flow cytometry. The 
figure shows representative his- 
tograms of at least 11 indepen- 
dent experiments. 
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Figure 4 Dose -response curve for CD69 expression on human 
eosinophils following incubation with TNF-a alone or in combi- 
nation with IL-4or IL- 13 Isolated human peripheral blood eosin- 
ophils were incubated in the presence of increasing concentrations 
of TNF-a ( Ito DOngihl) for 6h with or without IL-4or IL- 13 
( Dngiiil). After being labeled with anti-CDQQ eosinophils were 
analyzed by flow cytometry. Data are given as SMF ± SEM ob- 
tained from seven independent experiments (P < OCt). 



measured following incubation of eosinophils (5x D^rhl) 
in RFMI over 4d in the absence or presence of IL- Bor 
IL-4 ( Dngilil each) alone or in combination with TNF-a 
( Dng>ml). Eosinophil viability was assessed by propidium 




control 



Figure 5. Increase in eosinophil survival in vivo following incu- 
bation with IL- Bor IL-4and TNF-a. Eosinophils were incubated 
for 4d in the presence of Dngifal of either IL- 13 IL-4 or TNF-a 
alone or with combinations of IL- Bor IL-4and TNF-a. Cell via- 
bility was analyzed by flow cytometry using propidium iodide ex- 
clusion. Data are shown as percent viable cells ± SEiMfrom 15 
individual experiments (ns. = nonsignificant. * = P < QOOD. 



iodide exclusion measured by flow cytometry. After 4d in 
culture, there were only 155 ± 4Q& viable eosinophils 
present in culture. In contrast, when eosinophils were cul- 
tured in the presence of IL- 13or IL-4( Dngifal each) , sur- 
vival after day 4was increased to 2BO± 5(36 and 245± 
4€% (each P < OOOJ, respectively. In comparison, eosin- 
ophil survival following incubation with TNF-a alone was 

B9± 4 B6, which was not statistically significantly differ- 
ent from cells incubated in medium alone. However, co- 
stimulation of eosinophils with IL- 13or IL-4in the presence 
of TNF-a ( Ong/hl each) increased survival of eosinophils 
after 4d in culture to 3Z 1± 536 and 3Z3± 5326 (each 
P < QOO$ , respectively (Figure 9 • Thus, the mean change 
in eosinophil survival expressed as percentage of unstimu- 
lated control cells was 21926 for TNF-a, 6Z7%> for IL- 13 
and 58 F6 for IL-4 whereas the coincubation of IL- Bor 
IL-4in the presence of TNF-a increased the mean number 
of viable cells corrected for the appropriate control by 

B94P6and 14D©6 , respectively . 



Discussion 

In this study , we investigated the effects of IL- 13 IL-4 and 
TNF-a on eosinophil survival and CD6© expression. Be- 
cause eosinophil viability in vitro decreases rapidly in the 
absence of eosinophil-activating cytokines, the observed 
increase in eosinophil viability following incubation with 
cytokines added to cell cultures is suggestive of eosinophil- 
activating properties. Smilarly, induction of CD69expres- 
sion on eosinophils has been reported as an indication of 
eosinophil activation (2Q. Therefore, our results, which 
show an increase in eosinophil viability as well as CD69 
expression on cultured eosinophils, enlarge on previous 
observations in which we have reported that IL- Bean in- 
crease eosinophil survival and CD G9 expression in vioo 
O by demonstrating similar results for IL-4 Therefore, to 
the best of our knowledge , this is the first report showing 
that IL-4can directly activate normal eosinophils and our 
findings challenge a recent report in which eosinophil sur- 
vival was enhanced following incubation with IL- Bbut 
not with IL-4 (27j. The reasons for these differences re- 
main unclear. In a different study, an increase in eosino- 
phil chemotaxis has been reported for eosinophils from 
patients with atopic dermatitis following incubation with 
IL-4 which, however, was not observed with eosinophils 
from normal donors (£J. Wth respect to eosinophil viabil- 
ity and CD€9expression as markers for eosinophil activa- 
tion, we were not able to substantiate these differential 
findings for IL-4and IL- B Thus, in our hands, IL-4as well 
as IL- 13 both of which have been implicated in the regula- 
tion of IgE synthesis (2S-3Q, were able to induce eosino- 
phil activation and could thus influence the humoral as well 
as the cellular arm of allergic hypersensitivity reactions. 

TNF-a, another cytokine present in elevated concen- 
trations following allergen provocation in allergic asthma, 
has been shown to increase expression of ICAM- Ion cul- 
tured eosinophils from normal donors ( B 14 . Further- 
more, incubation of eosinophils from normal donors in- 
duced CD4( 1Q and the release of reactive oxygen species 
( 19. Here, we report that incubation of eosinophils with 
TNF-a has a weak effect on eosinophil survival as well as 
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CD 69 expression. These effects of TNF-a on eosinophils 
were consistently weaker than those of IL-4and IL- 13 

Interestingly, when eosinophils were incubated with a 
combination of either IL-4or IL- Band TNF-a, there was 
a marked , synergistic upregulation of eosinophil activation 
as measured by CD (©expression. This increase in eosino- 
phil activation compared favorably with the effects of IL-5 
and we were able to show an additional effect of IL-4or 
IL- Bto that of IL-5 Although the increase in CDfflex- 
pression by eosinophils following incubation with IL-5was 
significantly higher than that observed following stimula- 
tion with IL-4or IL- Band TNF-a, our results demon- 
strate that IL-4and IL- Bean further enhance CDfflex- 
pression even in the presence of a potent activator of 
eosinophil function such as IL-5 In addition, eosinophil 
survival was enhanced when IL-4or IL- Bwas incubated 
with TNF-a, supporting the hypothesis that TNF-a can en- 
hance eosinophil activation by IL-4and IL- B Smilar ef- 
fects have not been reported previously for eosinophils. 

A synergistic effect of IL- Band TNF-a has recently 
been shown for the induction of VCAM- Ion endothelial 
cells in vitro {31 39 . Smilar results have been obtained 
for IL-4 (39. Because VCAM- lappears to be crucial for 
the selective recruitment of eosinophils and lymphocytes 
to the site of inflammation in allergic diseases ( £3, and 
can be upregulated synergistically by IL-4 or IL- Band 
TNF-a, our results provide evidence that the combination 
of IL-4or IL- Bwith TNF-a also has direct activating ef- 
fects on eosinophils. 

IL- 13 as well as IL-4and TNF-a, can be found in ele- 
vated concentrations following allergen provocation in al- 
lergic asthma (3 34-3^ . It has been proposed that these 
cytokines are produced locally in the bronchoalveolar 
compartment by several cell types following allergen pro- 
vocation (34 3S-39- Therefore, our results suggest that 
different cytokines present in elevated concentrations in 
BALF following allergen provocation, especially IL-4 IL- 
13 and TNF-a, can contribute synergistically to activate 
eosinophils. Even though these effects might not reach the 
magnitude of the classic eosinophilopoietins IL-3 IL-5 
and GM-CSF,our results provide evidence that the combi- 
nation of other cytokines might also contribute to the acti- 
vation of eosinophils in allergic asthma . 

In this study, we have shown that there is no difference 
in the effects of IL- Band IL-4on human eosinophils from 
normal donors. Because IL- Band IL-4share common re- 
ceptor subunits, it can be speculated that the effects are 
mediated by similar receptor-dependent pathways. In con- 
trast to our findings, differential effects for lL-4and IL- B 
have been reported for IL- Ra production by neutrophils 
(39 . Although in this study IL-4synergized with TNF-a to 
induce IL- Ra production by human neutrophils, IL- B 
did not modulate TNF-a-induced IL- Ra production (39 . 
Thus, although the effects of IL-4or IL- Bin combination 
with TNF-a are almost identical with respect to eosinophil 
activation and endothelial cell adhesion molecule expres- 
sion, differential effects of these cytokines might be oper- 
ant on other cell populations. 

In conclusion, we provide evidence that IL-4and IL- B 
have similar effects on eosinophil activation, and that these 
effects can be synergistically enhanced by TNF-a. Because 



these cytokines have been measured in increased concen- 
trations following allergen provocation in asthma, it can be 
speculated that these cytokines could contribute to the or- 
chestration of eosinophil inflammation in allergic asthma. 
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Reversing Tumor Immune Suppression with Intratumoral 
IL-12: Activation of Tumor-Associated T Effector/Memory 
Cells, Induction of T Suppressor Apoptosis, and Infiltration 
of CD8 + T Effectors 1 

Mehmet O. Kilinc,* f Karanvir S. Aulakh,** Raji E. Nair,* 1 Stacy A. Jones,* 1 Pascale Alard, f 
Michele M. Kosiewicz,* and Nejat K. Egilmez 2 ** 

A single intratumoral injection of IL-12 and GM-CSF-loaded slow-release microspheres induces T cell-dependent eradication of es- 
tablished primary and metastatic tumors in a murine lung tumor model. To determine how the delivery of cytokines directly to the 
microenvironment of a tumor nodule induces local and systemic antitumor T cell activity, we characterized therapy-induced phenotypic 
and functional changes in tumor-infiltrating T cell populations. Analysis of pretherapy tumors demonstrated that advanced primary 
tumors were infiltrated by CD4 + and CD8 + T cells with an effector/memory phenotype and CD4 + CD25 + Foxp3 + T suppressor cells. 
Tumor-associated effector memory CD8 + T cells displayed impaired cytotoxic function, whereas CD4 + CD25 + Foxp3 + cells effectively 
inhibited T cell proliferation demonstrating functional integrity. 1L-12/GM-CSF treatment promoted a rapid up- regulation of CD43 and 
CD69 on CD8 + effector/memory T cells, augmented their ability to produce IFN-y, and restored granzyme B expression. Importantly, 
treatment also induced a concomitant and progressive loss of T suppressors from the tumor. Further analysis established that activation 
of pre-existing effector memory T cells was short-lived and that both the effector/memory and the suppressor T cells became apoptotic 
within 4 days of treatment Apoptotic death of pre-existing effector/memory and suppressor T cells was followed by infiltration of the 
tumor with activated, nonapoptotic CD8 + effector T lymphocytes on day 7 posttherapy. Both CD8 + T cell activation and T suppressor 
cell purge were mediated primarily by IL-12 and required IFN-y. This study provides important insight into how local IL-12 therapy 
alters the immunosuppressive tumor milieu to one that is immunologically active, ultimately resulting in tumor regression. The Journal 
of Immunology, 2006, 177: 6962-6973. 



It is now well-established that tumor vaccines can success- 
fully promote tumor- specific T cell responses in both pre- 
clinical and clinical studies (1, 2). However, induction of 
antitumor T cell immunity rarely results in effective eradication of 
established disease in murine models or patients (3). In the ma- 
jority of studies, posttherapy antitumor activity is assessed by 
monitoring of peripheral T cell immunity (4). Whereas this strat- 
egy provides a convenient and accurate method for quantification 
of tumor- specific T cells, it does not predict whether these cells 
will maintain effector activity once they encounter the highly im- 
mune-suppressive tumor milieu (5, 6). The mechanisms that me- 
diate immune suppression within the tumor microenvironment are 
complex (6). Tumors actively produce immune inhibitory cyto- 
kines, enzymes, and death receptor ligands, and are enriched in T 
suppressor cells (6). It is thus likely that perturbation of the equi- 
librium that exists between immune-suppressive factors and anti- 
tumor lymphocytes within the tumor microenvironment is critical 
to therapeutic success. For example, elimination of T suppressor 
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cells from tumors uncovers natural antitumor responses and results 
in tumor regression (7-9). Therefore, strategies that combine tu- 
mor vaccination with modulation of the suppressive factors within 
the tumor microenvironment represent a potentially effective ap- 
proach in enhancing the success of therapeutic vaccination in can- 
cer patients. 

The cytokine milieu within the tumor microenvironment is crit- 
ical to the balance between tumor- mediated immune suppression 
and the antitumor activity of infiltrating leukocytes (10). For ex- 
ample, advanced tumors, which are rich in immune-suppressive 
cytokines such as TGF/3 and IL- 10. not only suppress the antitu- 
mor activity of infiltrating leukocytes but can subvert their func- 
tion to their advantage (1 1). Local and sustained delivery of proin- 
flammatory cytokines into tumors, in contrast, can reverse this 
balance in favor of antitumor immunity (10). In this context, in- 
duction of acute inflammatory activity within the tumor not only 
promotes local tumor regression by activating tumor-associated 
lymphocytes, but can also prime systemic responses via the release 
of tumor Ags to the draining lymph nodes (LN) 3 in the presence of 
inflammatory '"danger signals (12). To this end, previous studies 
in our laboratory demonstrated that local and sustained delivery of 
IL-12 to the microenvironment of a progressively growing tumor 
from controlled-release microsphere adjuvants (in situ vaccina- 
tion) promoted the complete eradication of established tumors and 
the development of long-term antitumor T cell immunity (13). 



3 Abbreviations used in this paper: LN. lymph node: TIL. tumor- infiltrating lympho- 
cyte: FN A. fine needle aspirate: Ct. threshold cycle: TDLN. tumor-draining LN: 
AICD. activation- induced cell death: FasL. Fas ligand: wt. wild type: GKO. 
I FN -y-knockout. 
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Subsequently, we demonstrated that a single intratumoral injection 
of IL-1 2 and GM-CSF microspheres was superior to either cyto- 
kine alone in inducing the development of systemic antitumor T 
cell immunity and the eradication of disseminated disease in a 
murine spontaneous lung metastasis model (14). The antitumor 
activity was found to be mediated by T and NK cells in this model. 

Although earlier studies established the antitumor efficacy of 
IL-12/GM-CSF microsphere therapy, the cellular and molecular 
basis of the posttreatment immune activity within the tumor mi- 
croenvironment was not elucidated. The ability of IL-12 to stim- 
ulate both innate (NK, NKT) and adaptive (T cell) immunity (15), 
and that of GM-CSF to augment Ag presentation are well-estab- 
lished (16). Numerous preclinical and clinical studies have dem- 
onstrated that IL-12 mediates tumor regression by promoting Thl 
responses, by increasing CD8 + T cell, NKT cell, NK cell, and 
granulocyte cytotoxicity, and by inhibiting angiogenesis (15, 17). 
GM-CSF, in contrast, augments the generation and recruitment of 
dendritic cells, macrophages, granulocytes, and NKT cells (10, 
16). In the majority of these studies, monitoring of cytokine-in- 
duced immune activity within the tumor microenvironment was 
limited to histological analyses, providing snapshots of leukocytic 
infiltrates. A quantitative characterization of the lymphocyte acti- 
vation kinetics as induced by intratumoral cytokine administration, 
particularly with specific reference to tumor immune suppression, 
has not been conducted. To this end, we characterized the long- 
term kinetics and the phenotypic/functional properties of tumor- 
associated T cells to determine how intratumoral delivery of IL- 
12/GM-CSF induces antitumor immunity. The results demonstrate 
that local release of IL-I2/GM-CSF reverses tumor immune sup- 
pression via the modulation of a complex multicomponent T cell 
network, including the activation of pre-existing tumor-associated 
effector/memory T cells, elimination of T suppressor cells, and the 
priming of a secondary CD8^ T effector response. 

Materials and Methods 

Mice and tumor cells 

Line- 1, a BALB/c lung alveolar carcinoma cell line, was maintained in 
DMEM/F-12 (Invitrogen Life Technologies) supplemented with 10% heat- 
inaclivated FBS (Equitech-bio), 2 mM L-glutamine, 100 U/ml penicillin, 100 
jug/ml streptomycin, 0.1 mM nonessential amino acids, and 0.1 mM sodium 
pyruvate (Mediatech). Female BALB/c mice at 6-8 wk of age were obtained 
from Taconic Farms. IFN-y-knockout BALB/c mice were purchased from The 
Jackson Laboratory. All studies were approved by the Institutional Animal 
Care and Use Committee of the University of Louisville. 

Cytokines and microspheres 

Recombinant murine IL-12 (2.7 X 10 6 U/mg) was a gift from Wyeth. 
Recombinant murine GM-CSF (5 X I0 6 U/mg) was purchased from Pepro- 
Tech. Preparation of cytokine-encapsulated biodegradable polymer micro- 
spheres has been described in detail previously (14). 

Preparation of single-cell suspensions from tumors 

Tumors were induced by s.c. injection of 1 X 10 6 viable tumor cells in 0.1 
ml of sterile PBS behind the neck just above the scapula (14). Thirteen to 
15 days later, when tumors reached 400-500 mm 3 in size, mice were 
treated with cytokine-encapsulated microspheres as described previously 
(14). Experimental groups received lL-12/GM-CSF-encapsulated micro- 
spheres ( 1.5 /Ag of each cytokine in 12 mg of panicles suspended in 50 ja! 
PBS), whereas control mice received blank microspheres. At selected time- 
points after microsphere treatment, tumors were removed from mice and 
single-cell suspensions were prepared by enzymatic digestion. Resected 
tumors were weighed, minced into small (1-2 mm 3 ) pieces with a scalpel, 
and immersed in 10 ml of digestion mixture (5% FBS in RPMI 1640. 0.5 
mg/ml collagenase A (Roche Diagnostic), 0.2 mg/ml hyaluronidase. type V 
(Sigma-Aldrich). and 0.02 mg/ml DNase I (Sigma-Aldrich)) per 0.25 g of 
tumor tissue. This mixture was incubated at 37°C for 45 min on a rotating 
platform. The resulting cell suspensions were filtered sequentially through 
70- and 40- /xm cell strainers (BD Falcon) and washed with 59c FBS in 
RPMI 1640. RBC were lysed by brief incubation in 0.15 M ammonium 



chloride solution, and cell debris/dead cells were removed by centrifuga- 
lion on Lympholyte-M gradients as recommended by the manufacturer 
(Cedarlane). 

Flow cytometry 

Single-cell suspensions obtained from samples were labeled with Abs to 
various T cell markers using standard staining methods (18) and were 
analyzed on a four-color FACSCalibur flow cytometer (BD Biosciences). 
The following panel of commercially available and directly fluorochrome- 
conjugated anti-mouse mAbs was included in this study: CD3 (clone 
17A2), CD4 (clone GK1.5, RM4-5), CD8 (clone 53-6.7), CD25 (clone 
PC61), CD69 (clone H1.2F3), CD43 (clone IB 11), CD44 (clone IM7). 
CD49b/pan-NK (clone DX5a), CD62L (clone MEL- 14), CD95 (clone 
Jo2), CD95 ligand (clone MFL3), and TCR 0-chain (clone H57-597). To 
evaluate membrane TGF/3 expression, the staining was performed with 
biotinylated anti-TGF/31 mAb (clone A75-3) followed by streptavidin-PE 
labeling. All Abs and mouse Fc block (clone 2.4G2) were purchased from 
BD Pharmingen. Row cytometry data were analyzed using CellQuest soft- 
ware (BD Biosciences). 

Intracellular cytokine staining 

Single-cell suspensions of primary tumors were prepared as described 
above. For intracellular staining of IFN-v or IL-10, tumor-infiltrating lym- 
phocytes (TIL) were stimulated with PMA (5 ng/ml) and ionomycin (0.5 
jig/ml) for 5 h. Two hours before harvesting, 0.5 t±\ of BD Golgistop (BD 
Pharmingen) was added to every I ml of cell culture (I X 10 6 live cells/ 
ml). After two washes, intracellular IL-10 and IFN-y staining was per- 
formed according to the manufacturer's instructions using the BD Cytofix/ 
Cytoperm Plus kit and PE-conjugated anti-mouse IL-10 or IFN--y (BD 
Pharmingen). For granzyme B, cells were directly pretreated with FcR 
block and stained with Abs targeting cell surface markers (CD4 and CD25 
or CD8). Granzyme B staining was performed using eBioscience Fixation 
and Permeabilization kit and PE anti-mouse granzyme B (eBioscience). 
For detection of apoptosis, cells were first stained for the expression of the 
respective surface markers and then with anti-Annexin V-allophycocyanin 
Ab according to the manufacturer's protocol (Annexin V apoptosis detec- 
tion kit; BD Pharmingen). For detection of anti- and proapoptotic proteins, 
PE- labeled anti-Bcl-x L (clone H-5) was purchased from Santa Cruz Bio- 
technology. Active caspase-3 (C92-605) and Bcl-2 (3F1I) detection was 
performed using the BD Pharmingen kits according to the manufacturer's 
protocol. Foxp3 expression was analyzed using an anti-mouse Foxp3-PE 
staining kit according to the manufacturer's protocol (eBioscience). 

In vitro T suppressor assay 

Total CD4 T TIL were purified from single-cell suspensions using magnetic 
cell sorting. Cells were incubated with anti-CD4 microbeads (Miltenyi Bio- 
tec) and passed through the autoMACS separator according to the manu- 
facturer's instructions. Tumor-infill rating CD4~CD25 + and CD4~CD25" 
T cells were isolated from the enriched population by FACS sorting. 
Responder cells were obtained from LN and spleens of naive BALB/c mice, 
and prepared as described previously (19). CD4 + T cells were enriched on 
a CD4 cell-enrichment column (R&D Systems), then labeled with PE- 
anti-CD25 Ab and incubated with anti-PE beads (Miltenyi Biotec). 
CD4^CD25 + T cell purity was consistently >90%. Subsequently. 
CD4"CD25~ responder T cells (1 X lOVwellin 96-we!l round-bottom 
plates) were cultured for 3 days at 37°C in 5% C02 in the presence of 
irradiated spleen cells as APC (1 X t0 5 /well), anti-CD3 Ab at 0.5 fig/ml, 
with or without CD4 + CD25~ T cells at a ratio of four CD4+CD25* T cells 
to one responder cell. The cell cultures were pulsed on day 3 with 0.5 pCi 
of [^thymidine for the last IS h. 

Quantitative real time-PCR 

Fine-needle aspirates (FNA) were obtained by aspirating four quadrants 
of each tumor with a 23V-:-gauge needle attached to a 1 .0-ml syringe. 
Tissue samples were discharged into TRIzol reagent (Invitrogen Life 
Technologies), total RNA was isolated and was reverse-transcribed 
with TaqMan Reverse Transcription Reagents (Applied Biosystems). 
IFN-y. CD4, CDS, and GAPDH mRNA levels were quantified "by real- 
time RT-PCR amplification using the Mx3000PTM Real-Time PCR 
System (Stratagene) as recommended by the manufacturer. Briefly, 
cDNA was amplified in a 25-/jlI reaction mixture containing 12.5 /il of 
SYBR Green PCR Master Mix (Applied Biosystems), 100 ng of cDNA 
template, and selected primers (200 nM) using the recommended cy- 
cling conditions (denaturatton at 95°C for 10 min followed by 40 cycles 
of 95°C for 15 s and 60X for 1 min). The primer sequences, designed 
with Primer Express software (Applied Biosystems). were as follows: 
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IFN-y, 5'-GGCACAGTCATTGAAAGC-3' (forward) and 5'-TGCCA 
GTTCCTCCAGATA-3' (reverse); CD8, 5'-GCTACCACAGGAGCC 
GAAAG-3' (forward) and 5 ' -TGGGCTTGCCTTCCTGTCT-3' (reverse); 
CD4, 5 '-GGTGGAGTTGTGGGTGTTCAA-3 ' (forward) and 5'-CAGG 
CTCTGCCCTTGCAA-3' (reverse); GAPDH, 5 '-TCCTTG ATTTCTGGG 
CCATG-3' (forward) and 5 '-TCTTCTGGGTGGCAGTG ATG-3 ' (reverse). 
Relative quantification of niRNA expression was calculated by the compara- 
tive threshold cycle (Ct) method (20). The relative target quantity, normalized 
to an endogenous control (GAPDH) and relative to the day zero calibrator, is 
expressed as 2 AAO (fold), where AO = Ct of the target gene - Ct of endog- 
enous control gene, and AAO = AO of samples for target gene - AO of the 
zero day calibrator for the target gene. 

Statistical analysis 

All data were analyzed using unpaired Student's / test analysis. A p value 
of 0.05 or less was considered significant. 

Results 

Advanced primary tumors are infiltrated by CD8 + and 
CD4*CD25~ effector/memory T cells and CD4 + CD25 + 
suppressor T cells 

In initial studies, TIL populations from untreated tumors were ana- 
lyzed to determine the extent of pre-existing T cell infiltration. Tu- 
mors were induced and allowed to grow to —400-500 mm 3 in size 
(13-15 days), representing a well-established tumor. Flow cytometric 
analysis of single-cell suspensions prepared from these tumors re- 
vealed a substantial (51%) T cell (TCR + CD3 + ) component within 
the TIL, with an overall CD4:CD8 ratio of 5:1 (data not shown). All 
intratumoral CD8 + T cells expressed high levels of CD44, demon- 
strating Ag experience (Fig. \A). To determine whether these cells 
displayed an effector or memory phenotype, CD43 expression was 
evaluated. CD43 is up-regulated rapidly on effector T cells upon ac- 
tivation (similar to CD44); however, its expression declines (unlike 
CD44) as effector T cells develop into memory cells (21). The great 
majority of the CD8 + T cells were positive for CD43, consistent with 
an effector phenotype (Fig. \A). In contrast, early activation markers 
CD25 and CD69. which are expressed transiently by fully activated 
effector T cells (22), were found to be expressed at low levels, indi- 
cating late- or postpeak effector status. The presence of low levels of 
CD 127, which is expressed by either naive or central memory but not 
by effector cells (22), also suggested a late effector phenotype. Finally, 
low CD62L expression, a marker that is up-regulated on either naive 
or central memory T cells, was again consistent with a T effector/ 
memory phenotype. 

Analysis of tumor-associated CD4 + T cells demonstrated that tu- 
mors were infiltrated with two distinct populations, i.e., CD25~ and 
CD25 + subsets, corresponding to 40 and 60% of the CD4 + T 
cells, respectively (Fig. \B. top panel). The CD4 > CD25~ and 
CD4^CD25^ populations were analyzed separately with regard to 
their CD44, CD43, CD69, CD 127, and CD62L expression. This ap- 
proach established that the CD4~XD25~ T cells had a phenotype that 
was similar to that of the CDS" T effector/memory cells (Fig. \B). 
CD4 1 CD25 T cells, in contrast, expressed significantly higher lev- 
els of CD43 and CD69. consistent with an activated effector cell phe- 
notype. CD62L expression was mixed, suggesting that these cells 
were likely circulating between the tumor and the tumor-draining 
LN (TDLN). 

Next, we undertook functional analysis of tumor-associated 
CD8 + and CD4^ T cell populations. CD8 + T cells were analyzed 
with respect to their ability to secrete IFN-y and granzyme B to 
determine whether they were active and displayed cytotoxic func- 
tion. Stimulation with PMA and ionomycin resulted in IFN-y pro- 
duction by more than half of the CDS ' T cells, suggesting that a 
significant portion of the CDS* T cells were functional with regard 
to cytokine secretion (Fig. 2A). In contrast, these cells did not 



A CD8 + T cells 




B CD4 + T cells 





FIGURE 1. Analysis of membrane phenotype markers on tumor-infiltrat- 
ing CD8 + and CD4 + T cells. A, CD8 + T cells. Single-cell suspensions pre- 
pared from tumors were analyzed after gating on the mononuclear lymphocyte 
population. CD8 h cells were gated on and analyzed for the expression of 
CD25, CD43, CD44, CD62L, CD69, and CD127 (solid lines). Filled histo- 
grams represent isotype controls. B, CD4 + T cells. Top panel, CD25 + and 
CD25~ subpopulations after gating on CD4 + cells. Lower panels, 
CD4 + CD25" or CD4"CD25" cells were gated on separately and analyzed for 
the expression of CD43. CD44, CD62L, CD69, and CD 1 27. Filled histograms, 
CD4 + CD25^ cells; solid lines, CD4+CD25" cells. 



produce granzyme B, demonstrating that they were impaired in 
cytotoxic function. 

Similar to the CD8* T cells, in vitro stimulation of CD4~* T cells 
resulted in the production of IFN-y (but not IL-10) by a significant 
number of CD4"CD25" T cells consistent with a type 1 Th (Till) cell 
phenotype (Fig. IB). CD4 + CD25 + T cells did not produce IFN-y 
upon stimulation, suggesting that they represented either activated 
type 2 Th (Th2) cells or suppressor T cells (Fig. 2B). To determine 
whether the CD4~XD25 + T cells represented a T suppressor popu- 
lation, they were analyzed for expression of Foxp3 and TGF/3. The 
results demonstrated that >75% of CD4"*"CD25" T cells were posi- 
tive for Foxp3 as well as TGF/3. thus confirming their suppressor 
phenotype. In contrast, CD4 + CD25~ cells did not express significant 
levels of either protein. To determine whether tumor-associated 
CD4 + CD25 + T cells were functionally suppressive, their activity was 
tested in a coculture assay (Fig. 2Q. Tumor-associated CD4 + CD25 
T cells effectively suppressed the proliferation of responder T cells, 
whereas the CD4^CD25~ subset did not. Collectively, the above data 
establish that advanced tumors were infiltrated by three major T cell 
subsets. These included CD8 + T cells that displayed an effector/ 
memory phenotype and impaired cytolytic function, a CD4"XD25~ 
subset that primarily showed effector/memory Th 1 characteristics and 
a CD4 + CD25^ subset that displayed T suppressor phenotype and 
function. 
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FIGURE 2. Functional analysis of tumor-infiltrating 
CD8 + and CD4 + T cells. A, IFN-7 and granzyme B 
production by CD8 + T cells. TIL were stimulated with 
PMA/ionomycin, and CD8 + T cells were gated on and 
analyzed for intracellular IFN-7. Granzyme B produc- 
tion was analyzed by direct ex vivo staining of TIL for 
intracellular granzyme B. B, IFN-y, IL-10, Foxp3, and 
TGF/3 expression by CD4 + T cells. All cells were 
stained for membrane CD4 and CD25. They were then 
stained for intracellular IFN-7, IL-10, membrane-bound 
TGF/1 or intracellular Foxp3 as described in Materials 
and Methods. CD4* T cells were gated on and analyzed. 
C, In vitro T cell suppression assay. The ability of tu- 
mor-derived CD4" f "CD25 + T cells to suppress the pro- 
liferation of naive CD4 • CD25" responder cells was de- 
termined as described in Materials and Methods. *, The 
differences between responder cells alone and groups 
including CD4 + CD25^ cells were highly significant 
(p < 0.00006). Error bars, SD. 



A CD8+T-cells 





60% 1 







CD 

N % 
C " 

ciT 2 





1% 




?ft '■ 



~10° 10 1 10 2 1C? 10* 



io° 10 1 to 2 10 3 10* 



CD8 



B CD4+T-cells 



LL 




10° 10 1 1G 2 10? to* 




CO 
X 

o 



4% 


45% 


















36%; 


15% 







10° 10 1 10 2 10 3 10* 



2^ 






*o - 


7% 


. , ; 50% 


CO. • 






O " 

1- _ 








31% 


, 12% 









1# 10 1 10 2 1(P 10* 



CD25 



C CD4+ CD25+ T-cell suppression 



Responder cells + + + + — 

rr\A± rmc. _ _ Balb/C Tumor- Tumor- 

CD4 + CD25+ cells - - Con|ro| derjved defjved 

CD4+CD25- cells _ J"™'" _ 



6966 



MODULATION OF TUMOR IMMUNE SUPPRESSION WITH CYTOKINES 



A B C 




0 2 4 6 8 10 12 14 16 2 7 10 0 2 4 6 8 10 12 14 16 

Days post-treatment Days post-treatment Days P° st - treatment 



FIGURE 3. Posttherapy intratumoral T cell kinetics in the Line-l/BALB/c tumor model. A, Absolute numbers of tumor-infiltrating CD8^ and 
CD4" ! ~CD25 + T cells. Following Ab staining, cells within the mononuclear lymphocyte gate were analyzed on day 0 (before therapy) and on days 
I, 2, 4, 7, 10, and 14 (posttherapy). The inset demonstrates the cell numbers following treatment with control microspheres. Number of cells per 
tumor was determined by using the following formula: N X Rl/T, where N = percentage of positive staining cells, Rl - total number of cells in 
the lymphocyte gate, and T = tumor weight in g. For CD8 + T cells, p < 0.025 between day 7 and all other days. For CD4 + CD25~ cells, p < 0.019 
between day I and days 4, 7, 10, or 14. There were no statistically significant differences between any of the time points in control-treated mice 
(inset). Error bars = SD. Real-time PCR quantification of CD8, CD4, and IFN-7. RT-PCR was performed with RNA purified from tumor FNA 
samples as described in Materials and Methods. Fold-change is relative to day 0. The differences between days 2 and 7 were significant for 
CD8 (p = 0.0004) and CD4 (p = 0.027). Error bars = SD. C, Absolute numbers of tumor-infiltrating Foxp3 + CD4~CD25 + T cells after treatment. 
The differences between day 0 and days 2, 4, 7, 10, or 14 were significant (p < 0.03). The inset demonstrates the numbers of Foxp3- 
negative CD4 + CD25 r Th cells. All data shown in A-C represent combined results from three independent experiments; n - 3/experiment. Error 
bars, SD. 



In situ vaccination with IL-J2/GM-CSF microspheres induces T 
effector/memory activation, T suppressor purge, and CD8 + T 
effector cell infiltration 

The next series of experiments were designed to address how de- 
livery of IL-12 and GM-CSF affected the quantity, phenotype, and 
function of tumor-associated T cells. Initially, quantitative analysis 
of T cell subsets was performed to establish the posttreatment T 
cell kinetics. For this purpose, established tumors were injected 
either with control (blank) or IL-I2/GM-CSF-loaded micro- 
spheres, and the numbers of tumor-infiltrating CD8 + and 
CD4 + CD25 + T cells were monitored for a 2-wk period. The re- 
sults are summarized in Fig. 3. Intratumoral T cell numbers re- 
mained unchanged after treatment with control microspheres (Fig. 
3/4, inset). In contrast, IL-12/GM-CSF microsphere treatment 
induced significant quantitative changes in both CD8 + and 
CD4 + CD25 + T cell populations (Fig. 3A). The most dramatic 
changes involved a 3-fold decrease in the number of tumor-asso- 
ciated CD4 CD25 4 T cells between days 0 and 14 and a 2.5-fold 
increase in the number of CD8 + T cells on day 7. Although the 
decrease in CD4 + CD25^ T cells was progressive after day I, there 
was no significant change in the number of tumor-infiltrating 
CD8 + T cells during the first 4 days. The transient increase in 
CD4 1 CD25 ' T cells on day 1 was most likely due to CD4 * CD25" 
Th cell activation because the number of CD4~CD25~ Th cells de- 
creased by 1 .8-fold between days 0-2 and remained unchanged there- 
after (data not shown). The increase in the quantity of intratumoral 
CD8 T cells on day 7 and the progressive decline in CD4" T cell 
numbers were confirmed by real-time PCR-based quantification 
of CDS and CD4 mRNAs following serial FNA of tumors (Fig. 
3#). These data demonstrate that whereas the levels of CDS and 
CD4 remained constant between days 0 and 2. CDS transcript 
levels increased by almost 10-fold on day 7 and intratumoral 
CD4 mRNA levels decreased progressively, up to 4-fold by day 
10. Intratumoral IFN-y levels followed a pattern similar to that 
observed for CD8 + T cells, suggesting that treatment induced a 



CD8 + T cell-associated production of IFN-y in vivo. Overall, 
CD8/CD4 kinetics obtained by real-time PCR analysis con- 
firmed the flow cytometry data. 

Whereas the data shown in Fig. 3A established that CD4 + CD25 + 
T cell numbers declined between days 0 and 14, it was not clear 
whether this decline was specifically associated with T suppressors 
because the CD4 + CD25 + T cell population can include both Foxp3 + 
T suppressors and Foxp3- activated Th. To determine whether the 
reduction in CD4 + CD25 4 * T cells reflected a loss of bona fide T 
suppressors, Foxp3 4 CD4~CD25~*~ T cells were quantified following 
intracellular staining. The results shown in Fig. 3C confirm that treat- 
ment induced a rapid, progressive loss of T suppressor cells from the 
tumor, with the absolute numbers of CD4 + CD25 + Foxp3~ h cells de- 
creasing by 6-fold between days 1 and 14. At the same time, analysis 
of the CD4~ h CD25 + Foxp3~ Th cells demonstrated that treatment in- 
duced a brief but significant increase in the numbers of activated Th 
cells between days 0 and I (most likely due to the activation of pre- 
existing CD4" I "CD25~ Th cells), which did not persist beyond day 2 
(Fig. 3D, inset). The overall pattern that emerges from this analysis is 
a rapid and effective reversal of the immune-suppressive characteris- 
tics of the tumor microenvironmeni. which is then maintained for at 
least 2 wk. 

IL- } 2/GM-CSF delivery restores effector function to 
tumor-associated CDS + T effect or/memo ty cells 

Phenotypic and functional analyses of CDS and CD4 T cell pop- 
ulations were then performed to determine whether the observed 
quantitative changes correlated with functional activation. These 
studies demonstrated that following treatment. CDS + T cells rap- 
idly up-regulated CD43 and CD69 expression, with the proportion 
of CD43/CD69 double-positive cells increasing from an average of 
1 7% on day 0 to 60% on day 2 and then to 65% on day 4 (Fig. 4. 
A and C). Because there was no increase in cell numbers between 
days 0 and 4. these findings supported the notion that treatment 
induced a rapid conversion of pre-existing quiescent CDS" T 
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FIGURE 4. Functional analysis of posttherapy CD8 + 
T cells. A, Expression of CD43 and CD69. Single-cell sus- 
pensions prepared from tumors were stained for CD8, 
CD43, and CD69. CD8 + T cells were gated on and ana- 
lyzed for CD43 and CD69 expression on days 0, 2, 7, and 
14. Data shown are representative of three independent ex- 
periments. B, CD8 + T cells were stained for intracellular 
expression of IFN-y and granzyme B. Representative re- 
sults for days 0, 2, 7, and 14 are shown. C, Comprehensive 
analysis of posttreatment CD8"*" T cell activation kinetics. 
Percentage of cells positive for CD43/CD69, IFN-y, and 
granzyme B are shown (days 0-14). Each point is an av- 
erage of three independent experiments; n — 3/experiment. 
For all three markers, the differences between day 0 and 
days 1-7 were significant (p < 0.044). Error bars ? SD. 
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effector/memory cells to activated effector cells in the absence 
of proliferation. The activation level of day 7 CD8* T cells was 
similar to that of day 4 cells with 70% of CD8* T cells dem- 
onstrating a CD43/CD69 double-positive phenotype. In contrast 
to the day 2 cells, however, there was a dramatic increase in the 
number of CD8* T cells on day 7, suggesting that day 7 CD8* 
T effectors were distinct from day 2 cells (Fig. 3A). Both the 
activation level (Fig. 4, A and C) and the absolute number (Fig. 
3/1) of T effectors declined after day 7, approaching pretherapy 
levels by day 14. 

Functional analysis of intratumoral CD8* T cells demonstrated 
that treatment enhanced both the proportion of I FN- y- secreting 
cells (from an average of 58 to 80%) and the amount of IFN-y 
produced per cell (average mean fluorescence intensity increasing 
from 230 + 30 to 510 + 60) between days 0 and 2 (Fig. 4, B and 
C). More importantly, the cytotoxic activity of CDS" 1 " T cells 
showed a dramatic change, with the percentage of granzyme Ex- 
positive cells increasing from 5% on day 0 to 80% on day 2 (Fig. 
4, B and C). The activated effector characteristics of CDS 4 T cells 
were maintained through day 7 with regard to both !FN-y produc- 
tion and granzyme B expression (Fig. 4C), except that on a per cell 
basis, day 7 cells demonstrated much higher production of IFN-y 
compared with day 2 cells (average mean fluorescence intensity of 
510 ± 60 vs 1300 ± 200 on days 2 and 7, respectively). This 
finding again suggested that day 7 CD8^ T cells were functionally 
different from day 2 cells. By day 14. CDS* T cell activity de- 
creased significantly with the proportion of IFN-y and granzyme 
B-positive cells retreating to pretherapy levels. 



Treatment -induced activation of CD8 + T effector/memory cells 
is followed by rapid apoptotic cell death, the pattern of which 
supports two different phases of CD8^ T cell activity within 
the tumor microenvironment 

The above studies demonstrated that conversion of pre-existing 
CDS* T effector/memory to a T effector phenotype on day 2 was 
followed by the expansion of the CDS* T effector cell population 
on day 7. However, it was not clear whether day 7 expansion was 
due to delayed proliferation of pre-existing T cells or involved the 
infiltration of tumor with a distinct, exogenous CDS 1 effector T 
cell population, possibly migrating from the TDLN. CDS* TIL 
with a quiescent nonapoptotic phenotype have been shown to ap- 
optose rapidly after activation due to activation-induced cell death 
(A1CD) (23, 24), a finding that is inconsistent with the notion that 
treatment resulted in the proliferation of pre-existing CD8* T ef- 
fector/memory cells. We thus hypothesized that analysis of post- 
therapy CDS* Tcell apoptosis may provide additional clues as to 
whether day 2 and day 7 T effector populations were distinct. To 
this end. the apoptotic profile of tumor-associated CDS* T cells 
was determined between days 0-7. The results established that the 
percentage of Annexin V^CDS* T cells increased rapidly from 
8% on day 0 to 45% on day 4 following IL- 1 2/GM-CSF delivers', 
demonstrating the induction of apoptosis (Fig. 5/1). Further anal- 
ysis of downstream apoptotic events, i.e., expression of amiapop- 
totic molecules Bcl-x L /Bcl-2 and activation of proapoptotic 
caspase-3. demonstrated that whereas the expression of antiapop- 
totic proteins remained stable between days 0 and 4 (except for a 
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FIGURE 5. Posttherapy CD8 + T cell apoptosis. A, Annexin V binding. 
CD8 + T cells were stained for Annexin V binding. Annexin V + gate was 
determined based on Annexin V - staining of naive LN lymphocytes 
(>98% live; data not shown). The line graph demonstrates average per- 
centage of Annexin V-positive cells from three independent experiments 
(n = 3/experiment). The differences between day 4 and days 1 , 2, or 7 were 
significant (p < 0.037). Error bars, SD. ff, Bcl-x L /Bcl-2 expression and 
caspase-3 activation. CD8 + T cells were stained for intracellular BcI-2, 
Bcl-x L , and activated caspase-3 as described in Materials and Methods 
(n = 3/group). The increase in Bcl-x L expression between days 4 and 7 was 
significant (p - 0.013). For caspase-3. the differences between day 4 and 
days 0 or 7 were significant (p < 0.027). Error bars, SD. 

slight decrease in Bcl-2), activated caspase-3 levels increased sig- 
nificantly (Fig. 5B). The increase in caspase-3 activity on day 4 
confirmed the Annexin V data and further supported the notion 
that CD8 + T effector/memory activation was followed by irrevers- 
ible apoptotic cell death. In addition, enhancement of caspase-3 
activity in the absence of a substantial decline in Bcl-x L /Bcl-2 
levels suggested a primary role for the extrinsic death-receptor 
pathway in CD8 + T effector/memory cell apoptosis consistent 
with AICD (25, 26). In contrast, analysis of day 7 CD8 + T effec- 
tors showed a dramatic reversal in their apoptotic phenotype with 
both the proportion of Annexin V * and activated caspase-3 + cells 
declining by 3.5- and 2.5-fold, respectively (Fig. 5. A and B). In 
addition, a slight but significant increase in the level of Bcl-x L was 
observed on day 7 (Fig. 5J3). The induction of CDS" 5 " T ceil apo- 
ptosis between days 0-4. combined with the sudden reversal in 
their apoptotic profile after day 4 suggested that day 7 T effectors 
were distinct from the original T effector/memory cells and likely 
represented a new population. 



Loss of CD4*CD25* T suppressor cells from the tumor 
microenvironment is due to apoptotic cell death 

Because treatment resulted in the rapid apoptosis of pre-existing 
CD8* T effector/memory cells, we hypothesized that loss of 
CD4 *CD25^ T suppressors from the tumor microenvironment 
could also be due to apoptotic cell death. To this end, 
CD4 + CD25 + T cells were evaluated for Annexin V binding (Fig. 
6A). The results demonstrate a significant and progressive increase 
in the proportion of Annexin V + CD4 + CD25 + cells between days 
0 and 4 (from an average of 18 to 45%), establishing that treatment 
induced CD4 + CD25* T cell apoptosis. Cell death declined be- 
tween days 4 and 7 and leveled off thereafter, a pattern that cor- 
related well with the kinetics of Foxp3 + Tcell loss from the tumor 
(Fig. 6A). The possibility that apoptosis was associated with acti- 
vated CD4 + CD25 + Th cells rather than bona fide T suppressors 
was ruled out by further analysis of CD4 + CD25 + TGF/3 + T sup- 
pressors for Annexin V-binding, which demonstrated that treat- 
ment specifically induced apoptosis within this subset (data not 
shown). 

Analysis of activated caspase-3 levels in posttherapy 
CD4 + CD25^ T cells established that treatment induced caspase-3 
activation between days 0-4, which then subsided on day 7, con- 
sistent with the Annexin V data. Similar to that observed with 
CD8 + T cells. BcI-x L /Bcl-2 levels did not change between days 
0-4 (Fig. 6B). In contrast, Bcl-x L /Bcl-2 levels declined between 
days 4 and 7 in CD4^CD25" cells, suggesting a partial involve- 
ment of the intrinsic mitochondrial pathway during later stages of 
apoptosis in CD4 + CD25 + T cells. 

Treatment induces the up-regulation of Fas ligand (FasL) 
expression on CDS* T effector/memory and CD4* CD25~ 
Th cells 

Posttherapy T cell apoptosis was not simply a byproduct of en- 
hanced cytotoxic activity within the tumor microenvironment be- 
cause analysis of other leukocyte subsets, i.e., monocytes and 
granulocytes, did not show increased apoptosis between days 0-4 
(data not shown). Both the activation kinetics and the pro-/anti- 
apoptotic protein expression patterns of intratumoral CD8 1 T cells 
suggested that the observed events were more consistent with 
death receptor-mediated AICD (25, 26). To this end. membrane 
expression of Fas and FasL on the T effector/memory and T sup- 
pressor subsets was monitored before and after therapy. The results 
are shown in Fig. 6C. Analysis of preireatment cells demonstrated 
that whereas all three T cell subsets expressed Fas, none expressed 
FasL. Upon treatment, Fas expression did not change significantly 
(data not shown). In contrast, FasL expression increased on CD8 + 
and 0>TCD25~ T effector/memory cells but not on CD4 + CD25 + 
T suppressors on day 4 (Fig. 6D). Analysis of the cells on day 7 
showed that FasL expression on CD8 + T cells decreased back to day 
0 levels, a finding consistent with the notion that day 7 CD8 + T cells 
are distinct from the day 0-4 populations. A similar change was not 
observed for the CD4^CD25~ cells that remained FasL positive. No 
change was observed for the CD4'CD25 ' T suppressors that re- 
mained FasL negative throughout (Fig. 60). These data are consistent 
with the hypothesis that posttherapy apoptosis of tumor-associated T 
effector/memory cells was likely due to Fas/FasL-mediated AICD. 

Both CD8^ T effector cell activation and T suppressor apoptosis 
are mediated by IL-12 in an IFN-y-dependent manner 

The above studies were performed with IL-I2/GM-CSF-encapsu- 
lated microspheres because these cytokines were previously shown 
to be synergistic in the long-term eradication of metastatic lung 
tumors in the Line-l-BALB/c model (14). It was of interest to 
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FIGURE 6. Posttherapy CD4~CD25 + T suppressor cell apopiosis and Fas/FasL expression. A, CD4 + CD25 + T cell apoptosis. Pretreatment (day 0) and 
posttreatment (days 1 , 2, 4, 7, 10, and 14) TIL were analyzed. Cells were stained for CD4, CD25, and Annexin V. CD4 + CD25^ cells were gated on and percentage 
of Annexin V-positive cells were determined (left ordinate). Each point is an average of three independent experiments (n = 3/experiment). The differences 
between day 4 and days 1, 2, or 7 were significant (p < 0.05). Quantitative analysis of intratumoral CD4 + CD25 + Foxp3^ cells as shown in Fig. 3£> is superimposed 
to demonstrate the relationship between apoptosis and cell numbers (115/1/ ordinate). Error bars = SD. B, Bcl-x L /Bcl-2 expression and caspase-3 activation. 
CD4 + CD25~ T cells were stained for intracellular Bcl-2, Bcl-x L , and activated caspase-3 as described in Materials and Methods (n = 3/group). The decreases 
observed for Bcl-2 and Bcl-x L between day 4 and 7 were significant (p s 0.014). The differences between day 4 and days 0 or 7 for caspase-3 were significant 
(p < 0.006). Error bars, SD. C, Fas and F&sL expression on tumor-infiltrating T cells. Cells from day 0 tumors were stained for CD4, CD25, Fas, and FasL, or 
CD8, Fas, and FasL. CD8 + , CD4^/CD25 + or CD4VCD25" cells were gated on and analyzed for Fas/FasL expression. Results are representative of two 
independent experiments; n = 3/experiment. D, Posttherapy FasL expression. Tumor-infiltrating T cell subsets (CD8^, CD4~CD25"\ and CD4" ! ~CD25~) were 
stained for FasL as described above on days 0, 4, and 7, and percentage of FasL-positive cells were detennined. Each bar is an average of three independent 
experiments, with n = 3/experiment. The differences between days 0 and 4 were significant for CD8 + and CD4 + CD25~ cells (p < 0.021). Error bars, SD. 



determine the specific contribution of each cytokine to the therapy- 
induced changes in tumor-associated T cell subsets. To this end, 
we compared the effect of IL-12 and GM-CSF administered indi- 
vidually or together on T effector/memory cell activation, T sup- 
pressor cell loss, and T effector cell infiltration. The results are 
shown in Fig. 7. These data demonstrate that both the initial CD8 + 
T efTector/memory cell activation as detennined by CD43/CD69 
expression, as well as the increase in CDS* T effector cell numbers 
on day 7 were primarily mediated by IL-12 and not GM-CSF (Fig. 
7, A and B). Similarly, posttherapy T suppressor apoptosis (Fig. 7. 
C and D) and up-regulation of FasL on CD8 + T cells (Fig. IE) 
were also dependent on IL-12 and not GM-CSF. 

Numerous studies, including ours, have demonstrated that IL- 
12-mediatcd tumor regression is IFN-y dependent (14, 15). Others 
showed that IFN-y is also required for death receptor- mediated 
apoptosis (27-30). This raised the question whether the CD8 + T 



effector cell activation and the CD4 + CD25 + T suppressor cell 
apoptosis observed in this study were mediated directly by IL-12 
or required the induction of downstream effectors, i.e., IFN-y. To 
this end, therapy-induced changes in tumor-infiltrating CDS 1 and 
CD4 + CD25 + T cells were monitored in wild-type (wt) and IFN- 
y-knockout (GKO) mice. The results are shown in Table I. These 
data demonstrate that both CD8 + T effector cell expansion and 
CD4 + CD25~ T suppressor cell loss/apoptosis required IFN-y. We 
therefore conclude that IFN-y is central to the IL-I2-induced 
changes in intratumoral T cell populations. 

Discussion 

The studies described here establish that delivery of IL-12 to tu- 
mors promotes an effective reversal of tumor immune suppression 
via the activation of tumor-associated T effector/memory' cells, the 
elimination of intratumoral CD4*CD25 + T suppressor cells, and 
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FIGURE 7. Specific roles of IL-12 and GM-CSF in T cell activation and apoptosis. A. CDS" Tcell activation. CDS* T cells were gated on and analvzed 
for double-positive (CD43/CD69) cells on days 0 (untreated tumor) or days 4 and 7 following treatment with IL-12, GM-CSF, or IL-12 -r GM-CSF 
microspheres (n = 3/group). The differences between day 0 and days 4 or 7 were significant (p < 0.05) for the IL-12 + GM-CSF or IL-12 alone groups. 
The differences between day 0 and days 4 or 7 were not significant (p > 0.10) for GM-CSF alone. Error bars. SD. B. CDS"*" T cell proliferation kinetics. 
Absolute numbers of CDS" T cells in tumors were determined on day 0 (untreated tumor) or days 4 and 7 following treatment with IL-12, GM-CSF, or 
IL-12 + GM-CSF microspheres in = 3/group). The differences between day 0 and day 7 were significant (p ^ 0.03) for IL-12 -r GM-CSF or IL- 1 2 alone. 
The difference between day 0 and day 7 was not significant (p = 0.57) for GM-CSF alone. Error bars, SD. C, T suppressor cell kinetics. Absolute numbers 
of tumor-infiltrating CD4 'CD25 * T cells were determined on day 0 (no treatment) and 4 days after treatment in each group (n = 3/group). The differences 
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CDS + T Cells CD4 + CD25 + T Suppressor Cells 



Cells/g tumor X 10 yh Cells/g tumor X I0~ v Percentage of caspase-3-positive cells'* 



Day wt GKO wt GKO wt GKO 



0 33.3 ±3.5 18.1 ± 3.4 52.1 ± 8.3 66 ± 19 10.5 ± 2.1 10.5 ± 0.7 

4 29 ±3.5 12.8 ±1.8 13.5 ± 1.2 63.5 ± 7.2 22.3 ± 3.6 9.8 ± 0.9 

7 83.5 ±11.2 1 1.6 ±1.7 ND ND ND ND 



" Values shown are averages of three mice per group. Error. SD. ND. Not done. 
*The differences between day 7 and days 0/4 were significant in wt mice (p ^ 0.002). 

' The differences in cell numbers and caspase-3 aciiviiy between days 0-4 were significant in wi mice (p < 0.015). 



the infiltration of CD8 + T effectors. This reversal is maintained for 
at least 2 wk after treatment due to continued loss of CD4 + CD25 + 
T suppressors from the tumor. These data demonstrate the highly 
complex nature of post-IL-12 therapy T cell activity in the tumor 
microenvironment and provide a detailed understanding of how 
intratumoral delivery of IL-12 microspheres promotes tumor 
regression. 

Characterization of tumor-associated T lymphocytes before 
treatment identified three distinct T cell subsets. These subsets 
included functionally impaired CD8 + and CD4 + CD25" T cells 
with an effector/memory phenotype, and a CD4 + CD25 + Foxp3 + 
TGFj3 + T cell population that demonstrated suppressive function. 
These data are consistent with the findings of previous studies dem- 
onstrating the quiescent nature of tumor- associated CD8 + /CD4 + T 
cells (6, 31-33), and more recently the presence of T suppressor cell 
infiltrates in murine and human tumors (34). Evidence from other 
studies suggests that the dysfunctional state of tumor-associated T 
cells is, at least in part, due to T suppressor activity, establishing a 
functional link between the two populations (7-9). To this end, it was 
recently demonstrated that in vivo, T suppressor cells modulate anti- 
tumor T effector activity via selective inhibition of cytotoxic function, 
and that TGF/3 is critical to inhibition (35). Our findings that pre- 
therapy T effector/memory cells were impaired in granzyme B pro- 
duction, and that the tumor-infiltrating CD4"CD25 + T suppressor 
cells expressed membrane-bound TGF/3, are consistent with the no- 
tion that T suppressor cells are responsible for T effector/memory cell 
dysfunction in our model. 

Intratumoral delivery of IL-12 resulted in a rapid and dramatic 
reversal of the anergic phenotype and function of pre-existing T 
effector/memory cells. Several studies have shown that whereas 
TIL are dysfunctional in situ, purified CDS" T cells can be reac- 
tivated in vitro upon stimulation with cytokines (6). This study 
demonstrates a highly effective rescue of both the phenotypic and 
functional characteristics of lumor-associated T cells in situ. Oth- 
ers recently reported that local deliver)' of IL-12 induced the ac- 
tivation of tumor-associated CD4" 1 " T cells, resulting in an I FN- -in- 
dependent eradication of tumor xenografts in a human tumor/SCID 
mouse xenograft model (36). Our data establish that treatment re- 
sulted in the activation of both CD4^ and CDS 4 T effector/mem- 
ory cells and that in addition to enhanced IFN-y production, a 
concurrent recover)' of CDS 4 " T cell cytolytic function was 
achieved. More importantly, we also found that activation of pre- 
existing CDS ' T effector/memory cells did not result in their pro- 



liferation, but led to apoptotic death within 4 days of treatment. 
This finding is consistent with others' observations that anergic, 
tumor-associated T cells are predisposed to AICD upon in vitro 
activation (23) and that IL-12-mediated activation enhances Fas/ 
FasL-dependent AICD of T cells (37, 38). To this end, analysis of 
FasL expression on tumor-associated T effector/memory cells in 
our model demonstrated that treatment resulted in the up-regula- 
tion of FasL on CD8 + T cells and CD4 ' Th cells, consistent with 
the onset of AICD. 

An unexpected finding in this study was that, concurrent with 
the activation of CD8 + T effector/memory cells, intratumoral de- 
livery of IL-12 induced a rapid quantitative decline in tumor-in- 
filtrating T suppressor cells. Further analysis established that the 
loss of T suppressors from tumors was due to apoptotic cell death, 
which was detectable within 24 h of treatment and peaked on day 
4 posttherapy. CD4 + CD25 + T cells displayed Fas on their cell 
surface, suggesting that the Fas/FasL pathway could be involved in 
therapy-induced apoptosis. Because treatment did not induce FasL 
expression on T suppressors, the death signal (FasL) was likely 
provided by activated T effector/memory cells. Current evidence 
for the role of Fas/FasL-mediated apoptosis in T suppressor ho- 
meostasis is inconclusive. Although T suppressor cells express Fas 
constitutively (39, 40), they are resistant to anti-Fas Ab-mediated 
apoptosis (41). In contrast, it was recently reported that whereas 
CD4+CD25* T suppressors were resistant to AICD via TCR-stim- 
ulation, they were uniquely sensitive to soluble CD95 ligand-me- 
diated apoptosis in vitro (42). Similarly, overexpression of Foxp3 
in CD4 + CD25 + T cells of Foxp3 transgenic mice has been shown 
to result in hypersensitivity to Fas/FasL-mediated apoptosis (43). 
These studies support the hypothesis that the Fas/FasL pathway 
may be involved in T suppressor homeostasis. Whether elimina- 
tion of T suppressor cells from immunologically active environ- 
ments via death receptor- mediated apoptosis is a general mecha- 
nism for overcoming regulation remains to be shown. In this case, 
T suppressor loss from tumors continued for at least 2 wk, pro- 
viding a relatively broad window for the effector responses to oc- 
cur. Whether T suppressor cells eventually reinfiltrated persisting 
tumors was not determined. 

Activation and subsequent apoptotic death of pre-existing 
CD8 + T effector/memory cells between days 0-4 was followed by 
infiltration of tumors with nonapoptotic CD8~ T cells displaying 
full effector phenotype on day 7. Apoptosis did not result in a 



was not significant ip = 0.94). Error bars = SD. O, T suppressor ceil apoptosis. Annexin V~CD4~CD25* T cells were quantified on day 0 (no treatment) 
and 4 days after treatment in each group (n = 3/group). The differences between untreated mice and the IL-12 + GM-CSF or IL-12 alone groups were 
significant ip < 0.04). The difference between no treatment and GM-CSF alone was not significant (/; = 0.51). Error bars, SD. E. CDS* T cell FasL 
expression. CDS* T cells were gated on and analyzed for FasL expression on day 0 (no treatment) or on day 4 after treatment for each group (n = 3/group). 
The differences between no treatment and IL-1 2 -f GM-CSF or IL-12 alone groups were significant (p < 0.03). The difference between no treatment and 
GM-CSF alone was not significant (p = 0.57). 
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detectable reduction in intratumoral CDS'*" T cell numbers be- 
tween days 0-4 (as seen with T suppressor cells), due possibly to 
the compensatory infiltration/expansion of CD8* T effectors. 
Whether day 7 CD8* T effectors expanded from pre-existing T 
effector/memory cells or represented a secondary wave of newly 
primed CD8 + T cells arriving from the TDLN remains equivocal. 
The significant differences in the intensity of IFN-y production by 
day 2 vs day 7 CD8 + T cells, the sudden switch in the apoptotic 
phenotype of day 7 CD8 + T cells, as well as the long interval 
between IL-12 delivery and the actual expansion collectively sug- 
gest that day 7 population was distinct from pre-existing CD8 + T 
effector/memory cells and likely represented newly primed effec- 
tors arriving from the TDLN. In contrast, the current data cannot 
rule out the possibility that a subset of pre-existing T effector/ 
memory cells escaped/reversed AICD and expanded on day 7. 
Studies addressing this possibility are currently underway. Regard- 
less of source, the secondary T effector response contracted rapidly 
by day 10, consistent with the established activation kinetics of 
cytotoxic T cell responses (23, 44). 

Analysis of TIL from mice treated either with IL-12 or GM-CSF 
alone demonstrated that essentially all posttreatment T cell activity 
described in this study was mediated by IL-12. The ability of IL- 1 2 
to directly enhance the activity and proliferation of Ag-experi- 
enced T cells is well-established (15). Therefore, the dominant role 
of IL-12 in mediating the early posttherapy changes within tumor- 
infiltrating T cell populations is not surprising. To this end, our 
earlier studies demonstrated synergy between these cytokines in 
the long-term eradication of systemic disease, but not necessarily 
in short-term regression of primary tumors (Ref. 14 and M. O. 
Kilinc and N. K. Egilmez, unpublished data). Because GM-CSF 
has been shown to augment tumor vaccines primarily via the in- 
duction of APC generation (16), its synergistic properties are likely 
associated with a qualitative enhancement of long-term T cell 
memory. 

The observation that the secondary CD8* T effector response 
contracted rapidly between days 7-14, even in the absence of T 
suppressor cells, has important clinical implications. Although 
treatment resulted in an effective reversal of immune suppression 
within the tumor microenvironment and enhanced the intensity of 
Tcell activity, cumulative effector activity was still transient, pro- 
viding a cytotoxic window between days 1 and 10. T effector cell 
activation/contraction kinetics has been shown to be independent 
of both Ag load and persistence (44) and, as the above results 
suggest, possibly of T suppressor activity. Whereas manipulation 
of Ag dose, use of inflammatory adjuvants, and/or blocking of 
regulation enhances the intensity of T cell responses, the contrac- 
tion kinetics of T effector cells remain unaltered (44, 45). There- 
fore, long-term efficacy of vaccine-based approaches may be lim- 
ited by tumor burden and/or persistence even when immune 
regulatory mechanisms are successfully blocked. Accordingly, 
vaccines designed to induce antitumor T cells would be more 
likely to achieve complete tumor eradication and disease-free sur- 
vival in patients with limited tumor burden. To this end, therapeu- 
tic tumor vaccines have been significantly more successful when 
administered in the minimal residual disease setting in both pre- 
clinical and clinical studies (14, 46-48). 
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CD69 expression in B-cell chronic lymphocytic leukemia: 
a new prognostic marker ? 



Ninety- two patients suffering froriirrrrurdogcally typi- 
cal (CD5 + CD23*) B-cdl chrxTiclyTphccyticleukema(B-aL) 
were tested for the express on afCD69, an and gen that is pre- 
cocious y expressed on rxxmal serrulated T lyrrphocytEs and 
B- ceils Forty- eic/Tt (52%) patients displayed CD69 antigen 
on the cell surface and the express on of tris rrdeoJe v\as 
found to be related to higher peripheral blood lyrrphocyto- 
sis, more advanced diricai stage, a diffuse pattern of bone 
rTBrrowir/iltration and trisomy 1 2 By contrast, dd1 3q1 4 
\abs rrore frequently detected in the CD 69- negative group 
Finally, CD69 expression had a sigificantiy negative irrpact 
cn survival of patients These data suggest that CD69 could 
be a prorrising new irrrrxindogc prognostic marker for 

A highly variable clinical course of disease characterizes B-cell 
chronic lymphocytic leukemia (B-CLL). 1 In fact some patients do 
not require any treatment for many years and have a long-stand- 
ing disease, while others may die within a few months of diag- 
nosis because of B-CLL itself or disease- related complications. 
In an attempt to identify subgroups of B-CLL patients with pecu- 
liar features predictive of the clinical behavior of the disease, 
several clinical and laboratory parameters have already been 
tested. 2 Indeed, various immunophenotypic markers have been 
proposed as having prognostic relevance, such as the intensity 
of CD20 expression, 3 the expression of CD23 and CD21, 4 and, 
more recently, the expression of CD38 5 

CD69 identifies a type II integral membrane protein with a sir 
gle transmembrane domain belonging to the C-type lectin f 
ily of surface receptors. 6 - 7 Initially described as an ?' c * 
expressed early in the activation of lymphoid cells, (L "*5 're- 
considered restricted to activated lymphocytes. As a ..cm, - of 
the fact resting peripheral blood lymphoid cells do n»_ ./press 
CD69 However, the stimulation of the T-cell rr v T -orXX3 com- 
plex in T- eel Is quickly induces expression o f U r -J' In addition, 
C069 expression is inducible by i inmate u 5 _*n.wCytes, B-cells 
(through crosslinking of surface immu- «r lui), natural killer 
cells, monocytes, neutrophils and e ? r %. ''s. Although a spe- 
cific ligand has not yet been idp- „, D69 generates intra- 
cellular signals with various ce=- £, -i^onses. 9 

We analyzed CD69 (clon*- L '"-ton Dickinson Immunocy- 
tometry Systems, BDIS, 5r~ JK, USA) expression on neo- 
plastic cells by means J f \ < geometry (FACSCalibur, BDIS) in 
peripheral blood sample^ .rom 92 immunologically typical 
(CD5<£>23 + ) untreated B-CLL patients. An additional panel of 
fluorescein (FITC) and phycoerythrin (PE) directly- conjugated 
monodonal antibodies induding CD! 9 (Leu- 1 2), CD20 (Leu- 1 6), 
CD22 (leu- 14), CD23 (Leu- 20), CDS (Leu-1), CD38 (Leu- 17), 
FMC7, k/X light chains, all purchased from BDIS, and CD7£b 
(CB3-1, Immunotech, Marseille, France), was used. Finally, the 
number of CD20 and CD22molecules/f3er cell, evaluated as anti- 
body-binding capadty (ABC), was measured by means of Quan- 
tiBRITE technology (BDIS), as described elsewere. 10 

Forty- eight (52%) patients expressed CD69in more than 3C% 
of CD1 9- positive cells, Table 1 reports the dinico -biological fea- 
tures of B-CLL patients according to the expression of CD69 As 
shown, no differences by age, gender, typical or atypical mor- 
phology (FAB criteria), expression of FMC7, CD7&> and CD3a as 
well as density of CD2Q CD22 and surface membrane 
immunoglobulins were observed between the two groups of 
patients. However, peripheral blood lymphocytosis, Binet stages 
B and Q and diffuse pattern of bone marrow infiltration were 
found to be dosely assodated with CD69 expression. In addition, 
trisomy 1 2 (a cytogenetic marker of poor prognosi s) was signi f- 



Table 1. Clinico-biologica! features of B-CLL patients 
according to the expression of CD69 molecules. 



features 


CD6< 
Negative 


) expression 
Positiw 


P 


Anp 


62.6 ±10,4 


631 ±11.8 


ns° 


Sex (M/F) 


34/10 


27/21 


ns* 


Morphology 
typical 
Atypical 


37 
7 


38 
10 


ns° 
ns° 


Clinical stage (Binet) 
A 
B 
C 


20 
11 
11 


37 
5 
5 


0.0095' 


Peripheral blood 
lymphocytosis (/ui) 


44.383 ±75 ,i 


it ,60 ±9.61 3 


0.0015° 


Pattern of bone marrow inH' ,v 
Nodular/interstitial 1 „ 
Diffuse / 


21 

3 


0.0006* 


Surface Igder 
Low 
Higi 


43 
1 


46 
■) 

L 


ns" 


FMC7 e*. .jion 
Positive 
Negative 


35 
9 


35 
13 


ns* 


CD79b expression 
Positive 
Negative 


38 
6 


35 
13 


ns* 


CD38 expression 
Positive 
Negative 


31 

13 


34 
14 


ns' 


CO 20 ABC values 


10.022±9,137 


12.231 ±11.21 4 


ns a 


0)22 ABC values 


7.639±7.001 


6.232+4.210 


ns* 


Cytogenetics' 
Trisomy 12 
Del 13q14 


0 
7 


9 
1 


0.03* 



Ch ta are expressed as number of cases displaying or not CD39 molecule vJth the 
exception ofpeript&mt blood lymptmcytosis. CWOand CD22A8C\>aiues. reported as 
mean±standanJ d&.iations. * MnnAffiitney test: 'Chisqwmd test: $e*jaluated only 
in 43cases: 'evaluated only in 27 cases. 



icantly more represented in the CD69- positive group, while del 
1 3q1 4 (usually correlated with a better prognosis) was detect- 
ed more frequently in the CD69- negative group. Ten patients (5 
in the CD69-positive and Sin the CD69-negative group) did not 
carry any of these abnormalities. As a result median overall sur- 
vival of CD69- positive B-CLL patients was 98 months, while it 
is still not reached at 150monthsin the CD69-negative B-CLL 
patients (Figure 1), Finally, multivariate analysis (Cox model) 
confirmed the independent positive prognostic weight of CD69 
expression at diagnosis in B-CLL (p = Q015) (data not shown). 
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Figure 1. Actuarial survival based on CD69 expression in B-CLL 
(Kaplan-Meier and Pearson's correlation test). 



Thus in our hands, CD69 was found to be expressed on neo- 
plastic B- eel Is of more tin an half of our B-CLL patients. Since this 
expression correlated with worse clini co- biological fh dings as 
well as a shorter survival than did CD69- negative forms, CD69 
could be considered as a new promising immunologic prognos- 
tic parameter in B-CLL However, the exact role of CDG9in tf* 
pathogenesis and clinical behavior of B-CLL remains to be ' , 
ter established, needing further investigations. 
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Abstract 

Analysis of cytokine mRNA and protein in rheumatoid arthritis tissue revealed 
that many proinflammatory cytokines such as TNFa, EL-1, IL-6, GM-CSF, and 
chemokines such as EL-8 are abundant in all patients regardless of therapy. This 
is compensated to some degree by the increased production of anti-inflammatory 
cytokines such as IL-10 and TGF/J and cytokine inhibitors such as IL-lra and sol- 
uble TNF-R. However, this upregulation in homeostatic regulatory mechanisms 
is not sufficient as these are unable to neutralize all the TNFa and IL-1 produced. 

In rheumatoid joint cell cultures that spontaneously produce IL-1, TNFa was 
the major dominant regulator of IL-1. Subsequently, other proinflammatory cy- 
tokines were also inhibited if TNFa was neutralized, leading to the new concept 
that the proinflammatory cytokines were linked in a network with TNFa at its 
apex. This led to the hypothesis that TNFa was of major importance in rheuma- 
toid arthritis and was a therapeutic target. This hypothesis has been successfully 
tested in animal models, of, for example, collagen-induced arthritis, and these 
studies have provided the rationale for clinical trials of anti-TNFa therapy in 
patients with long-standing rheumatoid arthritis. Several clinical trials using a 
chimeric anti-TNFa antibody have shown marked clinical benefit, verifying the 
hypothesis that TNFa is of major importance in rheumatoid arthritis. Retreat- 
ment studies have also shown benefit in repeated relapses, indicating that the 
disease remains TNFa dependent. Overall these studies demonstrate that analy- 
sis of cytokine expression and regulation may yield effective therapeutic targets 
in inflammatory disease. 
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INTRODUCTION 

Cytokines are local protein mediators, now known to be involved in almost all 
important biological processes, including cell growth and activation, inflamma- 
tion, immunity, and differentiation. Thus, it is not surprising that they have a 
role in an autoimmune disease such as rheumatoid arthritis (RA), in which there 
is chronic inflammation, with fibrosis and the eventual destruction of cartilage 
and bone. 

As all the cytokines cloned first, such as interferon gamma (IFNy), inter- 
leukin 2 (IL-2), tumor necrosis factor (TNFa), and interleukin 1 (IL-1), were 
mediators of immunity or of proinflammatory activity, the underlying assump- 
tion in the initial investigations into the role of cytokines in RA was that those 
most abundantly expressed were likely to be pathogenic. Thus, the long-term 
goal of cytokine analysis in RA was to define new targets for therapy. It is 
now clear that this early view of the role of cytokines in arthritis was far too 
simple. We now know that many cytokines with proinflammatory features also 
have anti-inflammatory aspects (e.g. IFNy), and that those with mostly anti- 
immune/inflammatory features, such as transforming growth factor fi (TGF/J) 
or interleukin 10 (IL-10), also have proinflammatory effects and hence are 
potentially pathogenic. 

In this review, we focus on RA because it is the most studied form of arthri- 
tis, and we compare it with other forms of arthritis where possible, including 
animal models. Discussion of the role of cytokines in other autoimmune dis- 
eases can be found elsewhere, including books recently published (1,2). The 
analysis of cytokine expression and regulation in RA, as described here, identi- 
fied a therapeutic target TNFa, which led to the successful clinical trials using 
a monoclonal antibody to TNFa. These in vivo studies have confirmed the 
usefulness of the in vitro analysis performed on RA synovial membrane cell 
cultures. 

THE PATHOGENESIS OF RHEUMATOID ARTHRITIS 

Although the etiology of RA remains elusive, susceptibility factors are evident. 
Thus, the threefold predominance of RA in women may be attributable to hor- 
monal factors, and the clear-cut genetic contribution in this disease is contained 
predominantly within the HLA class II locus. On one side of the peptide binding 
groove of HLA-DR, there is a shared epitope, comprising amino-acids 70-74 of 
the chain, which is conserved in the DR1 and DR4 disease-susceptible haplo- 
types (3). This epitope is present in > 80% of Caucasian RA patients and is the 
most important evidence to support the concept that T lymphocyte recognition 
is important at some stage in the pathogenesis of RA, either in shaping the T 
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cell receptor (TCR) repertoire or in the presentation of an inducing microbial 
or autoantigenic peptide. 

More recently, other candidate genes including cytokine polymorphisms have 
been investigated. Although an allele polymorphism in the promoter region of 
TNFa associated with HLA Al, B8, and DR3 was identified and another in the 
promoter region of theDL-la gene, these are not associated with RA but are with 
other autoimmune diseases such as systemic lupus erythematosus (SLE) in the 
case of the TNFa polymorphism (4, 5) and a severe form of arthritis in children 
(JRA) in the case of IL-la (6). The discordance in developing rheumatoid 
disease between identical twins (7) clearly suggests that nongenetic factors 
are also important, and infectious agents are the most plausible explanation. 
However, although many infectious agents have been implicated over the years, 
from viruses to mycoplasma and mycobacteria, none have yet been reproducibly 
identified in different laboratories. 

The pathology of RA extends throughout the synovial joint (Figure 1), and 
in severe cases involves many other organs. In contrast to the acellular na- 
ture of normal synovial fluid, RA synovial fluid is enriched predominantly 
with neutrophils, but macrophages, T lymphocytes, and dendritic cells are also 
present. The increase in cellularity, however, is most obvious in the synovial 
membrane, which becomes infiltrated by cells recruited from the blood. The 
lining layer of the joint is increased, from 1-2 cells to 6-8 cells thick, and is 
comprised mostly of activated macrophages (occasionally referred to as type- 
A synoviocytes) with an underlying layer of fibroblast-Iike cells (occasionally 
referred to as type-B synoviocytes). The deeper layers within the synovium 
have follicles of lymphoid cells around vessels as well as lymphocytes scat- 
tered between them. Neovascularization is prominent, and there are many 
activated endothelial cells. The most abundant cells in the synovial membrane 
are macrophages and T lymphocytes, but plasma cells, dendritic cells, and 
activated fibroblasts are also found. Many of these cells are activated and ex- 
press abundant HLA class II and adhesion molecules of relevance in antigen 
presentation (8-13). 

The major site of irreversible tissue damage originates at the junction of the 
synovium lining the joint capsule with the cartilage and bone, a region often 
termed the pannus, an area rich in macrophages. The cells of the pannus mi- 
grate over the underlying cartilage and into the subchondral bone, causing the 
subsequent erosion of these tissues (14). The destruction of the cartilage seen 
in rheumatic disease is now considered to be mosdy due to the activity of ma- 
trix metalloproteinases (MMPs), enzymes produced by activated macrophages 
and fibroblasts in response to proinflammatory cytokines such as IL-1 and 
TNFa. These enzymes are synthesized and secreted as latent molecules, with 
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Figure 1 Diagrammatic representation of synovial joint, normal joint (left) rheumatoid arthritis 
joint (right). 



activation brought about by proteolytic cleavage of the propeptide domain. In 
arthritis, the MMP enzymes collagenase (MMP-1) and stromelysin 1 (MMP-3), 
whose production is increased, play an important role in the destructive process 
(15). The activity of MMPs is regulated to some extent by tissue inhibitors 
of metalloproteinase (TIMP), three forms of which have been cloned in hu- 
mans; these irreversibly bind the active MMP to form a 1:1 complex with the 
enzyme. The fact that the TIMPs are produced by the same cells that produce 
the MMPs suggests an intimate role for these inhibitors in regulating matrix 
turnover, and also that much of the connective tissue destruction associated with 
arthritic disease is due to an imbalance between the production of the MMPs 
and that of the specific TIMPs. Of interest in this regard is the observation 
that transforming growth factor /J (TGF/J) and IL-10, two immunoregulatory 
and anti-inflammatory cytokines produced in the RA joint (discussed in the 
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next section), not only inhibit the production of proinflammatory cytokines that 
induce MMPs, but also induce the production of their native inhibitors TIMPs 
(16) (J-M Dayer, personal communication). 

In addition to the MMPs, other enzymes synthesized by cells resident within 
the cartilage and bone as well as by infiltrating inflammatory cells are capable 
of cleaving the major components of cartilage and bone such as proteoglycan 
and collagen (type I, II, IX, X, and XI). These enzymes include serine, aspartic, 
and particularly cysteine endopeptidases such as cathepsin B (17). Detailed 
discussion of these enzyme effects are beyond the scope of this chapter. 

CYTOKINE EXPRESSION IN RHEUMATOID ARTHRITIS 

Although the major pathology in RA occurs in the synovium, synovial fluid is 
more readily accessible, and as such the production of cytokines such as IL-1 
was first documented in this compartment (18). However, the relevance of cy- 
tokines found in synovial fluid in the pathogenesis of the disease is unclear. This 
fluid is largely a sink containing a complex mixture of molecules, including a 
large concentration of hyaluronan, other proteoglycans, degradative enzymes, 
and serum proteins, many of which inhibit or degrade cytokine function. Fur- 
thermore, as the pathways and factors controlling the flux into the joint space 
are ill understood, we have not pursued analysis of cytokines in synovial fluid. 
In contrast, cytokine expression in synovial membrane is likely to be of greater 
relevance to the pathogenesis of RA, as this is the principal site of immune and 
inflammatory activity. The source of human RA synovial membrane is usually 
joint replacement surgery, which can provide large numbers of cells but has 
the limitation that this tissue is obtained only from late stages of the disease. 
On occasion, small, active samples from early stage disease are available from 
arthroscopic biopsies. 

Since cytokines are local messenger molecules, we first investigated mRNA 
production as an index of synthesis. Due to the restricted sample size available 
and the large number of potentially relevant mediators to probe for, Northern 
blot hybridization and slot blotting techniques were developed for this pur- 
pose. With the capacity to strip and reprobe filters a number of times, it be- 
came possible to rapidly generate abundant data on cytokine expression in the 
rheumatoid synovium (19, 20). These techniques have now been replaced by 
more sensitive methods such as reverse transcriptase polymerase chain reaction 
(RT-PCR). 

Pro-Inflammatory Cytokines 

IL-l and TNFa protein were readily detected in synovial fluid (18, 21-24). In 
the synovium, at the mRNA level these cytokines can be detected by blotting 
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(20) and by in situ hybridization (25, 26). Immunohistological localization 
of these protein products has demonstrated predominant expression in macro- 
phages (25, 27). These proteins were also detected in the short term in in vitro 
cultures of the entire mixture of cells derived by enzymatic disaggregation of 
the synovial membrane (20, 28). Of importance was the observation that IL-1 
and TNFor could be detected by bioassay of synovial membrane cultures, and 
hence they were present in quantities able to signal effectively. 

Subsequently, as other proinflammatory cytokine and growth factor cDNAs 
were cloned, their mRNAs and proteins were also detected in RA synovial 
tissue. These cytokines included interleukin 6 (IL-6) (29-32), interferon a 
(IFNa) (24), granulocyte macrophage colony stimulating factor (GM-CSF) 
(33-35), macrophage colony stimulating factor (M-CSF) (36), and leukocyte 
inhibitory factor (LIF) (37-39). Many of these studies used osteoarthritis tissue 
or synovial fluid for comparison. Usually the same cytokines were produced, 
but at a lower level. 

Currently we are unaware of any published data concerning the proinflam- 
matory cytokine interleukin 12 (IL-12) (40) in rheumatoid joints or cultures. In 
our laboratory (FM Brennan, H Thomssen, P Green, RN Maini, M Feldmann, 
unpublished data), we have detected low levels of IL-12 in supematants from 
RA joint cell cultures. The levels were within the biologically active range 
(20-200 pg/ml), with a mean of 79 pg/ml for p40 IL-12, and a mean of 30 
pg/ml for p75 heterodimer. It is thus conceivable that IL-12 is important in 
the late stages of the disease process. In view of the predominance of CD4 + 
Thl cells in RA joints, with very few Th2 cells (see later), and that IL-12 is 
a powerful stimulus for skewing the Thl/Th2 ratio (41), it is likely that early 
in the disease process IL-12 may be importantly involved. In the latter stages 
IL-12 may also be involved in maintaining the Thl preponderance and in driv- 
ing cytokine production. Neutralizing experiments are needed to evaluate its 
potential role in the latter process. In collagen-induced arthritis, it has recently 
been reported (42) that IL-12 may replace the need for mycobacteria, markedly 
augmenting the incidence of arthritis in DBA/1 mice injected with Freund's 
incomplete adjuvant and collagen type n. 

The cytokines identified as major contributors in the hyperplasia of rheuma- 
toid synovial fibroblasts include platelet-derived growth factor (PDGF) (43- 
45), fibroblast growth factor (FGF), (45-47), and transforming growth factor fi 
(TGF/J) (45, 47-50). Which of these is of major importance has not been eval- 
uated experimentally, although immunohistological techniques have demon- 
strated co-expression of PDGF and FGF (45, 5 1) and of basic FGF with TGFfi 
(47) in RA synovial tissue. The presence of these and other cytokines in RA 
synovium is summarized in Table 1 . 
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Cytokine 



mRNA Protein References 



Proinflammatory Cytokines 
IL-la&jS (interleukin 1) 



TNFa 
LT 

GM-CSF 

M-CSF 

DL-6 

LIF 

IL-H 

OncoM 

IL-2 

IL-3 

IL-7 

IL-7 

IL-15 

DFNcr 

IFN/f 

JFNy 

IL-12 



(tumour necrosis factor alpha) 
(lymphotoxin) 

(granulocyte macrophage colony stimulating factor) 

(macrophage colony stimulating factor) 

(interleukin 6) 

(leucocyte inhibitory factor) 

(interleukin II) 

(Oncostatin M) 

(interleukin 2) 

(interleukin 3) 

(interleukin 7) 

(interleukin 9) 

(interleukin 15) 

(interferon alpha) 

(interferon beta) 

(interferon gamma) 

(interleukin 12) 



Immunoregulatory Cytokines 



IL-4 

IL-10 

IL-13 



(interleukin 4) 
(interleukin 10) 
(interleukin 13) 



TGF/7 (transforming growth factor beta) 



Chemotactic Cytokines 



IL-8 

Gro of 

MlP-la 

MIP-10 

MCP-1 

ENA-78 

RANTES 



(interleukin 8) 

(melanoma growth stimulating activity) 
(macrophage inflammatory protein 1 alpha) 
(macrophage inflammatory protein 1 beta) 
(monocyte chemoattractant protein 1) 
(epithelial neutrophil activating peptide 78) 
(regulated upon activation T cell expressed & secreted) 

Mitogenic Cytokines 



BDGF 

FGF 

PDGF 



(Vascular endophelial cell growth factor) 
(Fibroblast growth factor) 
(Platelet-derived growth factor) 



Yes 


Yes 


/1ft OA 01 *>C or 
Uo. 2J, 25, 26 






28.93 103 116* 


Yes 


Yes 
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(33-35) 
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(36) 


Yes 


Yes 


(25,29-32) 
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(37, 39) 


9 
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7 
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Yes 


+/- 


(19, 36) 


No 


No 


(36) 


? 
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/ 


7 




Yes 


Yes 


(162) 
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(24) 


? 


? 




Yes 


+/ 


(19, 25,96) 


Vm 
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ies 


(unpublished 






reidmann M) 


? 


No 


(84) 


Yes 


Yes 


(67,85,91,92) 


Yes 


Yes 


(unpublished 






Klareskog, L) 


Yes 


Yes 


(48,48,50,68, 






68-71,84) 


Yes 


Yes 


(53-55.60, 61) 


Yes 


Yes 


(60) 


Yes 


Yes 


(60,63) 


Yes 


Yes 


(60) 


Yes 


Yes 


(56-60) 


Yes 


Yes 


(62) 


Yes 


Yes 


(64) 


Yes 


Yes 


(184, 185) 


Yes 


Yes 


(44,46,47, 50,51) 


Yes 


Yes 


(43,45,51) 
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Chemotactic Cytokines (Chemokines) 

Many of the features of the rheumatoid synovial environment, such as the selec- 
tive accumulation of VLA4+ CD45RO+ T cells and activated macrophages in 
the membrane, and of polymorphonuclear cells in joint fluids, suggest a possible 
role for leukocyte chemoattractant molecules such as chemokines. This super- 
family of low MW peptides (7-15 kDa) has a conserved four-cysteine motif and 
consists of at least two subfamilies: the C-X-C (a) chemokines such as inter- 
leukin 8 (IL-8), melanoma growth stimulating activity (GRO a), and epithelial 
neutrophil activating peptide 78 (ENA 78), all of which predominantly attract 
neutrophils; and the C-C (/3) chemokines such as RANTES (regulated upon 
activation normal T cell expressed and secreted), MCP-1 (monocyte chemoat- 
tractant protein 1), and MBP-la (macrophage inflammatory protein la), which 
chiefly recruit T cells and monocytes (52). 

Chemokines could be released by a number of cells present in RA joints, 
including endothelial cells, fibroblasts, macrophages, and lymphocytes. Mem- 
bers of both subclasses have been implicated in the pathogenesis of RA. Data 
from our laboratory and others have demonstrated the presence of IL-8 in 
RA synovial membrane cells (53-55); the production of other chemokines in- 
cluding GROa, MlP-la, macrophage inflammatory protein 10 (MIP-10) and 
MCP-1 (56-60) has subsequently been reported. In addition, immunohisto- 
chemical analyses of RA synovial tissue have demonstrated the presence of 
IL-8 (61), ENA-78 (62), MIP-la (63), MCP-1 (57), and RANTES (64), pre- 
dominantly associated with synovial tissue macrophages and, to a lesser extent, 
with endothelium and synovial tissue fibroblasts. Because the majority of the 
cells in the RA synovium are macrophages and T lymphocytes, 0 chemokines 
are likely to be important, although neutrophil chemoattractants such as IL-8, 
GROa, and ENA-78 may play a role in neutrophil accumulation within the 
synovial fluid. 

Finally, in addition to their leukocyte chemotactic activity, chemokines may 
also be involved in other processes relevant to RA, such as connective tissue 
metabolism (for example, the a-chemokine connective tissue activation pep- 
tide CTAP DI is elevated in rheumatoid plasma) and neovascularization (IL-8, 
GROa, ENA-78). However, it has not yet been ascertained which one(s) are 
the major contributors to leukocyte infiltration, or which will be therapeutically 
relevant. More recently, Kunkel and coworkers demonstrated expression of the 
^-chemokines MCP-1 and MIP-la, and the a-chemokines ENA-78 and MIP-2 
(the murine functional homolog of IL-8) (65) in murine collagen-induced arthri- 
tis (CIA). The earliest detectable levels of MIP-la, MCP-1 and MIP-2 were 
observed 4 weeks after initial collagen challenge, a time-course paralleling that 
of disease development, whereas the time-course for ENA-78 was much slower 
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(8 weeks). Passive immunization of CIA mice with antibodies against either 
MlP-la or MIP-2 resulted in both a delay in disease onset and a decrease in 
disease severity. Interestingly, anti-IL-10 treatment increased the expression 
of MlP-la and MIP-2, associated with enhanced leukocyte infiltration in the 
joints, suggesting a homeostatic role for IL-10 in chemokine regulation (66) as 
well as its previously reported role (67) in regulating TNFar and IL- 1/3. 

INHIBITORS OF IMMUNE ACTIVATION AND 
INFLAMMATION 

Cytokines generally regarded as possessing immunoregulatory and inhibitory 
properties were discovered and subsequently cloned after the proinflammatory 
cytokines. These molecules include TGF/J, IL-4, IL-10, and IL-13. A num- 
ber of studies from different groups have documented that TGF/J is abundant 
in both the precursor, inactive, form and the active form in rheumatoid joints 
(48, 68-71). However, whether TGF/J actually functions in RA as an anti- 
inflammatory cytokine has been questioned because it also has the potential 
to be proinflammatory (72). Thus, if injected locally into the joints of normal 
rats, TGF/J resulted in a rapid leukocyte infiltration with synovial hyperplasia 
leading to synovitis (73, 74), whereas if injected systemically into rodents sus- 
ceptible to arthritis, it antagonized the development of polyarthritis (75, 76). 
Furthermore, in a recent publication, it was reported that anti-TGF/J antibody, 
injected locally into the joint of rats with arthritis, diminished the ongoing in- 
flammation (77). These studies indicate the multipotential properties of TGF/J, 
and the differential effects if injected systemically or locally into the joint. 
Moreover, TGF/J clearly has other proinflammatory effects, such as acting as 
a chemotactic factor for monocytes (78). On the other hand TGF0 is likely 
to be a key cytokine involved in repair and fibrosis in the joints. For exam- 
ple, while inhibiting production of metalloproteinases such as collagenase (68) 
and inducing TTMP (16), TGF/J also stimulates the production of type I and 
type XI collagen (79). Thus, locally TGF/J may promote reparative processes 
in arthritic synovial connective tissue scarring and tissue repair by inhibiting 
cartilage and bone destruction. However, in chronic lesions, overproduction 
of TGF/J could contribute to the ongoing damage by recruiting inflammatory 
macrophages and fibroblasts with the potential for tissue destruction, and also, 
as shown recently (RA Fava, unpublished observation), by its ability to pro- 
mote angiogenesis through induction of vascular endothelial cell growth factor 
(VEGF). 

In common with TGF/J, IL-4 also displays some immunoregulatory effects 
such as inhibition of LPS-induced IL-1, TNFor, PGE2, and 92-kDa gelatinase 
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production in human monocytes (80-83). However, in contrast to TGF/J, JL-4 
has not been found in rheumatoid synovial tissue cultures (84) nor in T cells 
cloned from RA synovial biopsies (85), although it has been detected in reactive 
arthritis (86). This and other evidence suggest that CD4 + ve Th2-derived cy- 
tokines are not abundant in RA joints, and that CD4 + ve Thl cells predominate 
in this site (87). It is possible that the lack of IL-4-producing CD4+ Thl cells 
contributes to the pathogenesis of RA, and this has led to suggestions that IL-4 
may be a useful therapeutic agent (88) (NA Mitchison, unpublished observa- 
tion). This latter group demonstrated that the addition of recombinant IL-4 to 
RA synovial tissue organ cultures resulted in the inhibition of proinflamma- 
tory cytokine production (88). Using dissociated synovial cell cultures (89), 
we did not observe such a significant inhibition of proinflammatory cytokine 
production with EL-4; indeed, the expression of TNF-R on the surface of cells 
increased significantly, which could conceivably increase the responsiveness to 
TNFor. These effects aside, it is interesting to note that IL-4 production in RA 
joints is defective, and there is a report suggesting that the incidence of allergies 
is lower in RA patients (90). 

IL-10 also has profound anti-inflammatory and immunoregulatory effects. Its 
presence has been documented in RA peripheral blood (91) and synovial joints 
by RT-PCR of fresh frozen biopsies, immunostaining of fresh frozen biopsies, 
and by assay of 24-h culture supernatants of dissociated joint cell cultures 
(67, 92). Furthermore, we found that in these RA synovial cell cultures, the 
endogenous IL-10 produced is functional, since inhibition of its activity using 
a neutralizing monoclonal antibody enhanced TNFa and IL-1 production (67). 
Conversely, addition of recombinant IL-10 to these cultures inhibited TNFa and 
IL-1 production by approximately 50%. In a similar study but using synovial 
tissue organ cultures (93), exogenous IL-10 also inhibited IL1/J although IL-4 
was more potent, and additionally IL-4 (but riot IL-10) induced the production 
of the native inhibitor of EL- 1 , the EL- 1 receptor antagonist, (IL- 1 ra). Although 
IL-10 is not a potent inducer of EL- Ira, we have shown recently that IL-10 (but 
not DL-4) induces the production of the endogenous TNF inhibitors, i.e. soluble 
TNF receptors from monocyte cultures, while also downregulating surface TNF 
receptor (TNF-R) expression (94). Thus, many of the properties of DL- 10 are 
compatible with its being a major immunoregulator. However, not all of its 
properties are immunosuppressive, and its B cell stimulatory effects (95) may 
be important in the production of rheumatoid factors. 

IL- 1 3 also has inhibitory features resembling those of IL-4. It has not yet been 
quantitated in RA joints. However, preliminary data (L Klareskog, unpublished 
observation) suggest it can be detected by immunostaining in RA synovium. 
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ARE THERE DISCREPANCIES BETWEEN MRNA AND 
PROTEIN LEVELS FOR CYTOKINES IN RA JOINTS? 

In contrast to the cytokines discussed in the previous section (IL-1, TNFa, 
IL-6, IL-8, GM-CSF), other cytokines detectable at the mRNA level were not 
abundant at the protein level but were present at low levels. These include 
cytokines derived principally from T cells, including IL-2, lymphotoxin (LT), 
and IFNy (19, 36, 96). However, more recently, using more sensitive methods, 
T cell-derived cytokine proteins have been visualized by immunostaining; with 
this procedure, several groups have shown that IFNy -producing T cells are not 
rare, with up to 0.5% of the total synovial T cells expressing IFNy at any one 
time in joints of longstanding RA patients (85, 97) (L Klareskog, JS Smolen, 
unpublished observation). Other T cell cytokines, however, were not often 
detectable at either protein or mRNA level, e.g. IL-4 (84). 

A variety of conclusions have been drawn on the basis of these observations. 
The extreme position has been taken by Firestein & Zvaifler (98), who have used 
these results as an argument that T cells do not have much role in the chronic, 
established stages of rheumatoid arthritis; instead, they argue, the process is 
perpetuated by cytokine interactions between other cells, including fibroblasts 
and macrophages. Alternative interpretations of the same data are possible, in 
view of the different physiology of T cells and macrophages. First, the low 
frequency of Thl -secreted products such as DFNy and IL-2 may be sufficient to 
maintain T cell-dependent immune inflammation. Second, T cells migrate to 
their target tissue and deliver cytokines in a polarized manner, directly to their 
target cell. It would thus not be anticipated that large amounts of cytokines 
should be present in supernatants of T cells. Thirdly, since the evidence that T 
cells produce only low levels of cytokines, it has become apparent that cytokine 
inhibitors are abundant in body fluids. For IL-2, IFNy, LT, etc, these are the 
soluble cytokine receptors, shed from the surface of cells. These effects would 
all contribute to limited detection of T cell cytokine. The major cause of limited 
T cell cytokine detection now appears to be that chronic inflammatory sites such 
as RA joints contain abundant quantities of cytokines capable of diminishing 
T cell cytokine synthesis. These include TGF0 (99), but probably the most 
important in RA is IL-10 (100, 101), since the addition of a neutralizing anti- 
IL-10 antibody to RA synovial membrane culture was able to upregulate IFNy 
production in a proportion of cultures within 24 h (67). 

CYTOKINE REGULATION 

From the beginning of studies of cytokine expression in RA synovium, as- 
pects of cytokine regulation there appeared different from what may have been 
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expected for in vitro activated cells. Most important was the consistent pattern 
of cytokine production, with all samples producing essentially the same pattern 
of cytokines. This was regardless of the duration of the disease or therapy, 
even with potential cytokine synthesis inhibitory drugs such as corticosteroids. 
In stimulated macrophages, IL-1 /J production greatly exceeds that of IL-la at 
mRNA or protein level (102). In RA joints the production of IL-la mRNA was 
relatively high, suggesting that EL-1 was either regulated differently or mostly 
was not coming from activated cells of the macrophage lineage (20). 

The regular presence of cytokines in all rheumatoid joint synovial samples 
suggested that, unlike what is reported with normal cells stimulated in vitro, 
where cytokine expression is transient, cytokine expression in RA synovial 
tissue was likely to be prolonged or even continuous. This hypothesis was 
evaluated by placing RA synovial membrane cells in culture in the absence 
of extrinsic stimulation and ascertaining mRNA levels at various times. For 
example, in RA cultures, IL-la mRNA persisted for the duration of the culture 
period (5-6 days) in the absence of extrinsic stimulation; in contrast in mitogen- 
stimulated peripheral mononuclear points cell cultures, mRNA expression was 
transient and shut off within 24 h (20). 

The above results indicated that the signals regulating prolonged cytokine 
synthesis in rheumatoid joint cells were present in these RA synovial membrane 
cell cultures and hence could be analyzed. The problem at face value was 
quite daunting, with a heterogeneous mixture of cells producing a plethora 
of cytokine and noncytokine signals. Since Fell, Saklatvala and others (103- 
105) had shown that IL-1 (described as 'catabolin') was of importance in the 
initiation of destruction of cartilage and bone, we chose initially to analyze the 
regulation of IL-1 in rheumatoid synovial membrane cell cultures. While LPS is 
the usual experimental inducer of IL-1, possibly relevant in reactive arthritis, it 
is not likely to be important in RA: Instead we evaluated the effect of blocking 
cytokine inducers of IL-1. Since TNFa reportedly was a potent inducer of 
IL-1 (106), we used neutralizing antibodies to TNFa and lymphotoxin in RA 
synovial cultures to evaluate its role. The results were striking: within 3 days, 
IL-1 bioactivity had virtually disappeared. IL-1 mRNA levels were reduced 
much earlier. From this experiment, we concluded that TNFa was the major 
signal driving IL-1 synthesis in RA SM cultures (28). 

This result prompted analysis of the production of other cytokines dependent 
on TNFa. Anti-TNFa antibodies also inhibited the production of another 
proinflammatory cytokine, GM-CSF (34). In addition to being a growth factor 
for monocytes in hematopoiesis, GM-CSF also activates mature monocytes 
and macrophages. It has been implicated in the pathogenesis of RA, based on 
the observation that it is produced spontaneously in RA synovial cell cultures. 
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GM-CSF induces and maintains HLA class II expression on RA synovial cells 
(35), in addition to regulating myelopoiesis (107). It may also affect other cell 
types in RA tissue as it can augment neutrophil-mediated cartilage degradation 
and adherence (108). In addition to GM-CSF, other cytokines including IL-6, 
IL-8 (109), and IL-10 (67) were all found to be induced by TNFa in these 
RA synovial cell cultures. The results obtained with pathological human tissue 
(synovium) are probably a reflection of the events that take place in a normal 
host defense response, as judged by the sequential appearance of TNFa, IL-1, 
and IL-6 in the serum of mice or monkeys injected with LPS or gram negative 
bacteria, and on the greatly reduced BL-1 and IL-6 production that follows 
neutralization of TNFa by an anti-TNFa antibody (110). 

The role of TNFa in upregulating the production of other proinflammatory 
cytokines is not a completely unidirectional process. It has been reported that 
TNFa production can be upregulated by IL-1, GM-CSF, and IFNy, and it is 
likely that such effects do take place in vivo. However the cytokine interac- 
tions are not symmetrical. Thus, blocking IL-1 in RA joint cell cultures using 
recombinant IL- 1 receptor antagonist (IL- Ira) protein does not diminish TNFa 
production, but it downregulates IL-6 and IL-8 production (109). There is evi- 
dence that proinflammatory cytokines such as TNFa or IL-1 have an autocrine 
effect and can regulate their own synthesis. However, little evidence suggests 
that this is important in the RA joint: IL-lra does not inhibit the production of 
IL-la or IL-1/8 as judged by ELISA (109). 

TNFa seems to be the cytokine at the apex of the proinflammatory cytokine 
cascade or network. So an important question is: What regulates TNFa pro- 
duction in rheumatoid joints? Currently this is unresolved. However, we have 
preliminary evidence that it is T cell-dependent, as T cell depletion in RA joint 
cell cultures diminishes TNFa production (FM Brennan, C Hawrylowicz, RN 
Maini, M Feldmann, unpublished observation). However, the critical T cell- 
derived signals to the monocytic cells, the major source of TNFa, are not yet 
known. Dayer and his colleagues (1 1 1, 1 12) have produced evidence that cell 
surface signals from T cells are involved in regulating IL- 1 and probably TNFa 
in co-cultures of T cells and macrophages, with CD69 and CD 11 £ playing an 
important role in this process. 

CYTOKINE RECEPTORS 

While it is useful to document the full range of cytokine expression in an 
inflammatory site, in isolation this information is not necessarily indicative of 
the extent or potential for cytokine signaling. The final outcome ultimately 
depends on two other important features, namely, the appropriate expression of 
cytokine receptors and the local concentration of cytokine inhibitors. 
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With the identification of cytokine receptors, the cDNA cloning and expres- 
sion of many receptor chains, and the production of relevant antibodies, it has 
become possible to study cytokine receptor expression in small samples of 
diseased tissue. The technology used for receptor analysis has changed from 
measurement of mRNA expression, initially used for the IL-2Ror (or Tac) chain 
(113), to radioligand binding through to the current use of monoclonal anti- 
bodies. With the realization that most cytokine inhibitors are derived from the 
surface receptor by enzymatic receptor cleavage, it is evident now that mRNA 
analysis for cytokine receptors is not informative, as it does not discriminate 
between the cell surface signaling form and the inhibitory soluble forms. 

TNF receptor expression has been studied most thoroughly. Both the p55 
and p75 TNF surface receptors are upregulated in active RA tissues at both the 
protein and mRNA level (1 14). This is the case all over the synovium, including 
the areas abutting the sites of erosion (115) and in the endothelial cells. Of 
particular interest was the observation that macrophages at the cartilage pannus 
junction and the endothelial cells also produce TNFa (Figure 2), indicating the 
potential for autocrine stimulation. The expression of other cytokine receptors 
for IL-1 (1 16), GM-CSF (117), and IL-6 (unpublished) has been analyzed, but 
whether levels are normal or altered is not clear. 

SOLUBLE CYTOKINE RECEPTORS 

It is now well documented that the extracellular ligand-binding domain of most 
of the single transmembrane cytokine receptors is also found in biological fluids 
in a soluble form. Most of these soluble receptors are cleaved from the surface 
receptors of the cells by proteolytic enzymes, as in only a few instances is there 
evidence for a truncated mRNA, generated by alternative splicing (1 18, 1 19). 

The first soluble receptor to be convincingly documented was that derived 
from the IL2Ra chain (113), but as this is of low affinity, its functional rele- 
vance as a cytokine inhibitor in vivo has not been clearly documented. TNF 
inhibitors were detected in urine and serum almost concurrently in 1988-1989, 
by the groups of Dayer (120), Olsson, (121) and Wallach (122), and they were 
subsequently characterized as the extracellular domains of the two TNF re- 
ceptors. Using antibodies to these proteins, ELISA assays were developed, 
and soluble TNF-R (sTNF-R) were observed in normal serum at levels of 1-4 
ng/ml, with the p55 lower than p75. In RA serum, levels of both were elevated, 
and even more so in the synovial fluid, where levels 3-4 times those of serum 
are reached. Furthermore, sTNF-R levels in plasma correlated with disease 
activity (123, 124). These results of upregulated TNF inhibitor in RA both 
systemically and locally are of interest, as they help exclude the possibility that 
a major contribution to the pathogenesis of RA is failure to produce inhibitory 
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TNFa p55TNF-R 




Figure 2 TNFa and p55 TNF-R expression in rheumatoid synovium. TNFa (left pane!) and 
p55 TNF-R (right panel) colocalization was demonstrated by immunohistology in synovial lining 
layer (a and b) at the cartilage pannus junction (c and d) and in endothelial cells in deep blood 
vessels (e and J). Modified and reprinted by kind permission of Arthritis Rheum, (Chu et al, 1989, 
34:1125-32 andDeleuran et al 1992, 35:1170-78). 
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factors normally. Indeed we observed that in RA synovial cultures sTNF-Rs 
were produced at concentrations capable of neutralizing a significant propor- 
tion of the TNFa generated (125). These results indicate that local production 
of cytokine inhibitors is capable of diminishing disease activity, and cytokine 
activity is partially downregulated by endogenous inhibitors. 

Soluble EL-1 receptor has also been detected in RA tissues, initially in syn- 
ovial fluid (126). This was first found as an IL- 1/3 binding protein and was 
subsequently identified using monoclonal antibody as the type II IL-1R. This 
receptor is not involved in signaling and appears to function not only as a decoy 
on the cell surface, but also as an inhibitor (in its soluble form) as it binds 
proIL-10 (preventing its processing) and mature IL-10, but not IL-lra (127). 
Other soluble cytokine receptors have also been identified in RA. These include 
soluble IL-6 receptor (FM Brennan, A Cope, P Green, RN Maini, D Novick, 
M Feldmann, unpublished observation), which is not an antagonist but, in con- 
trast, is an agonist (128, 129), and soluble IFNy receptors (FM Brennan, A 
Cope, P Green, RN Maini, D Novick; M Feldmann, unpublished observation). 

IL-1 Receptor Antagonist 

The third member of the IL-1 family, the IL-1 receptor antagonist (IL-lra) 
is the only known cytokine receptor antagonist (130). It has high affinity 
for membrane IL-1 receptor (type I and H), but due to the capacity of IL-1 
to activate cells at very low receptor occupancy, a considerable molar excess 
(« 100 : 1) of IL-lra is needed to inhibit EL-1. The expression of IL-lra has 
been analyzed in RA joints; thus mRNA levels are upregulated, as is production 
of the protein in RA synovial fluid and joint cell cultures (131-134), which is 
immunolocalized to CD68 positive macrophages within the synovium (1 16, 
132). Of key importance is the ratio of IL-lra to IL-1, which in a recent 
report (135) from RA synovial cultures ranged from 1.2 to 3.6, well below the 
100-fold excess of IL-lra needed to neutralize IL-1 bioactivity. Thus, it is not 
surprising that bioactive IL- 1 is found in the majority of RA culture supematants 
(28). Normal joint tissues express very little IL-lra, so IL-lra production is 
upregulated in the disease process but not sufficiently to neutralize IL-1 . It is of 
interest that a study of the ratio of IL-lra:IL-l in the synovial fluid of patients 
with Lyme arthritis indicated that the patients with the most favorable outcome 
had the highest ratio (136). 

CYTOKINE ANALYSIS IN ANIMAL MODELS 

While there is no animal model of arthritis that entirely mimics RA, a vari- 
ety of models have been generated that resemble RA in many important re- 
spects. These models are being analyzed to provide possible insights into the 
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pathogenesis of RA and to help develop therapeutic strategies. There is very 
little published data concerning cytokine expression in the synovium in animal 
models. Most of the available data concerning the role of cytokines in ani- 
mal models have emerged from administering cytokines into the joints of mice 
or from therapeutic studies in these mice. More recently the development of 
transgenic mouse models of arthritis has provided an alternative way in which 
to analyze the role of cytokines in arthritis. 

Originally a synovitis with proteoglycan degradation was seen to occur if 
IL-1 alone, or in combination with TNFa, was injected into the joint of a rabbit 
(137, 138). Subsequently, injection of IL-1 (139, 140) or TNFa (141, 142) 
into collagen-immunized mice or rats accelerated the onset and increased the 
severity of arthritis. Therapeutic studies in mice indicated the involvement of 
these proinflammatory cytokines in the normal course of arthritis. For example, 
several groups have shown that collagen-induced arthritis (CIA) in mice may 
be treated effectively with anti-TNF antibody or other TNFa inhibitors. Thus, 
monoclonal antibodies to TNF ameliorated CIA when administered prior to 
disease onset (143, 144). In addition, anti-TNF monoclonal antibody treatment 
was used successfully after disease onset and was found to reduce inflammation, 
as judged by footpad swelling, as well as joint destruction, as judged by histo- 
logical analysis of the joints (145). Analogous results have been obtained using 
IgG-TNF-receptor fusion protein as an inhibitor of TNFa activity (144, 146, 
147). The fusion proteins used and the monoclonal antibody (TN3) are likely 
to have blocked murine lymphotoxin as well as TNFa. The effects of blocking 
EL-1 have also been studied in CIA using several approaches. Wooley reported 
using daily injections of IL-1 receptor antagonist, which resulted in a delay 
in onset and a reduced incidence of arthritis (148). More recently (149) the 
combination of neutralizing rabbit anti-mouse IL-1 a and IL-l/J administered 
during the pre- and post-arthritic periods was reported to reduce the incidence 
and severity of CIA. We have also demonstrated amelioration of established 
CIA using a neutralizing antibody to the type I IL-1 receptor (R Williams, LJ 
Mason, RN Maini, M Feldmann, unpublished observation). 

More recendy, we have started to analyze the kinetics of cytokine expression 
during the early stages of DBA/1 CIA using immunolocalization studies. A 
consistent finding to emerge from these unpublished studies is that TNFa is 
expressed in the lining layer of the synovial membrane at the time of arthritis 
onset; IL- 1 is also detected but at a slightly later stage of the disease (1-2 days 
after the onset of clinical arthritis). Thus, these results of cytokine/anticytokine 
treatment in vivo are consistent with the analysis of human RA tissues in vitro, 
and they can be extended to the whole animal with its greater complexity, 
including cell recruitment. 
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Other results have been paradoxical, such as those with TGF/8 and IFNy. As 
noted previously, the injection of TGFfi into footpads of normal or collagen- 
injected rats induced an arthritis or accelerated its onset (73, 74), while systemic 
administration of TGF/3 to collagen-injected mice ameliorated CIA (75, 76, 
143). These studies indicate the multipotential properties of TGFfi (72) and its 
differential effects when injected systemically or locally into the joint. 

IFNy is a cytokine commonly believed important in the pathogenesis of 
autoimmune diseases, a theory first proposed in a hypothesis concerning the 
mechanism of autoimmunity, in which IFNy was envisaged as necessary for 
upregulation of antigen presentation (150). Evidence to support this concept 
appeared rapidly in human studies (151-153). Transgenic mice overexpressing 
EFNy in various tissue sites were found by Sarvetnick and her colleagues to de- 
velop autoimmunity in the pancreas, retina, and at the neuromuscular junction 
(154, 155). Localized overexpression of a single cytokine yielding autoim- 
munity is not reproduced by other proinflammatory cytokines, e.g. TNFa or 
EL-1 in diabetes models. The importance of IFNy as a local mediator of in- 
flammation in RA has also been confirmed in CIA. Thus, local injection of 
IFNy into the footpads of collagen type H-immunized mice accelerates the 
onset of arthritis and increases the severity of disease (156). Conversely, sys- 
temic administration of IFNy ameliorates CIA, and treatment with anti-IFNy 
may exacerbate or ameliorate the disease depending on the mAb used and the 
timing of treatment (157, 158). The reasons for this are not clear, but IFNy 
has a multitude of effects; some such as downregulation of B cell activity or 
the antagonism of IL-l-induced bone resorption (159) may be beneficial. It 
will be interesting to evaluate whether IFNy or IFNy receptor knockout mice, 
backcrossed onto DBA/1 mice, will be able to develop CIA. 

The most studied transgenic model of arthritis is in mice expressing a modi- 
fied human TNFa transgene, with the AU-rich 3' untranslated region replaced 
by that of p globin (160). These mice develop an erosive arthritis that can be 
prevented with anti-human TNFa antibody. The arthritis is the major pathology 
in this mouse, and it is not yet understood why the joints are so sensitive to 
TNFa, as there is disregulated expression of TNFa in all tissues. The arthri- 
tis does not appear to be lymphocyte dependent, because arthritis develops in 
TNFa transgenic mice backcrossed to RAG knockouts, which do not possess 
functional lymphocytes (D. Kioussis, personal communication). The spon- 
taneous appearance of arthritis in multiple strains of human TNFa transgenic 
mice provides strong supporting evidence for the pathogenic relevance of TNFa 
in driving the arthritis process in vivo. 

We have studied cytokine expression in the joints of these huTNFa transgenic 
mice by culturing synovial cells obtained from inflamed joints. The technique 
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chosen was dissociation of synovial tissue cells and subsequent culture in the 
absence of extrinsic stimulation, mimicking the work with human synovium. 
Abundant human TNFa in a bioactive form was detected, but paradoxically very 
little or no murine TNFor was seen, suggesting that autocrine TNFa stimulation 
was not important. However, upon stimulation with LPS, such synovial cell 
cultures will produce murine TNR flL-6 was also abundant, as was EL- 10, but 
only a little IL- 1 was detected. As human TNFor reportedly binds the murine p55 
TNF-R and not the p75 TNF-R, these findings suggest that signaling through 
the p55 TNF-R is in itself sufficient to produce autocrine and paracrine cytokine 
induction and to initiate the disease process (D Butler, A-M Malfait, RN Maini, 
M Feldmann, FM Brennan, unpublished observation). 

In human RA synovial cultures, TNFa is the major stimulus for IL-1 produc- 
tion (28). In the mice transgenic for human TNFa, therapy with a neutralizing 
antibody to the flL-1 receptor (type I) is protective (161), as is the anti-TNFa 
antibody as originally described (160). This suggests that much of the activity 
of TNFa in this in vivo model is mediated by its capacity to generate IL-1 or 
to synergize with it. 

ROLE OF CYTOKINES IN DIFFERENT ASPECTS 
OF ARTHRITIS 

Role of Cytokines in T Cell Function in RA 

There are abundant T cells in a RA joint, averaging 20-30% of the mononuclear 
cells in the synovium. Most are CD4+ CD45RO+. There is little evidence for 
local proliferation, so that continuous recruitment is important. Recruitment 
involves upregulation of adhesion molecules, found in synovial endothelium, 
and expression of chemokines, also found there. The cell surface phenotype 
of the T cells is consistent with chronic activation, with > 50% expressing 
DR, VLA-1, VLA-4, VLA-7, but < 10% usually expressing IL-2R. T ceils do 
not survive in the absence of stimulatory signals from the T cell receptor or 
cytokines. Cytokines present in the joint that may be important in sustaining 
T cell survival and function include IL-2 (low amounts), IL-7, and IL-15. The 
latter is relatively abundant in RA joints (162). IL-10 reportedly prevents 
apoptosis in B lymphocytes and T lymphocytes (163, 164), and as it is abundant 
in RA joints it may have a role in sustaining the survival of T cells there, although 
its inhibitory effects are also expressed (see previously). 

T Cells in Rheumatoid Joints Are Enriched in Thl-Like Cells 

A number of T cell cloning studies have been performed in RA, although none 

is very detailed. In all of them, the production of IL-4 was not a common event, 
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so that the majority of the cells were Thl-like, producing IL-2 and IFNy (87, 
165) In the mouse, EL-10 is produced by Th2 cells (166), but in RA joints, 
T cells produce large quantities of IL-10 (85), consistent with previous studies 
with human T cells in which IL-10 was found in both Thl and Th2 subsets 
(167) The preponderance of Thl cells in the joint would be in keeping with 
the presence of the major inducer of Thl cells EL-12 being detectable in small 
but bioactive quantities (unpublished data). 
Which Cytokines Are Responsible for the Damage 
to Cartilage and Bone? 

In rheumatoid arthritis, the destruction of cartilage and bone occurs by erosion 
mainly at the junction of cartilage, bone, and synovium, a region known as the 
pannus (14). This destruction progressively invades the bone and spreads over 
the cartilage, occurring in two forms, one highly cellular, expressing essentially 
the same mixture of cytokines as in the active synovium and associated with ac- 
tive erosion. Another subset is relatively acellular and expresses chiefly TGF/3; 
it appears to be a site of repair rather than destruction (168). Normal cartilage 
cells can produce a wide spectrum of cytokines (168), including IL-1, TNFof, 
IL-6 and can respond to these also. Hence it is not clear which cytokines 
are important in cartilage damage, although IL-1 and TNFa are clearly im- 
plicated as they induce destructive matrix metalloproteinases, such as MMP-1 
(collagenase) and MMP-3 (stromelysin), that are involved in cartilage destruc- 
tion (104, 169, 170), and they also induce bone resorption in in vitro cultures 
(105 171). There is increasing evidence that IL-6 may inhibit bone formation 
and induce bone resorption through its stimulatory effects in osteoclasts (172). 
Thus it is interesting that IL-6 gene knockout mice do not develop erosions 
of bone (173). In view of the fact that IL-6 signals via gpl30 (128), a recep- 
tor chain shared with other cytokines including LIF, IL-11, and oncostatin M, 
it is conceivable that they may also be involved in bone destruction in RA. 
IL-11 is a considerably more potent inhibitor of bone nodule formation than 
is IL-6 (174), whereas in contrast, there is evidence to suggest that LIF may 
stimulate bone formation (175). Little is currently known about the effect of 
oncostatin M on bone metabolism, or indeed whether IL- 1 1 or LIF induce bone 
resorption. 

Are the Pathogenesis of Synovitis and Joint Destruction Equally 
Dependent on the Same Cytokine Network? 

A key question is whether the destruction of connective tissue, the major source 
of long-term joint problems in RA, is driven by the same cell interactions and 
cytokines as are implicated in the synovitis. This question has been raised 
by several workers in the field (176, 177); for example, Bresnihan noted that 
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conventional therapy while improving synovitis has less effect on bone erosion 
according to the X-ray progression. 

Therapeutic trials of anticy tokine and other new therapies have the potential to 
resolve this issue, by demonstrating that effective therapy resolves the synovitis 
and protects the joints from destruction. All the anti-TNFa clinical trials so 
far are too short term to assess for joint protection radiographically, but the 
reduction in pro MMP-3 production reported suggests that joint protection may 
occur with long-term reduction of TNFa (178). 

Neovascularization in RA 

The rheumatoid synovium is a much more cellular mass of tissue than the 
normal synovium and is characterized by an abundance of blood vessels, thus 
increasing the delivery of cells and molecules to areas of inflammation (179). 
The neovascularization that takes place in RA is central for the maintenance 
of the disease process, since inhibition of angiogenesis using either the micro- 
tubule stabilizer Taxol or AGM- 1470, a synthetic angiogenesis inhibitor, blocks 
arthritis in a rat model of CIA (180, 181). 

The process of neovascularization in RA involves angiogenic cytokines such 
as VEGF, an endothelial cell-specific mitogen that promotes the growth of 
new blood vessels (182) and renders the vasculature hyperpermeable in vivo 
(183). VEGF has been detected in RA joint tissue and synovial fluids by two 
independent groups (those of Fava and of Koch) and was associated with strong 
expression of VEGF mRNA by synovial tissue macrophages and of VEGF 
receptors by microvascular endothelial cells (184, 185). Hypoxia is a strong 
inducer of VEGF release and VEGF receptor expression (186, 187); the RA 
joint reportedly is hypoxic due to pressure on vessels during movement (188), 
although other inflammatory stimuli within the RA joint may also contribute 
to VEGF production from macrophages. In this respect, it is interesting to 
note that TGF0 has recently been found to induce VEGF release from RA 
synovial cells (R Fava, unpublished observation). VEGF also is chemotactic 
for endothelial cells, which may perpetuate angiogenesis. 

Finally, it has been reported that a large number of cytokines elevated in 
RA, including TNFa, TGF/J, FGF, as well as chemokines such as IL-8 (189), 
and possibly other C-X-C chemokines such as GRO a and ENA-78 (S Kunkel, 
unpublished observation) may also exhibit angiogenic activities. 

The Cytokine Network in Other Forms of Arthritis 
Compared to rheumatoid arthritis, little is known of the cytokine network in 
other forms of arthritis. Due to the availability of operative samples at joint 
replacement, osteoarthritic (OA) synovium has been used as a control for many 
of the studies in RA. It is not, however, a good comparison, because the diseases 
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differ in their underlying etiology: RA has an autoimmune component, while 
OA does not. By the stage of joint replacement, it is evident that an extensive 
phase of tissue destruction has occurred in OA, with much of this attributable to 
an inflammatory component. This is perhaps why the cytokine pattern appears 
to be relatively similar to that in RA. There is no clear-cut distinction, as the 
cytokines TNFa, DL-1 , and IL-6 are all expressed, albeit at lower average levels 
(28, 29). Chemokine expression has also been noted, including that of IL-8 
(53) and MCP-1 (57). Anti-inflammatory cytokines such as IL-10 (67) and 
TGF/J (69) are abundantly expressed in OA, as in RA. Perhaps one of the 
few differences is in the bioactivity of TNFa in synovial cultures. While all 
RA synovial cultures produce bioactive TNFa, a significant percentage of OA 
synovial cultures do not. This is due to excess free sTNF-R (125). For most 
of its long history, OA has had a tendency to induce excessive bone formation 
(e.g. osteophytes), which must involve a cytokine pattern different to that in 
RA. What prompts the change to a bone destructive form of OA would be 
interesting to understand, due to its therapeutic implications. Other forms of 
arthritis such as psoriatic arthritis and infection-related reactive arthritis have 
not been well documented at the cytokine level. 

The arthritis in reactive arthritis, in contrast to RA, is not destructive, and 
as such synovial tissue is much harder to obtain. One interesting comparison 
has been performed at the mRNA level by Simon et al (86). Reactive arthritis 
specimens often produced EL-4 mRNA (6/8), but only 2 out of 10 of those from 
the rheumatoid did, even if analyzed by RT-PCR. This admittedly limited study 
suggests that the Thl/Th2 balance may be critical for a self-limiting arthritis, 
and the excess of Thl cells in rheumatoid arthritis may be important in its 
persistence (NA Mitchison, unpublished). 

LESSONS FROM CLINICAL RESEARCH AND TRIALS 
Cytokine Antagonists as Therapeutic Agents 

In the previous sections we have analyzed the experimental evidence for the 
evolving concept that the broad spectrum of cytokines locally produced in joints 
provides a molecular basis for the observed pathology. Now we examine the 
extent to which it has proven possible to validate the role of each cytokine in vivo 
by using specific antagonists of high affinity and specificity such as monoclonal 
antibodies, soluble cytokine inhibitors, and in the case of DL-1, IL-lra, in the 
therapeutic setting. The accumulating evidence suggests that TNFa is not only 
an inflammatory mediator in its own right but also is the key regulator of the 
production of other cytokines implicated in rheumatoid inflammation such as 
IL-1 (28), GM-CSF(34), BL-6 and IL-8 (109). We have therefore espoused 
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TNFa as a prime target for therapeutic trials. However, antagonists of IL-1 and 
EL-6 have also been tested in the clinic by others; in the case of IL- 1 antagonists, 
the results of randomized clinical trials have not yet been published in full, and 
anti-IL-6 therapy has thus far been tested only in an open-label trial. 

Anti-TNF Clinical Trials 

The availability of a chimeric (mouse x human) monoclonal anti-TNFa an- 
tibody cA2 (from Centocor, Malvern, Pennsylvania), with an affinity of 1.8 
x 1CT 9 kDa and with neutralizing activity on a variety of biological activities 
of TNFa in vitro (190), provided an opportunity for testing hypotheses for a 
new treatment of RA (191, 192). Chimerization of the antibody (75% human 
immunoglobulin) should reduce immunogenicity and increase the half-life of 
murine antibodies (193). This monoclonal antibody (cA2) had been shown to 
be nontoxic in preclinical safety tests on monkeys and human volunteers in the 
dose range that was predicted to be therapeutic, based on the dosage needed to 
ameliorate collagen-induced arthritis in DBA/1 mice (145). 

Accordingly in 1992/1993, in an open-label trial, we administered cA2 by 
two to four intravenous infusions over two weeks, in a total dose of 20 mg/kg 
body weight, to 20 patients who had chronic erosive RA unresponsive to mul- 
tiple disease modifying drugs (DMARDs) such as gold, methotrexate, and 
salazopyrine (194). To avoid the confounding carry-over effects of previously 
administered DMARDs and of simultaneous ongoing anti-inflammatory ther- 
apy, patients ceased DMARDs for a minimum of four weeks and were stabilized 
on a fixed dose of nonsteroidal anti-inflammatory drugs (NSAIDs) and/or cor- 
ticosteroids in this period. The treatment with anti-TNFa monoclonal antibody 
led to rapid improvement in every patient in all indices of disease activity used 
for monitoring patients. Such modalities included clinical evaluations such 
as the number of swollen and tender joints, the degree of pain experienced, 
the duration of stiffness of joints on waking in the morning, locomotor func- 
tion, the physician's assessment of overall benefit, and the patient's assessment 
of improvement Laboratory measurements of inflammatory activity such as 
the erythrocyte sedimentation rate (ESR) and C-reactive proteins (CRP) also 
showed marked reduction. The improvement from baseline reached its max- 
imum within the first four weeks, with mean values of change exceeding 60- 
70%, and lasted 8-22 weeks (median 12 weeks). Since the trial was primarily 
to test the safety of the therapy, particular attention was paid to vital signs and 
side effects during and following therapy. The infusions were tolerated with- 
out any change in cardiorespiratory function or body temperature, and patients 
seemed to be free of adverse events during the trial period. 

The magnitude of clinical response and reduction in CRP was convincingly 
reproduced in a randomized, double-blind, multicenter, placebo-controlled trial 
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on 73 patients in 1993/1994 in four European centers (195). In this trial, entry 
requirements were active erosive rheumatoid disease and a history of failure to 
respond to at least one DMARD. Having withdrawn from DMARDs, patients 
were stabilized on a fixed dose of anti-inflammatory drugs for four weeks. 
Thereafter, a single intravenous infusion of cA2 at two doses (1 mg/kg or 10 
mg/kg) or placebo infusion (0.1% human serum albumin in normal saline) 
was administered over 2 hr to 24 patients in each group (25 in the 1 mg/kg 
group because of premature dropout of one patient in the other). An impressive 
change was seen in all measurements and is illustrated in Figure 3 for the 
number of swollen joints and CRP. The primary endpoint of this trial was the 
achievement of improvement in a composite index of disease activity defined by 
Paulus et al (196), which discriminates between DMARDs and placebo effects 
in randomized controlled trials. According to this index, a positive result was 
defined as significant improvement in four out of six variable measurements 
defined as: 1. at least 20% improvement in continuous variables (tender and 
swollen joint scores, duration of morning stiffness, and ESR); 2. at least two 
grades of improvement in patient's and observer's assessment of disease activity. 

When the Paulus criteria were applied in the trial, a striking benefit was 
observed in the majority of patients treated with anti-TNFa when compared with 
those treated with a placebo (Figure 4). According to the predetermined primary 
endpoint of the study at four weeks, 79% of patients significantly improved, 
compared with 44% at the lower dose. In contrast, 8% of patients receiving 
placebo achieved the same level of response at 4 weeks. In order to define 




Figure 3 Swollen joint count assessment and C reactive protein measurement in patients receiving 
placebo (• or cA2 anti-TNF mab at 1 mg/kg (♦), and 1 0 mg/kg (A). Values are means of 24 patients 
at each point (25 for 1 mg/kg group). Significance versus placebo: *p < 0.05, fp < 0.01, ttp < 
0.001 . Reprinted by kind permission of The Lancet (Elliott et al, 1994, 344: 1 105-10). 
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Weeks 

Figure 4 Duration of clinical response assessed by the Paulas disease activity index following 
placebo, 0.1% HSA, n = 24 (•); and cA2, anti-TNF mab at 1 mg/kg, n = 25 (♦); 3 rag/kg, n = 14 
(■); and 10 mg/kg, n = 24 (A). Based on data in (Elliott et al, 1994, 344: 1 125-27). 

the proportion of patients who showed an even more marked improvement, the 
Paulus Criteria were arbitrarily reset by increasing the threshold of response 
to 50% improvement in continuous variables, and the data were reexamined. 
Using these rigorous criteria, 58% of patients benefited at the high dose of 
anti-TNFa monoclonal antibody and 28% at the low dose (195). This profile 
of data at four weeks seemed outstanding when compared with the effect of 
other drugs tested in randomized placebo-controlled trials. 

Analysis of the dose-response relationships of parameters of disease activity 
in patients revealed that in the initial two weeks, the proportion of responders at 
the low dose (1 mg/kg) matched that at high dose (10 mg/kg). The magnitude 
of response in the individual clinical parameters of disease activity (such as 
number of swollen and tender joints, ESR, and CRP), generally showed a 60- 
70% change from baseline. The difference in response between the low and 
high doses lay in the duration of the response. 

The duration of response was further examined by following all treated pa- 
tients to relapse of disease. Upon relapse, a further infusion of anti-TNF was 
given. According to protocol, 14 patients who had initially received placebo 
then subsequently received an intermediate 3 mg/kg dose of anti-TNFa. This 
permitted an evaluation of the duration of response at three doses of anti-TNF. 
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The median duration of response was clearly dose-dependent (Figure 4), last- 
ing 3 to 8 weeks in this dose range and persisting for over 16 weeks in 25% of 
patientsreceiving the high dose of anti-TNF antibody (197). 

The pharmacokinetics of the antibody have given insight into the duration of 
response. Preliminary analysis shows that the Cmax following single infusions 
of the 1 mg/kg and 10 mg/kg of cA2 were 28 mg/L and 328 mg/L, respectively. 
The kinetics appear to fit a two-compartment model. Using the mean serum 
concentrations over time following a 10 mg/kg dose, calculations show that the 
half-life of the antibody is around 18 h (at one week). More significantly, in 
interpreting clinical responses, detectable levels persist for 10-12 weeks at the 
high doses. At lower doses the antibody persists for a correspondingly shorter 
duration (197). It is of interest that at 1-5 mg/ml of cA2, TNFa effects in 
rheumatoid joint cell cultures are inhibited (109). Levels above 1-5 mg/ml 
are maintained depending on the dose administered. It explains why the initial 
magnitude of the response and proportion of patients is the same for the three 
doses used, but diverges with the passage of time and a fall in circulatory level 
below the therapeutic threshold. 

Since the efficacy of a single treatment cycle has a finite duration of several 
weeks and because the disease relapses in all cases, the question arises whether 
the anti-TNFa monoclonal antibody therapy is efficacious in controlling chronic 
disease if given in repeated infusions. Only limited data are available currently, 
although an ongoing study on 105 patients receiving repeated cycles will attempt 
to address this point. However, what is known from the experience gained in re- 
treating seven patients with up to four cycles of anti-TNFa monoclonal antibody 
following relapse is that it was possible to use the antibody repeatedly and to 
demonstrate an equivalent magnitude of control of disease with subsequent 
infusions, although there was a trend toward a shortening of effect in some 
patients (198). The results encourage the view that TNFa blockade is likely to 
be beneficial as long-term therapy. There is as yet no evidence for the emergence 
of a TNFa-independent pathway, which could have been the case in view of the 
potential redundancy of the cytokine network with numerous proinflammatory 
mediators. 

Since TNFa is known to be of importance in host resistance to infections, we 
have taken an interest in documenting infective events in treated patients. How- 
ever, RA patients are liable to infections to a greater extent than the healthy 
control populations (199) and may be influenced by a reporting bias under 
continuing close scrutiny. The only accurate way of assessing an increased 
incidence is to compare the type and rate of infections against a population 
of RA patients stabilized on equivalent background therapy, but not receiving 
antiTNFa monoclonal antibody. This has been possible in the randomized 
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controlled study in the first four weeks, and results showed an incidence of six 
episodes in 49 patients, or 12% (three upper respiratory, two skin infections, 
and one episode of pneumonia in anti-TNFa treated patients) versus one upper 
respiratory tract infection in 24 patients (4%) receiving placebo therapy. The 
significance of these predominantly minor infections will require further anal- 
ysis following a more extensive experience, but the result does not suggest that 
it is a limitation of therapy. The observation of a trend toward normalization 
of indices of previously depressed cellular immune functions common in RA 
patients (200-202) following anti-TNFa therapy, such as lymphocyte prolifer- 
ation in vitro (203) and delayed hypersensitivity reaction to recall antigens in 
vivo (204), is reassuring in this context. 

An unexpected side effect in these clinical trials was the development of 
IgM class anti-ds-DNA antibodies some weeks following cA2 treatment in 7 
out of 91 patients (6%) without evidence of clinical SLE. Three of these seven 
received another infusion, and in only one did the titer of antibody rise; in one 
it remained unaltered; and a third showed reversal to normality. In all patients 
the antibody levels spontaneously resolved over several months. The patho- 
genesis of anti-ds-DNA antibodies in a minority of RA patients is unexplained 
at this point, but it is noteworthy that other anti-rheumatic drugs can induce 
ds-DNA autoantibodies (205). The development of lupus serology following 
TNF depletion is consistent with observations made by Jacob and McDevitt in 
NZB/W mouse model of SLE, in which TNF deficiency was associated with a 
genetic polymorphism of the TNF locus in this mouse (206). More recently, in 
anti-DL-10-treated NZB/W Fj mice (207), remission was attributed to induction 
of TNF, since anti-TNF therapy caused rapid recurrence of severe disease. It 
would appear that in a subpopulation of RA patients, anti-TNFa may similarly 
predispose to anti-ds-DNA antibodies, and there is a risk that a proportion of 
these patients might develop a lupus-like syndrome with long-term therapy. 
These studies suggest that the cytokine network is fundamentally different in 
RA and SLE (208) 

Trials of TNFa blockade with other biological agents have been reported 
by other groups. In a double-blind dose-ranging study, a humanized mouse 
monoclonal antibody (CDP 571, Celltech, Slough, UK) was administered to 
24 patients in a single dose at 0.1, 1, and 10 mg/kg (209). In this antibody 
the hypervariable regions were grafted into a human IgG 4 immunoglobulin. 
The results when compared with 12 placebo- treated patients showed that it was 
well tolerated, and significant improvement appeared in a composite disease- 
activity score and in some of the individual disease-activity criteria. Unlike 
with cA2, however, no significant difference was noted in the swollen joint 
score. Reductions in CRP were also observed, thus confirming the results with 
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cA2, but the comparative dose-response relationships suggest that the potency 
of CDP571 was less than that of cA2. Whether this reflects differences in epi- 
tope specificity, affinity, or isotype (IgG4 versus IgGi) is unknown, but further 
investigation could illuminate the mode of action of the two anti-TNFa anti- 
bodies. CDP571 also induced anti-ds DNA antibody production (D. Isenberg, 
personal communication, European Rheumatology Meeting, 1995). 

Engineered soluble TNF receptors linked to Fc portion of IgG, which are 
divalent and act as potent inhibitors of TNF (210), are being developed for ther- 
apy of disease by the pharmaceutical companies. Such soluble TNF receptor 
fusion proteins should be less immunogenic than monoclonal antibodies partly 
derived from mice, and they may be therapeutically active, since they bind 
TNFa with high affinity. The bioengineered immunoglobulin-like molecule 
might also be expected to increase its circulating half-life. Two such products 
are undergoing therapeutic trials in RA patients. A p75 soluble-TNF-R, linked 
to Fc of IgGi (Immunex), or placebo, has been administered in a Phase I study 
to 16 patients with refractory RA at the University of Alabama at Birmingham 
(211,212). Three patients in each group received an intravenous loading lose of 
4, 8, 16, and 32 mg/m 2 , followed by subcutaneous injections twice weekly for 
four weeks, of 2, 4, 8, and 16 mg/m 2 in the four groups, respectively. Addition- 
ally, four patients received placebo injections. No serious adverse events were 
recorded. Clinical responses did not show a dose-response improvement, but at 
day 31 following commencement, there was a 40-55% mean improvement in 
painful, swollen, and tender joints in anti-TNFa -treated groups compared with 
22 to 25% improvement in the placebo group; however, these differences were 
not statistically significant. CRP was reduced by 25% compared with 13% in 
the placebo group, and this also was not statistically significant. Roche has 
used a p55 soluble TNF-receptor IgGi fusion protein in ongoing trials but has 
not disclosed data, though abstracts and meeting presentations claim efficacy. 

We may conclude from these trials with several different agents that TNFa 
antagonists are likely to be beneficial in RA, but the precise indications for their 
use and their limitations as a generic therapy or the relative efficacy of individual 
biological variants must await further development. The current data are short 
term, and assessment of long-term safety will need further clinical trials. 

Mechanism of Action of Anti-TNFa Antibody Therapy 

Rheumatoid inflammation results from the conjoint effects of multiple media- 
tors locally produced by many cell types. We have presented evidence based on 
clinical trials of the marked dose-dependent anti-inflammatory effects of anti- 
TNFa therapy. However, it remains to be established which of the many biologi- 
cal effects of TNFa (213) is of central importance in amelioration of symptoms 
and reduction of acute phase proteins. Our current hypothesis suggests two 
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main mechanisms of action: first, local deactivation of the proinflammatory 
cytokine cascade following neutralization of excess amounts of TNFa at the 
inflammatory site; and second, an interruption of cellular recruitment and traffic 
into rheumatoid joints as a result of a reduction of TNFa-dependent expression 
of vascular adhesion molecules, and of chemokines. 

The remarkable reduction in levels of acute phase proteins (e.g. CRP) fol- 
lowing within 72 h of infusion of anti-TNFa antibody cA2 (194) indirectly 
points to an effect on the cytokine network. The production of CRP by the 
hepatocyte is known to be regulated by cytokines, chiefly by IL-6, but also 
by other cytokines such as LIF and BL-11, signaling via the gpl30 receptor 
We have measured serum IL-6 levels before and after infusion of anti-TNFa 
antibody, and they have shown a rapid decline that parallels a fall in the CRP 
concentration in the blood (194, 197, 214). Predictably, the subsequent rise in 
CRP is also closely associated with an increase in IL-6 levels, occurring earlier 
at the lower dose (1 mg/kg) when compared with the higher dose (10 mg/kg) of 
anti-TNF. A reasonable explanation of this sequence of events is that neutraliza- 
tion of TNFa in the synovial compartment interferes with the cytokine network 
(see earlier), thereby reducing IL-6 production as occurs in rheumatoid joint 
cell cultures (109). Cytokine deactivation is mirrored by a fall of IL-6 levels in 
blood and is followed by a reduced end-organ response, as judged by a fall in 
CRP synthesis by the hepatocyte. 

Cytokine blockade and diminution of other downstream inflammatory path- 
ways is probably of major importance in the rapidity of reduction in pain 
stiffness, swelling, and tenderness of joints. The best objective evidence of 
an anti-inflammatory effect currently available is based on histopathological 
examination of serial biopsies of synovial tissue obtained from multiple sites 
of knee joints before infusion with anti-TNFa antibody and 14 days later. Ex- 
amination of coded multiple sections of synovium by two blinded observers 
overcame observer bias and variability of the cellular response in different re- 
gions of the joint, and results clearly showed a reduction in the cellularity of 
synovium (197, 215). Reduction is seen in the number of cells/high power 
field m the synovial lining layer, infiltrating mononuclear cells (predominantly 
macrophage-hke cells), and perivascular lymphoid aggregates 

The reduced cellularity of synovium also supports our second hypothesis 
suggesting a reduction in trafficking of blood-borne cells into diseased joints 
A simultaneous significant increase in the number of circulating lymphocytes 
accompanying a fall in synovial infiltrate is in keeping with reduced influx 
into joints. That this is dependent on TNFa-modulated expression of adhesion 
molecules is supported by the decreased expression of ICAM-1 VCAM-1 
and E-selectin in the biopsies (197, 215, 216). ICAM-1 and VCAM-1 are 



426 FELDMANN, BRENNAN & MAINI 



detected at vascular endothelial sites in the synovium as well as in many of the 
lining layer cells. E-selectin was detected on up to 28% of vascular endothelial 
cells of capillaries and venules. Following anti-TNFa therapy, we observed a 
significant reduction in E-selectin expression in endothelium and also an overall 
reduction in VCAM-1 and ICAM-1 expression in the lining layer. 

Recently, the detection of soluble forms of the adhesion molecules ICAM- 
1, VCAM-1, and E-selectin in blood has become possible by ELISA. These 
molecules are derived from proteolytic cleavage of the surface form (217), and 
their release correlates with increased surface expression following activation 
by TNFof and IL-1 on cultured endothelium (218, 219). Elevated serum levels 
of ICAM-1, VCAM-1, and E-selectin have been observed in RA, and soluble 
VCAM-1 and ICAM-1 appear to correlate with disease activity (220, 221). 

In our European multicenter, randomized placebo-controlled study with anti- 
TNF antibody, we showed a dose-related reduction in soluble E-selectin and 
soluble ICAM-1 levels (221), but interestingly not of VCAM-1 levels. Hie 
reduction paralleled parameters of clinical response, ultimately returning to 
pretreatment levels closely in parallel with recurrence of symptoms of inflam- 
mation. It was noteworthy that in cA2-treated patients (1 mg/kg and 10 mg/kg 
pooled), there was very good correlation between clinical response and reduc- 
tion in serum E-selectin (221). Recruitment of cells into the synovial tissue 
involves activation of cell surface integrins such as LFA-1 and ICAM-1, and 
chemokines are powerful signals for upregulating the affinity of these integrin 
molecules. Interestingly, anti-TNFa in vitro diminished EL-8 production (109), 
and preliminary evidence indicates that this also occurs in vivo. It is thus very 
likely that the diminished recruitment of cells into joints partly explains the 
prolonged duration of clinical benefit. 

In conclusion, the reproducible clinical benefit of TNFa blockade in RA 
using antibodies has clearly underlined the importance of understanding the 
role of cytokines in arthritis. It may not be farfetched to consider that treating 
earlier in the diseases process, or with longer term TNFa blockade, it may 
be possible to redress the homeostatic balance and obtain longer term benefit 
(remissions) and possibly cures in some patients. 

7L-7 and IL-6 Antagonists 

Recombinant human interleukin-1 receptor antagonist (IL-lra), manufactured 
by Synergen, is a candidate drug for use in RA since it successfully blocks the 
effects of IL-1 (130). The requirement for 90% receptor occupancy to achieve 
DL-1 blockade means that the agent has to be used repeatedly at relatively 
high dose levels as the molar ratio of IL-lra to EL-1 needs to be >10. In a 
randomized double-blind controlled trial, 175 patients with RA were divided 
into nine groups that received 7, 20, or 200 mg, once daily, three times a week, 
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or once weekly for three weeks. Subsequently all patienis received a dose 
once a week for four weeks. Of these patients 14% withdrew due to lack of 
efficacy or adverse events. Data in abstract form (222) shows that at three weeks 
patients receiving daily injections showed significant improvement compared 
with patients receiving weekly injections, but no dose-response relationship 
was apparent in patients receiving the three-dose levels of daily injections. 
Significant but relatively modest reduction in CRP (< 40%) was observed. The 
effects apparently lasted three to seven weeks in some patients. 

Recombinant type I soluble IL-1 receptor (sIL-R, from Immunex), which 
inhibits the binding of IL-1 to its cell-associated receptor, has been used in a 
Phase I randomized single center study utilizing intra-articular injections in the 
knee. Four doses were evaluated in four RA patients in each group (total 16) and 
compared with a placebo injection in four patients. Following 25, 100, 250, and 
500 mg injection into a knee, a dose-related reduction in knee circumference 
was observed at 48 h and 7 days, reaching significance only at the dose of 250 
mg (223). 

In another randomized, double-blind study reported in abstract form, sIL-lR 
was administered by daily subcutaneous injection for 28 days. Twenty-three 
patients with RA were treated with 125, 250, 500, and 1000 mg/m 2 daily and 
compared with patients receiving a placebo. No patient met predetermined 
criteria for significant improvement (224). In this study the choice of a type 
I soluble IL-1 receptor (rather than type H) may not have been optimal, since 
it binds IL-lor with greater affinity than does the predominant EL-1£ form 
secreted in RA joints. It also preferentially binds endogenously produced EL- 
lra in joints, which thus may negate its potential benefit, and possibly increases 
the bioavailability of IL-lfi by displacement from sIL-R (127). The limited 
clinical trial data available on IL- 1 blockade, by the agents described above, do 
not permit any definitive conclusion concerning the relative merits of blockade 
of IL-1 and TNFa. Other IL-1 blocking agents or different clinical protocols 
may y ield greater benefit, but at the moment it is not proven that IL- 1 blockade is 
effective in RA; this is in contrast to TNFa blockade by monoclonal antibodies, 
in particular cA2 ( 1 94, 1 95, 209). 

A murine anti-IL-6 monoclonal antibody has been administered in an open- 
label study to eight patients with refractory RA (225, 226). Improvement 
in pain and number of tender joints was observed, lasting two months. An 
impressive fall in CRP and ESR occurred in this period. The authors report an 
increase over baseline in circulating levels of immunoreactive IL-6 following 
treatment. The significance of this trial and IL-6 data is unclear, but it merits 
further investigation. 
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CONCLUDING REMARKS 

In this chapter we have attempted to encapsulate the impact of cytokine research 
in providing fresh insight into molecular mechanisms of disease. These devel- 
opments have been dependent in equal part on the availability of a novel array 
of biological agents and their application, as specific antagonists or agonists, 
in experimental model systems and clinical trials. Interim conclusions can be 
drawn and give rise to cautious optimism on the potential of these experimental 
approaches in unravelling complex biological responses and assessing the ther- 
apeutic value of neutralizing or augmenting specific cytokines in the clinical 
situation. 

Among the encouraging results is the demonstration that monoclonal anti- 
bodies and other biological products that act as specific cytokine antagonists 
can be administered to patients safely, at least in the short term. Despite the 
pleiotropy intrinsic to the action of many cytokines, it appears that their block- 
ade can lead to impressive clinical benefits — for example, following anti-TNF 
therapy. Moreover, repeated administration leads to reproducible effects, argu- 
ing against redundancy in the biological systems involved in disease. However, 
complete and sustained remission of disease has not been achieved, and it is 
unclear whether current modes of long-term delivery of biologicals will be 
tolerated without evoking allergic responses in a proportion of patients or in- 
ducing immune responses, which by neutralizing their biological activity will 
lead to loss of efficacy of the therapeutic principle. It is also not yet known 
whether long-term neutralization or augmentation of the activity of a cytokine 
may be associated with unanticipated side effects. More experience is clearly 
necessary, although the speed of progress is such that availability of biolog- 
icals as licensed drugs in the treatment of arthritis in two to three years is 
a distinct possibility. In the meantime, improved systems of delivery of bi- 
ologicals, for example, by gene therapy, may provide exciting prospects for 
development. 

Among the challenging questions to be addressed in the near future is the 
possibility that better results may be obtained in controlling RA by combination 
therapy. Thus, more than one cytokine might be targeted simultaneously, or 
proinflammatory cytokine blockade may be combined with anti-T cell therapy. 
An equally compelling case can be made for testing biologicals in combination 
with existing disease-modifying drugs of proven efficacy, such as methotrexate 
and salazopyrin. Whichever approach is used, the high frequency of placebo 
responders in RA makes the testing of drugs in randomized controlled trials 
mandatory. The equally pressing need to use validated criteria of benefit in 
clinical trials is being addressed by co-operation at international level. These 
efforts should simplify the task ahead and allow comparisons to be made. 
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The definition of therapeutic targets by the use of biologicals has stimulated 
the reevaluation of mechanisms of action of established drugs, and it has also 
stimulated the search for chemical drugs that carry the specificity of biologicals. 
The race between the approaches has begun, and the potential strengths and 
weaknesses of each one are all too apparent. So are the enormous opportunities 
to improve significantly on the limited benefit of drugs in primary and secondary 
prevention of disabling arthritic disorders. 

Acknowledgments 

The work for our laboratory reported here was supported by grants from the 
Arthritis Rheumatism Council, Wellcome Trust, Medical Research Council, 
British Heart Foundation, The Multiple Sclerosis Society, and Centocor, Inc. 

We would like to thank our colleagues, particularly K. Bull, C.Q. Chu, M. 
Elliott, E. Paleolog, L. Roffe, M. Silvester, and R. Williams for their assistance 
with this review. Hie task of writing was greatly alleviated by the assistance of 
numerous colleagues in the field who generously informed us of their unpub- 
lished work and sent us preprints and reprints. 



Any Annual Review chapter, as well as any article cited in an Annual Review chapter, 
may be purchased from the Annual Reviews Preprints and Reprints service. 
1-800-347-8007; 415-259-5017; email: arpr@ classing 



Literature Cited 

1. Aggarwal BB, Puri RK, eds. 1995. Hu- 
man Cytokines: Their Role in Disease and 
Therapy. Cambridge, Mass, USA: Black- 
well Sci. 

2. Brennan FM, Feldrnann MF, eds. 1996. 
Role of Cytokines in Autoimmunity. Aus- 
tin, TX, USA: R.G. Landes 

3. Gregersen PK, Silver J, Winchester RJ. 
1987. The shared epitope hypothesis: an 
approach to understanding the molecular 
genetics of susceptibility to rheumatoid 
arthritis. Arthritis Rheum. 30:1205-13 

4. Wilson AG, De Vries N, Pociot F, Di 
Giovine FS. Van Der Putte LBA, Duff 
GW. 1993. An allelic polymorphism 
within the human tumor necrosis factor 
a promoter region is strongly associated 
with HLA Al, B8, and DR3 alleles. / 
Exp. Med 177:557-60 

5. Wilson AG, Gordon C, di Giovine FS, 
de Vries N, van de Putte LBA, Emery P, 
Duff GW. 1994. A genetic association be- 
tween systemic lupus erythematosus and 
tumor necrosis factor a. Eur J. Immunol. 



24:191-95 

6. McDowell TL, Symons JA, Ploski R, 
Fbrre O, Duff GW. 1995. A genetic associ- 
ation between juvenile rheumatoid arthri- 
tis and a novel interieukin-la polymor- 
phism. Arthritis Rheum. 38:221-28 

7. Silman AJ, MacGregor AJ, Thomson W, 
Holligan S, Carthy D, Farhan A, Oilier 
WER. 1993. Twin concordance rates for 
rheumatoid arthritis: results from a na- 
tionwide study. Br. J. Rheumatol 32:903- 
7 

8. Janossy G, Panayi G, Duke O, Bofill 
M, Poulter LW, Goldstein G. 1981. 
Rheumatoid arthritis: a disease of T- 
lymphocyte/macrophage immunoregula- 
tion. Lancet ii: 839-41 

9. KJareskog L, Forsum U, Scheynius A, 
Kabelitz D, Wigzell H. 1982. Evidence 
in support of a self perpetuating HLA- 
DR dependent delayed type cell reaction 
in rheumatoid arthritis. Proc. Natl. Acad. 
Sci. USA 72:3632-36 

10. Hemler ME, Glass D, Coblyn JS, Jacob- 



430 FELDMANN, BRENNAN & MAINI 



son JG. 1 986. Very late activation antigens 
on rheumatoid synovial fluid T lympho- 
cytes: association with stages of T cell 
activation. / Clin. Invest 78:696-702 

11. Cush JJ, Upsky PE. 1988. Phenotypic 
analysis of synovial tissue and periph- 
eral blood lymphocytes isolated from pa- 
tients with rheumatoid arthritis. Arthritis 
Rheum. 31:1230-38 

12. Johnson BA, Haines GK, Harlow LA, 
Koch AE. 1993. Adhesion molecule ex- 
pression in human synovial tissue. Arthri- 
tis Rheum. 36:137-46 

13. Morales-Ducret J, Wayner E, Hices MJ, 
Alvaro-Garcia JM, Zvaifler NJ, Firestein 
GS. 1992. Alpha 4/beta 1 integrin (VLA- 
4) ligands in arthritis: I. Vascular cell ad- 
hesion molecule 1 expression in synovium 
and on fibroblast-like synoviocytes. /. Im- 
munol 149:1424-31 

14. Allard SA, Muirden KD, Camplejohn 
KL, Maini RN. 1987. Chondrocyte- 
derived cells and matrix at the rheuma- 
toid cartilage-pannus junction identified 
with monoclonal antibodies. Rheumatol. 
Int. 7:153-59 

15. VmcentiMP,aarkIM,BrinckerhoffCE. 
1994. Using inhibitors of metallopro- 
teinases to treat arthritis. Arthritis Rheum. 
37:1115-26 

16. Wright JK, Cawston TE, Hazelman BL. 
1991 . Transforming growth factor fi stim- 
ulates the production of the tissue inhibitor 
of metalloproteinases (TIMP) by human 
synovial and skin fibroblasts. Biochem 
Biophys. Acta 1094:207-10 

17. Buttle DJ. 1994. Lysosomal cysteine en- 
dopeptidases in the degradation of carti- 
lage and bone. In Immunopharmacology 
of Joints and Connective Tissue, ed. E 
Davies, JT Dingle, pp. 119-28. London: 
Academic 

18. Fontana A, Hentgartner H, Fehr K, Grab 
PJ, Cohen G. 1982. Interleukin-1 ac- 
tivity in the synovial fluid of patients 
with rheumatoid arthritis. Rheumatol Int. 
2:49-56 

1 9. Buchan G, Barrett K, Fujita T, Taniguchi 
T, Maini R, Feldmann M. 1988. Detec- 
tion of activated T cell products in the 
rheumatoid joint using cDNA probes to 
interleukin-2 (IL-2) receptor and IFN-y. 
Clin. Exp. Immunol 1 1 :295-301 

20. Buchan G, Barrett K, Turner M, Chantry 
D, Maini RN, Feldmann M. 1988. 
Interleukin- 1 and tumour necrosis factor 
mRNA expression in rheumatoid arthri- 
tis: prolonged production of ILla. Clin. 
Exp. Immunol. 73:449-55 

21. Di Giovine FS, Nuki G, Duff GW. 1988. 



Tumour necrosis factor in synovial exu- 
dates. Ann. Rheum Dis. 47:768-72 

22. Saxne T, Palladino MA Jr, Heinegard D f 
Talal N, Wollheim FA 1988. Detection 
of tumor necrosis factor a but not tumor 
necrosis factor fi in rheumatoid arthritis 
synovial fluid and serum. Arthritis Rheum. 
31:1041-45 

23. Hopkins SJ, Humphreys M, Jayson MI. 
1988. Cytokines in synovial fluid. L The 
presence of biologically active and im- 
munoreactive IL-1. Clin. Exp. Immunol 
72:422-27 

24. Hopkins SJ, Meager A. 1988. Cytokines 
in synovial fluid II. The presence of tu- 
mour necrosis factor and interferon. Clin. 
Exp. Immunol 73:88-92 

25. Firestein GS, Alvaro-Gracia JM, Maki R. 

1990. Quantitative analysis of cytokine 
gene expression in rheumatoid arthritis. J. 
Immunol. 144:3347-53 

26. Wood NC, Dickens E, Symons JA, 
Duff GW. 1992. In situ hybridization of 
interleukin-1 in CD14-positive cells in 
rheumatoid arthritis. Clin. Immunol Im- 
munopathol 62:295-300 

27. Chu CQ, Field M, Feldmann M, Maini 
RN. 1991. Localization of tumor necro- 
sis factor a in synovial tissues and 
at the cartilage-pannus junction in pa- 
dents with rheumatoid arthritis. Arthritis 
Rheum. 34:1125-32 

28. Brennan FM, Chantry D, Jackson A, 
Maini R, Feldmann M. 1989. Inhibitory 
effect of TNF a antibodies on synovial 
cell interleukin-1 production in rheuma- 
toid arthritis. Lancet 2:244-47 

29. Hirano T, MatsudaT, Turner M, Miyasaka 
N, Buchan G, Tang B, Sato K, Shimizu 
M, Maini R, Feldmann M, Kishimoto T. 
1988. Excessive production of interleukin 
6/B cell stimulatory factor-2 in rheuma- 
toid arthritis. Eur. J. Immunol 18:1797- 
801 

30. Houssiau FA, Devogelaer J-P, van Damme 
J, Nagant de Deuxchaisnes C, van Snick 
J. 1988. Interieukin-6 in synovial fluid 
and serum of patients with rheumatoid 
arthritis and other inflammatory arthri- 
udes. Arthritis Rheum. 31:784-38 

3 1 . Field M, Chu C, Feldmann M, Maini RN. 

1 99 1 . Interleukin-6 localisation in the syn- 
ovial membrane in rheumatoid arthritis. 
Rheumatol Int. 11:45-50 

32. HeUeM,BoeijeL,deGrootE,deVosA, 
Aarden L. 1991. Detection of IL-6 in bio- 
logical fluids: synovial fluids and sera. / 
Immunol Methods 138:47-56 

33. Xu WD, Firestein GS, Taetle R, Kaushan- 
sky K, Zvaifler NJ. 1989. Cytokines in 



CYTOKINES IN RHEUMATOID ARTHRITIS 43 1 



chronic inflammatory arthritis. II. Granu- 
locyte-macrophage colony-stimulating 
factor in rheumatoid synovial effusions 
J. Clin. Invest 83:876-32 

34. Haworth C, Brennan FM, Chantry D, 
Turner M, Maini RN, Feldmann M. 1991. 
Expression of granulocyte-macrophage 
colony-stimulating factor in rheumatoid 
arthritis: regulation by tumor necrosis 
factor-a. Eur. J. Immunol. 21:2575-79 

35. Alvaro-Garcia JM, Zvaifler NJ, Brown 
CB, Kaushansky L, Firestein GS. 1991. 
Cytokines in chrome inflammatory 
arthritis. VI. Analysis of the synovial 
cells involved in granulocyte-macrophage 
colony stimulating factor production and 
gene expression in rheumatoid arthritis 
and its regulation by IL-1 and TNF-a. / 
Immunol. 146:3365-71 

36. Firestein GS, Xu W-D, Townsend K, 
Broide D, Alvaro-Gracia J, Glasebrook A, 
Zvaifler NJ. 1988. Cytokines in chronic 
inflammatory arthritis. I. Failure to detect 
T cell lymphokines (interleukin 2 and in- 
terleukin 3) and presence of macrophage 
colony-stimulating factor (CSF-1) and a 
novel mast cell growth factor in rheuma- 
toid synovitis. / Exp. Med 168:157386 

37. Lotz M, Moats T, Villeger PM. 1992. 
Leukemia inhibitory factor is expressed 
in cartilage and synovium and can con- 
tribute to the pathogenesis of arthritis. / 
Clin. Invest 90:888-96 

38. Dechanet J, Taupin J-L, Rissoan M-C, 
Moreau J-F, Banchereau J, Miossec P. 
1994. Interleukin-4 but not interleukin- 
10 inhibits the production of leukemia 
inhibitory factor by rheumatoid syn- 
ovium and synoviocytes. Eur. J. Immunol. 
24:3222-28 

39. Waring PM, Carroll GJ, Kandiah DA, 
Buirski G, Metcalf D. 1 993. Increased lev- 
els of leukemia inhibitory factor in syn- 
ovial fluid from patients with rheumatoid 
arthritis and other inflammatory arthri- 
tides. Arthritis Rheum. 36:91 1-15 

40. Trinchieri G. 1995. Interleukin- 12: a 
proinflammatory cytokine with im* 
munoregulatory functions that bridge 
innate resistance and antigen-specific 
adaptive immunity. Annu. Rev. Immunol 
13:251-76 

41. Manetti R, Parronchi P, Giudizi MG, Pic- 
ciimi M-P, Maggi E, Trinchieri G, Romag- 
nani S. 1993. Natural killer cell stimula- 
tory factor (NKSF/IL-12) induces Thl- 
type specific immune responses and in- 
hibits the development of IL-4 producing 
Th cells. J. Exp. Med. 177:1199-1204 

42. Germann T, Szeliga J, Hess H, Storkel S, 



Podlaski FJ, Gately MK, Schmitt E, Rude 
E. 1995. Administration of interleukin 
12 in combination with type II collagen 
induces severe arthritis in DBA/1 mice. 
Proc. Natl Acad. ScL USA 92:4823-27 

43. Remmers EF, Lafyatis R, Kumkumian 
GK, Case JP, Roberts AB, Spora MB, 
WUder RL. 1990. Cytokines and growth 
regulation of synoviocytes from patients 
with rheumatoid arthritis and rats with 
streptococcal cell wall arthritis. Growth 
Factors 2:179-88 

44. Goddard DH, Grossman SL, Moore ME. 
1990. Autocrine regulation of rheumatoid 
arthritis synovial cell growth in vitro. Cy- 
tokine 2:149-55 

45. Remmers EF, Sano H, Lafyatis R, Case 
JP, Kumkumian GK, Hla T, Maciag T, 
Wilder R. 1991. Production of platelet de- 
rived growth factor B chain (PDGF-B/c- 
sis) mRNA and immunoreactive PDGF 
B-like polypeptide by rheumatoid syn- 
ovium: coexpression with heparin bind- 
ing acidic fibroblast growth factor- 1. J. 
Rheumatol 18:7-13 

46. Sano H, Forough R, Maier JA, Case JP, 
Jackson A, Engleka K, Maciag T, WUder 
RL. 1990. Detection of high levels of hep- 
arin binding growth factor- 1 (acidic fi- 
broblast growth factor) in inflammatory 
arthritic joints./. Cell Biol. 110:1417-26 

47. Goddard DH, Grossman SL, Williams 
WV, Weiner DB, Gross JL, Eidsvoog K, 
Dasch JR. 1992. Regulation of synovial 
cell growth: coexpression of transform- 
ing growth factor p and basic fibroblast 
growth factor by cultured synovial cells. 
Arthritis Rheum. 35:1296-303 

48. Fava R, Olsen N, Keski-Oja J, Moses H, 
Pincus T. 1989. Active and latent forms 
of transforming growth factor 0 activity in 
synovial effusions. / Exp. Med 169:291- 
96 

49. Thornton SC, Por SB, Penny R, Richter 
M, Shelley L, Breit SN. 1991. Identifica- 
tion of the major fibroblast growth fac- 
tors released spontaneously in inflamma- 
tory arthritis as platelet derived growth 
factor and tumour necrosis factor-alpha. 
Clin. Exp. Immunol 86:79-86 

50. Bucala R, Ritchin C, Winchester R, Ce- 
rami A. 1991. Constitutive production of 
inflammatory and autogenic cytokines by 
rheumatoid synovial fibroblasts. J. Exp 
Med 173:569-74 

51. Sano H, Engleka K, Mathern P, Hla T, 
Crofford U, Remmers EF, Jelsema CL, 
Goldmuntz E, Maciag T, Wilder RL. 
1993. Coexpression phosphotyrosine- 
containing proteins, platelet-derived 



FELDMANN, BRENNAN & MAINI 



growth factor-B, and fibroblast growth 
factor- 1 in situ in synovial tissues of pa- 
tients with rheumatoid arthritis and Lewis 
rats with adjuvant or streptococcal cell 
wall arthritis. / Clin. Invest. 91:553-65 

52. Taub DD, Oppenheim JJ. 1993. Review 
of the chemokine meeting: the third in- 
ternational symposium of chemotactic cy- 
tokines. Cytokine 5:175-79 

53. Brennan FM, Zachariae CO, Chantry D, 
Larsen CG, Turner M, Maini RN, Mat- 
sushima K, Feldmann M. 1990. Detection 
of interleukin 8 biological activity in syn- 
ovial fluids from patients with rheumatoid 
arthritis and production of interleukin 8 
mRNA by isolated synovial cells. Eur. J. 
Immunol. 20:2141-44 

54. Koch AE, Kunkel SL, Burrows JC, 
Evanoff HL, Haines GK, Pope RM, 
Strieter RM. 1991. Synovial tissue 
macrophage as a source of the chemotatic 
cytokine IL-8. /. Immunol. 147:2187-95 

55. Seitz M, Dewald B, Gerber N, Baggiolini 
M. 1991. Enhanced production of neu- 
trophilactivating peptide- l/interleukin-8 
in rheumatoid arthritis. J. Clin. Invest. 
87:463-69 

56. Villiger PM, Terkeltaub R, Lotz M. 1992. 
Production of monocyte chemoattractant 
protein-1 by inflamed synovial tissue 
and cultured synoviocytes. / Immunol. 
149:722-27 

57. Koch AE, Kunkel SL, Harlow LA, John- 
son B, Evanoff HL, Haines GK, Burdick 
MD, Pope RM, Strieter RM. 1992. En- 
hanced production of monocyte chemoat- 
tractant protein-1 in rheumatoid arthritis. 
J. Clin. Invest. 90:772-79 

58. Akahoshi T, Wada C, Endo H, Hirota K, 
H osaka S, Takagishi K, Konso H, Kashi- 
wazaki S, Matsushima K. 1993. Expres- 
sion of monocyte chemotactic and activat- 
ing factor in rheumatoid arthritis. Arthritis 
Rheum. 36:762-61 

59. Hachicha M, Rathanaswami P, Schall TJ, 
McColl SR. 1993. Production of mono- 
cyte chemotactic protein-1 in human type 
B synoviocytes. Synergistic effect of tu- 
mor necrosis factor a and interferon- 
gamma. Arthritis Rheum. 36:26-34 

60. HosakaS, Akshoshi T, Wada C, Kondo H. 
1994. Expression of the chemokine super- 
family in rheumatoid arthritis. Clin. Exp. 
Immunol. 97:451-57 

61. Deleuran B, Lemche P, Kristensen M, 
Chu CQ, Field M, Jensen J, Matsushima 
K, Stengaard-Pederson K. 1994. Lo- 
calisation of interleukin 8 in the syn- 
ovial membrane, cartilage-pannus junc- 
tion and chondrocytes in rheumatoid 



arthritis. Scand J. Rheumatol. 23:2-7 

62. Koch AE, Kunkel SL, Harlow LA, 
Mazarakis DD, Haines GK, Burdick MD, 
Pope RM, Walz A, Strieter RM. 1994. 
Epithelial neutrophil activating peptide- 
78: a novel chemotactic cytokine for 
neutrophils in arthritis. / Clin. Invest. 
94:1012-18 

63. Koch AE, Kunkel SL, Harlow LA, 
Mazarakis DD, Haines GK, Burdick MD, 
Pope RM, Strieter RM. 1994. Macrophage 
inflammatory protein- la. / Clin. Invest. 
93:921-28 

64. Rathanaswami P, Hachicha M, Sadick 
M, Schall TJ, McColl SR. 1993. Ex- 
pression of the cytokine RANTES in 
human rheumatoid synovial fibroblasts. 
Differential regulation of RANTES and 
interleukin- 8 genes by inflammatory cy- 
tokines. / BioL Chem. 268:5834-39 

65. Wolpe SD, Sherry B, Juers D, Davatelis 
G, Yurt RW, Cerami A. 1989. Identifica- 
tion and characterization of macrophage 
inflammatory protein 2. Proc. Natl. Acad 
Sci. USA 86:612-16 

66. Kasama T, Strieter RM, Lukacs NW, Lin- 
coln PM, Burdick MD, Kunkel SL. 1995. 
Interleukin- 10 expression and chemokine 
regulation during the evolution of murine 
type IT collagen-induced arthritis. /. Clin. 
Invest. 2868-76 

67. Katsikis P, Chu CQ, Brennan FM, Maini 
RN, Feldmann M. 1994. Immunoreg- 
ulatory role of interleukin 10 (IL-10) 
in rheumatoid arthritis. J. Exp. Med 
179:1517-27 

68. Lafyatis R, Thomson NL, Remmers ER, 
Flanders KC, Roche NS, Kim SJ. 1989. 
Transforming growth factor-/? production 
by synovial tissues from rheumatoid pa- 
tients and streptococcal cell wall arthri- 
tis rats. Studies on secretion by synovial 
fibroblast-like cells and immunohistologi- 
cal localisation. / Immunol 143: 1 142-48 

69. Brennan FM, Chantry D, Turner M, 
Foxweil B, Maini RN, Feldmann M. 1990. 
Transforming growth factor-/? in rheuma- 
toid arthritis synovial tissue: lack of ef- 
fect on spontaneous cytokine production 
in joint cell cultures. Clin. Exp. Immunol. 
81:278-85 

70. Lotz MK, J. Carson DA. 1990. Transform- 
ing growth factor-/* and cellular immune 
responses in synovial fluids. J. Immunol 
144:4189-94 

71. Chu CQ, Field M, Abney E, Zheng 
RQ, Allard S, Feldmann M, Maini RN. 
1991. Transforming growth factor-/? 1 in 
rheumatoid synovial membrane and carti- 
lage/pannus junction. Clin. Exp. Immunol. 



CYTOKINES IN RHEUMATOID ARTHRITIS 



433 



86:380-86 

72. Wahl SM. 1994. Transforming growth 
factor fi: the good, the bad, and the ugly. 
I Exp, Med. 180:1587-90 

73. Allen JB, Manthey CL, Hand AR, Ohura 
K, Ellingswoith L, Wahl SM. 1990. Rapid 
onset synovial inflammation and hyper- 
plasia induced by transforming growth 
factor p. J. Exp. Med 171:231-47 

74. Fava RA, Olsen NJ, Postlethwaite AE, 
Broadley KN, Davidson JM, Nanney LB, 
Lucas C, Townes AS. 1991. Transform- 
ing growth factor p\ (TGF-01) induced 
neutrophil recruitment to synovial tissues: 
implications for TGF-^-driven synovial 
inflammation and hyperplasia. / Exp. 
Med 173:1121-32 

75. Brandes ME, Allen JB, Ogawa Y, Wahl 
SM. 1991. Transforming growth factor 
fil suppresses acute and chronic arthritis 
in experimental animals. J. Clin. Invest. 
87:1108-13 

76. Kuruvilla AP, Shah R, Hochwald GM, 
Liggit HD, Palladino MA, Thorbecke GJ. 
1991. Protective effect of transforming 
growth factor p 1 on experimental autoim- 
mune diseases in mice. Proc. Natl Acad 
Sci. USA 88:291^-21 

77. Wahl SM, Allen JB, Costa GL, Wong HL, 
Dasch JR. 1993. Reversal of acute and 
chronic synovial inflammation by anti- 
transforming growth factor p. J. Exp. 
Med 177:225-30 

78. Wahl SM, Hunt DA, Wakefield IM. 
McCartney-Francis N, Wahl IM, Roberts 
AB, Spom MB. 1987. Transforming 
growth factor-^ (TC¥p) induces mono- 
cyte chemotaxis and growth factor pro- 
duction. Proc. Natl Acad Sci. USA 
84:5788-92 

79. Khalil N, Bereznay O, Spom M, Green- 
berg AH. 1989. Macrophage production 
of transforming growth factor p and fi- 
broblast collagen synthesis in chronic 
pulmonary inflammation. J. Exp. Med 
170:727-37 

80. Hart PH, Vitti GF, Burgess DR, Whitty 
GA, Piccoli DS, Hamilton JH. 1989. 
Potential anti-inflammatory effects of 
interleukin-4: suppression of human 
monocyte tumour necrosis factor a, 
interleukin- 1 , and prostaglandin F2. Proc. 
Natl Acad. Sci. USA 86:3803-7 

81. EssnerR ? RhoadesK,McBrideWH, Mor- 
ton DL, Economou J. 1989. IL-4 down- 
regulates IL-1 and TNF gene expres- 
sion in human monocytes. / Immunol 
142:3857-^61 

82. TeVelde AA, Huijbens K, Heije JE. 1989. 
Interleukin-4 (IL-4) inhibits secretion of 



EL-10, tumour necrosis factoro, and IL-6 
by human monocytes. Blood 6:1392-97 

83. Lacraz S, Nicod I, Galve-de Rochemon- 
teux B, Baumberger C, Dayer J-M, 
Weleus HG. 1992. Suppression of metal- 
loproteinase biosynthesis in human alveo- 
lar macrophages by interleukin-4. / Clin, 
Invest 90:382-86 

84. Miossec P, Naviliat M, D'Angeac AD, 
Sany J, Banchereau J. 1990. Low levels of 
interleukin-4 and high levels of transform- 
ing growth factor p in rheumatoid synovi- 
tis. Arthritis Rheum. 33: 1 180-87 

85. Cohen SBA, Katsikis PD, Chu CQ, 
Thomssen H, Webb LMC, Maini RN, 
LondeiM,FeldmannM. 1995. High IL- 10 
production by the activated T cell popula- 
tion within the rheumatoid synovial mem- 
brane. Arthritis Rheum. 38:946-52 

86. Simon AK, Seipelt E, Sieper J. 1994. Di- 
vergent T-cell cytokine patterns in inflam- 
matory arthritis. Proc. Natl Acad. ScL 
USA 91:8562-66 

87. Miltenburg AJ, van Laar JM, de Kuiper 
R, Daha MR, Breedveld FC. 1992. T cells 
cloned from human rheumatoid synovial 
membrane functionally represent the Thl 
subset. Scand J. Immunol 35:603-10 

88. Miossec P, Briolay J, Dechanet J, Wij- 
denes J, Martinez- Valdez H, Banchereau 
J. 1992. The inhibition of the produc- 
tion of proinflammatory cytokines and 
immunoglobulins by interleukin-4 in an 
ex vivo model of rheumatoid synovitis. 
Arthritis Rheum. 35:874-83 

89. Cope AP, Gibbons DL, Aderka D, 
Foxwell BM, Wallach D, Maini RN, Feld- 
mann M, Brennan FM. 1993. Differen- 
tial regulation of tumour necrosis factor 
receptors (TNF-R) by IL-4; upregulation 
of P55 and P75 TNF-R on synovial joint 
mononuclear cells. Cytokine 5:205-12 

90. Lewis-Faning E. 1950. Report on an en- 
quiry into the aetiological factors as- 
sociated with rheumatoid arthritis. Ann. 
Rheum. Dis. 91:1-94 

91. Llorente L, Richaud-Patin Y, Fior R, 
Alcocer-Varela J, Wijdenes J, Fourrier B, 
Galanaud P, Emilie D. 1994. In vivo pro- 
duction of interleukin- 10 by non-T cells in 
rheumatoid arthritis, Sjogren's syndrome, 
and systemic lupus erythematosus. Arthri- 
tis Rheum. 37:1647-55 

92. Cush JJ, Splawski JB, Thomas R, McFar- 
lin JE, Schulze-Koops H, Davis LS, Fujita 
K, Lipsky PE. 1995. Elevated interieukin- 
10 levels in patients with rheumatoid 
arthritis. Arthritis Rheum. 38:96-104 

93. Chomarat P, Vannier E, Dechanet J, Ris- 
soan MC, Banchereau J, Dinarello CA, 



434 



FELDMANN, BRENNAN & MAINI 



Miossec P. 1995. Balance of EL-1 receptor 
antagonist/IL-1 beta in rheumatoid syn- 
ovium and its regulation by EL-4 and EL- 
10. / ImmunoL 154:1432-39 

94. Joyce DA, Gibbons D, Green P, Feld- 
mann M, Brennan FM. 1994. Two in- 
hibitors of proinflammatory cytokine re- 
lease, IL-10 and IL-4, have contrasting 
effects on release of soluble p75 TNF re- 
ceptor by cultured monocytes. Eur. J. Im- 
munoL 24:2699-2705 

95. RoussetF,GarciaE,DeferenceT,Peronne 
C, Vezzio N, Hsu DH, Kastelein R, Moore 
KW, Banchereau J. 1992. IL-10 is a potent 
growth and differentiation factor for acti- 
vated human B lymphocytes. Proc. Natl 
AcadScu USA 89:1890-93 

96. Brennan FM, Chantry D, Jackson AM, 
Maini RN, Feldmann M. 1989. Cytokine 
production in culture by cells isolated 
from the synovial membrane. J. Autoim- 
muru 2:177-86 (Suppl.) 

97. Ulfgren A Lindblad S, Ronnclid J, 
Klareskog L, Andersson U. 1995. Ap- 
plication of an immunohistochemical 
method for cytokine detection to the 
study of in vivo and in vitro production 
of cytokines in arthroscopically obtained 
synovial tissue from RA patients. Clin. 
Rheumatol. 14:234 (Abstr.) 

98. Firestein GS, Zvaifler NJ. 1990. How im- 
portant are T cells in chronic rheumatoid 
synovitis? Arthritis Rheum. 33:768-73 

99. Kehrl JJ, Wakefield LM, Roberts A, 
Jakowlew S, Alvarez-Mon M, Derynck R, 
Sporn MB, Fauci AS. 1986. Production of 
transforming growth factor-^ by human T 
lymphocytes and its potential role in the 
regulation of T cell growth. / Exp. Med 
163:1037-50 

100. Moore KW, O'Garra A, de Waal Malefyt 
R, Vieira P, Mosmann TR. 1993. Inter- 
leukin 10. Annu. Rev. Immunol. 11:165- 
90 

101. Del Prete G, De Carli M, Alraerigogna 
F, Giudizi MG, Biagiotti R, Romagnani 
S. 1993. Human IL-10 is produced by 
both type 1 helper (Thl) and type 2 
helper (Th2) T cell clones and inhibits 
their antigen-specific proliferation and cy- 
tokine production. 7. ImmunoL 150:353- 
60 

102. Dinarello CA. 1994. The interieukin-1 
family: 10 years of discovery. FASEB J. 
8:1314-25 

103. Fell HB, Jubb RW. 1977. The effect of 
synovial tissue on the breakdown of ar- 
ticular cartilage in organ culture. Arthritis 
Rheum. 20:1359-71 

104. Saklatavala J, Sarsfield SJ, Townsend Y. 



1985. Purification of two immunolog- 
ically different leucocyte proteins that 
cause cartilage resorption, lymphocyte ac- 
tivation and fever. / Exp. Med 162: 1208- 
15 

105. Gowen M, Wood DD, Dirie EJ, McGuire 
MKB, Russell RG. 1983. An interieukin- 
1 like factor stimulates bone resorption in 
vitro. Nature 306:378-80 

106. Dinarello CA, Cannon JG, Wolff SM, 
Bemheim HA, Beutler B, Cerami A, Fi- 
gari IS, Palladino MA, O'Connor JV. 

1986. Tumor necrosis factor (cachectin) 
is an endogenous pyrogen and induces 
production of ihterleukin 1. J. Exp. Med 
163:1433-50 

107. Hamilton JA. 1993. Rheumatoid arthritis: 
opposing actions of haemopoietic growth 
factors and slow-acting anti-rheumatic 
drugs. Lancet 342:536-39 

108. KowankoIC.FerranteAF. 1991. Granulo- 
cyte macrophage colony-stimulating fac- 
tor augments neutrophil-mediated carti- 
lage degradation and neutrophil adher- 
ence. Arthritis Rheum. 11:1452-60 

109. Butler D, Maini RN, Feldmann M, Bren- 
nan FM. 1995. Blockade of TNFa with 
chimeric anti TNFa monoclonal antibody, 
cA2 reduces (IL-6 and IL-8) release in RA 
NMC cultures: A comparison with IL- 
Ikl Eur. Cytokine Netwk. 6:225-30 

1 10. Fong Y. Tracey KJ, Moldawer LL, Hesse 
DG, Manogue KB, Kenney JS, Lee AT, 
Kuo GC, Allison AC, Lowry SF, Cerami 
A. 1989. Antibodies to cachectin/tumor 
necrosis factor reduce interleukin \p and 
interleukin 6 appearance during lethal 
bacteremia. / Exp. Med 170:1627-33 

111. IslerP,VeyE,ZhangJH,DayerJ-M.1993. 
Cell surface glycoproteins expressed on 
activated human T cells induce produc- 
tion of interleukin- Ifiby monocytic cells: 
a possible role of CD69. Eur. Cytokine 
Netwk. 4:15-23 

112. Li JM, Isler P, Dayer J-M, Burger D. 
1995. Contact-dependent stimulation of 
monocytic cells and neutrophils by stim- 
ulated human T-cell clones. Immunology 
84:571-76 

113. Rubin LA, Kurman CC, Fritz ME, Bid- 
dison WE, Boutin B, Yarchoan R, Nel- 
son DL. 1985. Soluble interleukin 2 re- 
ceptors are released from activated hu- 
man lymphoid cells in vitro. / ImmunoL 
135:3172-77 

114. Brennan FM, Gibbons DL, Mitchell T, 
Cope AP, Maini RN, Feldmann M. 1992. 
Enhanced expression of tumor necrosis 
factor receptor mRNA and protein in 
mononuclear cells isolated from rheuma- 



CYTOKINES IN RHEUMATOID ARTHRITIS 



435 



toid arthritis synovial joints. Eur. J. Im- 
munol. 22:1907-12 

115. Deleuran BW, Chu CQ, Field M, Bren- 
nan FM, Mitchell T, Feldmann M, Maini 
RN. 1992. Localization of tumor necro- 
sis factor receptors in the synovial tissue 
and cartilage-pannus junction in patients 
with rheumatoid arthritis. Implications for 
local actions of tumor necrosis factor a. 
Arthritis Rheum. 35:1170-78 

116. Deleuran B W, Chu CQ, Field M, Brennan 
FM, Katsikis P, Feldmann M, Maini RN. 
1992. Localization of interieukin- la, type 
1 interieukin- 1 receptor and interieukin- 1 
receptor antagonist in the synovial mem- 
brane and cartilage/pannus junction in 
rheumatoid arthritis. Br. J. Rheumatol. 
31:801-9 

117. Field M, Clinton L. 1993. Expression of 
GM-CSF receptor in rheumatoid arthritis. 
Lancet 342:1244 (Abstr.) 

118. Fernandez-Botran R. 1991. Soluble cy- 
tokine receptors: their role in immunoreg- 
ulation. FASEB / 5:2567-74 

1 1 9. Novick D, Engelmann H, Wallach D, Ru- 
binstein M. 1 989. Soluble cytokine recep- 
tors are present in normal human urine. /. 
Exp. Med 170:1409-14 

120. Seckinger P, Isaaz S, Dayer J-M. 1988. A 
human inhibitor of tumor necrosis factor 
a. J. Exp. Med 167:1511-16 

121. Olsson I, Lantz S, Nilsson E, Peetre C, 
Thysell H, Grubb A, Adolf G. 1989. Isola- 
tion and characterization of a tumor necro- 
sis factor binding protein from urine. Eur. 
J. Haematol. 42:270-5 

122. Engelmann H, Aderka D, Rubinstein M, 
Rotman D, Wallach D. 1989. A tumor 
necrosis factor-binding protein purified to 
homogeneity from human urine protects 
cells from tumor necrosis factor toxicity. 
/ Biol. Chenu 264: 1 1974-80 

123. Cope A, Aderka D, Doherty M, Engel- 
mann H, Gibbons D, Jones AC, Bren- 
nan FM, Maini RN, Wallach D, Feld- 
mann M. 1992. Soluble tumour necrosis 
factor (TNF) receptors are increased in 
the sera and synovial fluids of patients 
with rheumatic diseases. Arthritis Rheum. 
35:1160 

124. Roux-Lombard P, Punzi L, Hasler F, Bas 
S, Todesco S, Gallati H, Gueme PA, Dayer 
J-M. 1993. Soluble tumor necrosis factor 
receptors in human inflammatory synovial 
fluids. Arthritis Rheum. 36:485-89 

125. Brennan FM, Gibbons D, Cope A, Kat- 
sikis P, Maini RN, Feldmann M. 1995. 
TNF inhibitors are produced sponta- 
neously by rheumatoid and osteoarthritic 
synovial joint cell cultures: evidence of 



feedback control of TNF action. Scand J. 
Immunol 421:58-165 

126. Syraons JA, Eastgate JA, Duff GW. 1991. 
Purification and characterization of a 
novel soluble receptor for interieukin- 1. 
J. Exp. Med 174:1251-54 

127. Syraons JA, Young PR, Duff GW. 1995. 
Soluble type II interieukin 1 (IL-1) recep- 
tor binds and blocks processing of IL-1 
beta precursor and loses affinity for DL-1 
receptor antagonist. Proc. NatL Acad Set 
USA 92:1714-18 

128. Hibi M, Murakami M, Saito M, Hirano 
T, Taga T, Kishiraoto T. 1990. Molecular 
cloning and expression of an IL-6 signal 
transducer, gpl30. Cell 63:1 149-57 

129. Novick D, Shulraan LM, Chen L, Revel 
M. 1992. Enhancement of interieukin 6 
cytostatic effect on human breast carci- 
noma cells by soluble IL-6 receptor from 
urine and reversion by monoclonal anti- 
body. Cytokine 4:6-1 1 

130. Arend WP, Dayer J-M. 1990. Cytokines 
and cytokine inhibitors or antagonists 
in rheumatoid arthritis. Arthritis Rheum. 
33:305-15 

131. Roux-Lombard P, Modoux C, Ylscher T, 
Grassi J, Dayer J-M. 1992. Inhibitors of 
interieukin 1 activity in synovial fluids 
and in cultured synovial fluid mononu- 
clear cells. / Rheumatol 19:517-23 

132. Firestein GS, Berger AE, Tracey DE, 
Chosay JG, Chapman DL, Paine MM, 
Yu C, Zvaifler NJ. 1992. IL-1 recep- 
tor antagonist protein production and 
gene expression in rheumatoid arthritis 
and osteoarthritis synovium. / Immunol 
149:1054-62 

133. Koch AE, Kunkel SL, Chensue SW, 
Haines GK, Strieter RM. 1992. Expres- 
sion of interieukin- 1 and interieukin- 1 re- 
ceptor antagonist by human rheumatoid 
synovial tissue macrophages. Clin. Im- 
munol. Immunopathol 65:23-29 

134. Malyak M,Swaney RE, Arend WP. 1993. 
Levels of synovial fluid interieukin- 1 re- 
ceptor antagonist in rheumatoid arthritis 
and other arthropathies. Arthritis Rheum. 
36:781-89 

135. Firestein GS, Boyle DL, Yu C, Paine 
MM, Whisenand TD, Zvaifler NJ t Arend 
WP. 1994. Synovial interieukin- 1 recep- 
tor antagonist and interieukin- 1 balance 
in rheumatoid arthritis. Arthritis Rheum. 
37:644-52 

136. Miller LC, Lynch EA, Isa S, Logan JW, 
Dinareilo CA, Steere AC. 1993. Balance 
of synovial fluid IL-10 and IL-1 receptor 
antagonist and recovery from Lyme arthri- 
tis. Lancet 341:146-^8 



436 FELDMANN, BRENNAN & MAINI 



137. Pettipher ER, Higgs GA, Henderson B. 
1986. Interleukin 1 induces leukocyte 
infiltration and cartilage proteoglycan 
degradation in the synovial joint. Proc. 
Natl Acad ScL USA 83:8749-53 

138. Henderson B, Pettipher ER. 1989. Arthri- 
togenic actions of recombinant IL-1 and 
tumour necrosis factor or in the rabbit: 
evidence for synergistic interactions be- 
tween cytokines in vivo. Clin. Exp. Im- 
munol 75:306-10 

139. Horn JT.Bendele AM, Carlson DG. 1988. 
In vivo administration with IL-1 acceler- 
ates the development of collagen-induced 
arthritis in mice. / Immunol. 141:834-41 

140. Van De Loo AAJ, Arntz OJ, Van Den 
Berg WB. 1992. Flare-up of experimental 
arthritis in mice with murine recombinant 
IL-1. Clin. Exp. Immunol 87:196-202 

141. Cooper WO, Fava RA, Gates CA, Cre- 
mer MA, Townes AS. 1992. Acceleration 
of onset of collagen-induced arthritis by 
intra-articular injection of tumour necro- 
sis factor or transforming growth factor- 
beta. Clin. Exp. Immunol 89:244-50 

142. Brahn E, Peacock DJ, Banquerigo ML, 
Liu DY. 1992. Effects of tumor necro- 
sis factor cr (TNF-a ) on collagen arthritis. 
Lymphokine Cytokine Res. 1 1:253-56 

143. Thorbecke GJ, Shah R, Leu CH, Ku- 
nivilla AP, Hardison AM, Palladino MA. 
1992. Involvement of endogenous tumour 
necrosis factor a and transforming growth 
factor fi during induction of collagen type 
II arthritis in mice. Proc. Natl Acad. ScL 
USA 89:7375-79 

144. Piguet PF, Grau GE, Vesin C, Loetscher 
H, Gentz R, Lesslauer W. 1 992. Evolution 
of collagen arthritis in mice is arrested by 
treatment with anti-tumour necrosis factor 
(TNF) antibody or a recombinant soluble 
TNF receptor. Immunology 77:510-14 

145. Williams RO, Feidmann M, Maini RN. 
1992. Anti-tumor necrosis factor amelio- 
rates joint disease in murine collagen- 
induced arthritis. Proc. Natl Acad Sci. 
USA 89:9784-88 

146. Wooley PH, Dutcher J, Widmer MB, 
Gillis S. 1993. Influence of a recombi- 
nant human soluble tumor necrosis fac- 
tor receptor FC fusion protein on type II 
collagen-induced arthritis in mice. / Im- 
munol 151:6602-7 

147. Williams RO, Ghrayeb J, Feidmann M, 
Maini RN. 1995. Successful therapy 
of collagen-induced arthritis with TNF 
receptor-IgG fusion protein and combina- 
tion with anti-CD4. Immunology 84:433- 

148. Wooley PH, Whalen JD, Chapman DL, 



Berger AE, Richard KA, Aspar DG, Staite 
ND. 1993. The effect of an interieukin- 
1 receptor antagonist protein on type n 
collagen-induced arthritis and antigen- 
induced arthritis in mice. Arthritis Rheum 
36:1305-14 

149. Van Den Berg WB, Joosten LAB, Helsen 
M, Van De Loo FAJ. 1994. Amelioration 
of established murine collagen-induced 
arthritis with anti-IL-1 treatment. Clin. 
Exp. Immunol 95:237-43 

150. Bottazzo GF, Pujol-Borrell R, Hanafusa 
T, Feidmann M. 1983. Hypothesis: role of 
aberrant HLA-DR expression and antigen 
presentation in the induction of endocrine 
autoimmunity. Lancet ii:l 1 15-19 

151. Londei M, Bottazzo GF, Feidmann M. 
1985. Human T-cell clones from autoim- 
mune thyroid glands: Specific recogni- 
tion of autologous thyroid cells. Science 
228:85-89 

152. Londei M, Lamb JR, Bottazzo GF, Feid- 
mann M. 1 984. Epithelial cells expressing 
aberrant MHC class II determinants can 
present antigen to cloned human T cells 
Nature 312:63941 

153. Dayan CM, Londei M, Corcoran 
AE, Grubeck-Loebenstein B, James 
RF, Rapoport B, Feidmann M. 1991. 
Autoantigen recognition by thyroid- 
infiltrating T cells in Graves disease. 
Proc. Natl. Acad ScL USA 88:7415-19 

154. Sarvetnick N, Liggitt D, Pitts SL, Hansen 
SE, Stewart TA. 1988. Insulin depen- 
dent diabetes nielli tus induced in trans- 
genic mice by ectopic expression of 
class II MHC and mterferon-gamma. Cell 
52:773-82 

155. Sarvetnick N, Shizuw J, Liggitt D, Mar- 
tin L, Mclntyre B, Gregory A, Parslow T, 
Stewart T. 1990. Loss of pancreatic islet 
tolerance induced by 0-cell expression of 
interferon-)/. Nature 346:844-47 

156. Mauritz NJ, Holmdahl R, Jonsson R, Van 
der Meide PH, Scheynius A, Klareskog L. 
1988. Treatment with gamma-interferon 
triggers the onset of collagen arthritis in 
mice. Arthritis Rheum. 31:1 297-1 304 

157. WimanisRO,VVimanisDG,FeldiTiamiM, 
Maini RN. 1993. Increased limb involve- 
ment in murine collagen-induced arthri- 
tis following treatment with anti-IFN-y. 
Clin. Exp. Immunol 92:323-27 

158. Boissier M-C, Chiocchia G, Hajnal J, 
Garotta G, Nicolettj F, Fburnier C. 1995. 
Biphasic effect of interferon-^ in murine 
collagen-induced arthritis. Eur. J. Im- 
munol 25:1184-90 

159. Gowen M, Mundy GG. 1986. Actions of 
recombinant interlukin-1, interleukin 2, 



CYTOKINES IN RHEUMATOID ARTHRITIS 437 



and interferon gamma on bone resorption 
in vitro. / Immunol 136:2478-82 

160. Keffer J, Probert L, Cazlaris H, Geor- 
gopoulos S, Kaslaris E, Kioussis D, Kol- 
lias G. 1991. Transgenic mice expressing 
human tumour necrosis factor a predic- 
tive genetic model of arthritis. EMBO J 
10:4025-31 

161. Probert L, Plows D, Kontogeorgos G, Kol- 
lias G. 1995. The type 1 interleukin- 1 re- 
ceptor acts in series with tumor necro- 
sis factor (TNF) to induce arthritis in 
TNF-transgenic mice. Eur. J. Immunol 
25:1794-97 

162. Mclnnes I, Field M, Wilkins D, Lieu 
FY. 1996. IL-15 expression in rheumatoid 
arthritis. Nature Med In Press 

163. Taga K, Cherney B, Tosato G. 1993. IL- 
10 inhibits apoptotic cell death in hu- 
man T cells starved of IL-2. Int. Immunol 
5:1599-1608 

164. Levy Y, Brouet JC. 1994. Interieukin-10 
prevents spontaneous death of germinal 
center B cells by induction of the bcl-2 
protein. / Clin. Invest. 93:424-28 

165. Quayle AJ, Chomarat P, Miossec P, 
Kjeldsen-Kragh J, Forre O, Natvig JB. 
1993. Rheumatoid inflammatory T-cell 
clones express mostly Thl but also Th2 
and mixed (ThO-like) cytokine patterns. 
Scand J. Immunol 38:75-82 

166. Fiorentino DF, Bond MW, Mosmann TR. 
1989. Two types of mouse T helper cell. 
IV. Th2 clones secrete a factor that inhibits 
cytokine production by Thl clones. /. Exp. 
Med 170:2081-95 

167. Del Prete G, De Carli M. Almerigogna 
F, Giudizi MG, Biagiotti R, Romagnani 
S. 1993. Human IL-10 is produced by 
both type 1 helper (Thl) and type 2 
helper (Th2) T cell clones and inhibits 
their antigen-specific proliferation and cy- 
tokine production. / Immunol 150:353- 
60 

168. Chu CQ, Field M, Allard S, Abney E 
Feldmann M, Maini RN. 1992. Detection 
of cytokines at the cartilage/pannus junc- 
tion in patients with rheumatoid arthri- 
tis: implications for the role of cytokines 
in cartilage destruction and repair. Br. J 
Rheumatol 3 1 :653-61 

169. Dayer J-M, Beutler B, Cerami A. 1985. 
Cachectin/tumor necrosis factor stimu- 
lates collagenase and prostaglandin E2 
production by human synovial cells 
and dermal fibroblasts. / Exp Med 
162:2163-68 P " 

170. Dayer J-M, de Rochemonteix B. Burrus 
B, Semczuk S, Dinerello CA. 1986. Hu- 
man recombinant interleukin 1 stimulates 



collagenase and prostaglandin E2 produc- 
tion by human synovial cells and dermal 
fibroblasts. / Exp. Med 77:645-^8 

171. Thomas BM, Mundy GR, Chambers TJ. 
1987. Tumour necrosis factor a and fi 
induce osteoblastic cells to stimulate os- 
teoclast bone resorption. / Immunol 
138:775-80 

172. Roodman GD. 1992. Interieukin-6: an os- 
teotrophic factor? / Bone. Miner Res 
7:475-78 

173. Poli V, Balena R, Fattori E, Markatos A 
Yamamoto M, Tanaka H, Ciliberto G, Ro-* 
dan GA, Constantini F. 1994. Interleukin- 
6 deficient mice are protected from bone 
loss caused by estrogen depletion. Embo 
J. 13:1189-96 

174. Hughes FJ, Howeils GL. 1993. 
Interleukin- 11 inhibits bone forma- 
tion in vitro. Calcif. Tissue Int 53:362-64 

175. Martin TJ, Allan EH, Evely RS, Reid 
IR. 1992. Leukaemia inhibitory factor and 
bone cell function. In Ciba Foundation 
Symposium: Polyfunctional Cytokines: 
IL-6 & UF. ed. GR Bock, J Marsh, pp 
141-55. Chichester. Wiley 

176. Bresnihan B, Mulherin D, FitzGerald O. 
1995. Synovial pathology and articular 
erosion in rheumatoid arthritis. Rheuma- 
tol Eur. 24 (S): 158-60 

177. van den Berg WB. 1995. Uncoupling 
of inflammation and joint destruction in 
arthritis: pivotal role of interleukin 1 in 
destruction. Rheumatol Eur. 24 (S):161- 
63 

178. Fenner H, Gallari H, Schattenkirchner M 
Taylor D, Folkers G, Zueger S. 1995. Inv 
munogenetic profiles, immunochemical 
markers for disease severity and clinical 
course of rheumatoid arthritis. Rheuma- 
tol Eur 24:26-28 

179. Folkman J. 1995. Angiogenesis in cancer, 
vascular, rheumatoid and other disease* 
Nature Med 1:27-30 

180. Peacock DJ, Banquerigo ML, Brahn E. 
1992. Angiogenesis inhibition suppresses 
collagen arthritis. / Exp. Med 175:1 135- 
38 

181. Oliver SJ, Banquerigo ML, Brahn E. 
1994. Suppression of collagen-induced 
arthritis using an angiogenesis inhibitor, 
AGM-1470, and a microtubule stabilizer 
taxol. Cell Immunol 157:291-99 

182. Colville -Nash PR, Scott DL. 1992. 
Angiogenesis and rheumatoid arthritis: 
pathogenic and therapeutic implications 
Ann. Rheum. Dis. 51:919-25 

183. Ferrara N, Houck KA. Jakeman LB 
Winer J, Leung DW. 1991. The vascu- 
lar endothelial growth factor family of 



438 FELDMANN, BRENNAN & MAIM 



polypeptides. J. Cell. Biochem. 47:211- 
18 

184. Fava RA, Olsen NJ, Spencer-Green G, 
Yeo KT, Yeo TK, Berse B, Jackman RW, 
Senger DR, Dvorak HF, Brown LF. 1994. 
Vascular permeability factor/endothelial 
growth factor (VPF/VEGF): accumula- 
tion and expression in human synovial flu- 
ids and rheumatoid synovial tissue. J. Exp. 
Med 180:341-46 

185. Koch AE, Harlow LA, Haines GK, 
Amento EP, Unemori EN, Wong WL, 
Pope RM, Feirara N. 1994. Vascular en- 
dothelial growth factor. A cytokine modu- 
lating endothelial function in rheumatoid 
arthritis. / Immunol. 152:4149-56 

186. Tuder RM, Hook BE, Voelkel NF. 1995. 
Increased gene expression for VEGF and 
the VEGF receptors KDR/Flk and fit in 
lungs exposed to acute or to chronic hy- 
poxia. / Clin. Invest 95:1798-1807 

187. Shweiki D, Itin A, Soffer D, Keshet 
E. 1992. Vascular endothelial growth 
factor induced by hypoxia may medi- 
ate hypoxia-initiated angiogenesis. Na- 
ture 359:843-^*5 

188. Blake DR, Unsworth J, Outhwaite JM, 
Moms CJ, Merry P, Kidd BL, Ballard 
L, Gray L. 1 989. Hypoxic-reperfiision in- 
jury in the inflamed human joint. Lancet 
8633:289-93 

189. Koch AE, Polverini PJ, Kunkel SL, Har- 
low LA, DiPietro LA, Elner VM, Elner 
SG, Strieter RM. 1992. Interleukin-8 as 
a macrophage-derived mediator of angio- 
genesis. Science 258: 1798-1801 

190. Knight DM, Trinh H, Le J, Siegel S, 
Shealy D, McDonough D, Scallon B, 
Arevalo Moore M, Vilcek J, Daddona P, 
Ghrayeb J. 1993. Construction and initial 
characterisation of a mouse-human chi- 
maeric anti-TNF antibody. Mol Immunol 
30:1443-53 

191. Feldmann M, Brennan FM, Chantry D, 
Haworth C, 'Rimer M, Abney E, Buchan 
G, Barrett K, Barkley D, Chu A, Field 
M, Maini RN. 1990. Cytokine production 
in the rheumatoid joint: implications for 
treatment. Ann. Rheum. Dis. 49:480-36 

192. Brennan FM, Maini RN, Feldmann M. 

1992. TNFa-a pivotal role in rheumatoid 
arthritis? Br. J. Rheumatol. 31:293-98 

193. Winter G, Harris WJ. 1993. Humanized 
antibodies. Immunol Today 14:243-46 

194. Elliott MJ, Maini RN, Feldmann M, Long- 
Fox A, Charles P, Katsikis P, Brennan FM, 
Walker J, Bijl H, Ghrayeb J, Woody J. 

1993. Treatment of rheumatoid arthritis 
with chimeric monoclonal antibodies to 
TNFor. Arthritis Rheum. 36:1681-90 



195. Elliott MJ, Maini RN, Feldmann M t 
Kalden JR, Antoni C, Smolen JS, Leeb 
B, Breedveld FC, Macfarlane JD, Bijl 
H, Woody JN. 1994. Randomised double 
blind comparison of a chimaeric mono* 
clonal antibody to tumour necrosis fac- 
tor a (c A2) versus placebo in rheumatoid 
arthritis. Lancet 344:1 105-10 

196. Paulus HE, Egger MJ, Ward JR, Williams 
HJ. 1990. Analysis of improvement 
in individual rheumatoid arthritis pa- 
tients treated with disease-modifying anti- 
rheumatic drugs, based on the findings 
in patients treated with placebo. Arthritis 
Rheum. 33:477-84 

1 97. Maini RN, Elliott MJ, Long-Fox A, Feld- 
mann M, Kalden JR, Antonio C, Smolen 
JS, Leeb B, Breedveld FC, MacFarlane 
JD, Bijl H, Woody JN. 1995. Clinical re- 
sponse of rheumatoid (RA) to and TNFa 
(cA2) monoclonal antibody (mob) is re- 
lated to administered dose and penis- 
tence of circulating antibody. Presented 
at Am. ColL Rheumatol Meet San Fran- 
cisco, CA, USA. (SuppL) (Abstr.) S200 

198. Elliott MJ, Maini RN, Feldmann M, Long- 
Fox A, Charles P, Bijl H, Woody JN. 1994. 
Repeated therapy with monoclonal anti- 
body to tumour necrosis factor a (cA2) in 
patients with rheumatoid arthritis; Lancet 
344:1125-27 

199. Wolfe F, Mitchell DM, Sibley JT, Fries 
JF, Bloch DA, Williams CA, Spitz PW, 
Haga M, Kleinheksel SM, Cathey MA. 
1994. The mortality of rheumatoid arthri- 
tis. Arthritis Rheum. 37:481-94 

200. Silverman HA, Johnson JS, Vaughan JH, 
McGlamory JC. 1976. Altered lympho- 
cyte reactivity in rheumatoid arthritis. 
Arthritis Rheum. 19:509-15 

201. Emery P, Panayi GS, Nouri AME. 
1 984. lnterleukin-2 reverses deficient cell- 
mediated immune responses in rheuma- 
toid arthritis. Clin. Exp. Immunol 57: 123- 
29 

202. Lotz M, Tsoukas CD, Robinson CA, 
Dinarello CA, Carson DA, Vaughan JR 
1986. Basis for defective responses of 
rheumatoid synovial fluid lymphocytes to 
anti-CD3 (T3) antibodies. / Clin. Invest 
78:713-21 

203. Cope AP,LondeiM, Chu NR, Cohen SB, 
Elliott MJ, Brennan FM, Maini RN, Feld- 
mann M. 1994. Chronic exposure to tu- 
mor necrosis factor (TNF) in vitro im- 
pairs the activation of T cells through the 
T cell receptor/CD3 complex; reversal in 
vivo by anti-TNF antibodies in patients 
with rheumatoid arthritis. /. Clin. Invest. 
94:749-60 



CYTOKINES IN RHEUMATOID ARTHRITIS 439 



204. Elliott MJ, Antonio C, Kalden J, Feld- 
mann M, Maini RN. 1995. Cell-mediated 
immunity in RA patients treated with mon- 
oclonal anti TNFa (cA2). Submitted 

205. Yung RL, Richardson BC. 1994. Drug- 
induced lupus. Rheumatic Dis. Clinics N. 
America 1:61-86 

206. Jacob CO, McDevitt HO. 1988. Tumour 
necrosis factor-alpha in murine autoim- 
mune 'lupus' nephritis. Nature 331:356- 
5o 

207. IstodaH,MuchamuelT,SakaguchiS,An- 
drade S, Menon S, Howard M. 1994. Con- 
tinuous administration of anti-interieukin 
10 antibodies delays onset of autoimmu- 
nity in NZB/W Fl mice. J. Exp. Med 
179:305-10 ^ 

208. Maini RN, Elliott MJ, Charles PJ, Feld- 
mann M. 1994. Immunological interven- 
tion reveals reciprocal roles for TNFa and 
IL-10 in rheumatoid arthritis and SLE. 
Springer Semin. Immunopathol 16:327- 
36 

209. Rankin ECC, Choy EHS, Kassimos D, 
Kingsley GH, Sopwith SM, Isenberg DA, 
Panayi GS. 1995. The therapeutic ef- 
fects of an engineered human anti-tumour 
necrosis factor a antibody (CD571) 
in rheumatoid arthritis. Br. J. Rheum. 
34:334-42 

210. Loetscher H, Gentz R, Zulauf M, Lustig 
A, Tabuchi H, Schlaeger E-J, Brockhaus 
M, Gallati H, Manneberg M, Lesslauer W. 
1991 . Recombinant 55-kDa tumor necro- 
sis factor (TNF) receptor. Stoichiometry 
of binding to TNFa and TNF/* and in- 
hibition of TNF activity. / Biol Chem. 
266:18324-29 

211. Moreland LW, Margolies GR, Heck LW, 
Saway PA, Jacobs C, Beck C, Blosch C, 
Koopman WJ. 1994. Soluble tumor necro- 
sis factor receptor (sTNFR): results of 
a phase I dose escalation study in pa- 
tients with rheumatoid arthritis. Arthritis 
Rheum 32: S295 (Suppl.) (Abstr.) 

212. Moreland LW, Koopman WJ. 1995. Re- 
sults of a phase 1 trial using recombinant 
soluble tumour necrosis factor (p80) fu- 
sion protein to treat rheumatoid arthritis. 
In press 

213. Beutler B, Cerami A. 1989. The biology 
of cachectin/TNF-a primary mediator of 
the host response. Annu. Rev. Immunol 
7:625-55 

214. Charles P, Potter A, Elliott M, Cope A, 
Woody J, Feldmann M, Maini RN. 1995 
Regulation of sTNFR and IL-6 follow- 
ing TNF blockade in RA: in vivo evidence 
for a cytokine cascade. Presented at Am. 
Coll. Rheumatol. Meet., San Francisco, 



October. Arth. Rheum. 38 (Suppl.) (Ab- 
str.) S1195 

215. Paleolog EM, Taylor PC, Hunt M, Tak PP, 
Elliott MJ, Feldmann M, Breedveld FC, 
Maini RN. 1995. Treatment of rheuma- 
toid arthritis with antibody to TNFa de- 
creases expression and shedding of E- 
selectin. Presented at Am. Coll. Rheuma- 
tol. MeeL, San Francisco, October. Ann. 
Rheum. 38 (Suppl.) (Abstr.) S757 

216. Tak PP, Taylor PC, Breedveld FC, Macfar- 
lane JD, Smeets T, Daha MR, Kluin PM, 
Meinders AE, Maini RN. 1995. Infiltrate 
analysis of rheumatoid synovial tissue be- 
fore and after anti-TNFa monoclonal an- 
tibody treatment. Presented at Am. Coll. 
Rheumatol. Meet., San Francisco, Octo- 
ber 

217. Gearing AJH, Newman W. 1993. Circu- 
lating adhesion molecules in disease Im- 
munol Today 14:506-12 

218. Leeuwenberg JF, Smeets EF, Neefjes JJ, 
Shaffer MA, Cinek T, Jeunhomme TNI 
Ahern TJ, Buurman WA. 1992. E-selectin 
and intercellular adhesion molecule- 1 are 
released by activated human endothelial 
cells in vitro. Immunologyll :543-49 

219. PigottR, Dillon LP, Hemingway IH, Gear- 
ing AJ. 1992. Soluble forms of E-selectin, 
ICAM-1 and VCAM-1 are present in the 
supernatants of cytokine activated cul- 
tured endothelial cells. Biochem. Biophys. 
Res. Comrnun. 187:584-89 

220. Wellicome SM, Kapahi P, Mason JC, Le- 
branchu Y, Yarwood H, Haskard DO. 
1993. Detection of a circulating form of 
vascular cell adhesion molecule- 1 : raised 
levels in rheumatoid arthritis and systemic 
lupus erythematosus. Clin. Exp. Immunol 
92:412-18 

221. Paleolog EM, Hunt M, Elliott KJ, Tay- 
lor PC, Woody JN, Feldmann M, Maini 
RN. 1996. Monoclones anti-TNFa anti- 
body deactivate vascular endophelium in 
rhematoid arthritis Arthritis <ft Rheum In 
Press 

222. Campion G, Witt K, Musikic P, Look- 
abaugh J, Catalanao M. 1994. The ef- 
fect of dose and dose frequency on dis- 
ease activity in patients with rheumatoid 
arthritis (RA) with subcutaneous adminis- 
tration of recombinant human interleukin 
( 1 ) receptor antagonist ( ANAKINRA). Br 
J. Rheumatol 33:97 (Abstracts Suppl 1) 
(Abstr.) PH * ' 

223. Drevlow B, Capezio J, Lovis R, Jacobs 
C, Landay A, Pope RM. 1993. Phase I 
study of recombinant human interleukin- 
1 receptor (RHU 1 1 L- 1 R) administered in- 
traarticulariy in active rheumatoid. Arthri- 



440 FELDMANN, BRENNAN & MAIM 



tis Rheum. 36:S39 (Suppl.) (Abstr.) 
224. Drevlow B, Louis R t Haag MA, Sinacore 
J, Jacobs C, Blosch G, Beck C, Landay 
A, Moreland L, Pope RM. 1994. Phase I 
study of recombinant human interleukin- 
1 receptor (RHU IL-1R) administered 
subcutaneously in patients with active 
rheumatoid arthritis. Arthritis Rheum. 



37:S339 (Suppl.) (Abstr.) 

225. Wendling D. Racadot E, Wijdenes J. 1993. 
Treatment of severe rheumatoid arthri- 
tis by anti-interieukin 6 monoclonal an- 
tibody. / Rheumatol 20:259-62 

226. Wijdenes J, Racadot E, Wendling D. 1994. 
Interieukin 6 antibodies in rheumatoid 
arthritis. 7. Interferon Res. 14:297-98 



